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Application No. 14/943,677 : DECISION ON PETITION
Filed: 17 Nov 2015 :

For: Magnetic field force energy/water

This is a decision on the petition under 37 CFR 1.181 filed on July 9, 2024, and supplemented on
August 2, 2024, and September 25, 2024, requesting that the Director exercise supervisory
authority and overturn the decision of May 20, 2024, by the Director of Technology Center 2800
(Technology Center Director), which Technology Center Director decision dismissed the request
to suspend action in the present application under 37 CFR 1.103(a) filed on March 20, 2024.

The petition requesting to suspend action under 37 CFR 1.103(a) in the present application is
DENIED.

RELEVANT BACKGROUND

The above-identified application was filed on November 17, 2015.

Prosecution in the above-identified application led to a fourth final Office action being issued on
February 20, 2024, and included, inter alia: (1) a rejection of claims 1 through 25 under 35
U.S.C. § 101 based on the disclosed invention being inoperative and therefore lacking utility; (2)
a rejection of claims 1 through 25 under 35 U.S. C. § 112(a) as failing to comply with the written
description requirement; and (3) a rejection of claims 1 through 25 under 35 U.S. C. § 112(b) as
failing to define the invention.

A request for a one-month extension of time, along with the required fee, was filed on March 5,
2024.

A petition was filed on March 20, 2024, requesting a suspension of action under 37 CFR
1.103(a) for an undisclosed period of time. The petition was dismissed by the Technology Center
Director in a decision issued on May 20, 2024. The request for suspension of action was
dismissed because an Office action was issued on February 20, 2024, to which a reply was
outstanding.
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A notice of appeal and pre-appeal brief conference request were filed on June 6, 2024.

A petition was filed on July 9, 2024, under 37 CFR 1.181, requesting whether a suspension of
action under either 37 CFR 1.182 or 37 CFR 1.183 could be filed. A supplemental petition was
filed on August 2, 2024, requesting reconsideration of a suspension of action request under 37
CFR 1.103(a).

A Notice of Panel Decision from Pre-Appeal Brief Review issued on July 12, 2024, indicating
that the instant application would proceed to the Patent Trial and Appeal Board.

An appeal brief was filed on August 6, 2024.

A response to the final Office action of February 20, 2024, including an amendment to the
claims, was filed on August 6, 2024. Supplemental responses were filed on August 22, 2024;
August 23, 2024; and August 27, 2024.

An advisory action was issued on September 4, 2024.
A notification of non-compliant appeal brief was issued on September 17, 2024.

The present petition was filed on September 25, 2024, requesting: (1) reconsideration of the
decision issued on May 20, 2024, dismissing the request to suspend action in the present
application under 37 CFR 1.103(a) filed on March 20, 2024; (2) reconsideration of the
suspension of action requests made under 37 CFR 1.103(c) with the filing of a request for
continued examination (RCE) on November 19, 2019, and January 25, 2022, to which the
Technology Center did not respond and the decision issued by the Technology Center Director
on February 13, 2024, regarding numerous suspension of action requests filed in 2022 and 2023;
(3) a suspension of action under 37 CFR 1.182 or 1.183; (4) reconsideration of a decision
dismissing a refund request; (5) an interview with the examiner; and (6) guidance on expunging
papers.

A corrected appeal brief was filed on October 8, 2024.

STATUTE AND REGULATIONS

35 U.S.C. § 2 provides, in part, that:

{a} IN GENERAL. —The Untted States Patent and Trademark Office, subject to the
policy direction of the Secretary of Commerce——
{1} shall be responsible tor the granting and issuing of patents and the registration
of trademarks: and
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{2} shall be responsible for dissennnating to the public information with respect to
patents and trademarks,

{by SPECIFIC POWERS., —The Office—

(1) shall adopt and use a seal of the Olfice, which shall be judicially notived and
with which letters patent, certificates of trademark registrations, and papers issued
by the Office shall be anthenticated;

{2} may establish regulations, not inconsistent with law, which—

{ A} shall govern the conduct of proceedings in the Office;

{1) shall be made in accordance with section 353 of title 5:

{{’) shall facilitate and expedite the processing of patent apphications,
particularly those which can be tiled, stored. processed, searched, and
retrigved clectronically, subject to the provisions of section 122 relating {o
the confidential status of applications;

{2y may govern the recogoition and conduct of agents, attorneys, or other
persons representing applicants or other partics before the Office, and may
require them, belore being recognized as represeniatives of applicants oy
other persons, (o show that they are of good moral character and
reputation and are possessed of the necessary gqualifications to render o
applicants or other persons valuable service, advice, and assistance in the
presentation or prosecotion of their applications or other business before
the Office;

{E3 shall recognize the public interest in continuing to safeguard broad
access to the Lnited States patent system throngh the redoced fee structine
for small enfities under section 41(h)(1);

{F} provide for the development of a performance-based process that
inchudes quantitative and qualitative measures and standards {or evaluating
cost-effectiveness and is copsistent with the principles of mpartiality and
competitiveness; and

{33 may, subject to any conditions prescribed by the Director and at the
request of the patent applicant, provide for priontization of examination of
applications for products, processes, of technologies that are important {o
the national economy or national competitiveness without recovering the
aggregate extra cost of providing such prioritization, notwithstanding
section 41 or any other provision of law;

{3} may acquire, construct, purchase, lease, hold, manage, operate, improve, alter,

and rencvate any real, personal, or mixed property. or any interest therein, as it

considers necessary (o carry out its functions;
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{4}
{A)Y may make such purchases, contracts for the construction, or
management and operation of facilities, and contracts for supplics or
services, without regard 10 the provisions of subtitle [ and chapter 33 of
title 4}, division C (except sections 3302, 3501¢h), 35049, 3906, 4710, and
4711y of cubtitle 1 of tile 41, and the McKinney-Veoto Homeless
Assistance Act (42 U.S.C, 11301 et seq.);

{3 may enter wto and perform such purchases and contracts for printing
services, melnding the process of composition, platomaking, presswork,
sitlk screen processes, binding, microform, and the products of such
processes, as it considers necessary 9 carry out the functions of the
(Oftice, without regard Lo sections 301 through 317 and O] through 1123
of title 44

{5y may use, with their consent. services, equipment, personnel, and facilities of other
departiments, agencies, and instrumentalities of the Federal Government, on a
retmbursable basis, and cooperate with such other departments, agencies, and
instrumnentalities i the establishment and use of services, equipraent, and facilities of the
{fice;

{63 may, when the Divector determines that it 1s practicable, efficient, and cost-effective
to do 50, use, with the consent of the United States andd the agency, instrumentiality,
Patent and Trademark Office, or international organization concerned, the services,
recovds, facilities, or personnel of any State or local government agency or
mstrimentality or forcign patent and tradersark office or international organization o
perform functions on its behall

{7y may retainy and usc all of its revenues and receipts, including revenues from the sale.
lease, or disposal of any real, personal, or mixed property, or any interest therein, of the
Oftfrce:;

{&) shall advise the President, through the Secretary of Convmerce, on national and
certain inlernational intellectual property policy issues;

{%) shall advise Federal departments and agencies on matters of intellectual property
policy i the Umited States and inteliectual property protection in other countries;

{10} shall provide guidance, as appropriate, with respect to proposals by agencies {0 assist
toreign governmenis and international intergovernmental organizations on matters of
inteliectual property protection;

{11} may conduct programs, studies, or exchanges of derns or services regarding
doraestic and international intellectual property law and the eftectiveness of ntellectual
property protection domestically and throughout the world, and the (ffice is anthorized
i expend fands to cover the suahsistence expenses and travel-related expenses, including
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per diem, lodging costs, and transportation costs, of persons attending such programs
who are oot Federal employees;

{12)

{ A} shall advise the Secretary of Commerce on programs and studies relating to
itetlectual property policy that are conducted, or anthorized to be condacted,
cooperatively with foreign mndellectual property offices and international
intergovernmental organizations: and
(B)Y may conduct programs and studies descnbed in subparagraph (A) and

{13y
{A) in coordination with the Department of State, may conduet programs and
studies cooperatively with foreign inteliectual property offices and nternational
mtergovernmenial organizations; and
(B} with the concurrence of the Secretary of State, may aunthorize the transfer of
not ko exceed 5100,000 10 any year to the Departroent of Stale for the purpose of
making special pavments (o indernational intergovermimental organizations for
studdtes and programs for advancing international cooperation concerning patents,
trademarks, and other matiers,

37 CFR 1.4 provides, in part, that
{c} Since different matters may be considered by different branches or sections of
the Office, each distinet subject, inguiry or order must be contained in a separate
paper to avoid confusion and delay in answering papers dealing with different

Organization form may be contained in a single paper

37 CFR 1.103 provides, in part, that:

{a) Suspension for canse. On request of the applicant, the Office may grant a
suspension of action by the Oflice onder this paragraph for good and sufficient
is outstanding. Any petition for suspension of action under this paragraph must
specify a period of suspension nol exceeding six wonths. Any petition for
suspension of action under this paragraph must also nclude:

{1} A showing of good and sufficient cause for suspension of action; and

(2} The fee set forth in § 1.17{(g), undess such cause 1s the fault of the (ifice,
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{(by Limited suspension of action in a continued prosecution application {CPA) filed
under § 1.530d). Un request of the applicant, the Office may grant a suspension of
action by the Office under this paragraph in a continned prosecution application
filed under § 1.53¢d) for a perind not cxceeding three months. Any reguest for
suspension of action under this paragraph must be filed with the request for an
application filed under § 1.53¢d). specity the period of suspension, and inchude the
processing fee set forth in § 11740,

() Limited suspension of action after a request for continued examination (RCE}
wider § {114, Un request of the apphicant, the Office may grant a suspension of
action by the Office under this paragraph after the filing of a request for continued
cramunation in compliance with § 1,114 for a period not exceeding three months,
Any request for suspension of action under this paragraph must be filed with the
request for continned examination under § 1.114, specify the period of suspension,
and wncloade the processing fee set torthan § L17(4),

37 CFR 1.181 provides that:

(a) Petition may be taken to the Director:

(1) From any action or requirement of any examiner in the ex
parte prosecution of an application, or inex parte orinter
partes prosecution of a reexamination proceeding which is not subject to
appeal to the Patent Trial and Appeal Board or to the court;

(2) In cases in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Director; and

(3) To invoke the supervisory authority of the Director in appropriate
circumstances. For petitions involving action of the Patent Trial and Appeal
Board, see § 41.3 of this title.

(b) Any such petition must contain a statement of the facts involved and the point
or points to be reviewed and the action requested. Briefs or memoranda, if any, in
support thereof should accompany or be embodied in the petition; and where facts
are to be proven, the proof in the form of affidavits or declarations (and exhibits, if
any) must accompany the petition.

(c) When a petition is taken from an action or requirement of an examiner in the ex
parte prosecution of an application, or in the ex parte or inter partes prosecution of
a reexamination proceeding, it may be required that there have been a proper
request for reconsideration (§ 1.111) and a repeated action by the examiner. The
examiner may be directed by the Director to furnish a written statement, within a
specified time, setting forth the reasons for his or her decision upon the matters
averred in the petition, supplying a copy to the petitioner.
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(d) Where a fee is required for a petition to the Director the appropriate section of
this part will so indicate. If any required fee does not accompany the petition, the
petition will be dismissed.

(e) Oral hearing will not be granted except when considered necessary by the
Director.

(f) The mere filing of a petition will not stay any period for reply that may be
running against the application, nor act as a stay of other proceedings. Any petition
under this part not filed within two months of the mailing date of the action or
notice from which relief is requested may be dismissed as untimely, except as
otherwise provided. This two-month period is not extendable.

(g) The Director may delegate to appropriate Patent and Trademark Office officials
the determination of petitions.

37 CFR 1.182 provides that:

Al sitnations not specifically provided for in the regulations of this part will be
decided in accordance with the merits of each situation by or under the authornity of
the Director, sabject 10 such other requirements as may be imposed, and such
decision will be commuonicated o the nterested parties 1 section must be
accompanicd by the petition foe set forth in § 117(),

37 CFR 1.183 provides that:

In an exiraordinary situation, when justice requires, any reguirement of the
regulations w this part which is not a requirement of the stafutes may be suspended
or watved by the Director or the Dhrector’s designee, sua sponte, or on petition of
the interested party. subjoct to such other reguirements as may be immposed. Any
petition under this section must be accompanied by the petition fee set forth in
§ L17(h.

OPINION

Petitioner requests: (1) reconsideration of the decision issued on May 20, 2024, dismissing the
request to suspend action in the present application under 37 CFR 1.103(a) filed on March 20,
2024; (2) reconsideration of the suspension of action requests made under 37 CFR 1.103(c) with
the filing of an RCE on November 19, 2019, and January 25, 2022, to which the Technology
Center did not respond and the decision issued by the Technology Center Director on February
13, 2024, regarding numerous suspension of action requests filed in 2022 and 2023; (3) a
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suspension of action under 37 CFR 1.182 or 1.183; (4) reconsideration of the decision dismissing
a refund request; (5) an interview with the examiner; and (6) guidance on expunging papers.

Reconsideration of the decision dismissing the request to suspend action under 37 CFR

1.103(a)

Petitioner requests reconsideration of the dismissal of the request to suspend action filed on
March 20, 2024, under 37 CFR 1.103(a). The basis for petitioner’s request is to request an
interview with the examiner. The Gifice may grant a suspension of action, on request by

by applicant to an Office action 1s outstanding. The fee set forthin § 1.17{g) must also be
submitted with the request. In the present case, a final Office action was issued on Febroary 20,
2024, to which a reply was outstanding, and the required fee was pot subnmutted with the request
under 37 CFR 1103(a). Therelore, the vequest was appropriately dismissed 1o accordance with
37 CFR L103(a).

Reconsideration of the suspension of action requests made under 37 CFR 1.103(c) with the
filing of an RCE on November 19, 2019, and January 25, 2022

With the instant petition, petitioner argues that the Technology Center did not properly respond
to the request for suspension of action submitted with the requests for continued examination
filed on November 19, 2019, and January 25, 2022, and requests reconsideration of the decision
issued by the Technology Center Director on February 13, 2024, regarding numerous suspension
of action requests filed in 2022 and 2023. In accordance with 37 CFR 1.181(f), the instant
petition is untimely since it was not filed within two months of the mailing date of the action or
notice (i.e., the decision of February 13, 2024) from which relief is requested. Therefore, the
request for reconsideration is dismissed as untimely.

Request for suspension of action under 37 CFR 1.182 or 1.183

A request for suspension of action is provided for under 37 CFR 1.103. A petition may be filed
under 37 CFR 1.182 when a situation is not specitically provided {or in the regolations. A
petition may be filed under 37 CFR 1.183 when, in an extraordinary stination, justice requires a
waiver or suspension of a requirement of the regulations. Since a request for suspension of action
is a situation specifically provided for in the regulations and is not a request for a waiver or
suspension of a requirement, neither 37 CFR 1.182 nor 37 CFR 1.183 is a proper avenue for
filing such a request. Furthermore, the situation presented in the present petition is specifically
provided for under 37 CFR 1.181 in so far as petitioner is seeking reconsideration of the
decisions dismissing the requests to suspend action in the present application.

Reconsideration of the decision dismissing a refund request and request for an interview
with the examiner




Application No. 14/943,677 Page 9

In accordance with 37 CFR 1.4{¢), since different matters may be consudered by ditferent
branches or sections of the Otflice, a separaie petition is required for each distinct subject,
inguiry, or onder to avold confusion and delay 1o answering the petition, with a separate decision
being rendered for each petition. Therefore, the reqguest for veconsideration of a refund request
and reguest for an inderview with the examiner will not be treated with the present decision and
may be filed as two separate reguests in order to be considerad.

Guidance on expunging papers

Petitioner seeks guidance on expunging papers filed in the present application. A petition to
expunge information unintentionally filed in an application may be filed under 37 CFR 1.59 and
requires the petition fee a set forth in 37 CFR 1.17(g). See the Manual of Patent Examining
Procedure (MPEP) § 724.05. The steps for filing a petition to expunge papers may be found on
the USPTO website at:

https://www.uspto.gov/patents/apply/petitions/24-expungement-papers

Petitioner may also contact the Office of Petition’s Help Desk at: 571.272.3282 for further
assistance.

DECISION

For the reasons stated above, the petition requesting a suspension of action in the present
application under 37 CFR 1.103(a) is DENIED.

This constitutes a final decision on the petition. No further requests for reconsideration will be
entertained. Judicial review of this decision may be available upon entry of a final agency action
adverse to the petitioner in the instant application (e.g., a final decision by the Patent Trial and
Appeal Board). See MPEP § 1002.02

/Charles Kim/
Deputy Commissioner for Patents
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