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This is & supplemental decision on the petitions filed January 31, 2020, under 37 CFR 1181 ar
the alternative under 37 CFR 1.1¥3, requesting that the Director exercise supervisory ant homv
and overturn the deeision of December 2, 2019, by the Director of Technology Center 1600
{Technology Center Director), which Technology Center Director decision refused to withdraw
the finality of the Office action of hune 14, 2019 or to enter the amendment filed an Ogtober 15,

2019
The petition to withdraw the finality of the Office action of June 14, 2019 is DENIED.

The peution concerning the amendnent filed on Octeber 13, 2019 is GRANTED only to the
extent that the Technology Center Director will consider the petition to enter the amendment
filed on October 135, 2019 on the menits,

The petition under 37 CFR 1,183 o waive or suspend any requirement of the regulations
concerning the petition to withdraw the finality of the Office getion of June 14, 2019 s
DENIED.

The petition under 37 CFR 1183 to waive or saspend any requirement of the regulations
coneerning the petition to enter the amendment filed on Gotaber 13, 2019 1s BISMISSED as
premature.
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RELEVANT BACKGROUND

The above-identified application was filed on January &, 2016.

Prosecution of the above~identified application resulted in a final Offics action being issued on
June 4 2019, Claims 1 through 5 and 9 through 22 are currently pending, and claims 1 and 12
thro uvh 15 are withdrawn from consideration wnder 37 CFR 1,142, The final Office action of
Juge 14, 2019 included: (1) a rejection of claims 2 through 5 and 16 under 35 US.C.

§ 102X 1Y as bmnq anticipated by Huang et al, . Am. Chem. Soc., 2012.134,12308-12318
(Husng); and {2} a refection of claim 2 theough 3, 9 through 11, and 16 through 22 under

35 UL8.C. § 103 as being unpatentable over Huang and Van Delfi o al,, WOR014/065661 A1
{Van Delft).

A response 1o the final (ffice action ofjuv 14, 2019 was filed on October 13, 2019, The
respouse of Qetober 15, 2019 included a request to review and x»uimiaw the finality of the
{Mfice action of June 14, 2019 and a proposed amendment to the claims.

Fetitioners were notified that the pmm%ed amendment of Qctober 15, 2018 would not be entered
o an advisory action issued on November S, 2019,

A petition onder 37 CFR 1181 or in the alternative under 37 CFR 1,183 was filed on Noveraber
13, 2019, requesting entry of proposed amendment of October 15, 2019, and renewing the
request to mtizdmw the finality of the Office action of June 14, 2019,

The petition filed on November 13, 2019 was dismissed as untimely in a decision by the director
of Technology Center 1600 (Technology Center Director) issued on December 2, 2019,

A notice of appeal and request for a pre-brief appeal conferonce were filed on Nm-'“m‘-ner 14
2019, Petitioners were nutified in a pre-brief appeal conference issued on December 12, 2?}9
that the above-identified application uma&m nnder appeal, and that claim 22 would be allowable
if amended to include the Hmitations of elaim 18, the independent claim from which it directly
depends.

A petition under 37 CFR 1181 or in the alternative ender 37 CFR 1,183 was filed on January 31
2020, again requesting entry of proposed amendment of October 13, 2019, and a petition under
37 CFR 1181 or in the alternative wader 37 CFR 1,183 was filed on Janvary 31, 2020, again
requesting withdrawal of the finality of the Office action of June 14, 2019,

An appeal brief was filed on March 16, 2020.

< .»_.-:-

P Section 3 of the Leahv Seuth America Invents Act (ALA) revised 35 LS., 88 102 and 103, effective as
to applications ever having a claim with an effective filing date on or after March 16, 2013, or ever
having a reference under 35 ULS.CL 86 120, 124, or 363{c)to any patent or appis»amm that t,\x»r
contatned such a daim with an effective filing date on or after March 16, 2013, See Pub, L. No. 112 -29,
§ 3, 135 Stal. at 285-293. The above-identified application was filed on January §, 2016, and does fot
claim ;'srio iy to or the benefit of any ap splication filed before March 16, 2013, Therefore, this decision
refers to the AIA version of 35 U.S.C. §8 102 and 103

N
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The petition filed on Jannary 31, 2020 was dismissed as untimely in a decision by the Oifice of
Petittons tssued on August 5, 2020,

STATUTE AND REGULATION

A5 US.CL§ 131 provides that:

The Director shall cause an examination (o be made of the application and
the alleged new inveniton; and if on sech examination it amaf.ms that the applicant
s entitled to & patent under the law, the Director shall issue g pater therefore.

35 US.C§ 132 provides that:

{a} Whenever, on examination, any claim for a patent is rejected, or any
abjection or reguivernent made, the Director shall notify the applicant thereaf,
stating the reasons for such rgjection, or objection or requirement, together with
such information and refirences as may be useful in judging of the propriety of
continuing the prosecution of his application; and if after receiving such notice,
the applicant persists in his claim for a patent, with or without amendment, the
appi;cai; an shall be reexamin \,d . Mo amendment shall introduce new matter into
the disclosure of the inventios

{b} The Director shall pre%ct‘ibe regulations {0 provide for the continued
examination of applications for patent at the reg quest of the applicant. The Director
may establish appropriate fees for such continued examination and shall picmdh a
50 pereent reduction in such fees for small entities that quality for reduced fees
under section 4 {1y

7 CFR LASHY) provides that

‘The mere {iling of a petition will not stay any period for reply that may be
running against the application, nor act as a stay of other proceedings. Any
petition under this part not filed within two months of the mailing date of the
action or notice from which relief is requesied may be dismissed as untimely,
except as otherwise provided. This two~month period is not exiendable,

37 CFR 113 provides that:

In an extracrdinary situgtion, when justice requires, any rﬂqu*rement of the
reguiations in this part which is not a requirement of the statutes may be
suspended or waived by the DHrector or the Director's designes, SUQ sponie, or on
petition of the interested party, subject to such other requirements as may be
imposed. Any petition under this section must be accompanied by the petition fee
set forth in § 1.17(0).



Application No. 14/991,281 Page 4

QEINION

Petitioners assert infer afia that the ina} Office action of June 4, 2019 {and the prior non-final
Office action) does not comply with 37 CFR 1.104 and section :&}7 07 of the Manual of Patent
E};m’mnﬁng Progedure {\RPL; 3, and i’ha the final Office action of June 4, 2019 does not satisty
the conditions of MPEP § 706, ﬂ"('a} ti} be made final. Petttioners also assert isfer afia that the
amendments o claims 2\ 4,16, 18, 17,18, 21, and 22 in the proposed amendment of (October 15,
2019 involve features that have czizcddy been searched and cannot ratse new issugs or require
further search or consideration. Petitioners request withdrawal of the finality of the (ffice action
of June 14, 20192 and entry of the amendment ui Cictober 15, 2019,

A first petition or other reguest to withdraw the finality of the Office action of June 14, 2819 was
it filed untit October 15, 2019, {our months after the date of the final Office action of hung 4
20190 37 CFR 1183 provides “[alny petition under this part not filed within two months ¢
the mailing date of the action or notice from which relief is requested may be dismissed as
untimfziv except as otherwise provided”™ and that “{tihis two-moonth period s not extendable”

e 37 CFR 1181, Therefore, there is no showing of error in the Technology Center
Dm’ 1or's decision o dismiss the petition to withdraw the finality of the Office action of June
14, 2019 aa untimely.

The petition 1o onter the amendment of Ogtober 15, 2019 was filed on November 13, 2019,
within two months of the date petitioners were notified of the non-entry of the amendment of
Cictober 15, 2019 in the adw sm'v action of November 5, Z’,U}S‘. Theretore, the petition to enter
the amendment of October 15, 2019 filed on November 13, 2019 13 timely under 37 CFR.
AR

With respert to the petition under 37 CFR 1,183, the waiver of a requiremient of the regulations
pursuant to 37 CFR 1,183 iz, by the terms of the nude, tnuted tor (1) an Vextracrdinary situation™
{2} in which “justice requires” the requested waiver. See fsvidorides v, Ley, 4 USP{Rd 1861,
1961-62 (Comn'r Pat, 1987),

As to the petition to withdraw of the {inaitty of the Office action of Jone 14, 2019, g*sﬁfi(n’zem
present ne basis for why their situation is an “exirgordinary sttuation”™ in which “ustice requires”
the requested watver other than thelr arguments concerning the completeness and finality of the
{(Mfice action of lune 14, 2019, Such arguments may be a r:‘awu for filing a timely petition io
withdraw the finality of the Office action of June 14, 2019, but are not a jusiification for the
failure to file a timely petition {o withdraw the 'ﬁnai.a{y of the Office action of June 14, 2019,
‘E{N"}zs“, the avoidable failure to follow regulations or meet filing deadlines are not considered an

“extraordinary situation” within the meaning of 37 CFR 1183, See Nito Chemical fndustry o,
Led v Comer, 37 USPRA 1778 (1994Y; Ja re Siversz, 227 USPQ 283, 256 (Comm'r Pat, 1985
sez alse Willioms v. Five Platters, Ine., 310 F.2d 963, 964-65 (CCPA }9/“«; {a party’s falure to
meet a time period requirement does not justify walver of the period requirement).

In addition, petitioners may obtain withdrawal of the finality of the Office action of hune

14,
20198 ¢and entry of the amendment filed on Ociober 15, 2019) under the provisions of 3 CFR
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A4 ihe USPTO does pot usually consider an applicant’s situation {0 be an “exiraordinary
bliué’m\ " in which “justice requives™ & watver of g requirement of the regulations when the
regulgtions alveady provide an avenue for ebtaining the relief sought. See Cantelio v. Rasmussen,
220 USSP 604, 664 (Comm'r Pat, 19823,

As 1o the petition {o enter the amendment of October 15, 2019, it is preatire to consider
whether petitioners” situation is an “extraordinary situation” in which “justice requires” waiver
ar suspension of a reguirement of the regulations prior to a decision ’m } Technology Center
[hrector on whether petitioners’ are entitled to entry of the amendment of October 13, 2019
under 37 CFR 1116, See i

BECISION

}ol the reasons stated previously, the petitions filed January 31, 2020 under 37 CFR 1181 orip

e alternative under ? CFR 1183, requesting that the Director exercise supervisory authority
ami withdraw the finality of the Office action of June 14, 2019 and enter the amendment of
October 15, 2619 are—

DENIED with respect {o withdrawing the finality of the Office action of June 14, 2019

GRANTED with respeot to the amendment filed on Ociober 15, 2019 anly 1o the extent
that the Tectuwlogy Center Director will consider the petition o enter the amendment filed on
Ovtober 15, 2019 on its merits;

DENIED with respect t0 waiving or suspending any requirement of the regolations
concerning the petition to withdraw the finality of the Office action of June 14, 2019; and

DISMISSED as premature with respect to watving or suspending any requirement of the
regulations concerning the petition o enter thev amendment tied on October 15, 2019,

This constitutes a final decision on these petition with respect tor (1) withdrawing the finality o
the Office action of June 14, 2019; and {2) walving or suspending any requirement of the
reguiations concerning the petition to withdraw the finality of the Office action of June 14, 2019,
No further request for reconsideration of these issues will be entertained. Judicial review of this
petition deeision may be available upon entry of a final agency action adverse to the petitioners
in the instant application {e.g., & final decision by the Patem Trial and Appeal Board). See MPEP
§ 1002.02.

Telephone inquiries concerming this decision should be directed to Alesia Brown at §71-272-
3208,
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This application is being forwarded to Technology Center 1600 for consideration of the petition
o enter the amendment filed on October 15, 2019 on the mentts and for appropriate action in
response to the appeal brief filed on March 16, 2020
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