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This is a decision on the petition under 37 CFR 1181 filed September 23, 2002, requesting that
=
the Direstor exercise supervisory authority and review the decision of ui 22,2022, by the

-}EE'GC‘EE‘I oi Technology Center 3600 {Technolbgy Center Divector, which decision upheld the
restriction reguivement made final in the (Hfice action tssued on Mareh 7, 2022,

The petition to withdraw the restriction requirernent made final in the Office action issued on

Mareh 7, 2022, 1s DENIED.

RELEVANT BACKGROUND

The above-identified application ‘.R-""S filed on September 13, 2021, The above-identified
application claims benefit under 35 ULS.C. § 120 of ,i{‘ep{i(.d;im} No. 15/689,035, filed Auguat 29,
j Heation No

2017, which i turn clabms 'msw*‘i ‘mdev ?‘. TS § 120 of PCT appit

POTAIS2017/028,999, fited Aprtl 21, 2017, which in turn clabms benefitunder 35 UKL
§ 1Ee) of provisional apf*iwaﬁm" No. 027325957, filed April 21, 2016,

A requirement for restriction was issued on December 13, 2021, requiring a restriction under 33
VLS., § 121 betwesn: (1) Invention | {claims 1 through 14 and 19 theough 30) drawn to a
vertically stacked growing systern, classified in AGIG 31/06 and ) Invention H {claims 13
through 18) drawn to a method for handling a plurality of rafis of germinated plants ina
vertically-stacked growing systern, classified in AGTG 31700

A response to the requirement for restriction of Decomber 13, 2021, was filed on Fehroary 14,
&2, in which petitioner elected lovention { {claims | throngh 14 and 19 through 30}, with
rAVErse.




A por-final (ffice action was issued on March 7, 2022, The Office action of March 7 72022,
meluded, fader alion (1) a response to the raversal of t}ezc:,ﬁ:fm‘;i.z{m requirement; {3} a non-
statuiory double patenting n’.;(-xﬁmz'z of clabras | through 14 and 19 throagh 30 &5 being
unpatentable over claims 1, 2, 8, 12, 24, 33, 45, 61, 62 ani {{s of U.S. Patent No. 11, 116,136; and
{3} argjection of claims | through 14 wader 33 U.S.C. § 112{(b) for fuiling o particularly point
out and distinetly elaim M subject matter which Lhen\e sor oy jotnt inventor regards as the
wvention. The Office action of March 7, 2022, made the restriction final.

o

A }‘-@?itifﬁ* under 37 CFR 1,144 and 37 CFR 1181 10 the Technology Center was filed on May 6,
2027, requesting withdrawal of the requiremant for restriction. A decision by the Aeuhwhm
L;Atev ﬁi Hrector was issued on July 22, 2022, disy -mfng the ;}ﬁfﬁiﬁamn to withdraw the reguireraent

3

for restriction wade final in the Office action of March 7,

A reply under 37 CFR L1 to the non-final ()itm setion of Mavch 7, 2022, was filed on July &,
2022 The reply included an awmendment to claim 19 and the addition of now claims 31-34.

A linal Office action was issued on July 20, 2022, The Office action oi fuly 20, 2022, incloded

fmter adfar (1) g rejection of claims 1 through 14 under 35 US.CL 8 112(0) for filing o
particularly point out and distinetly “iaim the subject matier wi‘zich -m m\v-cnior oY yunt inventor

regards as the invention and {3} a rejection of claims 31-32 and 34 under 35 U.S.C. § 102(a¥ %)
as being anticipated by Gurin (U8 Pa‘(r:m New 9,986,697y, (3} an indication -:}_‘i’ho allowability of
claimy 1-14 if re-written t0 overeome the rejection ander 35 U.S.C. § 112¢(b); (4) an indication of
the allowability of claims 19-30; and (5 an objection to claim 33 stating that it would be
allowabie Wrewritten in independent form,

The instant petition under 37 CFR 1181 was filed on September 22, 2022, requesting
supervisory review by the Director of the USPTO of the July 22, 2022, decision of the
Technology Center Director which apheld the restriction requirement made final in the Office

. . > Y
action ssued on March 7, 20220

A request for vontinued examnination was filed on January 26, 2022, The ?LQu est includas, inder
afia, an avpendment to the claims and arguments concerning the relection in the Office action of

July 20, 2022,

* The instaat petitien was accompanied by a petition uader 37 OFR 1,182 requesting expedited consideration of the
instaxt petitinn. The petition under 37 CFR £.182 to expedite cun.suiuat,_(m of the tnstant petition is dismissed in
view of this decision,
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STATUTES AND REGULATHONS

I two or more independent and distingt inventions are claimed in one application, the
Director may require the application 1o be reatricted to one of the inventivas. If the other
invention is wade the subject of & di“\/i‘?i wal apphication whichk complies with the

quirements of section 128 it shall be entitled to the benefit of the filing date of the
original application. A patent issuing on an apphcation with respect to which a
requirersent for restriction under this section has been made, or on an application filed as
a resalt of such a requirement, shali not be used as a reference either in t@}-’: Patent and
Traderoark Office or in the cowrts against a divisional application or against the riginal
application or any paterd issusd on elther of them, if the divisional application is filed
before the issuance of the patent on the other application. The validity of a patent 3§1a§§
not be guestioned for fatlure of the Director to require the application to be restricted 1o
one wventinn,

CEFR 1141 provides that

{a} Two or more in mpcmk ut and distinet inventiens may not be claimed in one national
appitcation, except that more than one species of an invention, not o exceed a ressonahble
number, may be &pcu"cahx claimed in differcot clabis in one national application,
provided the applcation also ncludes an allowable clatm generic to all the claimed
species and all the claims to species in excess of one are written in dependent form (§
L73) or otherwise mnclude al the imitations of the geperic clatm,

{b) Where claims to all three categories, product, process of making, and provess of use,
are included i 8 national application, a three way requirernent for restriction can onl by be
made where the process of making is distinet from the product. I the process of nw km«‘
and the product are not distinet, the process of using may be joined with the claims
directed to the product and the process of making the product even though g showing of
distinctness between the product and process of using the product can be made.

37 CFR 1.142 provides that:

{a} I two or more independent and distinet lnventions ave claimed in a single application,
the examiner in an Qffice action will reguive the applicant in the reply to that action to
clect an wvention to which the claims will be restricied, this official action being called 2

requirement for restriction { aiw known as a requirement for division), Such requirement
wiil normally be made before any action on the roerits; however, it may be made at any
time before final action,




{b) Claimss to the Invention or inventions not elected, if not canceled., are nevertheless
3t zér,mu from further consideration by the examiner by h e cloction, subject however 1o

reinstatement in the event the reguirement for restriction is withdrawn or overraled

~ oy

FOFR 1 H4S provides that

I the applicant disagrees with the requirement for restriction, he may request
wasmﬁ sration and withdrawal or modification of the requirement, giving the reasons

theretor. (See § 1111} In requesting reconsideration the applicant must indicate

i

pz-.'}vzowm election of one ovention for prosed un“m which invention shali be the o

slected i the event the requirement bc comes final. The requiremen for restriction will be
reconsidered on sach a request. 1 the requi it is repeated and made final, the

examingr will at the same {ime act on the ci ‘n 1St -h@ invention slectad.
37 CFR 1144 provides that;

After a fina] requirement for restriction, the appHeant, in addition to making any reply
due on the remainder of the action, may petition the Director to review the ;'O(;m-em ent.
Petition may be deferved until after final action on or allowance of claims to the inventior
elected, but must be i;ied not fater thae appeal. A petition will not be considerad i
reconsideration of the requirement was not requested {3ee § 11811

v

3T OFR L8 provides that
Pettiion may be taken to the Directon

{1} From any action or e squirernent of any examiner in ih’ ox parte prosgeution of
an application, or n ex parfe or inter paries pr‘mccuﬁu a2 reexamingtion
proceeding which s not subject to appeal o the Patent Trial and Appeal Board ar
i3 the court)

{2} In cases in which a statute or the rules specily that the watier s 1o be
deterrained divectly by or reviewed by the [Hrector; and

{3} To Invoke the supervisory authorily of the Director in appropriaie
civcumstances. ix}r pettions wovolving action of the Patent Trial and Appeal
Board, see § 41.73 ofthis utle.

37 CFR 1ATS, provides in part

{a) An intemational and a national stage application shall relate fo one invention oaly or
to & group of inventions so linked as 1o form a single general inventive concept

{“requirement of wuty of invention”). Where g group of inventions is claimed inan



application, the requirement of waity of fnvention shall be fulfilied only when there i3 a
technical relationship among ¢ hocs: imvertions involving one or more of the same or
corresponding special techrdeal foatures, The expression “special technical featares™ shall
mean those technical featuwes that define a contribution which sach of the claimed
inventions, considered as s whole, makes over the prior art.

QPINION
Fetitioner asserts that the restriction requirenient made final in the Offive action of March 7,

2022, is improper. Pelitioner argues that onity of invention was granted by the §z'1te_m.at;.csmn
Search Aunthority. The instant application is ¢ continuation of U.S. Patent Application N,
15/089,035 which in turn is & comtinuation of Patert Cooperation Treaty (PFCT) international
application,

Petitioner is reminded that fications filed ander 33 11.8.C. 11 1) inclade original

z:a{}rxpmvismrLiE atility, picmt design, divisional, ccraﬁwa;mn and continuation~in~part

313?-2&-‘%‘- tions filed under 37 CFR 1.53(b), See MPEP § 201.01(0). As the instamt application is an
apphication fied under 35 US.C T i), His not :ﬁub- ¢t to the anity of invention standard

aaii wrized by 35 L1840 372(%) _?} for international applications in thelr national stage as to the
Inited States. Thersfore, the unity of invention standard is not applicable to the instant

apphc; $10n.

i

—as

x

Pefttioner states that in ti‘se pavent application, 1.8, Fatent Applieation No. 13/689,633, “tlhe
patent is

3

sued afler a restriction requiremsnt was w 13 draw in petition dvc sion granted on April
14, 2020, by the Deputy Commissioner for Patend Examination Policy.™

in the petition decision issued on April 14, 2020, the restriction requirement between Invention i'
{claims 1 through 34} and fnvention I {clatma 358 through 413} was withdrawn solely in view ¢

-~

the indication of allowable claims 1, 2, S through 14, 33 ahrwxgh 3%, and 42, The deoision was
wot based on a finding that the yestriction requirement was Improper. Indeed, the decision
spevifically stated that “{tthe particular reasons relied upon by the examiner for holding the
clatmed inventions as fndependent or distinet have been concisely and correctly stated.

Therelore, the restriction requirement between lnventions [ and I was not in ervor™

Petitioner secks withdrawal of the restriction requirement on the basis that “the Office
improperly restricted Petitioner’s inventions ender a oriterion that the inventions are
“independent sr distinet.” According to Petitioner, restriction based on this oriterion contravenes
the 1952 Patent Act’s legislative intent, statute, and regulations, which require inventions to be
“independent and distinet.”™ Further, petitioner argues that the “MPEP’s guidance on res SiCting

O

Petition flled in 1.8, Patent priscai:imi No. 15/688,033, filed September 22, 2022, po 4 02,
3 Petition decision ;ss\x‘.\i April 14, 2020, p. 8
¢ Petition filed September 22, 2022, pp. 8, Hnes |

e
”
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wventions (hased on independence or distincinesy) stems from the Office’s erroreoua
fﬁte-p?gmm‘ of g sentence fragment, referring to an unspecified ‘report on the Joongres satonall

hearings.”™ Petitioner asserts that ¢ the Office adopted an interpretation that {s inconsistent with®:

{1) the plain language of the statute and relevant regulations (both reciting “independent
;-m(ﬁ distinet™,

2} the congressional intent revealed by the relevant legislative history (replacing “or”
\-\.«fi’{i’g “and” in the final version of a House Bill that was enacted info the current statute);

and
{3} the co “iempnrﬁms{ms explavation of Section 121 by the coauthor of the Patent Act,
Judge (5 fes Kigh

Nection “ui 18 @ fightening up of the low on divizion in favor of the patentees

The present &mmtw o not refer to this subject, Note the conjnnctive expression
“independent and distinct inventions.” Requiring that the inventions be both
independent and distinet makes it sasier to kegp two of them in one case”

Petitioner further urges that “the MPEP is not the authority and, because the MPEP vountravenes
the plain language of the statute, regulations snd legislative history, the MPEP camnot be relied
upon as an authortlative source for deformining the g\mprm\/ of imizr’*z«m based on a criferion of
‘independent gy distinet.”™ .i @ petiioner then presents further arginents for why the
Techmalogy Center THreciors 'iu.zsmr- “should be reversed L}ecz;vm its newly formed arguments
that Petitioner’s inventions are ‘independent’. . are withowt basis.”

Petitioper’s contentions are addressed in MPEP § §02.01, which provides a lengthy explanation

of the Office’s long-standing interpretation of the “independent and distinet” standard of 33
USO § 121

Specifically, MPEP § 802.01 provides than

33 U800 12 quoted in the preceding section \mus that the Divector may require
restriction i two or wore “Independent and distinet” inventions are claimed in one
application. In 37 CFR 1.141, the statement s made that two oy more “independent and
distinet inventions” may not be claimed in the one application.

This raises the guestion of the inventions a3 between which the Divector m Y require
restriction. This, in turn, depends on the construction of the express “independent and
distinet” inventions,

¥ Petition fifed Septeraher 22, 2022, pp. 10
¢ Patition filed Septeraber 272, 2022 PP {011,

H

¥ Gi

Giles 5. Rich, Address to the New Y }\ }’ar nt Law Association on the Patord Act of 1832 (Nov. 8, 1932,
ey smd i L Fen QRCHBT 5o’y p. {{2065),

Petition filed Septenber 22, »}32, . }E, lneg 5-8.

" Petition filed Septenmber 2

1%
3

2022, pp. B and 11220



“Independent”™, of course, means not dependent, or unrelated. I “distinet”™ means the
same thing, then its use in the stgtute and in the rude s redundant, If “dstinet” means
something ditferent, then the question arises as to what the difference in meaning
between these two words may be. The hearings befors the cfmumtmcs of Congress
considering the codifieation u“f‘i“ patent laws indicated that 35 UR.C, 121 “enacts as

e f:\’;*«imu S”L:xtice with respect fo divist oz-A at the same fime infy oducing a number of

changes.
The report on ¢ hc hearings does got mention as 2 change that s introduced, the mventions

vetween which the Direetor may properly requd a,dn'isiou,

"J

The term “odependent” as already pointed out, means not dependent, or wnrelated. &
{arge number of -n\mnimns betwesn wihich, priorio ihp 1952 Act, division has been
roper, are dependent inventicns, such as, for exaniple, combination and a
subcombination theveof] as process and apparatus used in the practice of the process; as
compasttion and the process in which the composition is used; as procsss and the pﬂ'sduc‘{
made by such process, ete., If section 121 of the 1952 Act were iniended o direct the
Director nover to approve division i’mt’mm dependent iwventions, the word
“ndependent” would clearly have been ased alone. i the 3 Frector has authority or
discretion to restrict independent inventions only, then resiriction would be improper as
betwesn dependent inventions, e.g., the sxamples used for purpose of flustration above,
Such was clearly not the intent of Congress. z\miimig i the langnage of the statute and
nothing o the hearings of the committees indicate any i“}i‘iﬁﬁt to change the substantive
law on this subject. On the contrary, joinder of the term “distinet” with the
“independent”, indicates lack of such intent. The law has long been established that
dependent tnventions {(frequently termed re i ed inventions) such us wsed for hastration

3

above may be properly divided ifthey are, in fact, “distinet” hvventions, even though
dependent.

Accordingly, the Office’s restriction practice is not in conflict with applicable laws and rules of
practics.

Moreover, there 18 no hard and fast rule that the ferm “and” must necessarily be read in the
comjuuciive sense, The terms VYand™ anst “or” have been in‘ic‘:rpreteﬁ in either the conjunctive or
disjunciive sense, depending on context. See 1A Sutherland on Statuto ry LConstroction § 21,14
{Tthed. 20223 ¢ ms*‘mv that “{tihere has been {] such laxity in the use of these terms that courts
have generally said the words are interchangesble and that one may be substituted for the other,
if consistent with legistative ntent. ™) see wivo United States v, F‘e’s,e’i, FOHULS, 445, 447 (1845)
{"In the construction of statutes, it is the duty of the court to ascertain the clear intention of the
tegislature, In order (o do this, counts are often compelled 1o construe “or” as meaning ‘and,” and
again ‘and” as wocaning ‘or’ )Y, United Statex v, Moore, 6% 3E.2d 1029, 1040 (DG Cle, 1979

("Mosmally, of course, “or’ is {0 be accepted for s distunctive connotation, and not as a wors



interchangeable with ‘and.” Bm this canon 1s not inexerable, for sometimes 2 sirict grammatical
construchion will frustrate legislative ntent.™). Indeed, on u Ay an eceasion, the term “and” ha

S
been construed as having a *Ci sjunctive meaning. See, e.g., Sodov v, United Staes, 436, U8.238,
30 USI978) {disagresing t‘nat “and” in § 6672 of the In tcwza? Revenue Code s confunctive
bocause that reading would be inconsistent with the statute’s purpasel, Bruce v First Federal
[”m‘ And Loan Asy'n of Conroe, \3 FEIE VIV (Gt Ol 1988 ("We hold that the word ‘and’

ihe antitying proviston of 12 UL T". .

ALY O shonld be given a distunctive rather than a
conjunctive meaning.”y; Peacock v,

ubbock Compress Co. 232 F.34 892, 893 (8th Cir, 1958)
{in declining to adoptac Oﬂ.é’umﬁve o mi wiion the term “and” in 28 U.S.C. 209(a), noting that
that “the word ‘and” is not & word with a single neaning, for charseleoniike, it takes its color
from its sur m;srdzm; Jtand that “Courts have N{srz been compelied o construs ‘z‘-zkn_-:i’ as
meaning “or. Ty Nawy Federal Credir Undon v, LTD Financial Services, 972 F 3
. 20 '7{*3 {"We see no reason to read and here to create & conjunciive depem itli'i'u; where none
structurally or logically exists.™),

Here, interpreting “and” in the disjunciive sense is consistent with Congressional intent, As
noted i the M }’i P the Aggw;iam % history demonstrates that Congress intended (o adopt ‘h'ﬁf
current restriction standard when 1t used the term ii‘-QLp"‘ﬁ‘?ﬂ? nd distinet™ in 35 LJ O8I
See MPEF § 802.1 {9th ed., vev, 72022, February 2023} see HR. Bep, No, 82-1923, at 7 4\39’3,?.}
{“Sertion 120 and 121 express in the statute certain mamss which exist in the law oday but
which had not betore been written Indo the statnte, and in so dotng make some minor changes in
he concepts fnvalved.™y,; see alvo 4’\ Donadd 8. Chisur, Chisum on Patents § 12,03 (20223
{"{ Tihe Office would seean o be on soend ground ia relying on the ove mdzmz mfent of Congres
essentially to codify the subsigniive standards for division (now called restriction while ahermg
some of the procedure problents with division. The necessity o argue that restriction is
appropriale where two inventions are distined though not ind cpondcm arises ouly because of the
particular definition that the Offtce gives to the word “independent.” There i3 no indication that
Congress intended to confine independent to sttuations where thers is no disclosed relationship
whatsoever.)

f")

At the time of ensctmant, the MPEP clearly instrocied examiners to require division between

independent or distinet inventions, while court and agency decisions nsed the phrase “distinet
and independent inventions™ 1o de%nhg the very same practice. See MPEP § %U {isted, rev. 3,

May 1932y see fn re Feight, 181 F2d 206, 209 (C.OP AL 19501

‘autrmmg a requivernent for
division between a garbage grinder and a grinder b

nusing, characterized as “distinet snd
wdependend inventions." ) fa re Cornefl, 150 F.24 702, 703 (C.C.P.AL 1945 {queting a primary
examiner’s requirenent for division between a ¢ ombination and yﬁ*mn‘-- sination as “disiinet and
depcndm; sventions”™); Bx parte Stocking, 1902 Dec. Conun’r Pat, 468 (1902} (upholding an
examiner’s refusal o exter claims to a method of bookkeeping in an application with claims 1o
specific account-books used in the method because the inventions were “distinet and
independent™® £x parve Martin, 1883 Dee. Comm’r Pat, 79 (1883) {upholding a requirement for
division betwesn a machine for cutting matches and a tray into which matches are fad,
characterized as “distinet and independent lnventions™), And subsequent to the passage of the



1952 Patent Act, the Federal Ciroult has, in passing, eited to MPEP §8 §07.01, o sxplain that
“etther” ‘-=3dewt‘f‘def*- ce o distinetiveness snffices for restriction, ma’;%“'c;}f af. Licensing, LEC v,
New York Times Co. TT8 F.3d 1293, 1310 (Fed. Cir. 20151

Conseguently, petitioner reads too much into the use of the term “and” in the satute, ignoring the
fong-ests H xhad restriction practice by the Offiee and the courts, and Congress’s intent 1o

& oo

maitain that practice. For the last 70 years, the Office has consistamtly interpreted 35 U.S.C 8
121 in this way, permitting rested diml between related and distine! inventions. See MPEP §
BU2.01 (2d wd., rev., 3, June 1957) (“The Jaw has long been established that dependent inventions
{frequently termm ’d zcmcd inv mﬁ.zon;_ﬁj.\,, may be properly divided i they are, in fact, *distinet’
ventions, even though dependent.”y MPEP § 803 (2d ed., Nov. 1953} *{ulnder the sfatuie an
apphication may properly be required to be resiricied to one of two or more clabrmed nventions

= 1

enly if they are independent. .. or distinet™).

The Commissioner’s decizion in £v parte Ladid, which cites a C.O.P.A. decision on division
practice from before the 1952 Act, is consistent with the (ffice’s position that 35 1.8.C. § 121
enacied existing division practice. Ex porre Ladd, 163 USPO 319 (1964) (It is believed that the
proper approach 1o independent and distinctness of inventions is that s combination on the one
hand and & subcombination or clement ou the other may be independently patertable ii”the fatier
clearly capable of use apart from the combination and in sther relations and not restricted in

S i’ ign, operation and capabilities or use therewith.”™ {quoting fr re Ferencd, 83 F.24 279, 284

{Cl{“ PAL 1936}

o 1973, an Oificial Gazette notice explained the USPTO s position.’ The notive specifically
stated that “Juinder the statite an applivation may properly be reguired 0 be restrivted to one of
two or more claimed inventions only if they ave able to support separate patents and they are
either indepeudent ar distingt, IF 8 is demonstrated that two or more ciaimed ipvertions have no
dmi sed relationship (Mindependent™), restriction should be required, and it Is not necessary o
further show that the claimed tnventions ave distinet, it is fic:n:mnsirateﬁ that the two or more
claimed inventions have a disclosed relationship (“dependent™), then & showing of distinetness iy
required to substantiate a restriction requirement.”

Subsequent to the Office’s statewments on 35 TS0 § 121 in the MPEP, Ladd, and the 1975
Official Gazette notice, Congress enacted 35 US.CL § 372 as part of the law implementing the
Patent Csope‘ratim} Treaty. Pob, L. No. 94131, 8 3 \W Stat. 685, 689 {Nov. 14, 18735). Linder
3SULB.CL§ 372 (BX2), “the Director may cause the question of unity of invention to be

c,\as*uhmi ander section 121, within the scope of the requirements of the treaty and the

R eguigtions...” The CHfiee’s inderpretation of § 121 is informed by the direct reference to this
section in § 372(bX 2, which COTICETTS zmii‘x-’ {I‘f inventicn under the Patent Cooperation Treaty.
Regarding unity of iovention, 37 CFR 1 tates that “an m{cn‘saiw*zd and a national stage

1

application shall relate to one invention Dniy or 10 & group of wventions so Haked as to form a

o

¥ *Restriction Between Tvventions,” 934 O, Gaz, Pat & Tradermark Office 450 ¢ May 13, 1873

)
7



single general inventive concept (“requirement of unity of invention™...” Recause lack of Rty
may be found between related inventions, it is clear that Congress accepted the LIRPTO g
interpretation of 35 1L8.C. § 121 as permitting restriction betwesn refated (.., dependent} but
distinet inventions when Congress enacied § 372 in 1975,

Mare recs:_{;_tlis-g Congress had another opporiunity o disapprove of the USFTYs consistent and
long-standing i ﬁcmuiu ton of 35 LLB.CL § 121, bax decided not to do so. When the Lealiy~
Senith America lovents Aot was passed in 2011, Congress amended 35 US.C. § 121, but did not
alter the substantive test for when a requirement for restriction is permitted. See Loshy-Smith
Amenica lnvents Act, Pub. L. Mo, 112-29, § 432, 125 Sta. 284, 283 {2011y This further
demonsirgtes Congress’s intent to maintain the existing restriction practice re
independent or distinet invantions.

m{ing 0

Rea:a;dn‘t* petitioner’s reliance on Judge Rick’s comments on the meaning of “independent ansd
distinet”™ in 35 ULB.CL § 121, such post-enactment commtis are not determinative. See Sarber v,
Thomas, 364 UK, Jﬁh 486 2010 ("whatever interpretive force one attaches to legisiative
history, *%;\, oort normally gives Hitle seight to statements, such as those of the individual
legislators, ma&e after the bill in ;ms;mni-m covne Jaw™ ) € m er commentaries on the 1932 Aqt
hg .dziz,r;‘zf‘iad 33USC § 121 differently, See P Yederico, Commentary on the New Faten
Act (West 19543, rsprz;-:sz‘ec:f 375 ) Pat, & Trademark T Sv; v 161, 19486 (1993} {stating that
section 121 made “statutory the power of the Patent Office, but an J‘s’l;;(‘iic."i”{ change is
introduced i that the matter is made disuretionary with the Commissione Twithont wdentifving
any change in the substantive standard previously used for division pracizc:t},
Regarding pettioner’s argument based on a statement from the legistative history of 3
121 quoted in MPEP § 802.01, the full statoment from the legishative istory is:

( ).o
geent
\)
]
™
L

Section 121 - New Section
This section enacts as law existing praviice with respect to division, at the same time
imrodhicing s mnber of changes. Division s made discretionary with the Commissioner.
The requirements of section 120 are made applicable and neither of the resulting nais:ms
can be held invalid over the other merely becsuse of their being divided ju several
patents. In some cases a divisional application may be filed by the assignee.

5. Rep. Mo, 82-1979, at 20 (1952}, The most reasorable interpretation of the full statement is that
@iisting restriction practice is maintained except for the three specific changes deseribed in the
statement. None of the three identified changes suggests that the substantive standard of whe
division can be r&qmrad was aftered, This full statement from the legislative history is consister
with the Office’s position set forth in MPEP § 802.01.




BECISION
For the previously stated reasons, the petition requesting withdrawal of the restriction
requivement made final in the Office action of March 7, 2072, is DENIED.
Fhis constitutes & final decision on the petition. No further requests for reconsideration will be
entertained. Judicial review of this decision may be available upon eutry of g final agenoy action
adverse to the petitioner in the instant appication {e.g., a final decision by the Patent Trial and
Appeal Board). See MPEP & 1002.02.

“Robert W, Baly
Deputy Conmissioner
for Fatonts
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