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What is the Patent Trial and Appeal Board? 

PATENTS 

examine patent applications 

and grant patents 

PTAB 
ex parte appeals, 

AIA* proceedings 

TRADEMARKS 

examine and 

register trademarks 

TTAB** 
ex parte appeals, inter 

partes proceedings 

4 * America Invents Act (AIA) **Trademark Trial and Appeal Board (TTAB) 



 

A patent has issued – 
What can happen next? 

• Keep as asset, monetize, 

and/or license 

• District Court trials 

• AIA trial proceedings 

• International Trade 

Commission proceedings 
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U.S. District Courts: Invalidity 

CLEAR AND 

CONVINCING 

BURDEN OF 

PROOF 
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U.S. District Courts: Issues of Note 
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PTAB: Unpatentability 

PREPONDERNACE 

OF THE EVIDENCE 

BURDEN OF 

PROOF 
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 PTAB: Issues of note 
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Patent proceedings forums 
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IPRs and PGRs 

AIA Proceedings 
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What are AIA trial proceedings? 

America Invents Act (AIA) – Congress revised 

the Patent Act to provide an additional forum to 

address patentability/validity disputes 

AIA proceedings are intended to be streamlined, 

efficient, and cost effective 
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Who is involved in an 

AIA trial proceeding? 

Petitioner 

Files petition challenging a U.S. patent; must pay a filing fee 

Carries legal burden to prove claims unpatentable 

Patent Owner 

Has opportunities to represent its interests 

Panel 

Typically three administrative patent judges 
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Types of AIA trial proceedings 

Inter Partes Review (IPR): can challenge claims 

based on prior art (patents or printed publications) 

Post-Grant Review (PGR): can challenge claims 

based on prior art and other bases 
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Comparison of IPR and PGR 

Trial Type Who Can File Applicability Availability Basis   

  

 

 

 

   

 

 

 

   

 

 

 

 

  

 

  

 

  

 

 

 

   

   

  

 

 

 

 

  

Inter partes review 

(IPR) 

Post-grant review 

(PGR) 

Person who is: 

(a) not the patent owner, 

(b) has not previously 

filed a civil action 

challenging the 

validity of a claim of 

the patent, and 

(c) has not been served 

with a complaint 

alleging infringement 

of the patent more 

than 1 year prior 

(exception for 

joinder). 

Person who is: 

(a) not the patent owner, 

and 

(b) has not previously 

filed a civil action 

challenging the 

validity of a claim of 

the patent. 

Any patent. 

Patent issued after the 

AIA went into effect. 

For first-to-invent 

patents: anytime after 

patent grant or reissue. 

For first-inventor-to-

file patents: from the 

later of: 

(a) 9 months after 

patent grant or 

reissue; or 

(b) the date of 

termination of any 

post grant review. 

Must be filed within 9 

months of patent 

grant or reissue. 

Patent Act Sections 

102 and 103 based on 

anticipation and 

obviousness over 

patents and printed 

publications. 

Patent Act Sections 

101, 102, 103, 112 (but 

not best mode), and 

double patenting. 



AIA proceeding timeline 
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 Petition Phase: Briefing 
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 Petition Phase: Institution 
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Overview of Institution Decision 

The Board issues a written decision indicating 

whether it will start an AIA trial. 

Petitioner must demonstrate a reasonable 

likelihood that it would prevail with respect to at 

least 1 of the claims challenged in IPR petition 

(PGR standard is more likely than not). 
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Overview of Institution Decision 

Based on the record at institution, the Board generally 

provides parties guidance about the Board’s preliminary 
views on the competing arguments. 

This guidance allows parties to focus their arguments and 

may inform other options such as settlement, claim 

amendment, claim disclaimer, or request for adverse 

judgment on some claims or grounds. 
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Overview of Institution Decision 

Party dissatisfied with the Board’s institution 

decision may request rehearing (by the Board) as 

to points the Panel overlooked or misapprehended. 

Party dissatisfied may alternatively request Director 

Review 

Institution decisions are generally not appealable 

to the Federal Circuit. 
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Overview of Institution Decision 

The Board will enter a Scheduling Order 

concurrent with a decision to institute a trial: 

Scheduling Order sets due dates for the trial to ensure completion 

within one year of institution 

A sample Scheduling Order is available in the Trial Practice Guide 

(www.uspto.gov/TrialPracticeGuideConsolidated) 
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www.uspto.gov/TrialPracticeGuideConsolidated


Trial Phase: Briefing 
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Trial Phase: Evidence motions & hearing 
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mo·tion ('mō-shәn) 

an application 

made to a court or judge 

to obtain an order, ruling, or direction 

www.merriam-webster.com/dictionary/motion 
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www.merriam-webster.com/dictionary/motion


 

Common motions in AIA proceedings 

Pro hac 
vice 

admission 
To seal 

To exclude 
evidence 

To amend 
claims 

For 
additional 
discovery 

To 
terminate 

To strike 
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Trial Phase: Final Written Decision 
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What are the possible outcomes? 

The outcome may be that all challenged claims 

are upheld, some challenged claims are upheld, 

or none of the challenged claims are upheld. 

All claims patentable: Every challenged claim upheld 

Mixed: At least one challenged claim, but not all, 

upheld 

All claims unpatentable: No challenged claim upheld 

28 



What happens next? 

• Panel rehearing 

• Director Review 

• Appeal to the U.S. Court of Appeals 

for the Federal Circuit 
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Resources 

The Patent Act – Title 35 of U.S. Code 

(www.uspto.gov/web/offices/pac/mpep/consolidated_laws.pdf) 

Rules – 37 C.F.R. Part 42 (§§ 42.1 – 42.224) 

(www.govinfo.gov/content/pkg/CFR-2022-title37-vol1/pdf/CFR-2022-title37-vol1.pdf) 

Trial Practice Guide (www.uspto.gov/TrialPracticeGuideConsolidated) 
30 

https://www.uspto.gov/web/offices/pac/mpep/consolidated_laws.pdf
http://www.govinfo.gov/content/pkg/CFR-2022-title37-vol1/pdf/CFR-2022-title37-vol1.pdf
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Amerigen Pharmaceuticals, Ltd. v. Janssen Oncology, Inc. 

IPR2016-00286 
U.S. Patent 8,822,438 

Case file 
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Petition 
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Challenged U.S. Patent 8,822,438 
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Preliminary response 
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PTAB’s institution decision 
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Patent owner request for rehearing 
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Denied 
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Patent owner’s response 
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Petitioner’s reply 
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Parties’ motions (common ones) 

Both: for admission 

pro hac vice 

PO: to exclude evidence 

PO: to seal 

PO: to file evidence 
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Oral argument 
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Evidence 

Pet. filed 

191 
exhibits 

PO filed 

128 
exhibits 
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PTAB’s final written decision 
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Patent owner’s request for rehearing 

44 



Denied 

45 



Patent owner’s appeal 
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Federal Circuit holding 
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   PTAB Orange Book patent/biologic patent study 

FY24 Q2 Update (through March 31, 2024) 

Statistics 
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AIA petitions filed by technology 
(Sept. 16, 2012 to Mar. 31, 2024) 

3% of all AIA petitions challenge 

Orange Book patents 

2% of all AIA petitions challenge 

biologic patents 

Includes all trial types 4 



 

 

 

 

 

 

 

 

 

 

 

Institution rates by technology 
(Sept. 16, 2012 to Mar. 31, 2024) 

The institution 

rate for 

biologic 

patents (61%) 

is similar to the 

institution rate 

for Orange 

Book patents 

(62%) 

Institution rate for each technology is calculated by dividing 

petitions instituted by decisions on institution (i.e., petitions 

instituted plus petitions denied). The outcomes of decisions on 

institution responsive to requests for rehearing are excluded. 
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Outcomes of AIA petitions challenging 

Orange Book patents (Sept. 16, 2012 to Mar. 31, 2024) 

The outcomes of decisions on 

institution responsive to requests for 

rehearing are included. 

Joined and pending petitions are 

excluded. 
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Outcomes of AIA petitions challenging 

biologic patents (Sept. 16, 2012 to Mar. 31, 2024) 

The outcomes of decisions on 

institution responsive to requests 

for rehearing are included. 

Joined and pending petitions 

are excluded. 
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Claim outcomes for Orange Book patents 
(Sept. 16, 2012 to Mar. 31, 2024) 

 

 

 

 

 

 

 

 

*”No DI” and “No FWD” 
means the claim was 

challenged but not 

addressed in a DI/FWD, 

e.g., due to settlement. 

Orange Book patents: 

17% of challenged 

claims and 33% of 

instituted claims were 

found unpatentable by 

a preponderance of the 

evidence 
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Claim outcomes for biologic patents 
(Sept. 16, 2012 to Mar. 31, 2024) 

 

 

 

 

 

 

 

 

*”No DI” and “No FWD” 
means the claim was 

challenged but not 

addressed in a DI/FWD, 

e.g., due to settlement. 

Biologic patents: 

27% of challenged 

claims and 59% of 

instituted claims were 

found unpatentable by 

a preponderance of the 

evidence 
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Questions? 
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