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Question/comment submission

To send in questions or comments during
the webinar, please email:

PTABInventorHour@uspto.gov



mailto:PTABInventorHour@uspto.gov

Meet a Judge:

Frances Ippolito




Frances Ippolito
Administrative Patent Judge




Jeff Fredman, Administrative Patent Judge

)\ Appeal Byte:
How the PTAB reaches a decision in ex
parte appeals
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Question/comment submission

To send in questions or comments during
the webinar, please email:

PTABInventorHour@uspto.gov



mailto:PTABInventorHour@uspto.gov

Cynthia Hardman, Administrative Patent Judge

\ Trial Byte:
Petition phase strategies for Patent
Owners




Patent Owner Preliminary Response

PETITION PHASE | TRIAL PHASE
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No more than 12 months (*by statute)
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Overview of potential patent
owner strategies

* Disclaimer of one or more challenged claims

» Patent Owner Preliminary Response
(optional)

 Discretionary denial arguments
— 35 U.S.C. 8§ 314/324; § 325(d)



Disclaimer

* “No inter partes review will be instituted
based on disclaimed claims.”

— 37 C.ER. §42.107(e).

A statutory disclaimer can streamline the
proceedings.



Patent Owner Preliminary Response
is optional

* "The patent owner may file a preliminary
response to the petition.”
— 37 C.FR.§ 42.107(a).

* A preliminary response can address reasons
why the Board should decline to institute
review of the challenged patent.



Discretionary denial

* Institution of IPR and PGR is discretionary.

« USPTO Director is “permitted, but never
compelled” to institute IPR or PGR.
— See, e.g., 35 U.S.C. 8§ 314, 324, Harmonic Inc. v.

Avid Tech. Inc., 815 F.3d 1356, 1367 (Fed. Cir.
2016).



1. Discretionary denial -
multiple petitions

* |nstitution may be denied where multiple
petitions are filed against the same patent.

— Serial petitions (sequential in time)
— Parallel petitions (at approximately same time)



2. Discretionary denial -
failure to identify grounds with particularity

« 35 U.S.C. § 312(a): "A petition ... may be
considered only if . . . the petition identifies,
In writing and with particularity, each claim
challenged, the grounds on which the
challenge to each claim is based, and the
evidence that supports the grounds for the

n

challenge to each claim. . ..




3. Discretionary denial -
parallel litigation

* |nstitution may be denied based on the
state of a parallel litigation.



4. Discretionary denial -
§ 325(d)

* Institution may be denied if the same or
substantially the same prior art or
arguments previously were presented to

the Office.



Question/comment submission

To send in questions or comments during
the webinar, please email:

PTABInventorHour@uspto.gov



mailto:PTABInventorHour@uspto.gov

Eric Jeschke, Administrative Patent Judge

@ Walkabout the PTAB
webpage



Where to find PTAB decisions:
uspto.gov/patents/ptab

AboutUs Jobs ContactUs  MyUSPTO
UNITED STATES
PATENT AND TRADEMARK OFFICE
earch uspto.gov Q

Patents Trademarks IP Policy Learning and Resources

Home > Patents> Patent Trial and Appeal Board > Patent Trial and Appeal Board I'_.f' Share | B Print

Patent Trial and Appeal Board

The Patent Trial and Appeal Board (PTAB) conducts trials, including inter partes, post-grant, and covered business method patent reviews and derivation
proceedings, hears appeals from adverse examiner decisions in patent applications and reexamination proceedings, and renders decisions in
interferences.

©

©

Trials and appeal Decisions Learn more
> New to PTAB? > All PTAB decision data > Resources and guidance
> Trial proceedings > AIA daily decisions > Statistics
> Appeals proceedings > Precedential and informative > Databases and IT tools
> Preparing for hearings decisions > Frequently asked questions
> Fees > Precedential Opinion Panel (POP) > Boardside Chat webinar series

v

PTAB suggestion box and contact
info

v

Recent proposals, pilots and final
rules
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How to find a specific decision:
developer.uspto.gov/ptab-web/#/search/decisions

PTAB Decisions

Deci ions Proceedings  Documents Open Data Help

Search

Board Decisions

Refine by

Decision Date: 06/29/2021 - 07/29/2021
Identifiers
) 612 results found Page refreshed 9:57:02 AM
-- select an option --

Application #/Reexam

© Proceeding # Control # Appellant/PO/Respondent Board Decision Decision Date ¥ Proceeding Type  Decision Type Tech Center
© 2020006406 15533514 HEWLETT-PACKARD Reversed 07-28-2021 Appeal Decision 2800
m DEVELOPMENT COMPANY,
LP.
Date Range . . )
© 2020003521 15171404 Corning Incorporated Denied 07-28-2021 Appeal Rehearing 2800
. Decision
-- select an option -- ~
© 2020006292 16526459 Elliott Beaber Affirmed 07-28-2021 Appeal Decision 1700
© 2021000204 15381229 Lenovo (Singapore) Pte. Ltd Reversed 07-28-2021 Appeal Decision 2800
© 2021001246 14744242 Gregory Aharonian Affirmed 07-28-2021 Appeal Decision 1700
© 2020002593 15094119 Samsung Electronics Co., Ltd. eversed 07-28-2021 Appeal Decision 2400
m © 2020002880 14162018 P25 Media Group Oy Reversed 07-28-2021 Appeal Decision 2400
Names © 2021000394 15535443 KONINKLUKE PHILIPS N.V. Affirmed 07-28-2021 Appeal Decision 3700
© 2021000715 15827132 United Technologies Affirmed 07-28-2021 Appeal Decision 3700

Proceeding Type Corporation

Decision Type © 2021000732 15977736 Taylor Hall Affirmed 07-28-2021 Appeal Decision 3700
Issue Type © 2020002861 15507005 CORNING INCORPORATED Affirmed 07-28-2021 Appeal Decision 1700
© 2021001237 14383575 Altor BioScience Corporation  Affirmed 07-28-2021 Appeal Decision 1600
- I— — — — —
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How to find specific proceedings:
developer.uspto.gov/ptab-eb/#/search/proceedings

About Us Jobs Contact Us

Decisions ~ Proceedings  Documents Open Data Help
. Proceedings
Refine by Clear 9
175.066 results found Page refreshed 10:1039 AM &
Identifiers
Application # / Reexam Proceeding Filing
-- select an option -- v © Proceeding # Patent # Control # Appellant/PO/Respondent Proceeding Status Date ¥ Tech Center
© IPR2021-01238 10526882 15183387 - Submitted 07-28-2021 3600
© IPR2021-01208 9545176 12621950 - Submitted 07-28-2021 3700
m © IPR2021-01318 8781868 13902893 - Submitted 07-27-2021 3600
© PGR2021-00104 10820446 16243732 - Submitted 07-26-2021 3700
Date Range
© IPR2021-01241 10791936 16586528 - Submitted 07-26-2021 2100
-~ select an option — v R .
© IPR2021-01296 9372580 13332945 - Submitted 07-26-2021 2600
© IPR2021-01317 9146777 13750696 - Submitted 07-26-2021 2100
© PGR2021-00102 10907459 17022972 - Submitted 07-26-2021 3600
© PGR2021-00103 10815764 16946082 - Submitted 07-26-2021 3600
m © IPR2021-01218 8019567 12211690 - Submitted 07-26-2021 2800
© IPR2021-01304 8478036 13410577 - Submitted 07-24-2021 2600
Names
© IPR2021-01310 10383711 15888416 - Submitted 07-23-2021 2800
Proceeding Type © 1PR2021-01309 10383711 15888416 - Submitted 07-23-2021 2800
Proceeding Status © IPR2021-01311 7543234 11173041 - Submitted 07-23-2021 2100
© IPR2021-01308 10299100 15722660 - Submitted 07-23-2021 2600
Appellant/PO/Respondent Tech
Center © IPR2021-01307 10299100 15722660 - Submitted 07-23-2021 2600
IPR2021-01306 10241838 15809102 - Submitted 07-23-2021 2600
Petitioner/Respondent Tech o uomitted
Center © IPR2021-01149 10567413 16217720 = Submitted 07-23-2021 2400
© IPR2021-01246 6591153 09974801 - Submitted 07-23-2021 2100
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How to find specific documents:
developer.uspto.gov/ptab-web/#/search/documents

AboutUs  Jobs  Contact Us

PTAB Decisions

Decisions  Proceedings  Documents OpenData  Help

. Beduments
Refine by Clear
1124,574 results found Page refreshed 10:15:28 AM | &
Identifiers
(>} Proceeding # Document Type Document Title Document Filing Date ¥ Tech Center
_- selec ~ v
select an option © IPR2021-00816 EXHIBIT 2092 07-28-2021 2700
© IPR2021-00816 EXHIBIT 2091 07-28-2021 3700
m © IPR2021-00816 EXHIBIT 2090 07-28-2021 3700
© IPR2021-00816 EXHIBIT 2089 07-28-2021 3700
Date Range © IPR2021-00816 EXHIBIT 2065 07-28-2021 3700
. © IPR2021-00816 EXHIBIT Declaration of Jeffrey Salling 07-28-2021 3700
-- select an option -~ v
© IPR2021-00816 EXHIBIT 2061 07-28-2021 3700
© IPR2021-00816 EXHIBIT 2060 07-28-2021 3700
© IPR2021-00816 EXHIBIT 2059 07-28-2021 3700
© IPR2021-00816 EXHIBIT 2058 07-28-2021 3700
m © IPR2021-00816 EXHIBIT 2057 07-28-2021 3700
Names © IPR2021-00816 EXHIBIT 2056 07-28-2021 3700
© IPR2021-00816 EXHIBIT 2055 07-28-2021 3700
Proceeding Type
© IPR2021-00816 EXHIBIT 2054 07-28-2021 3700
Pocument Type © IPR2021-00816 EXHIBIT 2053 07-28-2021 3700
Filing Party © IPR2021-00816 EXHIBIT 2052 07-28-2021 3700
© IPR2021-00816 EXHIBIT 2051 07-28-2021 3700
Document Category
© IPR2021-00816 EXHIBIT 2050 07-28-2021 3700
Appellant/PO/R: dent Tech
ppellant/PO/Respondent Tec © IPR2021-00816 EXHIBIT 2049 07-28-2021 3700
Center
© IPR2021-00816 EXHIBIT 2048 07-28-2021 3700
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Where to find PTAB decisions:
uspto.gov/patents/ptab

About Jobs  Contact Us MyUSPTO
UNITED STATES
PATENT AND TRADEMARK OFFICE
earch uspto.gov Q

Patents Trademarks 1P Policy Learning and Resources

Home > Patents> Patent Trial and Appeal Board > Patent Trial and Appeal Board I'_.f' Share | B Print

Patent Trial and Appeal Board Decisions

The Patent Trial and Appeal Board (PTAB) conducts trials, including inter partes, post-grant, and covered business method patent reviews and derivation
proceedings, hears appeals from adverse examiner decisions in patent applications and reexamination proceedings, and renders decisions in 1T .
sy - All PTAR decision data

AlA dally decisions

Precedential and informative

decisions

©

Trials and appeals Decisions Learn more Precedential Opinion Panel (POP)
> New to PTAB? > All PTAB decision data > Resources and guidance
> Trial proceedings > AIA daily decisions > Statistics
> Appeals proceedings > Precedential and informative > Databases and IT tools
> Preparing for hearings decisions > Frequently asked questions
> Fees > Precedential Opinion Panel (POP) > Boardside Chat webinar series

v

PTAB suggestion box and contact
info

v

Recent proposals, pilots and final
rules
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How to find AIA daily decisions:

uspto.gov/patents/ptab/decisions/aia-review-decisions

About U: Jobs  ContactUs  MyUSPTO
UNITED STATES
PATENT AND TRADEMARK OFFICE
earch uspto.gov Q

Patents Trademarks IP Policy Learning and Resources

Home > Patents> Patent Trial and Appeal Board > Decisions > AIA Review decisions I'_f?' Share | B Print

Decisions AIA ReVieW deCISionS

DalVALLISEetesons See the most recently decided AIA Review decisions entered by PTAB:

Prgcedent\al and informative o Current Business Day since the report was last run
opinions

® Prior Business Day
Precedential Opinion Panel Search for previous decisions on the PTAB API page.

Archive of representative
AIA trial orders, decisions,

and notices ol Helpful | 40 '@ Not Helpful | 30 [ share & Print

Search final decisions

Search proceedings
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Patent Trial and Appeal Board Decisions

The Patent Trial and Appeal Board (PTAB) conducts trials, including inter partes, post-grant, and covered business method patent reviews and derivation
proceedings, hears appeals from adverse examiner decisions in patent applications and reexamination proceedings, and renders decisions in 1T .
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How to find precedential and informative decisions:
uspto.gov/patents/ptab/precedential-informative-decisions

Jobs  ContactUs  MyUSPTO
UNITED STATES
PATENT AND TRADEMARK OFFICE _

ch uspto.gol Q

Patents Trademarks IP Policy Learning and Resources

Home> Patents > Patent Trial and Appeal Board > Decisions > Precedential and informative decisions Lrn’ Share | B Print

Precedential and informative decisions

Daily ALA review dedisions PTAB precedential and informative decisions are organized by subject matter in the accordion below. Recently

designated decisions appear in the first panel. Archived decisions include those not pertinent to or less

Precedential and _
pertinent to current PTAB practice.

informative opinions
See bottom of the page for alphabetical lists of all precedential and informative decisions. PTAB retired the Excel
workboeks containing all PTAB precedential and informative decisions,

Precedential Opinion Panel

Archive of representative
AIA trial orders, decisions,
and notices

A precedential decision establishes binding authority concerning major policy ar procedural issues, or other
issues of exceptional importance, including constitutional questions, important issues regarding statutes, rules,
and regulations, important issues regarding case law, or issues of broad applicability to the Board. Standard
Operating Procedure 2, 2-3, 11.

Search final decisions

P An informative decision provides Board norms on recurring issues, guidance on issues of first impression to the
earc| roceedings N .
" o Board, guidance on Board rules and practices, and guidance on issues that may develop through analysis of

recurring issues in many cases. Standard Operating Procedure 2, 9.

If you are interested in anonymously nominating a routine decision of the Board for designation as precedential
or informative, please complete the PTAB decision nomination form.

Expand all | Collapse all

» Recently designated decisions

v

Patent eligibility - 35 U.S.C. § 101

v

Anticipation - 35 U.S.C. § 102

v

Obviousness - 35 US.C. § 103

v

Specification and claim requirements - 35 U.S.C. § 112

v

Plant patents - 35 U.S.C. § 161

38



Where to find PTAB decisions:

uspto.gov/patents/ptab
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Patent Trial and Appeal Board

The Patent Trial and Appeal Board (PTAB) conducts trials, including inter partes, post-grant, and covered business method patent reviews and derivation
proceedings, hears appeals from adverse examiner decisions in patent applications and reexamination proceedings, and renders decisions in
interferences.

©
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How to find Precedential Opinion Panel (POP)
decisions:
uspto.gov/patents/ptab/precedential-opinion-panel

Abou Jobs  ContactUs ~ MyUSPTO
UNITED STATES
PATENT AND TRADEMARK OFFICE _
Search uspto.gov [}

Patents Trademarks IP Policy Learning and Resources

Home > Patents> Patent Trial and Appeal Board > Decisions > Precedential Opinion Panel L(.’ Share | B Print

Precedential Opinion Panel

Daily AlA review dedisions The Precedential Opinion Panel (*POP") operates, at the discretion of the Director, to decide issues of

Precedential and informative exceptional importance to the Patent Trial and Appeal B.oard (e-g. issues involving ag.ency policy or procedure).
opinions By default, POP members are the Director, the Commissioner for Patents, and the Chief Judge. Learn more on
the Precedential and informative decisions page.

Precedential Opinion

Panel POP Reqjuest: Amicus Form

Archive of representative Submit an amicus request supporting or opposing a pending request for POP review.
ALA trial orders, decisions, . A

and notices POP review granted - proceedings

Search final decisions Hunting Titan, Inc. v. DynaEnergetics Europe GmbH, IPR2018-00600

Decision under POP review - Paper 42 (August 20, 2019)
POP grant order - Paper 46 (November 7, 2019)

Amicus briefing - CLOSED (Dec.ember 20, 2019)

Oral hearing - Paper 63 (February 18, 2020) [[ETR

POP decision - Paper 67 (July 6, 2020) [[ET)

Search proceedings

GoPro, Inc. v. 360Heros, Inc., IPR2018-01754

« Decision under POP review - Paper 15 (April 3, 2019)
 POP grant order - Paper 23 (May 10, 2019)

* Amicus briefing - CLOSED (May 24, 2019)

* POP decision - Paper 38 (August 23, 2019)

Hulu, LLC, v. Sound View Innovations, LLC, IPR2018-01039
* Decision under POP review - Paper 12 (December 3, 2018)

 POP grant order - Paper 15 (April 3, 2019)

* Amicus briefing - CLOSED (May 1, 2019)

* POP decision - Paper 29 (December 20, 2019)

Drannant Funesce Inuactmonte 11w Nron Tarhe 110 TDRIN1R.ANATA
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Question/comment submission

To send in questions or comments during
the webinar, please email:

PTABInventorHour@uspto.gov



mailto:PTABInventorHour@uspto.gov

Audience Questions and
Comments



Next Inventor Hour webinar

* November 18, 2021, at noon to 1 p.m. ET

— Meet a Supervisory Patent Attorney
— Hearing Byte: ex parte hearings
— Trial Byte: motions to amenad

— How PTAB fits in: District Court; PTAB:;
International Trade Commission (ITC)

— Case study
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