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USPTO restrictions

* The USPTO does not provide legal advice.

— This program is for informational purposes only.

— |t only covers the mechanics of searching the

feg
— |t g

— |t a

eral register.
oes not cover Tull clearance searching.
oes not cover everything you need to know

about federal and common law trademark rights.



Discussion topic

Trademark basics



Trademark basics

* Trademark
— |dentifies the source of goods and services.

— Distinguishes them from the goods and services
of another party.

— Provides legal protection for a brand.


Presenter Notes
Presentation Notes
It does not give you exclusive rights to the word or phrase in general.
It only gives you exclusive rights to the word or phrase when you’re using it as a brand for your particular goods or services.


S
Trademark basics

* Remember:
— You are not “buying” a trademark.
— Not every trademark is registrable.
— Filing fees are not refundable.


Presenter Notes
Presentation Notes
The mission of the USPTO is to register any mark that is eligible for registration.

You are not “buying” a trademark, only applying to seek federal registration, with no guarantee.



Discussion topic

Likelihood of confusion


Presenter Notes
Presentation Notes
Before we get to likelihood of confusion, please note:
We cannot provide advice or answer questions about similarity in particular cases.
Please do not submit questions asking whether particular marks are similar.
Some of you are going to want to, please refrain.



Likelihood of confusion

» Concept:

— Avoid confusing consumers about the source of
the goods and services.

* Jest:
— Are the trademarks confusingly similar?
and
— Are the goods and/or services related?


Presenter Notes
Presentation Notes
Marks are similar.
Look alike; sound alike; have similar meanings; and/or create similar commercial impressions.
Goods and services are related.
Consumers mistakenly believe the goods and services come from the same source.

Identical trademarks may co-exist in the marketplace if the goods and/or services are not related.

BE AWARE: The fact that goods and services are in different classes does not overcome likelihood of confusion. The refusal is based on evidence, not classes.

DOVE for “soap” and DOVE for “ice cream bar”
DELTA for “faucets” and DELTA for “air transportation services”



Likelihood of confusion refusal

* Examining attorney issues refusal if:

— The trademark in the application is confusingly
similar with a registered trademark.

and

— The goods and/or services in both the
application and the registration are related.


Presenter Notes
Presentation Notes
The statutory basis for refusing to register any mark where a likelihood of confusion exists is Section 2(d) of the Trademark Act.

If the cited trademark is still in the application phase (and not yet registered), the examining attorney will suspend the new application.

BE AWARE: The fact that goods and services are in different classes does not overcome likelihood of confusion. The refusal is based on evidence, not classes.

For example, clothing (25) is most likely related to:
Jewelry (14)
Hand bags (18)
Retail store services featuring clothing (35)




Likelihood of confusion example

Your trademark Registered trademark

T.MARKEY T.MARKEY

for for

shirts pants


Presenter Notes
Presentation Notes
Refused. These marks look the same and sound the same. And the goods are related because consumers are used to seeing one company make both pants and shirts.



Likelihood of confusion example

Your trademark Registered trademark

T.MARKEY TEE MARQEE

for for

shirts pants


Presenter Notes
Presentation Notes
Refused. These marks sound the same. And the goods are related because consumers are used to seeing one company make both pants and shirts.



Likelihood of confusion example

Your trademark Registered trademark

T.MARKEY TEE MARQEE

for for

shirts golf flags


Presenter Notes
Presentation Notes
Probably not refused. These marks sound the same, but consumers might not be used to seeing one company make both shirts and golf flags.

Would require research to determine the answer. This part of a good clearance search.



Knowledge check

Your trademark Registered trademark
TRAQ TRAK
for for

racquet ball rackets snow skis


Presenter Notes
Presentation Notes
Refused. These marks sound the same. And the goods are related because consumers are used to seeing sporting goods companies provide a wide variety of athletic equipment.

Trak Incorporated v. Traq Incorporated, 212 U.S.P.Q. (BNA) 846 (TTAB 1981).



Discussion topic

Comprehensive clearance
searching



B
Comprehensive clearance searching

* Hire a private trademark attorney.

— Search might include:
« USPTO database of registrations and applications
o State trademark databases
* Business name reqistries
* Foreign trademark databases
« The internet

16 www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



Presenter Notes
Presentation Notes
While searching is complicated, you should always at least try to perform a search in our database before considering hiring a private trademark attorney or search firm. Why? Because even though a search that is perhaps not well crafted  uncovers so much as one result that indicates a party is already using a similar mark for related goods and services, that would be enough to tell you that you should consider adopting a different mark. Was it a great search that uncovered all possible results? Maybe not---but again, just finding one “bad” result should steer you in the direction of possibly adopting a different mark. That is putting on the smart business hat---making the sometimes difficult decision to change to a different mark now, to avoid possible problems later on.

You can also hire a search firm, but be aware that the search firm will only give you results. It will not help you analyze them. You will then need to go through the results on your own to determine if there is a likelihood of confusion.


https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

B
Comprehensive clearance searching

« Conduct searches on your own.

— Search might include:
« USPTO database

— Federally applied-for and registered trademarks

 The internet

— Looking for common law use by others

17 www.uspto.qgov/SearchTrademarks



Presenter Notes
Presentation Notes
The USPTO database is free to search and is a available 24/7, unless maintenance activity is being performed.

A reminder that the USPTO database consists only of information related to registrations and applications. It will not display any marks for which only common law rights exists. This is why the internet must also be searched, using the same analysis; i.e., is any party using a similar mark for related goods and/or services. If a “hit” is uncovered, then more research is needed to determine which party used the mark first. The earlier user will always have superior rights.

Note that in the USPTO database a status indicator appears, either “live” or “dead.” Under the trademark statute, only a “live” registration will be used as a basis for refusal. However, it is important to determine whether, although “dead” within the USPTO database, whether the party is still using the mark, and therefore able to claim common law rights. E.g., it is possible that the mark was canceled simply because a USPTO filing deadline was inadvertently missed.


https://www.uspto.gov/SearchTrademarks

Discussion topic

Federal trademark searching:
live demonstration



®
Live demonstration (basic)

You want to register:

RABBIT

as a brand name for

racquet ball rackets


Presenter Notes
Presentation Notes
Let’s walk through a hypothetical: You want to register RABBIT as a brand name for racquet ball rackets.



Live demonstration (basic)

* Access the USPTO database.

EE An official website of the United States government Here's how you know v

Patents v Trademarks v

- Fees and payment v Contactus v MyUSPTO
New -Trademark Search Beta

Home Help
Search by all ~ Search for words in trademarks, products, or owners “
@) Expert mode @
4
’ -
I | ~
Help Announcement
x
Answers to frequently asked questions THIS IS NOT THE FINAL VERSION OF THE SITE g
H
3
This is a beta version of a trademark search tool that we -

are exploring and it is intended for collecting feedback
to help us further refine the search experience. Some
functions are still in development and you may
encounter occasional errors.

About the USPTO - Search for patents - Search for trademarks

Receive updates from the USPTO

Enter your email to subscribe or update your preferences
US Department of Commerce Freedom of Information Act
Accessibility Inspector General

your@email.com w
Privacy Policy NoFEAR Act

20 https://www.uspto.gov/trademarks/search



Presenter Notes
Presentation Notes
I’m going to show you some screenshots so you can orient yourselves later when you’re reviewing the deck.  Then we will conduct a sample search of the mark, RABBIT.

New - Trademark Search (uspto.gov)


This is what the user interface looks like. Trademark search is a search engine. Much like Google allows you to search the web, trademark search allows you to search our database.

Trademark search allows you to conduct two main types of searches:
Word mark
Combined word and design mark

Regardless of which option you choose, you’re still pulling from the same database.

So, even if you do a basic Wordmark search, your results will include marks with designs and standard character marks.


https://www.uspto.gov/trademarks/search

Live demonstration (basic)

e Select "wordmark” and insert search term.

EE An official website of the United States government Here's how you know v

- Patents v Trademarks v Feesand payment v Contactus v MyUSPTO
New -Trademark Search Beta

=

Search by all

. ’
Goods and services “’ -
Owner ~

Serial number

Home

Help

Help Announcement

THIS IS NOT THE FINAL VERSION OF THE SITE

Mark description s to frequently asked questions

Feedback

This is a beta version of a trademark search tool that we
are exploring and it is intended for collecting feedback
to help us further refine the search experience. Some
functions are still in development and you may
encounter occasional errors.

About the USPTO - Search for patents - Search for trademarks Receive updates from the USPTO

Enter your email to subscribe or update your preferences
US Department of Commerce Freedom of Information Act
Accessibility

Inspector General your@email.com w
Privacy Policy NoFEAR Act

21 https://www.uspto.gov/trademarks/search



Presenter Notes
Presentation Notes
If you would like to search in the wordmark field only, select “wordmark” from the “search by all” drop down option as shown here.  

You may also filter by “goods and services,” “owner,” “serial number,” and “mark description.”

We begin our search for RABBIT by selecting “wordmark” filter.  A list of results will appear.


https://www.uspto.gov/trademarks/search

Live demonstration (basic)

* Look for conflicting trademarks.

EE An official website of the United States government Here's how you know v

Patents v Trademarks v Feesand payment v Contactus v MyUSPTO

New - Trademark Search Beta

Home > Search results Help

rabbit X  Refine search by goods or services

A Statusfilter 1,865 results for rabbit @

Live 776
Dead 1,089 Y
B Concellod RABBIT RABBIT RABBIT DESIGNS ()
RAHBIT
Abandoned %
2
Wordmark RABBIT RABBIT RABBIT DESIGNS Wordmark RABBIT §
£
A Configwe  status status
Goods & (CANCELLED) IC 025: [ WOMEN'S CLOTHING o Goods & (CANCELLED) IC 009: [ CONSUMER )
Show image services NAMELY, JUMPSUITS, PANTS,... services ELECTRONICS; NAMELY, ELECTRONIC...
Expert mode Class 025,042 Class 009
Serial 73429552 Serial 73780303
Owners TRAUTH, DIANE D (INDIVIDUAL; CALIFORNIA, Owners GEMINI INDUSTRIES, INC. (CORPORATION; NEW
USA) JERSEY, USA)

22 https://www.uspto.gov/trademarks/search



Presenter Notes
Presentation Notes
We open up results that look like they might be confusingly similar to ours.

From the results page, you have options:
Knock out the dead by deselecting the “Dead” checkbox.
Scan the results.
Turn images on or off by selecting the “Show images” checkbox
Export this page of results.
Select each tile to open up each record in TSDR.
Filter by goods and services – NOT RECOMMENDED.
Turn on “Expert mode” to play with more options.




https://www.uspto.gov/trademarks/search

Live demonstration

* Learn more about the potential conflict.

Patents Trademarks | Learning and Resources

USPTO > Trademark > TSDR > Trademark Search ?) TSDR FAQ'S
Q Trademark Status & Document Retrieval (TSDR) @

SEARCH MULTI-SEARCH @
US Serial, Registration, or Reference No. v 73429552
Status results found

STATUS DOCUMENTS MAINTENANCE @ $ Download a 4@ Print Preview

Generated on: This page was generated by TSDR on 2023-09-11 12:06:39 EDT

Mark: RABBIT RABBIT RABBIT DESIGNS No Image exists for this case.
US Serial Number: 73429552 Application Filing Date: Jun. 10, 1983
US Registration Number: 1390837 Registration Date: Apr. 22, 1986

Register: Principal

Mark Type: Trademark, Service Mark

23 https://www.uspto.gov/trademarks/search



Presenter Notes
Presentation Notes
We can use TSDR to learn all sorts of information about the potential cite.
Current status of the application or registration
Goods and services
Filing basis
Whether represented by an attorney
Where it is in the process
What documents have been filed
Whether the USPTO has determined the registrability of the mark

https://www.uspto.gov/trademarks/search

Knowledge check

Does a search of the USPTO database guarantee that
your trademark is federally registrable?

Yes NoO


Presenter Notes
Presentation Notes
No. A search of our database does not tell you whether your trademark will register. It only provides a list of trademarks that may conflict with your trademark. It is up to you to determine whether to proceed. In addition, there may be other reasons why your trademark may be refused registration.


Discussion topic

Federal trademark searching:
word mark searching



®
Word mark example

You want to register:

/EBRA

as a brand name for

t-shirts


Presenter Notes
Presentation Notes
Let’s walk through a hypothetical: You want to register ZEBRA as a brand name for t-shirts.


®
Word mark example

« Common search strategy
1. Execute dead-on search.


Presenter Notes
Presentation Notes
At the very least, please do the dead-on search.

If there’s even one hit, that could trigger a refusal.




Word mark example

 Search string
— Dead-on search

The search term appears
in all lowercase.

CM:zebra =

A7

The CM: field code searches
for trademarks in multiple
areas of the database.

28


Presenter Notes
Presentation Notes
Dead-on search
Often called a “knock-out” search or a “bullseye” search
Narrow focus on just the word you’re looking for
Narrow focus on active applications and registrations

What am I NOT seeing with this search?  

CM field code – combines the word mark, pseudo mark, and translation fields.

LD field code – uses true or false to return live or dead mark.



®
Word mark example

« Common search strategy
1. Execute dead-on search.
2. Execute expanded search.


Presenter Notes
Presentation Notes
At the very least, look for additional wording at the ends of your mark.

You do this by triggering something called “regular expression” searching.
Add forward slashes on either side of your search term.
Add a period and asterisk (“dot star”) between each forward slash and the search term.

A “dot star” tells TESS the system look in infinite directions on either side of your mark.
Helps you find compound words.
Helps you find run-together phrases that contain your mark.




Word mark example

 Search string
— Expanded search foran infinfe number of characters.

V

CM:/ *zebra.*/

1

Forward slashes on both sides of the
search term tell the system you want to
use advanced searching mechanics.

30


Presenter Notes
Presentation Notes
Expanded search
Wider focus increases the number of potential hits



®
Word mark example

« Common search strategy
1. Execute dead-on search.
2. Execute expanded search.

3. Execute alternate spelling search.


Presenter Notes
Presentation Notes
At the very least, please do common misspellings.

Remember: The test boils down to the similarity of trademarks, not whether they’re exactly the same.
There is no correct pronunciation of a trademark.
This is not like a domain name registry where the addition of punctuation or taking out a letter or some other small thing makes a guaranteed difference.



Word mark example

 Search string
— Alternate spelling search — option 1

CM:(/.*zebra.*/ OR /.*sebra.*/)

N

Using the OR operator is one way
to search spelling variations —
but note use of parentheses.

32


Presenter Notes
Presentation Notes
Expanded search
Helps you search for alternate spellings and misspellings
Wider focus increases the number of potential hits



Word mark example

 Search string
— Alternate spelling search — Option 2 | e syeem to look for

that range of instances
of that character.

CM:/ *[sz]e{1,3}br.*/

_—

Pattern matching tells the system

to look for one instance of one of Removing final sounds can
the included characters. capture variations without

pattern matching.

33


Presenter Notes
Presentation Notes
Expanded search
Helps you search for alternate spellings and misspellings
Wider focus increases the number of potential hits



®
Knowledge check

You want to register PEPZI for soft drinks. Which search
strategy would help you find more potential cites?

* CM:pepzi

» CM:(/.*pepz.*/ OR /.*peps.*/)


Presenter Notes
Presentation Notes
The second one. The first strategy wouldn’t return PEPSI, which is a registered trademark for soft drinks.

PEPSI: U.S. Registration No. 0824150


®
Word mark example

You want to register:

/EBRA STAR

as a brand name for

t-shirts


Presenter Notes
Presentation Notes
Let’s walk through a hypothetical: You want to register ZEBRA STAR as a brand name for t-shirts.


Word mark example

« Common search strategy

1.

-xecute dead-on search.
Fxecute expanded search.
Fxecute alternate spelling search.

2.
3.
4. Execute combined term search.


Presenter Notes
Presentation Notes




®
Word mark example

 Search string
— Dead-on search

CM:“zebra star”


Presenter Notes
Presentation Notes
What am I NOT seeing with this search?  



®
Word mark example

 Search string
— Expanded search

CM:/.*zebrastar.*/


Presenter Notes
Presentation Notes
Expanded search
Wider focus increases the number of potential hits



Word mark example

 Search string
— Alternate spelling search — option 1

CM:(/.*zebra.*/ OR /.*sebra.*/)
CM:(/.*star.*/ OR /.*ztar.*/)


Presenter Notes
Presentation Notes
Depending on the strength of each word in the mark, you might want to search them separately. And then combine them.

This is a lengthier way to write out the search string, but has the benefit of you seeing exactly what your alternate spellings are.


®
Word mark example

 Search string
— Alternate spelling search — option 2

CM:/ *[sz]e{1,3}br.*/
CM:/ *[sz]tar*/


Presenter Notes
Presentation Notes
Depending on the strength of each word in the mark, you might want to search them separately. And then combine them.

This is the more complex way to write out the search string, but has the benefit of being more efficient and allows you to search more alternate spellings.



Word mark example

 Search string
— Combined term search — option 1

CM:(/.*[sz]e{1,3}br.*/ AND /.*[sz]tar.*/)

N\

Using the AND operator is a
way to combine search terms -
but note the use of parentheses.



Presenter Notes
Presentation Notes
Expanded search
Helps you search for alternate spellings and misspellings
Wider focus increases the number of potential hits



Word mark example

 Search string
— Combined term search — option 2

CM:/ *[sz]e{1,3}br.*/
CM:/ *[sz]tar*/
1 AND 2

Using previous search strings is
a way to combine search terms —
but must be in expert mode.

42


Presenter Notes
Presentation Notes
Combined search string strategy
Allows you to separate out search terms before combining them
Easier way to go back and search those terms individually

It’s not always 1 and 2. The number changes based on your search history.

And you must be in Expert mode.



Discussion topic

Federal trademark searching:
design mark searching



®
Design mark example

You want to register:

as a logo for

t-shirts


Presenter Notes
Presentation Notes
Let’s walk through a hypothetical: You want to register the ZEBRA STAR design as a logo for t-shirts.


®
Design mark example

« Common search strategy

1. Look up the relevant design codes.
Use the Design Search Code Manual.


Presenter Notes
Presentation Notes




Design Search Code Manual

United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts  eBusiness eBiz alerts News Help

Trademarks > USPTO Design Search Code Manual

USPTO Design Search Code Manual
Trad % | Keyword | Table Of f Alpha. | Browse
e e Y

TABLE OF CONTENTS

TABLE OF CATEGORIES KEYWORD SEARCH
INTRODUCTION APPENDIX - 2007 DESIGN CODE UPDATES
GENERAL GUIDELINES ALPHABETICAL INDEX

DESIGN SEARCH CODE

TABLE OF CATEGORIES

01 Celestial bodies, natural phenomena, geographical maps
This category includes objects that appear in the sky, including clouds, stars, moons, sun, planets and constellation. Additionally,
designs associated with weather conditions such as rainbows, lightning, and snowflakes are found here. Maps of countries and
continents are also in 01.

02 Human beings
This category includes representations of men, women and children regardless of the activity they are engaged in or how they are
dressed. Stylized humans, those in caricature form, stick figures and parts of the human body are also in this category.

03 Animals
This category includes most animals, except mythological animals. Animals found here include mammals, birds, kiwi, kiwi bird, fish,
reptiles and insects. Prehistoric animals, stylized animals and animals with human attributes are also coded in category 03.

46 https://tess2.uspto.gov/tmdb/dscm/index.htm



https://tess2.uspto.gov/tmdb/dscm/index.htm

Design mark example

 Trademark:

» Design codes:
— DC:030503 — Zebras
— DC:010103 — Single star with five points



®
Design mark example

« Common search strategy
1. Look up the relevant design codes.
2. Execute a design code search.


Presenter Notes
Presentation Notes




®
Design mark example

 Search string
— Design code search

DC:030503
DC:010103


Presenter Notes
Presentation Notes
Design code search
You can include periods between the numbers or not. Either way works.



Design mark example

« Common search strategy
1. Look up the relevant design codes.
2. Execute a design code search.

3. Execute a combined design code search.


Presenter Notes
Presentation Notes




Design mark example

 Search string
— Combined term search — option 1

DC:(030503 AND 010103)



®
Design mark example

 Search string
— Combined term search — option 2

DC:030503
DC:010103
1T AND 2


Presenter Notes
Presentation Notes
Combined search string strategy
Allows you to separate out search terms before combining them
Easier way to go back and search those terms individually

It’s not always 1 and 2. The number changes based on your search history.

And you must be in Expert mode.



®
Knowledge check

You want to register:

ORGANIC

as a logo for

t-shirts


Presenter Notes
Presentation Notes
Knowledge check: You want to register the ZEBRA STAR ORGANIC design as a logo for t-shirts.

You want to perform a quick knock-out search to see what’s out there.


®
Knowledge check

Which search strategy would you use to perform a
narrow “knock-out” search?

 DC:010103 OR DC:030503 OR CM:organic
* DC:(010103 OR 030503) AND CM:organic

* DC:(010103 AND 030503) AND CM:organic


Presenter Notes
Presentation Notes
The third one. The first strategy returns all instances of each search term. The second strategy returns all instances of “organic” combined with either a five-point star or a zebra.

The third strategy returns any instances of “organic” combined with both a five-point star and a zebra.

Remember: This is not the only search you perform. This is just the start. You’ll want to use all the tools we just discussed.


Discussion topic

Federal trademark searching:
harrowing your results



Narrowing your results

 Search string

56

— Limit by coordinated class for narrow results

CM:/ *[sz]e{1,3}br.*/ AND CC.025

The [cc] field code searches coordinated classes —
the identified class and those classes with goods and
services that are frequently related to the identified class.

https://tmsearch.uspto.gov/webaka/html/help.htm#Coordinated Class



Presenter Notes
Presentation Notes
“025” is the international class for “t-shirts”

Coordinated class searching
Not a guarantee of relatedness or unrelatedness
But it’s helpful information
Note that all services are considered related to one another in the [cc] field


https://tmsearch.uspto.gov/webaka/html/help.htm#Coordinated_Class

Narrowing your results

 Search string

57

— Limit by international class for narrower results

CM:/ *[sz]e{1,3}br.*/ AND IC:(025 035 042 a b 200)

N

The [ic] field code class searches
the international class only.

https://tmsearch.uspto.gov/webaka/html/help.htm#International Class



Presenter Notes
Presentation Notes
Retail services are often considered related to the goods sold through those channels, so a best practice is to add those to the search line.
“035” is the current international class for retail services
“042” is the old international class for retail services
A B and 200 are the classes for certification and collective membership marks

International class searching
Not a guarantee of clearance
Refusal is based on relatedness, not class number
But it may be helpful if there are a lot of hits or the goods or services are very specific


https://tmsearch.uspto.gov/webaka/html/help.htm#International_Class

Narrowing your results

 Search string

58

— Limit by goods or services for narrowest results

CM:/ *[sz]e{1,3}br.*/ AND GS:t-shirts

g

The GS: field code searches for
that specific good or service only.

This is not recommended.

https://tmsearch.uspto.gov/webaka/html/help.htm#Goods and Services



Presenter Notes
Presentation Notes
Goods and services searching
Not recommended
Does not take into account synonyms, alternate spellings, misspellings, or broader (yet acceptable) wording
Remember: the refusal is based on relatedness, not exact name of good or service
This is only helpful if there is a massive number of hits
But there are also other ways of narrowing your search

Would this find hits for…
Shirts
Tee-shirts
Tops, as clothing
Polo shirts
Button down shirts
Pants
Socks
Shoes
Hats

Would these hits be a problem?

https://tmsearch.uspto.gov/webaka/html/help.htm#Goods_and_Services

Discussion topic

Common search strategy



Common search strategy

1. Search for owner in ON: field.
2. Execute "dead-on” search in CM: field.

3. Execute alternate spelling searches in
CM: field.

—  Pro tip: “Not out” your previous search to
avoid looking at already viewed results.


Presenter Notes
Presentation Notes
At the very least, please do the dead-on search.

If there’s even one hit, that could trigger a refusal.

Only “not out” if you’ve viewed everything in the previous search string.

You “not out” by including AND NOT __ in the search string.

For example:
You want to “not out” the results of your first search.
On the second line, you include AND NOT 1 in the string.



Common search strategy

4. Execute additional searches looking for
alternative versions of the trademark.

— Words/designs alone and together
— Words that have similar meanings
— Acronyms and what they stand for

— Pro tip: Search for pictorial equivalents using the
DC: field tag.



Common search strategy

* Narrow if needed:
— By coordinated class with CC: field tag.

— By international class with IC: field tag.
* Pro tip: Use the IC:(xxx 035 042 a b 200) formula.

— By goods and services with GS: field tag.

* Pro tip: Only narrow this way if absolutely necessary.


Presenter Notes
Presentation Notes
Nontraditional international classes
A – for goods certification marks
B – for services certification marks
200 – for collective membership marks

When narrowing by class for goods, use the IC:(xxx 035 042 a b 200) formula.
This adds in the highly related retail services in 35, as well as the retail services that used to be in 42 when it was the miscellaneous services class.

Narrowing to goods and services runs the risk of missing potential cites.
If you only search for “t-shirts” and the registrant has “shirts” or “tops,” you will miss it.

You can use pattern matching and some truncation in the GS: field, though.
GS:/sh[io]rts/ will return shirts and shorts 


Discussion topics

How to find help



.
Caution: scam alert

» Beware of scams.
— www.uspto.gov/TMFraud

» Beware of filing firms.
— www.uspto.gov/trademarks/protect/filing-firms

» Beware of misleading notices and offers.
— www.uspto.gov/TrademarkSolicitations



Presenter Notes
Presentation Notes
Scams
The trademark industry is no different than any other industry. There are scammers trying to take advantage of you.
Check out the top 10 things you can do to protect your trademark application or registration.

Filing firms
These companies try to draw you in by advertising low costs to file and guaranteed registration. Neither of these are true.
As we discussed earlier, the fees to file are (currently) $250/$350 per international class.
No one can guarantee registration.

Solicitations
Remember: everything you file with the USPTO becomes public. Private companies scrape this public information and then use it to send you solicitations. Although some solicitations are for legitimate services, many are scams trying to convince you that you need to pay 4000 Euros or something.
For example, solicitation from “Patent and Trademark Office, Washington, DC” (whereas the official agency is the United States Patent and Trademark Office, Alexandria, VA).
Because the USPTO has no affiliation with the parties sending these notices, we are unable to assist in getting any money back. So always ask first rather than paying first and then questioning whether this was legitimate. I.e., contact the Trademark Assistance Center (1-800-786-9199) for more information. Note that the USPTO has no enforcement authority regarding these matters.
Use Trademark Status and Document Retrieval (TSDR) on uspto.gov to see whether we actually sent you the notice. The “Documents” tab of TSDR will display all outgoing and incoming exchanges for your application or registration. A solicitation from another party will never appear there, which helps highlight it is not from the USPTO.
If you want to avoid getting these solicitations, you might want to consider hiring an attorney to assist you. In addition to fending off solicitations, attorneys can help you search, file, register, and enforce your trademark.

http://www.uspto.gov/TMFraud
http://www.uspto.gov/trademarks/protect/filing-firms
http://www.uspto.gov/TrademarkSolicitations

USPTO resources

 Website

— WwWWw.USpto.gov

* Trademark videos
— www.uspto.gov/TMvideos

» Trademark basics registration toolkit i

— www.uspto.gov/TrademarkBasics Toolkit

65



http://www.uspto.gov/
http://www.uspto.gov/TMvideos
http://www.uspto.gov/TrademarkBasicsToolkit

USPTO resources

* |P Identifier
— https://ipidentitieruspto.gov

 Free services and resources

— www.uspto.gov/FreeServices
* USPTO virtual assistant

— WwWW.uUspto.gov/trademarks/basics
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Presenter Notes
Presentation Notes
IP Identifier
Answer simple questions to determine what types of intellectual property you might have

Free services and resources
Includes both patent and trademark information and programs

USPTO virtual assistant
Currently in beta only. Covers about 25 of the most commonly asked trademark questions.
Planning to eventually expand to include commonly asked patent questions.
Easy way to look up your trademark application status.


https://ipidentifier.uspto.gov/
http://www.uspto.gov/FreeServices
https://www.uspto.gov/trademarks/basics

.

USPTO resources

 Trademark Assistance Center

— Main support center for all trademark customers
« Phone: 1-800-/86-9199
« Email: TrademarkAssistanceCenter@uspto.gov

67 www.uspto.gov/TrademarkAssistance



Presenter Notes
Presentation Notes
M-F, 8:30 a.m. – 8 p.m. Eastern

Calls answered quickly, but email responses may take a day or so.


mailto:TrademarkAssistanceCenter@uspto.gov
https://www.uspto.gov/TrademarkAssistance

USPTO resources

* The USPTO does not:
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Provide legal advice.
-nforce legal rights.

Recommend specific private attorneys.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Legal resources

e Remember:
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— Best resource is an experienced trademark
attorney.

— Most trademark filing companies can only
orovide limited services.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



Presenter Notes
Presentation Notes
Attorney
Consult the internet.
Contact the American Bar Association.
Contact the attorney referral service of a U.S. state or local bar association.
Contact a law school clinic.

Filing company
Most simply file the application.
Most do not include responding to office actions as part of their services.
Most do not include legal review by an attorney.



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Questions?



Images used in this presentation are for educational purposes only.
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