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Filing overview

* Reminders:
— The slides will be emailed after the presentation.
— Captioning is available.
— Post your questions to the Q&A box.



Discussion topics

* Filing basics

* Trademark Center pre-filing checklist

» Trademark Center filing demonstration
» How to find help



Discussion topic

Filing basics



Filing basics

* Trademark Center
— Mobile-friendly design
— Guided user interface
— Drafts that automatically save every 60 seconds
— Application costs that update as you go

— Prompts to complete commonly omitted
information

6 https://trademarkcenter.uspto.gov.



Presenter Notes
Presentation Notes
Electronic filing is mandatory, except in very rare situations.

https://trademarkcenter.uspto.gov/

Discussion topic

Trademark Center pre-filing
checklist



Trademark Center pre-filing checklist

7_
Pre-filing checklist for your
trademark application

Use this checklist to understand the decisions you must make before filing your application.

1. Determine your mark drawing format. 2. Determine your filing basis.
Decide which version of your trademark you want Verify the legal reason to register your mark.
to register. Section 1(a) - Use-in-commerce

Standard character format + You're using the mark with customers in

« Protects words, letters, and slogans used as another state, U.S. territory, or foreign country.
marks, without limiting the mark to a specific « Protip: Save a PDF or JPG image of your
typeface, size, or color. specimen to your computer before filing. A

« Provides protection for the wording itself, specimen is evidence of how you're actually
not what it looks like. using the mark with your goods and services.

+ Forexample: T.MARKEY Section 1(b) - Intent-to-use

« Protip: This provides more flexible protection « You're not yet using the mark in interstate
than special form format registration. commerce, but have a good faith intent to do

Special form format soin the future.

For more information, see www uspto gow/
trademarks/basics/applicati

« Protects stylized and design marks.
n-filing-basis.

+ Provides protection for the look of the mark, . .
plus any wording, 3. Determine your goods and services.
« Forexample: Prepare a list of goods and services that you use
m ;El (or have a bona fide intent to use) with your mark.
M or « Usethe USPTO's ID Manual to find acceptable
«  Protip: Registering the mark without color identifications of goods and services:
provides more flexible protection than
registering it with color.

« Inaccurate and unacceptable identifications

« Protip: Save a JPG image of your mark to your will result in a refusal to register your mark.
computer before filing.

For more information about drawing formats, see See the reverse side to estimate your filing fee and

yww.uspto,gov/trademarks /trademark-example learn how to file.

u S 0 UNITED STATES
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8 www.uspto.gov/sites/default/files/documents/TM-Prefiling-Checklist-flyerpdf



https://www.uspto.gov/sites/default/files/documents/TM-Prefiling-Checklist-flyer.pdf

Trademark Center pre-filing checklist

(cont'd)

* Choose your mark drawing format.
— Standard character drawing
— Special form drawing

COCA-COLA  (CCZi %/,



Presenter Notes
Presentation Notes
Note that the standard character format and the black-and-white special form format do not mean that you are using the mark in that manner. Instead, both are simply providing more flexibility and broader protection.

The standard character format means you are protecting the wording itself, but not in any particular font or stylization. You could change the manner of display when used and the underlying registration would still provide protection.

Or, with the special form, you can use the marks in whatever colors you want and still have protection.

However, you cannot add to or modify the mark in any manner. This would be considered a “new” mark and would require a new application.

Not legal advice: The special form options should be used only when the stylization of the letters or the specific design elements are integral to the actual desired commercial impression. The same is true for registering the mark in color.

Remember: don’t try to “shoehorn” two marks together in one application, just to try and save on costs.
Example: Your product is bottled water. On the front of the bottle you have a word mark. On the back of the bottle you have a design element. You could not in an application present both the wording and the design, because they are not used together. Only if somewhere else on the bottle is there a display of a single, overall composite mark would this be OK.

COCA-COLA (standard character): U.S. Registration No. 0238145
COCA-COLA (stylized): U.S. Registration No. 0238146
ALWAYS COCA-COLA (composite): U.S. Registration No. 1867757


Trademark Center pre-filing checklist

(cont'd 2)

» Know your filing basis.

— Required for each listed good or service in your
application
— Most common bases
* Use in commerce

e |[ntent to use


Presenter Notes
Presentation Notes
A use in commerce filing basis requires “specimen” (sample) of use, e.g., label or hangtag for goods or image of storefront for services.

With an intent to use basis, since there is no use at the time of filing, the specimen will be submitted later in the process, with an additional fee.

Specifically, if the application is approved, a Notice of Allowance (NOA) issues (rather than a registration certificate). Within 6 months of the issue date of the NOA, applicant must file a statement of use (SOU), providing both a proper specimen and fee, or otherwise submit an extension request. Every 6 months brings the same deadline: file the SOU or extension, up through 5 possible extensions. At the 36-month point from when the NOA issued, applicant must file the SOU or the application is held abandoned. If abandoned, then examination ends and a brand new filing is required. 

With either filing basis, applicant must be using or intend to use the mark on or in connection with ALL goods and/or services listed in the application. If the filing is under the intent to use basis, certain goods or services can be deleted if actual use is not made therewith later in the process.

Save a JPG or PDF specimen, if needed.



Trademark Center pre-filing checklist
(cont'd 3)
» |dentify your goods and services.

— Generally understood terminology

— Specific terminology

— Cannot expand “scope” after filing

— Trademark ID Manual

« www.uspto.gov/TrademarklD



Presenter Notes
Presentation Notes
Trademark Manual of Acceptable Identifications of Goods and Services (ID Manual)

Specific terminology should be broad, yet accurate. Does not need to be overly specific.
For example:
Shirts – broad enough to include t-shirts, button-down shirts, polo shirts, and sweatshirts
Short-sleeved t-shirts – too narrow if you start to use the mark with long-sleeved t-shirts, button-down shirts, polo shirts, or sweatshirts

Specificity of identification required so as to provide notice of use.
Other users must know what g/s on or in connection with you are using with your mark. This helps them to avoid likelihood of confusion with your mark.

Note that you must be careful to list all relevant goods and/or services when preparing the application. Once the application is filed, you may not add any items, as that would exceed the scope of the original filing. Only narrowing of the identification is permitted.

But remember: it is your choice if you want to file a new application. We won’t register a trademark that is similar to yours and being used with related goods and services. So, while it’s always best to have a registration that covers all of your goods and services, you might choose to rely on “relatedness” to protect your mark.

https://www.uspto.gov/TrademarkID

Trademark Center pre-filing checklist

(cont'd 4)

» Estimate your filing fee.

— You can also track it live as you complete the
application.

* Create a MyUSPTO account.

— You only need to create an account and verity
your identity one time.

* File your application in Trademark Center.



Discussion topic

Trademark Center filing
demonstration



Trademark Center demonstration

m Patents v  Trademarks ¥  Fees and payment v Help~  MyUSPTO Sign in
MyUSPTO

MyUSPTO

MyUSPTO is a single place for you to actively manage your intellectual property portfolio. Track patent applications and grants,
check trademark registrations and statuses, and access our services in your personalized USPTO gateway.

I have an account I need an account

Log in with your USPTO.gov account Create a USPTO.gov account

14 WWW.Mmyv.uspto.qgov



http://www.my.uspto.gov/
https://www.my.uspto.gov/

Trademark Center demonstration

(cont'd)

BE An official website of the United States government Here's how you know ~

m_ Patents v Trademarks v Feesandpayment v ContactUs v MyUSPTO

Trademark Center

Home Start application Drafts and docket

cleolo

Search the trademark database Apply to register a trademark View your docket
Search our database as partof a Complete an submit an application View and manage your Trademark
clearance search before applying to to federally register your trademark Center applications in one place

register your trademark

15 https://trademarkcenter.uspto.gov/



https://trademarkcenter.uspto.gov/

Discussion topic

How to find help



USPTO resources

 Website

— WwWWw.USpto.gov

* Trademark videos
— www.uspto.gov/TMvideos

» Trademark basics registration toolkit i

— www.uspto.gov/TrademarkBasics Toolkit

17



https://www.uspto.gov/
https://www.uspto.gov/TMvideos
https://www.uspto.gov/TrademarkBasicsToolkit

USPTO resources....

 Trademark Assistance Center

— Main support center for all trademark customers
* Phone: 1-800-786-9199 (press 1)
« Email: TrademarkAssistanceCenter@uspto.gov

18 www.uspto.gov/TrademarkAssistance



Presenter Notes
Presentation Notes
M-F, 8:30 a.m. – 8 p.m. Eastern

Calls answered quickly, but email responses may take a day or so.


mailto:TrademarkAssistanceCenter@uspto.gov
https://www.uspto.gov/TrademarkAssistance

USPTO resources ...

* The USPTO does not:

19

Provide legal advice.
Fnforce legal rights.

Recommend specific private attorneys.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Legal resources

e Remember:

20

— The best resource is an experienced trademark
attorney.

— Most trademark filing companies can only
orovide limited services.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



Presenter Notes
Presentation Notes
Attorney
Consult the internet.
Contact the American Bar Association.
Contact the attorney referral service of a U.S. state or local bar association.
Contact a law school clinic.

Filing company
Most simply file the application.
Most do not include responding to office actions as part of their services.
Most do not include legal review by an attorney.



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Caution: scam alert

» Beware of scams.
— www.uspto.gov/TMFraud

» Beware of non-attorney filing firms.
— Www.uspto.gov/trademarks/protect/filing-firms

» Beware of misleading notices and offers.
— www.uspto.gov/TrademarkSolicitations



Presenter Notes
Presentation Notes
Scams
The trademark industry is no different than any other industry. There are scammers trying to take advantage of you.
Check out the top 10 things you can do to protect your trademark application or registration.

Filing firms
These companies try to draw you in by advertising low costs to file and guaranteed registration. Neither of these are true.
As we discussed earlier, the fees to file are (currently) $250/$350 per international class.
No one can guarantee registration.

Solicitations
Remember: everything you file with the USPTO becomes public. Private companies scrape this public information and then use it to send you solicitations. Although some solicitations are for legitimate services, many are scams trying to convince you that you need to pay 4000 Euros or something.
For example, solicitation from “Patent and Trademark Office, Washington, DC” (whereas the official agency is the United States Patent and Trademark Office, Alexandria, VA).
Because the USPTO has no affiliation with the parties sending these notices, we are unable to assist in getting any money back. So always ask first rather than paying first and then questioning whether this was legitimate. I.e., contact the Trademark Assistance Center (1-800-786-9199) for more information. Note that the USPTO has no enforcement authority regarding these matters.
Use Trademark Status and Document Retrieval (TSDR) on uspto.gov to see whether we actually sent you the notice. The “Documents” tab of TSDR will display all outgoing and incoming exchanges for your application or registration. A solicitation from another party will never appear there, which helps highlight it is not from the USPTO.
If you want to avoid getting these solicitations, you might want to consider hiring an attorney to assist you. In addition to fending off solicitations, attorneys can help you search, file, register, and enforce your trademark.

https://www.uspto.gov/TMFraud
https://www.uspto.gov/trademarks/protect/filing-firms
https://www.uspto.gov/TrademarkSolicitations

Questions?



DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S.
government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.
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