
Attributable Ownership 
Public Hearing

March 26, 2014: San Francisco, CA



Welcome

John Cabeca
Director, Silicon Valley Office



Opening Remarks

Janet Gongola
Moderator



Agenda

Time Topic
9:00 AM Welcome and Opening Remarks

9:20 AM Presentation of Proposed Rules
• Bob Bahr, Senior Legal Advisor, Office of the Deputy

Commissioner for Patent Examination Policy

9:45 AM Witness Testimony

10:30 AM BREAK

10:45 AM Witness Testimony (cont.)

11:55 PM Closing Remarks



Attributable Owner Rulemaking

• Notice of Proposed Rulemaking:

– Changes to Require Identification of Attributable Owner, 
79 Fed. Reg. 4105 (Jan. 24, 2014); and 

– Notice of Public Hearings and Extension of Comment 
Period on the Proposed Changes to Require 
Identification of Attributable Owner, 79 Fed. Reg. 9677 
(Feb. 20, 2014)
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Public Hearings

• Alexandria, VA:  March 13, 2014

• San Francisco, CA:  March 26, 2014
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Written Comments

• Due April 24, 2014

• Must be submitted by:
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Method Address

Email (preferred) AC90.comments@uspto.gov

Postal Mail Mail Stop Comments-Patents
Commissioner for Patents

P.O. Box 1450
Alexandria, VA, 22313-1450

Federal eRulemaking Portal http://www.regulations.gov



Attributable Ownership 
Landing Page

• http://www.uspto.gov/patents/init_events/attributable
_ownership.jsp
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Proposed Rules: Overview 
and Goals

Drew Hirshfeld
Deputy Commissioner 
for Patent Examination Policy



Proposed Rules: Changes to 
Require Identification of 

Attributable Owner 

Robert W. Bahr
Senior Patent Counsel
Office of the Deputy Commissioner for Patent 
Examination Policy



Attributable Owner
Notice of Proposed Rulemaking

• Topics addressed in proposed rules:

– Who is the “attributable owner” (definition)?

– When must the attributable owner be 
identified?
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Attributable Owner Definition



Attributable Owner 
(proposed 37 CFR 1.271(a) and (b))

• Attributable owner includes:

– Titleholders,

– Enforcement entities, and

– The ultimate parent entity as defined in 16 CFR 
801.1(a)(3) of any titleholder or enforcement 
entity.

• The ultimate parent entity is an entity which is not 
controlled by any other entity.
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Attributable Owner 
(proposed 37 CFR 1.271(c))

• An entity cannot avoid being considered an 
attributable owner by creating or using any 
instrumentality with the purpose or effect of:

– temporarily divesting itself of attributable 
ownership, or 

– preventing the vesting of such attributable 
ownership.
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Attributable Owner 
(proposed 37 CFR 1.271(d) and (e))

• The definition of “entity” tracks the 
definition of entity in 16 CFR 
801.1(a)(2).

15



Attributable Owner
(proposed 37 CFR 1.271(d))

• The term “entity” includes:
– Any natural person, corporation, company, partnership, joint venture, 

association, joint-stock company, trust, estate of a deceased natural 
person, foundation, fund, or institution,

• whether incorporated, wherever located, and of whatever citizenship,

– Any receiver, trustee in bankruptcy or similar official or any liquidating agent 
for any of these entities,   

– Any joint venture or other corporation which has not been formed but the 
acquisition of the voting securities or other interest in which, if already 
formed, would be an attributable owner, or

– Any other organization or corporate form that holds an interest in an 
application or patent.
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Attributable Owner
(proposed 37 CFR 1.271(e))

• The term “entity” does not include:

– any foreign state, foreign government, or agency 
thereof (other than a corporation or unincorporated 
entity engaged in commerce), 

– the United States, any of the States thereof, or any 
political subdivision or agency of either (other than a 
corporation or unincorporated entity engaged in 
commerce).
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Identification of Attributable Owner 
(proposed 37 CFR 1.271(f))

• The attributable owner must be identified as:
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Owner Type Item of Information #1 Item of Information #2 Item of Information #3

Public 
Company

Name of company Stock symbol Stock exchange where the 
company is listed

Non-Public 
Company

Name of company Place of incorporation Address of principal place of 
business

Partnership Name of partnership Address of the principal 
place of business

Natural Person Full legal name Residence Correspondence Address

Other Name If organized under the 
laws of a state, the name 
of that state and legal 
form of organization 

Address of the principal 
place of business



Identification of Attributable Owner 
(proposed 37 CFR 1.271(g))

• A shareholder or partner in a corporation, 
partnership, or other association must also be 
independently identified as an attributable 
owner if the shareholder or partner is an 
attributable owner, 
– even if the corporation, partnership or other 

association is separately identified as an 
attributable owner.

• Does not apply to shareholders of a public 
company.
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Timing for Identification of 
Attributable Owner



Identification of Attributable Owner 
in Pending Applications

• The attributable owner must be identified in 
an application:

– On filing (or in reply to a missing parts 
notice),

– When there is a change in attributable 
owner, and 

– At allowance.
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Identification of Attributable Owner 
on Filing (proposed 37 CFR 1.273)

• The attributable owner must be identified in 
each nonprovisional application, which 
includes:
– reissue applications, and 
– international applications that commenced 

the national stage in the United States.

• The attributable owner need not be identified 
in provisional applications.
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Identification of Attributable Owner 
on Filing (proposed 37 CFR 1.273)

• If an application does not identify the 
attributable owner:

– The applicant will be sent a notice to file missing 
parts giving the applicant two months (which may be 
extended to seven months) to identify the 
attributable owner.

– Failure to identify the attributable owner in reply to 
this notice will result in abandonment.

• The application may be revived under 37 CFR 1.137 if the 
delay in identifying the attributable owner was 
unintentional.
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Identification of Attributable Owner When There 
is a Change in Attributable Owner 
(proposed 37 CFR 1.275)

• If there is a change to the attributable owner 
during the pendency of an application:

– The applicant has three months to identify 
the new attributable owner.

– This three-month period is not extendable.
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Identification of Attributable Owner At 
Allowance (proposed 37 CFR 1.277)

• If a notice of allowance has been sent to the applicant, 
– The applicant has three months to identify the current 

attributable owner of the application.
• If there has been no change to the attributable owner, the 

applicant may simply indicate that there has been no change to 
the attributable owner.

– This three-month period is not extendable.

– The failure to identify (or indicate no change) within three 
months would result in abandonment.

• The application may be revived under 37 CFR 1.137 if the delay 
in identifying the attributable owner was unintentional.
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Identification of Attributable Owner 
in Pending Applications

• Proposed  Applicability Date:

26

Timing for Identification Applicable to

On filing 
(proposed 37 CFR 1.273)

Applications filed on or after the final 
rule effective date

When there is a change in 
attributable owner 
(proposed 37 CFR 1.275)

Applications filed on or after the final 
rule effective date

At allowance
(proposed 37 CFR 1.277)

Applications in which a notice of 
allowance is mailed on/after the final 
rule effective date



Identification of Attributable Owner 
in Patents

• The attributable owner must be identified in a 
patent:

– At each maintenance fee payment,

– In PTAB proceedings, and 

– In supplemental examination and 
reexamination proceedings.
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Identification of Attributable Owner At 
Maintenance Fee Payment 
(proposed 37 CFR 1.381)

• The attributable owner must be identified within 
the maintenance fee payment windows (37 CFR 
1.362(d) or (e)), but prior to the date the 
maintenance fee is paid.

• If there has been no change to the attributable 
owner, the patentee may simply indicate that 
there has been no change to the attributable 
owner.
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Identification of Attributable Owner in Patents 
Involved in PTAB proceedings (proposed 
37 CFR 1.383)

• The attributable owner must be identified in 
the mandatory notice filed by a patent owner 
as required by 37 CFR 42.8(a)(2).

• If there is a change to the attributable owner 
during the trial proceeding, the patent owner 
has twenty-one days to file a notice 
identifying the new attributable owner.

• This twenty-one-day period is not extendable.
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Identification of Attributable Owner in Patents 
Involved in Supplemental Examination or 
Reexamination (proposed 37 CFR 1.385)

• The attributable owner must be identified in a 
request for supplemental examination under 
37 CFR 1.610 for the request to be accorded 
a filing date. 

• The attributable owner must be identified in a 
request for ex parte reexamination under 37 
CFR 1.510 by the patent owner for the 
request to be accorded a filing date.
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Identification of Attributable Owner in 
Patents Involved in Reexamination 
Proceedings (proposed 37 CFR 1.385)

• The attributable owner must be identified in papers filed by 
the patent owner in an ex parte reexamination proceeding, 
unless the current attributable owner was previously 
identified by the patent owner.
– Otherwise, the paper would be considered incomplete.

• If there is a change to the attributable owner during the 
reexamination proceeding, the patent owner has three 
months to identify the new attributable owner.
– This three-month period is not extendable.
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Identification of Attributable Owner 
in Patents

• Proposed  Applicability Date:
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Timing for Identification Applicable to

At each maintenance fee payment
(proposed 37 CFR 1.381)

Patents with maintenance fees due on or 
after the final rule effective date

In PTAB proceedings
(proposed 37 CFR 1.383)

Patents where petition is filed on or after 
the final rule effective date

In supplemental examination and 
reexamination proceedings
(proposed 37 CFR 1.385)

Patents where the request is filed 
on/after the final rule effective date



Correction of Failures or Errors in Identifying the 
Attributable Owner (proposed 37 CFR 1.279 and 
1.387)

• If the applicant or patent owner has failed to identify a 
change to the attributable owner, or has indicated an 
incorrect or an incomplete attributable owner, and

• If there was a good faith effort to identify the attributable 
owner or any changes to the attributable owner,

• The failure or error may be excused on petition 
accompanied by a showing of reason for the delay, error, 
or incompleteness (and the petition fee set forth in 37 
CFR 1.17(g)).
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Public Access to Attributable 
Owner Information

• The USPTO would make attributable owner 
information available to the public for:
– published applications, and
– patents.

• The USPTO is working on a database to provide 
electronic access to current and historical 
attributable owner information
– such as via the public side of PAIR.
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Thank You
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Witness Testimony



R. Reams Goodloe
Solo Practitioner



Brian Schar
Practitioner



Daniel Nazer
Electronic Frontier Foundation



Julie Samuels
Engine Advocacy



Break
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Mark Blafkin
Association for Competitive 

Technology



American Intellectual 
Property Law Association



Additional Witness 
Testimony



Closing



Written Comments

• Due April 24, 2014

• Must be submitted by:
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Method Address

Email (preferred) AC90.comments@uspto.gov

Postal Mail Mail Stop Comments-Patents
Commissioner for Patents

P.O. Box 1450
Alexandria, VA, 22313-1450

Federal eRulemaking Portal http://www.regulations.gov



Attributable Ownership 
Landing Page

• http://www.uspto.gov/patents/init_events/attributable
_ownership.jsp

47



Executive Action Landing Page

• http://www.uspto.gov/patents/init_events/executive_
actions.jsp
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Patent Litigation Online Tool Kit

• http://www.uspto.gov/patents/litigation/index.jsp
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Inventors Resources

• http://www.uspto.gov/inventors/index.jsp 
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Pro Bono Assistance

• http://www.uspto.gov/inventors/proseprobono/index.
jsp
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Thank You
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