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Meet a Board Operations Division Member:  
Erica Swift, Chief Clerk of the Board



Erica Swift
Chief Clerk of the Board



2022 National Medal of Technology and 
Innovation (NMTI)

• Nominations open through May 20
• Nation’s highest honor for 

technological achievement, presented 
by President of the United States

• Find out more at: 
https://www.uspto.gov/learning-and-
resources/ip-programs-and-
awards/national-medal-technology-
and-innovation-nmti

7

https://www.uspto.gov/learning-and-resources/ip-programs-and-awards/national-medal-technology-and-innovation-nmti


An Overview of the 
Patent Pro Bono Program 

Grant Corboy, Staff Attorney - Patent Pro Bono Program Administrator
Office of Enrollment and Discipline, USPTO

Pro Bono



Patent Pro Bono Program

File and 
prosecute

patent 
applications

Financially 
under-resourced 

independent 
inventors & 

small businesses

Volunteer 
practitioners 

21 Regional Programs



Benefits to USPTO & Inventors

• Impact for USPTO
– Increased participation & patent application filings
– Improved quality of patents
– Supplements pro se (filing on your own) assistance 

efforts

• Impact for inventors
– Work with experienced patent practitioners
– > $26.5M legal services donated to inventors since 2015



Current Nationwide Coverage



General Criteria for Inventors
• Gross household income
• Knowledge of the patent system:

– Have filed provisional application or completed a certificate training 
course offered online by the USPTO (also available in Spanish)

• Invention (more than an idea)
– Able to describe invention so someone could make and use it

• Responsible for all USPTO fees
– Micro-entity status = ↓ 75% on most USPTO patent fees.

• Regional programs may have application fee ($25-$150) 
or other requirements

http://www.uspto.gov/video/cbt/certpck/index.htm
https://www.uspto.gov/video/cbt/spanish-trngcrtcrse/


Matching with a Patent Practitioner

• Regional program provides practitioners with a brief 
description of you & invention

• No guarantee of matching, e.g., 
– No practitioner with experience in technology
– Conflicts

• Follow up periodically to verify your status
• Regional program will inform you if no practitioner is 

available
– Regional program may provide you with other resources



Applying to the Patent Pro Bono Program

• To apply:
– Apply directly with your regional program. 

• To find the regional program that serves you, see 
www.uspto.gov/probonopatents for a map of the United States and 
select your state.

• Email probono@uspto.gov if you have any questions.

http://www.uspto.gov/probonopatents
mailto:probono@uspto.gov


Question/Comment Submission

To send in questions or comments about the 
presentation, please email:

PTABInventorHour@uspto.gov

mailto:PTABInventorHour@uspto.gov


Law School Clinic Certification Program 

• Over 60 participating law school clinics
• Pro bono legal services to the public, including 

inventors, entrepreneurs, and small businesses
• Participating schools and contact information at: 

https://www.uspto.gov/learning-and-
resources/ip-policy/public-information-about-
practitioners/law-school-clinic-1
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Trial Byte:
Consolidated Trial Practice Guide

Arthur M. Peslak, Administrative Patent Judge



What is the Consolidated Trial 
Practice Guide?
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• Guidance on all procedure of AIA 
proceedings at the Board

• Covers everything from the 
Petition to the Final Written 
Decision

• Board also has formal rules at
37 C.F.R., Part 42

• Compressed Timeline



Where to find the Consolidated Trial 
Practice Guide?
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Available at:
https://www.uspto.gov/patents/
ptab/resources

https://www.uspto.gov/patents/ptab/resources


Introduction 
Timeline of AIA Trials
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Some Important Parts of the Guide For 
Patent Owners
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• Part II. C. Patent Owner Preliminary Response
– After Petition is filed but before Decision on Institution

• Part II. F. Patent Owner Response
– After Institution
– Must include all arguments against the Petition 

including those made in the Preliminary Response
• Part II. G. Motion to Amend Patent Claims

– After Institution



Some Important Parts of the Guide for 
Petitioners
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• Part II. B. Petition
– Requirements for Petition

• Part II. D. Institution of Trial
– Matters Board Considers When Deciding to Institute

• Part II. I. Reply to Patent Owner Response
– Requirements for Reply
– Generally can’t submit new evidence that should have 

been in the Petition



Useful Information During Trial
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• Part I, F. Discovery
– Routine Discovery
– Initial Disclosures
– Testimony
– Cross-Examination
– Expert Testimony

• Part II, K. Evidentiary Motions
– Motions to Exclude Evidence
– Must object during a deposition or within 5 

business days of service of the evidence.



Part II. M. Oral Hearings

Parties Must Request 
Oral Hearing if desired

Patent Owner gets the 
last say

24



Question/Comment Submission

To send in questions or comments about the 
presentation, please email:

PTABInventorHour@uspto.gov
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mailto:PTABInventorHour@uspto.gov


PTAB hearings
• Information regarding PTAB oral hearings 

including 
– Hearings schedule
– Hearings guide
– Hearings locations
– Forms and samples (AIA trials and appeals)
is available at: 
https://www.uspto.gov/patents/ptab/hearings
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https://www.uspto.gov/patents/ptab/hearings


Case File:
Ex Parte Nazzal 
Appeal Nos. 2017-001371 & 2019-006322

Amee Shah, Administrative Patent Judge



Prima Facie Case of Obviousness & 
Objective Indicia of Non-Obviousness

28

https://www.uspto.gov/web/offices/pac/mpep/

https://www.uspto.gov/web/offices/pac/mpep/


Goals

29

• Provide insight into patent prosecution
• Show how objective indicia evidence 

can overcome a prima facie case of 
obviousness

• Answer questions regarding PTAB’s 
current approach



Application No. 13/656,573



Ex Parte Nazzal
Appeal Nos. 2017-001371 & 2019-006322

1/8/2018 
PTAB Decision: 

Examiner Affirmed

11/15/2016 
Appeal 

Docketed

10/28/2015
Final Rejection

US 10,874,635 B2
Issued Dec. 29, 2020

8/5/2020
PTAB Decision: 

Examiner 
Reversed

8/28/2019 
Appeal 

Docketed

12/6/2018 
Final Rejection

RCEs



Representative Claims in the Appeals
Appeal 

No. 
2017-

001371

Appeal 
No. 

2019-
006322

56. A composition of matter 
comprising:
a. a quantity of vitamin E;
b. a glycerol ester; and
c. a polyoxyethylated 
triglyceride;
d. wherein the composition of 
matter is sufficiently 
homogenized to perform as a 
self-emulsifying drug delivery 
system;
e. wherein the quantity of 
vitamin E is at least 15 weight 
percent of the composition of 
matter; and
f. wherein the quantity of 
vitamin E is at most 55 weight 
percent of the composition of 
matter.

56. A composition of matter comprising:
a. a quantity of vitamin E;
b. a glycerol ester; and
c. a polyoxyethylated triglyceride;
d. wherein the composition of matter is 
sufficiently homogenized to perform as a self-
emulsifying drug delivery system;
e. wherein the quantity of vitamin E is at least 15 
weight percent of the composition of matter;
f. wherein the quantity of vitamin E is at most 55 
weight percent of the composition of matter;
g. wherein the composition of matter is 
configured such that it completely emulsifies 
upon dissolution in water; and
h. wherein the composition of matter is 
sufficiently homogenized to create an aqueous 
emulsion having an intensity-weighed mean 
droplet size of less than 700 nm upon 
dissolution in water.



Same Rejection in the Appeals:
Obviousness Over Ho & Lipari

Ho:
• Self-emulsifying formulations

• Exemplary Embodiment
• 25% tocotrienols (vitamin E)
• 58.6% palm olein 

(triglycerides) or soybean oil 
(glycerides)

• 14.5% LABRASOL 
(polyglycolized glycerides, 
i.e., glycerol ester)

• 2.2% TWEEN 80 (surfactant)

See, e.g., 2015 Final Act. 5; 2018 PTAB Dec. 2-3

Lipari:
• Self-emulsifying formulations

• Teaches combining phospholipid, 
solubilizing agent, and surfactant to 
improve solubilization

See, e.g., 2015 Final Act. 6-7; 2018 PTAB Dec. 3



Prima Facie Obviousness

“We adopt the Examiner’s 
findings of fact and reasoning 
regarding the scope and 
content of the prior art   . . . 
and agree that the claims are 
obvious over Ho and Lipari.”

“We agree with the Examiner’s 
conclusion that a composition 
with 15% vitamin E that 
completely emulsifies with 
optimized droplet sizes would 
have been prima facie obvious 
in view of the cited references.”



Unexpected Results 

“Appellants contend they ‘developed a 
new SEDDS with unprecedented 
vitamin E loading and shown it to 
have exceptional emulsification 
performance" (Reply Br. 2).

We find this argument 
unpersuasive because Appellants 
identify no evidence supporting 
any unexpected results.”

“Appellant's rebuttal 
arguments, along with the 
evidence of unexpected 
results has successfully 
overcome the prima facie 
case of obviousness.”



Nazzal Declaration
“[D]irectly tests the cited prior art, Ho, and shows 
that Ho does not satisfy the requirements of the 
claims.”   

2020 PTAB Dec. 9

“[P]rovides analysis of other prior art [self-
emulsifying] formulations.”

2020 PTAB Dec. 10

“[S]tates ‘based on the facts presented above and for 
the same reasons, at the time of the invention, the 
production of a > 15% vitamin E SEDDS capable of 
fully emulsifying into a sub 700nm emulsion was an 
unexpected results.’”

2020 PTAB Dec. 10



Analysis of Other Prior Art Formulations:
Data from Nazzal Decl. Figure 3
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Final Outcome

“The evidence of record 
supports the Examiner’s 
conclusion that Ho
and Lipari render claim 
56 obvious.”

AFFIRMED

2018 PTAB Dec. 13

“Appellant has provided substantial evidence that 
prior art formulations did not achieve a formulation 
containing . . . at least 15% vitamin E . . . that 
completely emulsified upon dissolution and resulted 
in droplet sizes of less than 700 nm . . . These results 
were comparisons of the closest prior art . . . and 
were commensurate in scope with the very 
narrow claims at issue, which also demonstrate a 
difference in kind, not just degree . . . . Thus, the 
evidence of record comports with the requirements 
necessary to demonstrate unexpected results.”

REVERSED
2020 PTAB Dec. 11, 13

Appeal 
No. 

2017-
001371

Appeal 
No. 

2019-
006322



Takeaways

Judicious claim drafting and use 
of evidence of unexpected results
overcome prima facie obviousness

Tailored 
Claims

Evidence 
(e.g., Expert 
Declaration)

Comparative 
Data



Question/Comment Submission

To send in questions or comments about the 
presentation, please email:

PTABInventorHour@uspto.gov

mailto:PTABInventorHour@uspto.gov


Next Inventor Hour webinar 
• April 28, 2022, at noon to 1 

p.m. ET

• Special hour-long presentation 
on the new PTAB Pro Bono 
Program



Future Inventor Hour webinars

• April 28, 2022, noon to 1 p.m. ET 

• May 26, 2022 (same time)

• June 23, 2022 (same time)
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