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Refresher: What is the Patent Trial and Appeal Board 
(PTAB or the Board)?
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Patent
Challengers

PATENTS
examine patent applications

and grant patents

PTAB
ex parte appeals,

AIA proceedings, other

TRADEMARKS

examine and
register trademarks

TTAB*
ex parte appeals, inter 

partes proceedings

*Trademark Trial and Appeal Board (TTAB)



Today’s agenda
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*INFORMATION NOT INTENDED AS LEGAL ADVICE 

Meet an 
Inventor

1
Appeal Byte:

What is 
Prior Art

2
Hearing Byte:

How Judges
Prepare

3

Trial Byte:
Patent Owner

Response

4

Q&A

5



Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Meet an Inventor:
Stephen Key, inventRight, LLC.

Brandon Warner, Administrative Patent Judge



Stephen Key
inventRight, LLC
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Appeal Byte:
What is Prior Art

Robert Silverman, Administrative Patent Judge



Role of prior art in evaluating patent 
rights
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• Anticipation: Single item of prior art describes 
what is claimed (35 U.S.C. §102).

• Obviousness: Claimed invention would have 
been obvious to a person of ordinary skill in the 
field, in view of one or more items of prior art 
(35 U.S.C. §103).



Categories of prior art
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Patent or 
published 
application

Printed 
publication Public use

On sale
Otherwise 

available to 
the public



Timing of prior art

Disclosure A

One year 
before filing

Disclosure B

Application 
filed
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Timing of prior art

Disclosure A

One year 
before filing

Disclosure B

Application 
filed
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Disclosure C
(Inventor)



Printed publications
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Theses

In re Hall, 781 F.2d 897 (Fed. Cir. 1986). In re Bayer, 568 F.2d 1357 (CCPA 1978).



Online publications
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Suffolk Techs., LLC v. AOL Inc., 
752 F.3d 1358 (Fed. Cir. 2014).

Samsung Elecs. Co. v. Infobridge Pte. Ltd.,
929 F.3d 1363 (Fed. Cir. 2019).



Conference presentations

In re Klopfenstein, 380 F.3d 1345 (Fed. Cir. 2004).



Protected information

In re Klopfenstein, 380 F.3d 1345 (Fed. Cir. 2004).
17



Sales catalog
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GoPro, Inc. v. Contour IP Holding LLC, 
908 F.3d 690 (Fed. Cir. 2018). 



Is it a prior art “printed publication”?
Scenario 1
• Product Manual on CD ROM
• Distributed to the 586 individual 

Purchasers
• Product was advertised widely to 

persons in the technical field
• Expensive ($25,000)
• No confidentiality restrictions on 

copying/ distribution “for non-
commercial use”



Is it a prior art “printed publication”?
Scenario 1
• Yes, Product Manual is a “printed 

publication.”
• “Public accessibility is not limited to 

circumstances of free or academic 
distributions; ‘commercial 
distribution can qualify.”

Centripetal Networks, Inc. v. Cisco Systems, Inc., 847 F. 
App’x 869 (Fed. Cir. 2021)



Is it a prior art “printed publication”?
Scenario 2

• Technical Report on university 
department website

• Indexed by Author Name and 
Year of posting

• Not searchable



Is it a prior art “printed publication”?
Scenario 2

• No, the Technical Report is not a 
“printed publication”

• The Technical Report was “not 
meaningfully indexed such that an 
interested artisan exercising reasonable 
diligence would have found it.”

Acceleration Bay, LLC v. Activision Blizzard Inc., 
908 F.3d 765 (Fed. Cir. 2018) 



Is it a prior art “printed publication”?
Scenario 3
• Product Catalog provided at a 

dental product trade show
• Seeking distributors for the 

product
• Between 200-500 copies made 

available
• Provided to attendees, without 

indication of confidentiality 
obligations



Is it a prior art “printed publication”?
Scenario 3
• Yes, the Product Catalog is a “printed 

publication.”
• “[T]he [Product] Catalog is the type of 

document intended for public 
dissemination, and it bears no 
designations, such as ‘draft’ or 
‘confidential,’ that might suggest that it 
was not intended for public 
distribution.”

Nobel Biocare Servs. AG v. Instradent USA, Inc., 903 F.3d 1365 
(Fed. Cir. 2018)



Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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mailto:PTABInventorHour@uspto.gov


PTAB Pro Bono Program

26

• Under-resourced inventors may receive free 
legal help from volunteer attorneys for ex 
parte appeals before the PTAB

• For more details – watch the recording of the 
April Inventor Hour webinar online or check 
out the PTAB Pro Bono Program at 
www.uspto.gov/ptabprobono

http://www.uspto.gov/ptabprobono


Hearing Byte:
How Judges Prepare for Ex Parte Hearings

Merrell C. Cashion, Jr., Administrative Patent Judge



Judges’ preparation for an ex parte hearing

• Preparation is key for a productive hearing

• Appellant/Counsel identifies critical issues that 
favor appellant’s position

• Judges ask questions on issues on which the 
outcome of a case may turn
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Judge Panels

• Each case is assigned to a panel of at least three 
judges

• All three judges are present at a case hearing (in-
person, virtually, or some combination thereof)

• The examiner typically does not appear at the hearing
• Judges typically ask the appellant questions at the 

hearing to aid in understanding the issues and how 
those issues should be decided 
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Pre-hearing record review
• Before the hearing, the panel of judges reviews the record for each 

appeal  
• This review typically includes:

• Specification and Drawings
• Appeal Brief and Reply Brief (if filed)
• Declarations (if any discussed in the Appeal Brief)
• Appealed Office Action, including evidence relied upon 

(references)
• Examiner’s Answer 
• Any additional document deemed necessary
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Purpose of pre-hearing record review

• Review of the Appeal and Reply Briefs (papers by appellant):
• identifying the critical issues that appellant believes favor their case

• understanding appellant’s explanation of why the examiner erred as to each ground 
of rejection contested

• identifying the weakest parts of the case on which the outcome may turn

• Review of the Appealed Action and Answer (papers by examiner):
• understanding the examiner’s application of the evidence (references), including the 

interpretation of the evidence and conclusions

• understanding the examiner’s reliance on the relevant laws cited in arriving at the 
stated conclusions
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Goals of pre-hearing record review
• The goals of a judge’s review of the record:

• become familiar with the record of the 
appeal

• identify the salient issues for discussion in 
the pre-hearing conference held among 
the panelists
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Pre-hearing conference
• At an internal pre-hearing conference, judges 

discuss a case to:
• crystallize the key issues for discussion at the 

hearing
• walk through the evidence of record

• The panel of judges makes no decision on the 
outcome of an appeal BEFORE the hearing
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Day of the hearing

The judges are ready!
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Inventors Digest
https://www.inventorsdigest.com
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• Monthly issues, each featuring articles about USPTO
• Monthly articles about PTAB
• Free online

https://www.inventorsdigest.com/


Trial Byte:
Patent Owner Response

Lynne Browne, Administrative Patent Judge



Overview of AIA proceedings
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Patent owner response
• Failing to address an issue may result in a 

waiver
• Due three months from institution
• Opportunity to file a motion to amend
• Opportunity to address merits of Petition
• Opportunity to supplement the evidentiary 

record with a declaration
39



Formal content of PO response
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• Table of Authorities
• Exhibit List
• Introduction
• Background



Level of ordinary skill and claim 
construction
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“Factors that may be considered in 
determining level of ordinary skill in 
the art include: (1) the educational level of 
the inventor; (2) type of problems 
encountered in the art; (3) prior art 
solutions to those problems; (4) rapidity 
with which innovations are made; (5) 
sophistication of the technology; and (6) 
educational level of active workers in the 
field.”  Environmental Designs, Ltd. v. 
Union Oil Co. of CA, 713 F2d 693, 696 
(Fed. Cir. 1983).



Evidence
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Arguments
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Future programs
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Invention-Con – August 10-12
Register:  https://www.uspto.gov/about-
us/events/invention-con-2022-inspiring-and-
redefining-innovative-mindset
PTAB’s presentation is scheduled for 
August 12, at 1 pm ET

Inventor Hour, Episode 11
Thursday, September 22, at noon ET

https://www.uspto.gov/about-us/events/invention-con-2022-inspiring-and-redefining-innovative-mindset


Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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