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What is the Patent Trial and Appeal Board?

PATENTS
examine patent applications

and grant patents

PTAB
ex parte appeals,
AIA* proceedings

TRADEMARKS

examine and
register trademarks

TTAB**
ex parte appeals, inter 

partes proceedings

* America Invents Act (AIA) **Trademark Trial and Appeal Board (TTAB)3



Today’s agenda

Interview
with

Michael Kim

Hearing 
byte:

Answering
panel questions

Tips for
working with
an attorney

Q&A

*Information not intended as legal advice 
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

5
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An interview with Michael Kim
Vice Chief Administrative Patent Judge

Ryan Flax, Lead Administrative Patent Judge



Michael Kim
Vice Chief Administrative
Patent Judge
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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PTAB LEAP Program
www.uspto.gov/LEAP

Legal Experience and Advancement Program 
provides training and oral advocacy 
opportunities for less experienced advocates 
to gain practical experience in proceedings 
before the Patent Trial and Appeal Board.
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Hearing byte: How to handle panel 
questions at an oral hearing

LiLan Ren, Administrative Patent Judge
Michael Astorino, Administrative Patent Judge
Tawen Chang, Administrative Patent Judge
John Schneider, Administrative Patent Judge



Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Journeys of Innovation
• Relatable stories that chronicle the journeys of inventors 

and entrepreneurs
– Learn how they got their start, challenges they faced, and what it 

took to bring their ideas to fruition 
– Learn about the importance of creating and protecting intellectual 

property

• A new story each month: www.uspto.gov/Journeys
– A brilliant touch (Ralph Teetor, blind inventor), October 2024
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http://www.uspto.gov/Journeys


Tips for working with a 
pro bono attorney

Stacey White, Lead Administrative Patent Judge



Tips for working with a pro bono attorney
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Tips for working with a pro bono client
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Goal

Offer suggestions for ways that inventors 
and volunteer attorneys can work better 
together
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Creation

Joint effort by PTAB, USPTO Office of Enrollment 
and Discipline, and three pro bono program 
administrators

– PTAB Bar Association

– New York Volunteer Lawyers for the Arts

– Texas Accountants and Lawyers for the Arts

17



Tip 1: 
Communicate goals with your attorney

• Discuss your objectives and any hurdles or limitations 
that you have experienced so far

• Being honest and transparent with your attorney is 
crucial to the relationship



Tip 2: 
Understand your engagement letter

• Review your engagement letter and make sure that you 
understand what the attorney will and will not do and 
what fees you are expected to pay

• If you have questions about the engagement letter, ask 
your attorney to explain



Tip 3:
Listen to your attorney

• Your attorney is knowledgeable about patent law and 
experienced

• Your attorney aims to do their best for you  
• If you have doubts about their advice, discuss them 

openly and ask questions, but try to trust their judgment



Tip 4:
Be respectful of your attorney’s time
• Your attorney has limited availability as they often represent 

several clients and matters at the same time
• Keep your attorney informed of significant developments or 

new information
– No need to contact with daily updates or status requests

• Make sure that your attorney has all of your up-to-date 
contact information so that they can reach you 

• Be responsive to your attorney’s messages and requests 



Tip 5:
Establish the timing and manner of 
communications with your attorney

• Discuss the timing and manner of communications with 
your attorney to set expectations; they often work 
outside of normal business hours

• Exhibit patience when awaiting a response from your 
attorney



Tip 6:
Be prepared for meetings with your attorney

• Gather any relevant information and/or documents 
to bring with you to the meeting with your attorney

• Come with a clear agenda
• Consider developing a list of questions and concerns 

to stay on track
• Consider taking notes during the meeting



Tip 7:
Ask questions of your attorney

• Actively participate in your case and ask questions of 
your attorney if you don’t understand

• You are ultimately the decision-maker



Tip 8:
Show professionalism toward your attorney

• Extend a thank you
• Gratitude goes a long way in building a relationship



Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Access USPTO free services
www.uspto.gov/FreeServices
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https://www.uspto.gov/FreeServices


Questions?
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Future programs

Inventor Hour, Episode 34
Thursday, Jan. 23, 2025, noon (ET)
Inventor Hour, Episode 35
Thursday, Feb. 27, 2025, noon (ET)
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