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Overview

e Goals

* Share insights on the history and purpose of
oroceedings

e Define use in commerce

* Discuss ways to establish a prima facie case of
nonuse

* Discuss three-year anniversary highlights
* Discuss best practices for petitioners




Trademark Modernization Act of
2020 (TMA)

Effective December 18, 2021

Established two new ex parte proceedings to cancel
unused registered trademarks

— Expungement
— Reexamination

Faster, more efficient, and less expensive alternative to
a contested inter partes cancellation proceeding

Supplemental tool for clearing deadwood in addition
to existing maintenance requirements for registrations



Nonuse cancellation: ex parte
expungement and reexamination

Third-party petitions — proceedings before the Director

Third-party petition requesting either
expungement (never been used) or
reexamination (no use by relevant date)

Must include nonuse evidence establishing a
prima facie case

$400 per class
Can be filed anonymously
Cannot be withdrawn once filed

Once instituted, petitioner not part of process

Director-initiated proceedings

Director can institute proceedings for
expungement or reexamination based on the
Director's own initiative without a petition

Must present nonuse evidence establishing a
prima facie case

Challenged goods
or services canceled
if registrant does
not establish use or,
for Sections 44 and
66 only, excusable
nonuse



Nonuse cancellation - expungement

* New claim/ground

— Mark has never been used on some
or all the goods or services

Petition- Director- — Not abandonment
initiated initiated

e Does not evaluate intent to
commence use

+ Targeting

Expungement
— Section 1, 44, 66 registrations
* Can be filed

— Between 3-10 years post-registration




Nonuse cancellation - reexamination

New claim

— Mark is not in use as of the relevant
date

Petition- Director- « 1(a) filing date
initiated initiated

* 1(b) the later of the date of the
Amendment to Allege Use or the
expiration of time to file the

B Statement of Use

Targeting

— Section 1 registrations
Can be filed
— Within first 5 years post-registration



TMA petition numbers

December 2021-May 2025

Type of Petitions | Instituted Terminated | No Cancellatio | Number of
proceeding filed proceeding proceeding | cancellatio | n goods or
s s n services
canceled
Expungement 296 total 186 103 158 41 117 2,439 out of
40 YTD 2,489
Reexamination 312 total 181 122 165 39 126 3,469 out of
32 YTD 3,543
Total 608 total 367 225 323 80 243 5,908 out
72YTD of 6,032

Are petitions meeting the evidentiary burden?
* Institution rate is 60%

Are the proceedings worth it for petitioners?
» Cancellation rate for instituted proceedings is 75% (of disposed of proceedings)
« (Goods/services cancellation rate for instituted proceedings is 98% (of disposed of proceedings)
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TMA Director-initiated numbers

December 2021-May 2025

Type of proceeding No cancellation Full or partial Number of goods or
cancellation services canceled

Director-initiated 24 total 0 21 2,278 out of 2,338

expungement 3YTD

Director-initiated 2,574 total 0 2,001 45,280 out of 45,287

reexamination 1,558

Total 2,598 (1} 2,022 47,558 out of 47,625

1,561 YTD

Are these proceedings effective at eliminating deadwood?
+ Director-initiated cancellation rate: 99.86%
 Director-initiated proceeding cancellations: 47,558 out of 47,625 goods/service canceled



TMA registrant domicile country

December 2021-May 2025

Type of proceeding Registrant domicile country Count / percentage of institutions

Director-initiated China 2,355 (91%)
United States 207 (8%)
Other 36 (1%)

2,598 total

Petitions United States 156 (43%)
China 108 (29%)
United Kingdom 12 (3%)
Germany 9 (2%)
Other 82 (23%)

367 total
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Expungement and reexamination

Establishing nonuse



“Use in commerce”

« 15US.C. 81127
« Bona fide use of the mark in the ordinary course of trade
« Not made merely to reserve a right in the mark

Mark is placed on the goods, Mark is displayed in the sale

their containers, or affixed or advertising of the services.
tags or labels or associated

displays.

Goods are sold or Services are rendered in

transported In commerce. commerce.
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"Use in commerce" issues

* No use of mark with goods or services subject to
proceeding

— Specimen shows use with other goods or
services in the registration

— Specimen is a mockup

* No use of mark with goods or services as
(dentified in registration



No use with identified goods

e | L Link USA, 2024 TTAB LEXIS 225
(Igé‘§4)OCUS n SMAREOCK

« Ex parte appeal of petition-based expungement
proceedings

* ID: "Components for air conditioning and
cooling systems, namely, evaporative air
coolers"

« Held: Decision to cancel registrations affirmed

"[T]he identification of goods, as set forth in
the ... Registrations, covers evaporative air
coolers that are components of air cooling P

systems. It does not identify or encompass U
component parts for evaporative air coolers, "7

such as Registrant’s connectors.”
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Other “use in commerce” issues

* Intrastate only
* Foreign commerce only

* Unlawful use
* Current nonuse only
* Token use



Use in the ordinary course of trade
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Adamson Sys. Engg, Inc. v. Peavey Elecs. Corp., 2023 TTAB LEXIS 454
(2023)

Inter partes cancellation proceeding

Board found the respondent’s use was “sporadic, casual, and
nominal”

— "What constitutes ‘bona fide use of the mark in the ordinary course
of trade" may vary over time as markets and businesses change ...
But Respondent’s de minimis domestic use of the CS mark on
amplifiers clearly fell below that standard”




Expungement and reexamination

Gathering evidence



Reasonable investigation required

To show a reasonable investigation of nonuse, the petition should contain:

1.
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A clear and legible copy of all documentary evidence supporting a prima
facie case of nonuse, and an itemized index of the documentary evidence
that helps connect the dots for the USPTO

Sources of evidence such as: screenshots of webpages showing URL and
access date; state and federal trademark records; websites believed to be
controlled or owned by registrant; filings made in state or federal regulatory
agencies; private investigations; and litigation records. A single internet
search is not sufficient.

Specific descriptions, for each source of information relied upon, of how
information was obtained, how searches were conducted, and what
information and evidence (if any) the searches revealed



Expungement/reexamination

19

Past
nonuse

Bad
specimens

Fraud
Current relevant
nonuse o)
nonuse

mw Building the prima facie case

« Submit multiple types and sources of
evidence that create inferences of
nonuse




Expungement/reexamination ...
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¥

» Fake/doctored image
» Original specimen doesn’t show
proper use in commerce (e.g.,

intrastate use only)

» Lacks characteristics normally seen
in e-commerce website

» Uses identical language as that on
multiple third-party websites

» Features recognizable third-party
goods with a superimposed
trademark

» Features widely disparate goods

«  Mark is for sale on auction websites

o

«  Wayback Machine®

« Lack of US. presence

» Lack of importation information

= Invalidation of country-of-origin
registration for nonuse

- Statements that indicate sales are
limited to outside of U.S.

_

«  On multiple big retail/wholesale
platforms

« In more specialized stores

» Regulatory agency evidence

= Public filings with adverse registrant
statements

« Reverse image results for design marks




Past nonuse evidence

DERBSEUTRING - cooce | e B

GOOD & PROPER

Spread the word
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Past nonuse evidence....

 Evidence that the services could not be provided

— Restaurant closed before the relevant date

eriEes A s The Coop

. || PI‘H 1' * ok ok x t' 29 reviews
- = .__-n.-“

See photos ‘ :.] Y See outside
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Past nonuse evidence....

* Digitally altered specimen

— Could include reverse image search of specimen
showing it with other marks or specimen as a
stock image . e
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Current nonuse evidence

 Evidence that sales are limited to places
outside the United States

PRODUCTS +  STOCKIST ~ CUSTOMER CARE > CATALOGUES ~ W WISHLIST ~ Q SEARCH

Inspiring Excellence
in Fish Care!

PR AN S ——

AQUA ONE
Latest Products

ORNAMENTS BETTA CONDO AQUALUME LED LIGHTS

We use cookies to ensure that we give you the best experience on our wel
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Current nonuse evidence.....

 Evidence that sales are limited to places
outside the United States

HELLO

We are not shipping to the USA at the

ment. However, you can still shop

Joules' collections through our partners,
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Current nonuse evidence.....

GOODSKINDAY.CO
< Posts Follow

 Evidence consisting of
statements from registrant

FACE SPRITZ

that support inference of

non Use @ IWHIN A R/ i/ j
@IWHINGear - # 5 (3 reviews) - Clothing (Brand) O Q V m

@ iwhincom
Home  Reviews  Photos  Community  More v 1l Like @ Message Q 98 likes
goodskinday.co The hits keep coming! Introducing the
first product in our Good Skin Day skincare line! E3
About Seeall . Create post Our Dewy Rose Face Spritz is a luxury brightening

treatment mist made from the best rosewater in the

© My dream is to build IWHIN into the next o~ o ) world. One spritz and it's like sticking your nose
Nike, ONLY BETTER. Starting with a t-shirt. &l Protopideo 0 ek & Tog friends directly in a gorgeous Moroccan rose FOR REAL. § ¥
R ® Plus poweriul hydrators and brightening plart
g et c - extracts, this mist is really a spray-on serum. Spritz

over or under serum, or anytime throughout the day for
a dewy, juicy glow. Stop by this Friday to get yours!
Online ordering is coming soon and we will ship
nationwide. Or, in NYC, stop by the Beauty by Mary
Schook popup on the LES! #goodskinday #rosewater
#facemist

September 28, 2020 - @
1l 189 people like this
Received our federal trademark.

194 people follow this

@ http//wwwWHIN.com/ @““z -
nited

L, (214) 866-5%1

View a omments

September 18, 2019

@ Ssend message

i Clothing (Brand) - Footwear store -
Clothing Company
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Current nonuse evidence....;

» Reverse image search results for design
marks showing no hits

W 0 Tinkye search results x o+ v - a8 X

Zsort=sc

ettions Of..  [@ Trademarks NextG.. M| Madrid

&« C Y & tineyecony

ogle Se.. (@) Amending your reg.

ntem.. () Other trademark co.. Q) Submitting docume.. @) tsc @) TAC Form Paragrap.. (@) TM Decisions - Exp.. ) NewTab [} TMNG €3 59000 Cat

G

@ TlnEye Search Technology Products About We are hiring Login

0 matches
TinEye searched over 59.6 billion images but didn't find any
matches for your search image. That's probably because we

have yet to crawl any pages where this image appears. TinEye is

always crawling, so try your search again soon. See our FAQ for

other reasons we may not have found your image

Using TinEye is private. We do not save your search images.
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Other nonuse evidence

» Website features recognizable third-party
goods with a superimposed trademark
that seems mocked up.

Walmart >|< 28 Dopartmants

@ How doyouvart yultems? ~ | O Alcandie 2230 (3 AcandSore

Fisher-Price

~—~ '\ Fisher-Price Laugh & Learn Around the
{ Town Learning Table Baby & Toddler Toy
- ¥
e
N
-]
b

133
= s ipped by Walmart.cor

i# | I ©  Free 90-day returns Detalls

P Y L b

| ' = O addiol () Addtacesiy
y ARC/
YRS Roll over image to zoom in
- QD @) More seller options (4)

’8 Image on website Third party good



Gathering industry-specific evidence

» Research whether registrant's industry
requires licensing, certificates, etc.

— Pharmaceuticals (FDA)
— Finance (SEC and FDIC)

« Research whether registrant is certified by
third parties

— Dietary supplements (NSF and USP)



Current nonuse evidence.....

 Industry-specific evidence from regulatory agencies where
relevant to show nonuse

Elnctranic Filing Systems | NEA Rulskook | Online Rogisratian Systam | G
Nl l \ -BASI _cnmn
About News & Notices Members Registration Investors Careers
Q pasi

BBBBB

Your search returned no results.

 Registration reguired with National Futures Association for
commodity trading
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Current nonuse evidence....;

* Drugs@FDA: FDA-approved drugs
database e



Expungement and reexamination

Avoiding pitfalls



Petitioners

Do this!
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Provide index of evidence

Provide name/domicile/email of
petitioner

Provide more than one bad specimen as
evidence

Check our sanctions webpage

Provide relevant industry-specific search
evidence

Provide relevant website screenshots

Label all exhibits; provide URL/date
accessed

Not that!

Don't try to narrow the registrant’s ID

Don't provide testimony in petition
without documentary evidence to
substantiate it

— Don't give us an investigator’s report
without documentation of the findings

Don't provide only hitlists of online
sources

Don't challenge “hooded sweatshirts for
babies, children” but then not challenge
"hooded sweatshirts”




Petitioners....

Do this!
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Focus on the correct relevant date

Provide relevant evidence pertaining to
the relevant date

Establish a case of nonuse for all goods
and services subject to the petition

Provide the "negative evidence"

Not that!

Don't get the relevant date incorrect

Don't provide only current evidence of
nonuse




Expungement and reexamination

Director-initiated proceedings



Director-initiated proceedings

« Same standard as petition-based
proceeding

— Prima facie case of nonuse

» Effective tool for removing unused
registered marks

— Supplement to petition-based proceeding
— Specimen farms



Cancelation success
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UNITED STATES
PATENT AND TRADEMARK OFFICE

Trademark luspto
Alert

50,000 goods and services canceled from trademark
registrations using TMA proceedings

REEXAMINATION AND EXPUNGEMENT AT WORK
We've hit a new milestone in our efforts to declutter the trademark register—over 50,000 goods
and services canceled using ex parte expungement and reexamination proceedings. The majority
of cancellations came from proceedings instituted on the USPTO Director’s own initiative against

5 0 UNUSED GOODS AND SERVICES CANCELED

registrations linked to specimen farms. Some filing firms built these e-commerce websites solely
to create fake specimens of use, but the marks were never actually used in commerce.

Learn how to reguest an expungement or reexamination proceeding to cancel unused goods and
services from registrations blocking your client’s or your company’s path to new business
opportunities.




What is a specimen farm?

« E-commerce website created solely for the
purpose of creating specimens

 Displays hundreds of products with various
trademarks

* No actual use in commerce



Specimen farms

=
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QSeel’'s Red1985
storefront has a
large variety of
unrelated products.

The listings may
include the identical
product image, but
a different mark.



Specimen farms ...

SOBIKEEP Homs; Coley; -Shop k. (Cotakeg) oot an SOBIKEEP Home GCatabg ShopAl Cataiog  Aboudus a

Products

soATEY  Alphabstcally, AZ v BT products

Image with text overlay

Use overlay text to give your customers insight into your brand. Select
imagery and text that relates to your style and story.

60Stars- Ultrasonic pest AAV Sex toys, Wired Remote Abeden Cosmetic Abeden Kitchen
repeliers Ultrasonic Pest Double Bullet Vibrator - Sex brushes Makeup Brushes knives,Ceramic Knives -
Centrel, Indoor for Home, Teys for Couples. Dual-ended Foundation Brush Advanced Kitchen Tools for
Bedroom 52199 Concealer Brush Perfect for Cutting, Slicing, Cubing - Ideal
515.99 Any Look Premium Luxe Hair for Fruit, Vegetable, or
Rounded Taperd Flawless Boneless Meat.
Brush Ideal. 51499
$30.60

Image with text

Pair large text with an image to give focus ta your chosen product,
collection, or blog post. Add details on availability, style. or sven
provide a review.

Abeden Lamps, Square LED ACIPENSER- Sanitary masks  addian- Electrical sockets, Afwerirc Goalkeepers'

Flush Mount Celling Light tor medical weliness. Multi-switch row plug gloves Soccer Goalie Gloves
Fixture, 12 Inch 225W (150W  purposes-Super Soft charging USB small plug row  $30.09

Equivalent}, Dimmable, 1680 si288 travel portable smart socket

Lumen. 515.99

$40.99
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Specimen farm evidence

Atypical features for an e-commerce website

Product listings are identical to descriptions of products
offered under other third-party marks.

Many of the goods listed on website feature marks that were
the subject of trademark application filings made by
registrant around the same time period.




Specimen farms (+ auction sites)

6523829
6542930
6550836
6550837
6550838
6542989
6579411
6550875
6543031
6432103
6534414
6432133
6558798
6534522
6534523
6534524
6534525

6506315
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WOLFOX
PHYSI
BALLEY
HUSHLY
TOYAGO
HOTOX
FURNIT
VACES
ANTENS
GEOPLE
HONES
BABAG
BAGFUN
INLANT
ACAFE
AQUID
MAROO

ME 50 FUNNY

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

Reexamination

12/14/2022

12/14/2022

12/1472022

12/1472022

12/1472022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

12/14/2022

Index of Evidence

Exhibit A

Wayback Machine screenshots of www. bomixusa. com from
September 27, 2020, October 27, 2020, and December 3, 2020

Exhibit B

Wayback Machine screenshots of www. bomixusa.com showing
the product listings for the marks BALLEY, PHYSI, and HUSHLY
from October 27, 2020 and October 28, 2020

Exhibit C

Scresnshots from www. linkedin.com,/com pany/wix-com and
www . twitter. com/wix showing the social media links on

www . bomixusa.com reverted to the web platform publishing the
website and not to registrant’s social media sites

Exhibit D

Scresnshots from Amazon.com showing the product listings for
the CSBD water bottle, which is copied in the specimen and
product listing for the BALLEY mark, the Achedaway Pro massage
gun, which is copied in the specimen and product listing for the
PHYSI mark, and the H.Versailtex curtain panels, which is copied
in the specimen and product listing for the HUSHLY mark

Exhibit E

Copy of the current status of U.S. Registration Nos, 6542930
(PHYSI), 6550836 (BALLEY) and 6523829 (HUSHLY) and the
specimens submitted in each record

Exhibit F

Copy of www.bomixusa.com showing the website is no longer
available

Exhibit G

Google search results for “Wolfox" and “Best Tomorrow”




False invoices

I Pets need love too Q, Search
[ I — #1003 ®raid ®Fulfiled Archived
B o

&

il A

-l M !
9 o

oA

. +]

- @

() raid
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e e Refund  Returnitems  Ed
@ Fulfilled (2) #1003-F1 /

|dentical tracking
number across
multiple invoices

Nonexistent addresses



Auction sites
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Trademark@P)

Trademarks for Sale  Trademark Regiseration  Resources

Aboue Us Centaces

Registered Trademarks for Sale

» Safe Purchase, Fast Ownership Transfer, Instant Use in Business

Home # Trademark for Sale

Trademark Onpen -

SkyWish

SkyWish®

U5 Trademark for Sale

Regs

ed, Usnised

Class 25 - Clothing Shoes

chawn 15, €l apparel |

4 fmshzon and

fearawenr | hea

wends

§2,500

» TOP IP Marketplace for Global Trademarks and Brands

Trademark Category -

ColdBoy

ColdBoyE
5. Trademark for Sale

Registered, Unused

vare /Glass

A utensls and

comtaners , kiclen ulensls |

kizchezwane | Zlassage , boas.

3,500

| | Domam Availabilsty

GLL

GLLE

U5 Trademark for Sale

Regastered, Lmni

Class 013 - Cosmetics /Bty

class 03 , beaety | commetics ,

wash , body care , creams

shamgpoos , makeug , perfumss

51,504

Sort by

Skeo

SkeoX
U5 Trademark for Sale

Regstered, Uniased

2% - Toys Spoms

class 25 , games , 1ovs , dalls

pleythengs | vedea game

apgaEanes , FVmBle arsches

F20600

KIP

KIP®
U5, Trademark for Sale
Registered, Unused

Class 2B - Toys /Sparts

®

class 28 , pamnes , soys , dolls,

playrhy

EPPATATLS , FYEMIALLE Eickis

52,500




Resources
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General background:

— https://www.uspto.gov/trademarks/laws/2020-modernization-act

Final rule:

— bhttps://www.federalregister.gov/documents/2021/11/17/2021-24926/changes-to-
implement-provisions-of-the-trademark-modernization-act-of-2020

E&R decisions and proceedings:
— https://developer.uspto.gov/tm-decisions/search/expungement
TMEP Section 1716:
— https://tmep.uspto.gov/RDMS/TMEP/current#/current/ch1700 d35c41 29d53 196.html

Specimen farms:

— https://www.uspto.gov/trademarks/protect/challenge-invalid-specimens



https://www.uspto.gov/trademarks/laws/2020-modernization-act
https://www.federalregister.gov/documents/2021/11/17/2021-24926/changes-to-implement-provisions-of-the-trademark-modernization-act-of-2020
https://www.federalregister.gov/documents/2021/11/17/2021-24926/changes-to-implement-provisions-of-the-trademark-modernization-act-of-2020
https://developer.uspto.gov/tm-decisions/search/expungement
https://tmep.uspto.gov/RDMS/TMEP/current#/current/ch1700_d35c41_29d53_196.html
https://www.uspto.gov/trademarks/protect/challenge-invalid-specimens

DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S.
government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.
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