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Overview

• Goals
• Share insights on the history and purpose of 

proceedings
• Define use in commerce 
• Discuss ways to establish a prima facie case of 

nonuse
• Discuss three-year anniversary highlights
• Discuss best practices for petitioners
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Trademark Modernization Act of 
2020 (TMA)
• Effective December 18, 2021
• Established two new ex parte proceedings to cancel 

unused registered trademarks
– Expungement
– Reexamination

• Faster, more efficient, and less expensive alternative to 
a contested inter partes cancellation proceeding

• Supplemental tool for clearing deadwood in addition 
to existing maintenance requirements for registrations
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Nonuse cancellation: ex parte 
expungement and reexamination
Third-party petitions – proceedings before the Director

Third-party petition requesting either 
expungement (never been used) or 
reexamination (no use by relevant date)
Must include nonuse evidence establishing a 
prima facie case
$400 per class
Can be filed anonymously
Cannot be withdrawn once filed
Once instituted, petitioner not part of process

Director-initiated proceedings

Director can institute proceedings for 
expungement or reexamination based on the 
Director's own initiative without a petition
Must present nonuse evidence establishing a 
prima facie case

Challenged goods 
or services canceled 
if registrant does 
not establish use or, 
for Sections 44 and 
66 only, excusable 
nonuse
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Nonuse cancellation - expungement
• New claim/ground

– Mark has never been used on some 
or all the goods or services

– Not abandonment
• Does not evaluate intent to 

commence use

• Targeting 
– Section 1, 44, 66 registrations

• Can be filed
– Between 3-10 years post-registration
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Nonuse cancellation - reexamination
• New claim

– Mark is not in use as of the relevant 
date

• 1(a) filing date

• 1(b) the later of the date of the 
Amendment to Allege Use or the 
expiration of time to file the 
Statement of Use

• Targeting
– Section 1 registrations

• Can be filed
– Within first 5 years post-registration
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TMA petition numbers
December 2021-May 2025

Type of 
proceeding

Petitions 
filed

Instituted 
proceeding
s

Non-
institutions

Terminated 
proceeding
s

No 
cancellatio
n

Cancellatio
n

Number of 
goods or 
services 
canceled

Expungement 296 total
40 YTD

186 103 158 41 117 2,439 out of 
2,489

Reexamination 312 total
32 YTD

181 122 165 39 126 3,469 out of 
3,543

Total 608 total
72 YTD

367 225 323 80 243 5,908 out 
of 6,032

Are petitions meeting the evidentiary burden?
• Institution rate is 60% 

Are the proceedings worth it for petitioners? 
• Cancellation rate for instituted proceedings is 75% (of disposed of proceedings)
• Goods/services cancellation rate for instituted proceedings is 98% (of disposed of proceedings)
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TMA Director-initiated numbers
December 2021-May 2025

Type of proceeding Institutions No cancellation Full or partial 
cancellation

Number of goods or 
services canceled

Director-initiated 
expungement

24 total
3 YTD

0 21 2,278 out of 2,338

Director-initiated 
reexamination

2,574 total
1,558

0 2,001 45,280 out of 45,287

Total 2,598
1,561 YTD

0 2,022 47,558 out of 47,625

Are these proceedings effective at eliminating deadwood?
• Director-initiated cancellation rate: 99.86%
• Director-initiated proceeding cancellations: 47,558 out of 47,625 goods/service canceled
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TMA registrant domicile country
December 2021-May 2025

Type of proceeding Registrant domicile country Count / percentage of institutions

Director-initiated China 
United States
Other

2,355 (91%)
207 (8%)
36 (1%)

2,598 total

Petitions United States 
China
United Kingdom
Germany
Other

156 (43%)
108 (29%)
12 (3%)
9 (2%)
82 (23%)

367 total

10



Expungement and reexamination

Establishing nonuse



“Use in commerce”
• 15 U.S.C. §1127
• Bona fide use of the mark in the ordinary course of trade
• Not made merely to reserve a right in the mark

Goods Services
Mark is placed on the goods, 
their containers, or affixed 
tags or labels or associated 
displays.

Mark is displayed in the sale 
or advertising of the services.

Goods are sold or 
transported in commerce.

Services are rendered in 
commerce.
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"Use in commerce" issues

• No use of mark with goods or services subject to 
proceeding
– Specimen shows use with other goods or 

services in the registration
– Specimen is a mockup

• No use of mark with goods or services as 
identified in registration
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No use with identified goods
• In re Locus Link USA, 2024 TTAB LEXIS 225 

(2024)
• Ex parte appeal of petition-based expungement 

proceedings
• ID: "Components for air conditioning and 

cooling systems, namely, evaporative air 
coolers"

• Held: Decision to cancel registrations affirmed
“[T]he identification of goods, as set forth in 
the ... Registrations, covers evaporative air 
coolers that are components of air cooling 
systems. It does not identify or encompass 
component parts for evaporative air coolers, 
such as Registrant’s connectors.”
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Other “use in commerce” issues

• Intrastate only 
• Foreign commerce only 
• Unlawful use
• Current nonuse only
• Token use
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Use in the ordinary course of trade 

• Adamson Sys. Eng’g, Inc. v. Peavey Elecs. Corp., 2023 TTAB LEXIS 454 
(2023)

• Inter partes cancellation proceeding 
• Board found the respondent’s use was “sporadic, casual, and 

nominal” 
– “What constitutes ‘bona fide use of the mark in the ordinary course 

of trade’ may vary over time as markets and businesses change ... 
But Respondent’s de minimis domestic use of the CS mark on 
amplifiers clearly fell below that standard.”
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Expungement and reexamination

Gathering evidence



Reasonable investigation required

To show a reasonable investigation of nonuse, the petition should contain:

1. A clear and legible copy of all documentary evidence supporting a prima 
facie case of nonuse, and an itemized index of the documentary evidence 
that helps connect the dots for the USPTO

2. Sources of evidence such as: screenshots of webpages showing URL and 
access date; state and federal trademark records; websites believed to be 
controlled or owned by registrant; filings made in state or federal regulatory 
agencies; private investigations; and litigation records. A single internet 
search is not sufficient.

3. Specific descriptions, for each source of information relied upon, of how 
information was obtained, how searches were conducted, and what 
information and evidence (if any) the searches revealed
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Expungement/reexamination

Past 
nonuse

Current 
nonuse

Bad 
specimens

Fraud 
relevant 

to 
nonuse

• Submit multiple types and sources of 
evidence that create inferences of 
nonuse

Building the prima facie case
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Expungement/reexamination (cont’d)
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Past nonuse evidence
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Past nonuse evidence (cont’d)

• Evidence that the services could not be provided
– Restaurant closed before the relevant date
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Past nonuse evidence (cont’d 2)

• Digitally altered specimen
– Could include reverse image search of specimen 

showing it with other marks or specimen as a 
stock image
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Current nonuse evidence

• Evidence that sales are limited to places
outside the United States
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Current nonuse evidence (cont’d)

• Evidence that sales are limited to places
outside the United States
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Current nonuse evidence (cont’d 2)

• Evidence consisting of 
statements from registrant 
that support inference of 
nonuse
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Current nonuse evidence (cont’d 3)

• Reverse image search results for design 
marks showing no hits 
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Other nonuse evidence

• Website features recognizable third-party 
goods with a superimposed trademark 
that seems mocked up.

Image on website Third party good28



Gathering industry-specific evidence

• Research whether registrant's industry 
requires licensing, certificates, etc.
– Pharmaceuticals (FDA)
– Finance (SEC and FDIC)

• Research whether registrant is certified by 
third parties
– Dietary supplements (NSF and USP)
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Current nonuse evidence (cont’d 4)

• Industry-specific evidence from regulatory agencies where 
relevant to show nonuse

• Registration required with National Futures Association for 
commodity trading
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Current nonuse evidence (cont’d 5)

• Drugs@FDA: FDA-approved drugs 
database
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Avoiding pitfalls
Expungement and reexamination



Petitioners

Do this!
• Provide index of evidence

• Provide name/domicile/email of 
petitioner

• Provide more than one bad specimen as 
evidence

• Check our sanctions webpage

• Provide relevant industry-specific search 
evidence

• Provide relevant website screenshots

• Label all exhibits; provide URL/date 
accessed

Not that!
• Don’t try to narrow the registrant’s ID
• Don’t provide testimony in petition 

without documentary evidence to 
substantiate it

– Don’t give us an investigator’s report 
without documentation of the findings

• Don’t provide only hitlists of online 
sources 

• Don’t challenge “hooded sweatshirts for 
babies, children” but then not challenge 
“hooded sweatshirts”
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Petitioners (cont’d)

Do this!
• Focus on the correct relevant date

• Provide relevant evidence pertaining to 
the relevant date

• Establish a case of nonuse for all goods 
and services subject to the petition

• Provide the "negative evidence"

Not that!
• Don’t get the relevant date incorrect

• Don’t provide only current evidence of 
nonuse
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Expungement and reexamination

Director-initiated proceedings



Director-initiated proceedings (cont’d)

• Same standard as petition-based 
proceeding
– Prima facie case of nonuse

• Effective tool for removing unused 
registered marks 
– Supplement to petition-based proceeding
– Specimen farms
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Cancelation success
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What is a specimen farm?

• E-commerce website created solely for the 
purpose of creating specimens

• Displays hundreds of products with various 
trademarks

• No actual use in commerce
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Specimen farms
• QSeel’s Red1985 

storefront has a 
large variety of 
unrelated products. 

• The listings may 
include the identical 
product image, but 
a different mark. 
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Specimen farms (cont’d)
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Specimen farm evidence

Atypical features for an e-commerce website

Product listings are identical to descriptions of products 
offered under other third-party marks.

Many of the goods listed on website feature marks that were 
the subject of trademark application filings made by 
registrant around the same time period. 
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Specimen farms (+ auction sites)
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False invoices
• Identical tracking 

number across 
multiple invoices

• Nonexistent addresses 
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Auction sites
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Resources
• General background:

– https://www.uspto.gov/trademarks/laws/2020-modernization-act

• Final rule:
– https://www.federalregister.gov/documents/2021/11/17/2021-24926/changes-to-

implement-provisions-of-the-trademark-modernization-act-of-2020

• E&R decisions and proceedings:
– https://developer.uspto.gov/tm-decisions/search/expungement

• TMEP Section 1716:
– https://tmep.uspto.gov/RDMS/TMEP/current#/current/ch1700_d35c41_29d53_196.html

• Specimen farms: 
– https://www.uspto.gov/trademarks/protect/challenge-invalid-specimens
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DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or 
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S. 

government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.
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