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Presenter Notes
Presentation Notes
DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or organizations appearing on this presentation are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S. government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.
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Discussion topic

Failure-to-function overview



Failure-to-function overview

« What is the function of a trademark?

— "A proposed trademark is registrable only if it
functions as an identifier of the source of the
applicant's goods or services!

DRINK MORE BEER

5 In re Maugus Mfg., Inc., 2021 USPQ2d 1100 (quoting /n re DePorter, 129 USPQ2d 1298 (TTAB 2019))


Presenter Notes
Presentation Notes
In Maugus, the applicant applied to register DRINK MORE BEER for “non-metal and non-paper closures for containers.” As shown on the specimens: growler caps.
But the evidence showed that the applicant wasn’t using it as a trademark. Instead, it was using it as an example of the types of phrases that could appear on their caps.
As shown on the specimen:
Purchasers could choose to replace the phrase and design with their own trademarks.
Or they could save money by purchasing applicant’s “cost-effective stock designs” that included the pre-stamped DRINK MORE BEER phrase.

Based on the evidence, the TTAB affirmed that the applicant wasn’t using the phrase to indicate the source of its goods. 


Failure-to-function overview

« What if a trademark fails to function?
— Principal Register

* It will be refused registration under Sections 1, 2, and
45 of the Trademark Act.

— Supplemental Register

* |t will be refused registration under Sections 23(c) and
45 of the Trademark Act.

6 15 U.S.C. 887057, 1052, 1127. TMEP §1202.


Presenter Notes
Presentation Notes
Sections 1, 2, and 45 of the Trademark Act
Statutory basis for refusal to register on the Principal Register
Subject matter that, due to its inherent nature or the manner in which it is used, does not function as a mark to identify and distinguish the applicant’s goods

15 U.S.C. §§1051, 1052, 1127.

This is a definitional refusal: The proposed trademark doesn’t meet the definition of a trademark; therefore, it must be refused.




.
Failure-to-function overview

e How can we tell if it fails to function?
— Review:

* Specimens

* Evidence of record
« Mark drawing

« Mark description

TMEP §1202


Presenter Notes
Presentation Notes
Section 1(a)
This is mostly a use-based refusal, as failure to function typically depends on the specimen and evidence of record.
But it doesn’t have to be.

Section 1(b)
Specifically, if the drawing and the description tend to suggest a failure to function, the examining attorney may raise the possibility of the refusal in the initial office action.
This is a courtesy only. The examining attorney is not precluded from refusing registration at a later time.




.
Failure-to-function overview

« Common failure-to-function refusals
— Ornamentation
— Title of a single work
— Name of artist or author
— Not goods in trade/services for others


Presenter Notes
Presentation Notes
USPTO examiners issued a failure to function refusal over 40,000 times between 2018-2022.

These are the most common, but there are many others:
Process/system
Functionality
Configuration
Model or grade designation
Informational matter
Use solely as a trade name
Etc.




Discussion topic

Failure-to-function refusal:
Ornamentation



Ornamentation

» Concept
— Cannot register decorative features that don't
identify the source of the goods
» Words
* Slogans
* Designs
* Trade dress

10 TMEP §1202.03



.
Ornamentation

 Factors determining registrability
— Commercial impression
— Practices of the trade
— Secondary source
— Evidence of distinctiveness

TMEP §1202.03


Presenter Notes
Presentation Notes
Commercial impression
Significance of the word, phrase, or symbol
Peace symbol, smiley face, HAVE A NICE DAY, I LOVE YOU
Size, location, and dominance of the proposed mark
Small, neat, and discrete – probably OK
Emblazoned in large size across the front of the goods – probably not OK

Practices of the trade
How are competitors and third-parties using the word, phrase, or symbol?
Is it a simple refinement of the way that others commonly use the feature

Secondary source
Is there evidence that the proposed mark would be perceived as a mark because the applicant is actually using it as a mark for goods and services other than those identified?
Think NIKE on a t-shirt. Or PENN STATE on a t-shirt.

Evidence of distinctiveness
Generally, five years’ use alone is not sufficient
Concrete evidence is required

Examples:
In re Peace Love World Live, LLC, 127 USPQ2d 1400, 1403 (TTAB 2018) ("The phrase 'I LOVE YOU' conveys a term of endearment comprising the bracelet and, thus, it is ornamental. It does not identify and distinguish the source of the bracelet, especially where there is so much jewelry decorated with the term I LOVE YOU in the marketplace."). 

In re Paramount Pictures Corp., 213 USPQ 1111 (TTAB 1982) (reversing the refusal and holding MORK & MINDY registrable for decalcomanias, where applicant had previous registered MORK & MINDY for other goods)

In re Watkins Glen Int’l, Inc., 227 USPQ 727, 729 (TTAB 1985) (reversing the refusal and finding stylized checkered flag design registrable for patches and clothing items, where applicant had previously registered WATKINS GLEN and checkered flag design (with "WATKINS GLEN" disclaimed) for services)

In re Expo ‘74, 189 USPQ 48, 50 (TTAB 1975) (reversing the refusal and holding EXPO ‘74 registrable for handkerchiefs and T-shirts, since applicant, organizer of the 1974 World’s Fair, had previously registered EXPO ‘74 for other goods and services).



Ornamentation refusal example

» Stitching designs on the il
back pocket of a pair of jeans \d b

— Mere refinement of a common
practice in the industry

* Size of design
« Dominance of design
« Mirror image of design

In re Right-On Co., Ltd, 87 USPQ2d 1152 (TTAB 2008)


Presenter Notes
Presentation Notes
In re Right-On Co., Ltd, 87 USPQ2d 1152 (TTAB 2008) (The Board affirmed the ornamentation-based refusals to register the pocket-stitching designs shown below for various articles of clothing, including jeans, shirts, footwear and headgear.  With arguments and evidence focusing exclusively on the jeans, the Board applied the Seabrook factors to conclude that the marks are not inherently distinctive. Given the evidence that pocket-stitching is a prevalent form of ornamentation in the jeans industry, the Board found that a “mere refinement” in this common basic design cannot be inherently distinctive. The Board further found that the size, dominance and mirror image pattern of the designs weighed in favor of ornamentation. The Board discounted the evidence of a number of pocket-stitching registrations on the Principal Register and a number on the Supplemental Register or under §2(f) as indicating nothing more than that sometimes such designs have been deemed inherently distinctive and sometimes not. Addressing the Office’s usual practice of not making ornamentation refusals in ITU cases until the SOU is filed, the Board distinguished §66(a) cases where no specimens need be filed prior to registration. Accordingly, the Board held that with §66(a) cases, “it is appropriate for examining attorneys to issue an ornamentation refusal if the mark is decorative or ornamental on its face as depicted on the drawing page and described in the description of the mark.”)


Ornamentation refusal example

 Large display of logo on the x

front of the garment ()
— Commercial impression \
* Simple piping \‘f}\
— Practices of the trade SZ
* Size of design ;5__'_41,@';'::_-:?

« Dominance and location of design

13 In re Lululemon Athletica Can. Inc., 105 USPQ2d 1684 (TTAB 2013)


Presenter Notes
Presentation Notes
The Board affirmed a refusal to register the mark consisting of a single line in a wave design, for hooded sweat shirts, jackets, and coats based on the mark being merely ornamental of applicant’s goods. The Board considered the commercial impression created by the design, the relevant practice in the industry, and any evidence of distinctiveness as well as the size, location, and dominance of the design in determining the commercial impression of the mark. After evaluating applicant’s evidence showing third-party use of marks displayed in large size on the front of similar clothing items, the Board rejected a per se rule regarding registrability based on the size of a mark on clothing, and noted that when considering the commercial impression of marks of this nature size is just one consideration along with others and registrability should be determined on a case-by-case basis. After reviewing applicant’s mark, the Board held that applicant’s design would be perceived by consumers as merely ornamental, as applicant’s wave design looked simple and like piping rather than the highly stylized designs submitted by applicant to show third-party use. Further, the Board found that applicant’s evidence of secondary source could not be used to show the design was distinctive, because applicant’s evidence showed use on related goods and services of a different mark.)




Ornamentation refusal example

* Phrase comprising the goods
— Commercial impression
* Term of endearment

— Common practice in the trade

« Many examples in the record of
third parties using the phrase on
bracelets and jewelry

14 In re Peace Love World Live, LLC, 127 USPQ2d 1400, 1403 (TTAB 2018)


Presenter Notes
Presentation Notes
The Board affirmed a refusal to register the mark consisting of the phrase I LOVE YOU comprising a bracelet based on the mark being merely ornamental of applicant’s goods. The Board considered the commercial impression created by the design and the relevant practice in the industry. After reviewing applicant’s mark and the evidence of record, the Board held that applicant’s design would be perceived by consumers as merely ornamental, as the phrase is merely a term of endearment (not an indicator of source) and there are numerous third-party examples of other jewelers using the phrase on other jewelry in a similar manner. Thus, consumers are accustomed to seeing the phrase used by many different sources and would not perceive it as indicating a single source.


®
Ornamentation response options

* Ways to overcome the refusal
— Submit a different specimen.

— Claim acquired distinctiveness.

— Amend to Supplemental Register. ﬂwﬁ%@ﬂ@@@?@
— Submit secondary source evidence.

— Amend filing basis to §1(b) intent-to-use basis.

TMEP §1202.03


Presenter Notes
Presentation Notes
Different specimen
Show acceptable use of the mark on the goods

Acquired distinctiveness
Five years’ use generally insufficient
Need concrete evidence of distinctiveness

Supplemental Register
Amend to Supp if mark is capable, but hasn’t acquired distinctiveness yet

Secondary source
Ownership of §​1 US Reg. on Principal for same mark for other goods/services;
Non-ornamental use of the mark in commerce on other goods; or
Ownership of pending use-based application for same mark used non-ornamentally for other goods/services

Amend to 1(b)
Amend to intent-to-use application if mark is capable, but don’t have acceptable use yet




Ornamentation takeaways

* Pro tips
— Consider third-party use of the trademark.

— Research whether consumers are accustomed to
seeing similar ornamental displays.

— For secondary source, ensure acceptable use on
other goods and services, not just ornamental
use on a series of items.

16 www.uspto.gov/trademarks/laws/ornamental-refusal-and-how-overcome-refusal



Knowledge check

* |s this acceptable trademark use?

Drawing Specimen

YOU ARE
SPECIAL TODAY

17


Presenter Notes
Presentation Notes
No. The use of the wording on the plates is merely ornamental and lacks trademark significance.

YOU ARE SPECIAL TODAY: U.S. Application Serial No. 73402520
Goods: ceramic plates

In re Original Red Plate Co., 223 USPQ 836 (TTAB 1984)


Discussion topic

Failure-to-function refusal:
Title of a single work



Title of a single work

» Concept
— Cannot register the title of a single creative work

— Cannot register a portion of the title of a single
creative work

TMEP §1202.08


Presenter Notes
Presentation Notes
The title, or a portion of a title, of a single creative work must be refused registration under §§1, 2, and 45 of the Trademark Act, unless the title has been used on a series of creative works.

A title doesn’t indicate the source of the work. It simply tells you the title of the work.

Concept of refusal stems from copyright law
Copyright term ends; trademark registration might not.
Once a copyrighted work enters the public domain, the public should be entitled to call it by its name.

In re Cooper, 254 F.2d 611 (C.C.P.A. 1958) ("A book title . . . identifies a specific literary work . . . and is not associated in the public mind with the publisher, printer or bookseller . . . .")

G. & C. Merriam Co. v. Syndicate Publ’g Co., 237 U.S. 618, 622 (1915)
Mattel Inc. v. Brainy Baby Co., 101 USPQ2d 1140, 1144 (TTAB 2011)


Title of a single work

 Factors determining registrability

— Complete title of a single work
 The content does not change significantly
* |s not used on a series of works

* Is not considered a single work

20 TMEP §1202.08


Presenter Notes
Presentation Notes
We’ll talk through complete title of a single work first.
Then move on to portion of a title of a single work.

There are a few extra wrinkles for the portion of a title cases.


.

Title of a single work

* Single creative work

— Book

— Serialized writing

— Sound recording

— Film

— Single radio program

— Single television

— Downloadable song

— Downloadable
ringtone

program

— Scripted theatrical

TMEP §1202.08(a)

performance


Presenter Notes
Presentation Notes
Refusal if considered a single creative work
Content does not change, whether printed, recorded, or electronic
Content does not change significantly from old edition to new edition
Content does not change significantly from one live performance to another



®
Title of a single work

* Not considered a single creative work

— Magazines — Computer software
— Newsletters — Computer games
— Comic books — Coloring books

— Guide books — Activity books

— Printed classroom — Live musical

materials performances

TMEP §1202.08(b)


Presenter Notes
Presentation Notes
No refusal if not considered a single creative work
Series of works – work is labeled "volume 1," "part 1," or "book 1"
Periodically issued publications – magazines, newsletters, comic strips
Multiple Volumes – works with different volumes are presumed to be periodical in nature
Changing Performances – live performances by musical bands, television and radio series, educational seminars



Single work refusal example

* Title of prerecorded — x
T . e%‘mr*sw j
audio-visual materials Rt

— No evidence of series of
LAUGH & LEARN videos

« Content on DVD and VHS tape
was essentially the same work
delivered into two formats

“”’F% PR | A0 /{w W}u%

23 Mattel Inc. v. Brainy Baby Co., 101 USPQZ2d 1140 (TTAB 2011)


Presenter Notes
Presentation Notes
Mattel, Inc. v. The Brainy Baby Co., 101 USPQ2d 1140 (TTAB 2011) (The Board granted a petition to cancel the registered mark LAUGH & LEARN for a “series of prerecorded videotapes, audio cassettes, digital video discs and compact discs featuring live and animated educational materials intended to develop and improve the creative and intellectual faculties of infants and children” because the mark was used solely as the title of a single work. Although the mark was used on both a DVD and videotape, the Board determined that the additional features on the DVD, including a scene-selection menu that allowed users to replay specific portions of the program, an additional clip that described the making of the video and contained customer testimonials, two minutes of bloopers, advertisements for other videos, contact information, a nine-panel storyboard, and a DVD-ROM activities file that linked viewers to a website, were minor enhancements to the same creative work that did not transform the title into a series. The Board noted that the 45 minutes of featured programming in both the videotape and DVD contained the same content and concluded that consumers would recognize the enhanced DVD as the same work as the videotape.)






Single work refusal example

e Title of music instruction book

— No evidence of series of W x

INSTANT KEYBOARD books
— Use of mark on specimen
« Appears on cover of book

« Appears on spine of book mmmmm
« Appears on first page of book

24 In re Hal Leonard Publ'g Corp., 15 USPQ2d 1574 (TTAB 1990)


Presenter Notes
Presentation Notes
In re Hal Leonard Publ'g Corp., 15 USPQ2d 1574 (TTAB 1990) (holding INSTANT KEYBOARD, as used on music instruction books, unregistrable as the title of a single work); 

Trademark: INSTANT KEYBOARD
Goods: music instruction books for self-learning on electronic keyboards
Application serial number: 73721617




Title of a single work

 Factors determining registrability
— Portion of a title of a single work

 Creates a separate commercial impression apart from
the complete title;

* |s used on a series of works; and

* |s promoted or recognized as a mark for the series.

25 TMEP §1202.08(d)


Presenter Notes
Presentation Notes
Think STAR WARS or HARRY POTTER.


Single work refusal example

Portion of title of series of books

— THE MAGIC SCHOOL BUS f T’MaglckhoolBu:
creates a separate commercial § ‘. ’.
impression from each title | S \,

— Evidence of series of books

— Evidence applicant promotes S =
THE MAGIC SCHOOL BUS as a
series title

26 In re Scholastic Inc., 23 USPQ2d 1774, 1777 (TTAB 1992)


Presenter Notes
Presentation Notes
In re Scholastic Inc., 23 USPQ2d 1774, 1777 (TTAB 1992) (holding THE MAGIC SCHOOL BUS used as a portion of the book titles in "THE MAGIC SCHOOL BUS AT THE WATERWORKS" and "THE MAGIC SCHOOL BUS INSIDE THE EARTH," functions as a mark for a series, because the record contained evidence of repeated use of the designation displayed prominently on book covers, as well as evidence that applicant promoted THE MAGIC SCHOOL BUS as a series title, that others used the designation in book reviews to refer to a series of books, and that purchasers recognized the designation as indicating the source of a series of books)

Trademark: THE MAGIC SCHOOL BUS
Goods: series of nonfiction picture books for children
Application serial number: 73794140




Single work response options

» Ways to overcome the refusal
— Submit evidence of a series.

— Submit evidence the goods
are not a single creative work.

— Delete the refused goods or
services from the identification.

— Amend filing basis to §1(b) intent-to-use basis.

27 In re Arnold, 105 USPQ2d 1953 (TTAB 2013)


Presenter Notes
Presentation Notes
In re Arnold, 105 USPQ2d 1953, 1956 (TTAB 2013) (finding that the title was used on two different creative works)

Trademark: BLATANCY
Goods: audio recordings featuring music
Services: music entertainment services, namely, providing live musical performances by individuals and groups featuring recorded music
Application serial number: 77366417

No refusal as to services.
Refusal as to goods:
Title of a single work
Identifies the name of a featured performer

TTAB reversed the refusal based on title of a single work.

The specimens consist of images of two compact discs, a folded card inserted into the case of one of the submitted compact discs, and an album cover/booklet for one of the submitted compact discs. . The Board noted that because the record did not clearly indicate that the content of the two compact discs was the same, the applicant should be given the benefit of the doubt that the compact discs contain different content. 

Thus, the Board held that “[t]he Applicant’s use of BLATANCY on more than one audio recording effectively demonstrates that the designation is not merely the title of a single work, and that it can function as a trademark,” and further noted that the evidence, taken together, was sufficient to overcome the title of a single work refusal. 

However, the mark is still refused because it is merely the name of a performing artist.


Single work takeaways

* Pro tips

— Remember trademarks provide protection for
brands, not creative works.

— Cannot amend to Supplemental Register.
— Cannot claim 8§2(f) acquired distinctiveness.

28 www.uspto.gov/trademarks/laws/title-single-work-refusal-and-how-overcome-refusal



Knowledge check

* |s this acceptable trademark use?

Drawing Specimen

The Brain That Changes ltself: Stories of
Personal Triumph from the Frontiers of
Brain Science (James H. Silberman Books)

[Hardcover]
Morman Doidge ' (Author)

$24-85

THE BRAIN THAT
CHANGES ITSELF

Share vour own customer images

Search inside ano his ho

29

: $15.80 & eligible for FREE Super Sav
Shipping on orders over $25. Details

Changes Itself: Stories of
from the Frontiers of
book, CD, Unabridged]

[
Norman Doidge M.D. (Author), Jim 8ond (Reader)
)

i (224 customer reviews) | £,

ice: $49:99

e: $14.39 & eligible for FREE Super Saver
Shipping on orders over $25. Details
You Save: $5.60 (28%)

In Stock.

Ships from and sold by Amazon.com. Gift-wrap available.
Only 12 feft in stock--order soon.

Want it delivered Tuesday, April 262 Order it in the next 2
hours and 3 minutes, and choose One-Day Shipping at

checkout. Details

2 new from $13.52 used from $14.05



Presenter Notes
Presentation Notes
No. No evidence applicant uses the phrase as a trademark for any of the identified goods. Only evidence is use as a title for a single book that appears in printed and audio format.

Mark: THE BRAIN THAT CHANGES ITSELF
Goods: printed materials, namely, books and instructional materials on the subjects of the human brain, brain science and neuroplasticity
Serial No. 77801845

In re Doidge, 2012 TTAB LEXIS 474 (TTAB 2012)


Discussion topic

Failure-to-function refusal:
Names of artists and authors



Artists and authors

» Concept

— Cannot register the name of an author on a
written work if it is used solely to identify the
author

— Cannot register the name of a performing
artist on a sound recording if it is used solely to
identity the artist

TMEP §1202.09



Artists and authors

 Factors determining registrability
— Evidence of a series of works; and
— Evidence name identifies the source of the series

« Promotion and recognition of the name; or

 Control over the nature and quality of the goods

32 TMEP §1202.09



.

Name of artist refusal example

Name of artist

— Evidence of a series of
musical recordings

— No evidence BLATANCY

e Controls the nature ana
quality of the goods

*SIMPLY ORIGINAL"©2008

£
Publisher: Simply Original Music™ (ASCAP)

Praducer: BLATANCY™, for Simply Original Music [ASCAP)

Production /Distribution: J. Amold for Simply Original Music [ASCAP)
Mixtapa: Nabula

Management: Coming Up Records/ jsa@cominguprecerds.com
Inspiration: Chris ‘Black Swann' Swann, Donna Wolf

Photography: www.resolusean.com

Eyeweor: Exali Cycle

BLATANCY ™ COMING UP RECORDS ™

Official Website: wrw.cominguprocords. com

wwrw. blatancy.net info@cominguprecards.com

B-1@blatancy.net

SIMPLY ORIGINAL MUSIC™

wewrw.simplyoriginalmusic.com

info@simplyoriginalmusic.cam e o - d roised on the Wast Coast

PO. Box 234 of “Cal c ut his performance name,

Cordiffby-the-Sea , yri Thraugh Alotta Hetably

CA, 92007 Lonstructed Years, and bol ronym influences his

1.760-633-3323 yrics.

WARNING: Al rights reserved. Unaufl “Music is my life. After being hit by a car as a young boy and suffering o

performance fbroadeasting prohibited, broin injury = | thank God for dll he has given me that is geod. The pain
and the joy blended together over the years lead me to music as an cutlet,

#roducad in the USA. Firsh, lessons prasented maladically. Then, | started writing lyrics a5 o way

to process the pain, and out of that j joy was erected..ond it’s all good. |
am who | am todoy because of this.”

The encouragement, guidance and suppert | have received from Kevin
‘.. Batflecat’ Gilliam and Chris *Black Swann’ Swann, can enly be
repaid when | can ‘pay it forward’ encouraging others. You are a blessing
and role madels for all of us, in music, and as men. To: lee.T, DMC, and
ather ASCAP brothers ond sisters pushing me fo follow my dreams, you
have been a gift that is also much apprecialed. | won't let you downl

This wouldn’t be possible without my fomily, alweys there for me, my
grandpurents whose own lives revolved around music, my many friends,

 Promoted and recognized as the

source of the goods

“This be my Futuristic flow, 1o let you know that | am...
Simply Originall"©2009

BLATANCY™ ake ‘8.1

33 In re Arnold, 105 USPQ2d 1953 (TTAB 2013)


Presenter Notes
Presentation Notes
In re Arnold, 105 USPQ2d 1953, 1956 (TTAB 2013) (finding that the title was used on two different creative works)

Trademark: BLATANCY
Goods: audio recordings featuring music
Services: music entertainment services, namely, providing live musical performances by individuals and groups featuring recorded music
Application serial number: 77366417

No refusal as to services.
Refusal as to goods:
Title of a single work
Identifies the name of a featured performer

TTAB affirmed the refusal based on name of the performing artist. Not enough evidence submitted.

The specimens consist of images of two compact discs, a folded card inserted into the case of one of the submitted compact discs, and an album cover/booklet for one of the submitted compact discs. . The Board noted that because the record did not clearly indicate that the content of the two compact discs was the same, the applicant should be given the benefit of the doubt that the compact discs contain different content. 

In maintaining the refusal of registration issued because the applied-for mark merely identified the name of a featured performer, the Board found that although the applicant had demonstrated use of the proposed mark on a series of works, the applicant had not provided evidence demonstrating that the proposed mark serves to identify the source of the services and not merely the name of the performing artist. Specifically, the Board found that the applicant had failed to demonstrate either that he controls the nature and quality of his goods and the use of the name BLATANCY thereon in such a way as to indicate the quality of the those works or that the name BLATANCY has become so widely recognized, through vigorous promotion, that it identified the applicant as the source of a series of works.)

The specimens of record contain ambiguities as to who controls the nature and quality.
And the applicant chose not to submit verified statements (as suggested by the examining attorney) that he controls the nature and quality of the goods.


Name of author refusal example

° CoEN T

Name of author THESTRGHT IO

— Evidence of a series of e
writings ‘

— No evidence CECIL ADAMS

e Controls the nature ana
quality of the goods

source of the goods

34 In re Chicago Reader Inc., 12 USPQ2d 1079 (TTAB 1989)

- \
B el LT —_—, i
0n B tainte 11 oo "l peodurs, e
S v i iy ey primish-lpeni

* Promoted and recognized as the ===



Presenter Notes
Presentation Notes
In re Chicago Reader Inc., 12 USPQ2d 1079, 1080 (TTAB 1989) (holding CECIL ADAMS, used on the specimen as a byline and as part of the author’s address appearing at the end of a column, merely identifies the author and does not function as a trademark for a newspaper column)

Trademark: CECIL ADAMS
Goods: newspaper column
Application serial number: 73631921

Refusal
Identifies the author of the goods

TTAB affirmed the refusal based on name of the author.

Applicant argued 13 years use of the name with a newspaper column, plus a compilation book of the columns, should be sufficient.

TTAB disagreed.
Use of name at end of each column indicates an author byline, not a trademark
No evidence CECIL ADAMS is even a real person


Author/artist response options

» Ways to overcome the refusal
— Submit evidence that

» Series of works; and
 Name identifies source.

— Amend filing basis to §1(b)
intent-to-use basis.

— Amend to Supplemental Register.

35 In re Polar Music Int'l AB, 714 F.2d 1567 (Fed. Cir. 1983)


Presenter Notes
Presentation Notes
Evidence of a series
Two or more works

Evidence name identifies source
Evidence of performer control
License agreements
Contractual agreements covering production and quality control
Promoted and recognized as source identifier
Advertising promoting the name as a series of works
Third-party reviews showing others using the name to refer to services
Name used on a display associated with the series of works

In re Polar Music Int’l AB, 714 F.2d 1567, 1572, 221 USPQ 315, 318 (Fed. Cir. 1983) (holding the name of the musical group ABBA functions as a mark for sound recordings where a license agreement showed that the owner of the mark, ABBA, controlled the quality of the goods, and other contractual evidence showed that the owner also controlled the use of the name of the group).


®
Name of author/artist takeaways

* Pro tips
— Refusal applies to pseudonyms.
— Refusal does not apply to services.

— Refusal does not apply to names of artists used
on original works of art.

— Cannot claim §2(f) acquired distinctiveness.

TMEP §1202.09


Presenter Notes
Presentation Notes
Original works of art
Personally created by the artist
Paintings
Murals
Sculptures
Statues
Jewelry

TMEP 1202.09(b)


Knowledge check

* |s this acceptable trademark use?

Drawing Specimen

CCLAIM FOR THE NOVELS OF NEW
YORK TIMES BESTSELLING AUTHOR

-
STVEOL)(/> *+

ER:
5 ON
THEIR TO!
—PUBLISHERS WEEKLY

A MULTLFACETED, DYNAMI E
VITH
STRUGGLING TO BUILD FAMILIES
AND EMPIR

ND TOUCH
LOST AND FC
MANTIC TIMES

x

BEST.

HIS ON
NDEZVOUS

“QUALITY ROMANTIC FICTI(
DON'T LET THIS

The Spellbinding Conclusion to the
Vegas Trilogy

37


Presenter Notes
Presentation Notes
No. No evidence of promotion of the author’s name as the source of the goods

Mark: FERN MICHAELS
Goods: series of fictional books
Serial No. 76420605

 In re First Draft, 76 USPQ2d 1183, 1191 (TTAB 2005) (holding pseudonym FERN MICHAELS identifies only the author and does not function as a mark to identify and distinguish a series of fictional books because the "evidence of promotion" was "indirect and rather scant," despite applicant’s showing that the name had been used as an author's name for 30 years; that 67 separate books had been published under the name, and approximately 6 million copies had been sold; that the book jackets listed the titles of other works by Fern Michaels and promoted her as a bestselling author; that the author had been inducted into the New Jersey Literary Hall of Fame; and that there was a www.fernmichaels.com website)

The Board noted that there was no documentary evidence that the author controls the quality of the goods; very limited evidence that the name was used to promote “the novels of FERN MICHAELS” as a series of books; no third-party reviews showing use of the name by others to refer to a series of books; no information regarding advertising or promotional expenditures; and no declarations from publishers, retailers, purchasers or readers showing recognition of the name as an indicator of the source of a series of books.)


Discussion topic

Failure-to-function refusal:
Goods in trade/services for others



Goods in trade/services for others

» Concept

— Cannot register a trademark if it is not used with
goods in trade

— Cannot register a service mark if it is not used
with activities performed for others

TMEP §1202.06. TMEP §1301.01.


Presenter Notes
Presentation Notes
Applicant’s identified goods must comprise independent goods in trade.
TMEP § 1202.06

A service mark can only be registered for activities that constitute services as contemplated by the Trademark Act.
TMEP § 1301.01



Goods in trade

 Factors determining registrability
— Goods must have utility to others:

 Cannot exist only to help customers obtain applicant’s
orimary goods or services

» Cannot be so inextricably tied to the primary goods
or services that they have no existence otherwise

* Sold separately or have independent value apart from
applicant’s primary goods and services

40 TMEP §1202.06


Presenter Notes
Presentation Notes
The determination of whether an applicant's identified goods comprise independent goods in trade, or are merely incidental to the applicant's primary goods and/or services, is a factual determination to be made on a case-by-case basis. In re Thomas White Int’l, Ltd., 106 USPQ2d at 1161 (citing Lens.com, Inc. v. 1-800 Contacts, Inc., 686 F.3d 1376, 1381-82, 103 USPQ2d 1672, 1676 (Fed. Cir. 2012)); see In re MGA Ent., Inc., 84 USPQ2d at 1746.

None of these factors is dispositive. Lens.com, Inc., 686 F.3d at 1382, 103 USPQ2d at 1676.


'®)
Goods in trade

* Not goods in trade

— Letterhead — Brochures

— Invoices — Pamphlets

— Reports — Mockups

— Boxes — Holiday greeting
— Business forms cards

— Checkbooks

TMEP §1202.06


Presenter Notes
Presentation Notes
In re S'holders Data Corp., 495 F.2d 1360, 1361, 181 USPQ 722, 723 (C.C.P.A. 1974) (finding that reports are not goods in trade, where applicant is not engaged in the sale of reports, but solely in furnishing financial reporting services, and reports are merely conduit through which services are rendered);

In re Thomas White Int’l, Ltd., 106 USPQ2d 1158, 1162-63 (TTAB 2013) (finding that applicant’s annual report does not constitute a "good in trade," but rather "is a common and necessary adjunct to the rendering of applicant's investment management and research services, that is, it is one of the means through which it provides investment services")

In re Ameritox Ltd., 101 USPQ2d 1081, 1085 (TTAB 2011) (finding no evidence that applicant was engaged in selling printed reports apart from its laboratory testing services and that the reports were part and parcel of the services)

In re MGA Ent., Inc., 84 USPQ2d 1743, 1746-47 (TTAB 2007) (applicant’s trapezoidal cardboard boxes for toys, games, and playthings held to be merely point of sale containers for applicant’s primary goods and not separate goods in trade, where there was no evidence that applicant is a manufacturer of boxes or that applicant is engaged in selling boxes as commodities in trade)

In re Compute-Her-Look, Inc., 176 USPQ 445, 446-47 (TTAB 1972) (finding that reports and printouts are not goods in trade, where they are merely the means by which the results of a beauty analysis service is transmitted and have no viable existence separate and apart from the service)

Ex parte Bank of Am. Nat’l Tr. & Sav. Ass’n, 118 USPQ 165, 165 (Comm’r Pats. 1958) (mark not registrable for passbooks, checks, and other printed forms, where forms are used only as "necessary 'tools' in the performance of [banking services], and [applicant] is not engaged either in printing or selling forms as commodities in trade.")


Services for others

 Factors determining registrability

— Services must:
* Be a real activity
* Be performed for the benefit of others; and

* Be sufficiently distinct from the applicant’s principal
activity

42 TMEP §1301.01


Presenter Notes
Presentation Notes
The following criteria have evolved for determining what constitutes a service:  (1) a service must be a real activity; (2) a service must be performed to the order of, or for the benefit of, someone other than the applicant; and (3) the activity performed must be qualitatively different from anything necessarily done in connection with the sale of the applicant’s goods or the performance of another service.   In re Canadian Pac. Ltd., 754 F.2d 992, 224 USPQ 971 (Fed. Cir. 1985); In re Betz Paperchem, Inc., 222 USPQ 89 (TTAB 1984); In re Integrated Res., Inc., 218 USPQ 829 (TTAB 1983) ; In re Landmark Commc'ns, Inc., 204 USPQ 692 (TTAB 1979) .


.

Services for others

* Not services for others
— Concept or idea

System
Process

Method
ntranet website

Soliciting investors

TMEP §1301.01

— Advertising and
promoting own
goods

— Performing clinical
trials for own goods

— Publishing own
periodical


Presenter Notes
Presentation Notes
Concept, idea, process, system, process, method
In re Universal Oil Prods. Co., 476 F.2d 653, 177 USPQ 456 (C.C.P.A. 1973)
In re Citibank, N.A., 225 USPQ 612 (TTAB 1985)
In re Scientific Methods, Inc., 201 USPQ 917 (TTAB 1979)
In re McCormick & Co., 179 USPQ 317 (TTAB 1973)

Intranet website
City Nat’l Bank v. OPGI Mgmt. GP Inc./Gestion OPGI Inc., 106 USPQ2d 1668, 1676 (TTAB 2013) (finding that intranet website was used solely for internal purposes and that respondent was primary beneficiary)

Soliciting investors
In re Canadian Pac. Ltd., 754 F.2d 992, 224 USPQ 971 (Fed. Cir. 1985)

Advertising and promoting
In re Dr. Pepper Co., 836 F.2d 508, 5 USPQ2d 1207 (Fed. Cir. 1987) (contest promoting applicant’s goods not a service, even though benefits accrue to winners of contest)

Clinical trials
TMEP Section 1301.01(b)(vi)

Publishing own periodical
In re Billfish Int’l Corp., 229 USPQ 152 (TTAB 1986) (activities of collecting, distributing, and soliciting information relating to billfishing tournaments for a periodical publication not a separate service, because these are necessary preliminary activities that a publisher must perform prior to publication and sale of publication)
In re Alaska Nw. Publ'g Co., 212 USPQ 316 (TTAB 1981) (title of magazine section not registrable for magazine publishing services, because the activities and operations associated with designing, producing, and promoting applicant’s own product are ancillary activities that would be expected by purchasers and readers of any magazine)
In re Landmark Commc'ns, Inc., 204 USPQ 692 (TTAB 1979) (title of newspaper section not registrable as service mark for educational or entertainment service, because collected articles, stories, reports, comics, advertising, and illustrations are indispensable components of newspapers without which newspapers would not be sold)
In re Television Digest, Inc., 169 USPQ 505 (TTAB 1971) (calculating advertising rates for a trade publication not a registrable service, because this is an integral part of the production or operation of any publication).


Goods in trade refusal example

* Not goods in trade

— Boxes are point-of-sale
containers for the toys,
games, and playthings

— Boxes are incidental to
applicant’s primary goods.

— Not separately marketed as carrying cases

44 In re MGA Entertainment, Inc., 84 USPQ2d 1743 (TTAB 2007)


Presenter Notes
Presentation Notes
In re MGA Entertainment, Inc., 84 USPQ2d 1743 (TTAB 2007) (applicant’s trapezoidal cardboard boxes for toys, games, and playthings held to be merely point of sale containers for applicant’s primary goods and not separate goods in trade, where there was no evidence that applicant is a manufacturer of boxes or that applicant is engaged in selling boxes as commodities in trade)

Trademark: trapezoidal box design
Goods: trapezoidal cardboard boxes for toys, games and playthings, namely, dolls, doll clothing, doll accessories, playsets, children's play cosmetics, plush toys, toy action figures and accessories therefore, action figure play environments, action skill [*2]  games, toy vehicles and playsets, toy scooters, board games, card games
Application serial number: 76603323

Refusal:
Not goods in trade

TTAB affirmed the refusal that the boxes were not goods in trade

In In re MGA Entertainment, Inc., 84 USPQ2d 1743, 1746 (TTAB 2007) , the Trademark Trial and Appeal Board rejected applicant’s argument that trapezoidal cardboard boxes for toys, games, playthings, puzzles, and laptop play units had use beyond holding the goods at the point of sale, in that the laptop play-unit box functions as an ongoing carrying case for the unit, and the puzzle box might be used to store puzzle pieces when not in use. Finding the boxes to be merely point-of-sale containers for the primary goods and not separate goods in trade, the Board stated that "the mere fact that original boxes or packaging may be used to store products does not infuse such boxes or packaging with additional utility such that they constitute goods in trade," and that there was neither any indication that the laptop computer boxes were labeled as a carrying case nor any evidence that applicant promoted the boxes as carrying cases or that children actually used them as carrying cases.


Services for others refusal example

* Not services for others

— Creating a social media account
does not equal “creating an
online community for users”

— Using a social media account to
advertise and promote your
business is not a service provided
for others

45 In re Florists' Transworld Delivery, Inc., 119 USPQ2d 1056 (TTAB 2016)



Presenter Notes
Presentation Notes
In re Florists’ Transworld Delivery, Inc., 119 USPQ2d 1056, 1063 (TTAB 2016) (finding applicant’s provision of information regarding flowers and conducting promotional events to promote the sale of its flowers did not constitute a separately registrable service, but were merely incidental to the production or sale of the goods)

Trademark: SAY IT YOUR WAY
Services: Creating an on-line community for registered users to participate in discussions, get feedback from their peers, form communities, and engage in social networking featuring information on flowers, floral products and gifts
Application serial number: 85164876

Refusal:
Not services performed for others

TTAB affirmed the refusal that creating and using a social media account to advertise your goods is not a service
Rejected applicant’s argument that creating a Twitter account and having a Twitter page where customers can interact with FTD is equivalent to “creating an online community for users.” Twitter provides the online community service; FTD uses it to advertise to its customers.


Goods/services response options

» Ways to overcome the refusal
— Delete the goods or services.

. . . e y )
— Submit evidence: ‘
» Goods have utility apart /

from promotional use

- Services are real, performed ~ *77
for others, and sufficiently distinct.

— Amend filing basis to §1(b) intent-to-use basis.

46 In re Snap-On Tools Corp., 159 USPQ 254 (TTAB 1968)


Presenter Notes
Presentation Notes
Delete the goods or services

Submit evidence
Goods have utility
Ball point pens
Calendars
Services are 
Real
Performed for others
Sufficiently distinct from the primary services

In re Snap-On Tools Corp., 159 USPQ 254 (TTAB 1968) (holding ball point pens used to promote applicant’s tools were goods in trade, where they had a utilitarian function and purpose, and had been sold to applicant’s franchised dealers and transported in commerce under mark)


Goods/services takeaways

* Pro tips
— Think about it from the customer’s point of view.

« What are the primary goods or services provided by
the applicant?

— Cannot amend to Supplemental Register.
— Cannot claim §2(f) acquired distinctiveness.

TMEP §1202.06



Knowledge check

* |s this acceptable trademark use?

Drawing Specimen

Ameﬂtb? ReGuardian Report

RX GUARDIAN

48



Presenter Notes
Presentation Notes
No. Form was not a report offered for sold apart from the testing services.

Mark: RX GUARDIAN
Goods: printed reports featuring medical laboratory results provided to medical practitioners for record keeping purposes
Serial No. 77852949

In re Ameritox Ltd., 101 USPQ2d 1081 (TTAB 2011) (The Board affirmed a refusal to register RX GUARDIAN on the ground that the proposed mark was not applied to goods in trade. The application for “printed reports featuring medical laboratory results provided to medical practitioners for record keeping purposes,” in Class 16, contained a specimen that appeared to be a sample form presenting the results of applicant’s drug testing services, rather than a report offered for sale apart from the testing services.

Relying on the specimen and additional evidence from applicant’s website, the Board concluded that the RX GUARDIAN “reports are the conduit through which applicant offers or renders its drug testing services and presents the results.” The Board rejected applicant’s unsupported argument that the reports can provide medical professionals protection from claims of improper treatment or prescriptions because the protection actually stems from the underlying testing services and because the argument does not establish that the reports are sold separately.)



Discussion topic

USPTO resources



.

USPTO resources

 Website

— WwWWw.USpto.gov

* Trademark videos
— www.uspto.gov/TMvideos

* Trademark Manual of Examining Procedure
— www.uspto.gov/TMEP



Presenter Notes
Presentation Notes
Videos:
Basic Facts About Trademarks
Trademark Information Network (TMIN)
TEAS Nuts-and-Bolts


http://www.uspto.gov/
http://www.uspto.gov/TMvideos
http://www.uspto.gov/TMEP

USPTO resources

AboutUs Jobs ContactUs MyUSPTO
0 UNITED STATES
PATENT AND TRADEMARK OFFICE = qQ

Patents Trademarks IP Policy Learning and Resources

Home > Trademarks > Maintain> Responding to office actions [ share | & print

Application process

Responding to office actions

The United States Patent and Trademark Office (USPTO) may issue several different types of office actions about

Searching trademarks

Apply online

your trademark application. This page focuses on office actions that trademark examining attorneys send during
Disclosure of public the application process.
information

Expand all | Collapse all

Checking application status
& viewing documents

v

What is an office action?

v

Responding to Office Deadline for filing a timely response

actions

v

How to file a response

Abandoned applications

v

File a complete response

Ordering certified
documents

v

Who to contact with questions about your office action

v

Responding to common refusals or requirements
Trademark Trial and Appeal
Board

51 www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions


Presenter Notes
Presentation Notes
Click the link to access the webpage.


USPTO resources

* Presentation refusals
— Ornamentation: TMEP §1202.03
— Title of single creative work: TMEP §1202.08
— Name of author or artist: TMEP §1202.09
— Goods in trade: TMEP §1202.06
— Services for others: TMEP §1307.01



https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e1688.html
https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e2517.html
https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e2634.html
https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e2360.html
https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1300d1e30.html

USPTO resources

 Additional references

— Names of columns and sections of publications:
TMEP §1202.07

— Names and designs of characters in creative
works: TMEP §1202.10

— Names of characters or personal names as
service marks: TMEP §1301.02(b)



https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e2436.html
https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e2735.html
https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1300d1e185.html

Questions?



Images used in this presentation are for educational purposes only.
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