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DECI SI ON ON_APPEAL

Per curiam

This appeal was initially argued on March 23, 1994,
before a nerits panel consisting of Judges Stoner, Mister, and
McQuade. The panel was unable to reach a decision. Judge Stoner

woul d have reversed, Judge Meister would have affirnmed, and Judge

! Application for patent filed May 18, 1992. According
to a89I| cant, the application is a continuation of Serial
/639,095, filed January 9, 1991, abandoned.
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McQuade woul d have di sm ssed for |ack of jurisdiction. There-
after, an expanded five-nenber panel consisting of Chief Judge
McKel vey and Judges Stoner, Meister, MQade, and Schafer voted
to rehear the appeal. The appeal was reheard on June 20, 1994.

The expanded panel has reached a split decision.

By a vote of 4-1, the expanded panel determ nes that
the Board has jurisdiction. Judge McQuade di ssents.

By a 3-1 vote, the expanded panel affirns on the
merits. Judge Stoner dissents. Judge McQuade declines to
participate on the nerits.

Judge Schafer's majority opinion, Judge Stoner's
di ssent on the nerits, and Judge McQuade's di ssent on

jurisdiction fol |l ow.

SCHAFER, Admini strative Patent Judge.

Appl i cant appeals the final rejection of clains 24 to
52 and 54 to 58, all the clains in the application. dains 54
and 36 are representative. Clainms 54 and 36 are set forth bel ow

54. An apparatus for nounting a boot upon a ski, the

boot adapted to be mai ntained between a front safety

bi nding and a rear safety binding, said apparatus

conpri si ng:

(a) an internedi ate support plate for affixation
to the ski for vertically supporting the boot and for



Appeal No. 94-0216
Appl i cation 07/884, 875

havi ng secured thereon at | east one of said front
safety binding and said rear safety binding;

(b) at |east one support el enent having a
predeterm nate size and shape to enable said at | east
one support elenent to be positioned between said
i nternmedi ate support plate and an upper surface of the
ski, to enable at least vertical forces to be
transmtted between said internedi ate support plate and
t he ski

(c) nmeans for longitudinally displacing said at
| east one support el enent beneath said internediate
support plate and between said internedi ate support
pl ate and the ski for selectively adjusting
| ongi tudi nal positions of said at | east one support
el enent; and

(d) neans for immobilizing said at | east one
support elenent in predeterm nate | ongitudina
positions between said internedi ate support plate and
t he ski

36. The apparatus of claimb54, further conprising
means for vertically retaining said internedi ate
support plate relative to said ski

The exam ner made three rejections:

1. The rejection of clains 24, 25, 31-52, and 54-55
under 35 U. S.C. 8 112, second paragraph as indefinite;

2. The rejection of clains 24-27, 31-33, 43-45 and
54-58 under 35 U. S.C. 8 103 as unpatentabl e over the
conbi nation of the teachings of the Kuchler? and

Snol ka® patents; and

2 Kuchl er 4, 804, 200 February 14, 1989
® Snol ka et al. 3,797, 844 March 19, 1974
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3. The rejection of clainms 28-30, 36 and 42 under
35 U.S.C. 8§ 103 as unpatentable over the conbi ned
t eachi ngs of the Kuchler, Snol ka and Wi gl* patents.

The board al so sua sponte raised the question of

whet her "any of [applicant's] clains had been twi ce rejected" as
required by 35 U S.C. 8§ 134 and thus whether the jurisdiction of
this board was properly invoked.

Procedural History

Because of the jurisdictional issue, we reviewthe
rel evant procedural history of this application and its parent
application 07/639, 095.

The parent application was originally filed with clains
1-22. In the first Ofice action the exam ner nade a variety of
formal objections, rejected all the clains for indefiniteness
under 35 U.S.C 8§ 112, T 2, and rejected clains 1-8, 16 and 17
under 35 U.S.C. 8 103. In the latter rejection the exam ner
relied upon a conbination of the teachings of Kuchler and Snol ka,
as evidence that the clai ned subject nmatter woul d have been
obvi ous.

In response to the rejection applicant, inter alia,

canceled all the clains (clains 1-22) and subm tted new cl ai ns

4 Wi gl 4,251, 090 February 17, 1981
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23-53. The examner issued a final Ofice action, rejecting
clainms 23-53 as indefinite under 35 U . S.C. § 112, T 2, and
rejecting clains 23-27, 31-33, 43-45 and 53 as being directed to
subj ect matter which woul d have been obvi ous over the conbi ned
teachi ngs of the Kuchler and Snol ka references. Cains 28-30, 36
and 42 were also rejected under 35 U.S.C. § 103 as unpatentable
in view of the conbi ned teachings of Kuchler, Snolka and Wi gl .
The exam ner noted that applicant had not separately argued the
features of the dependent clains and that the patentability of
t he dependent clains stood or fell with i ndependent clains.
Applicant responded to the final rejection with a
noti ce of appeal and a proposed anendnent. The exam ner denied
entry of the anendnent on the basis that the anmendnents raised
new i ssues and did not sinplify or reduce the nunber of issues on
appeal .
Applicant filed another proposed anmendnent. The
exam ner again denied entry of the anmendnent on the basis that
t he amendnent was not in conpliance with 37 CFR § 1.116(b),
rai sed new i ssues and did not materially reduce or sinplify the
i ssues for appeal .
Rat her than submitting an appeal brief, applicant chose
torefile the application as a "file wapper continuation” (FW)
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under 37 CFR 8 1.62. By a prelimnary anendnent, applicant
cancel ed clainms 23 and 53, added cl ains 54-58 and nade m nor
amendnents to clains 24-26, 28, 29, 31-33, 36, 37, 39, and 43-46.

The exam ner essentially repeated the three grounds of
rejection. Cdains 24, 25, 31-52, 54 and 55 were rejected as
indefinite under 35 U S.C. 8§ 112, 1 2. dains 24-27, 31-33,
43-45, and 54-58, were rejected under 35 U S.C. §8 103 as
unpat ent abl e over the conbi nati on of the Kuchler and Snol ka
di scl osures. Cdains 28-30, 36 and 42 were rejected under
35 U S.C. 8§ 103 as unpatentable in view of the conbi ned teachi ngs
of Kuchler, Snolka and Weigl. The Ofice action was not nade
final.

I n response applicant filed a notice of appeal and
subsequently filed a proposed anendnent. The exam ner held the
application to be abandoned. He felt the notice of appeal was
i nproper at the particular stage of the prosecution, citing
35 U S.C. 8 134 and 37 CFR § 1.191. He also felt that the
amendnent was untinmely under 37 CFR 88 1.135 and 1. 136.

Applicant filed a paper captioned "Request to Wthdraw
Hol di ng of Abandonnent and Provisional Petition to Revive." Wth
respect to the request to withdraw t he hol di ng of abandonnent,
appl i cant argued that an appeal was authorized under 35 U S. C

6
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8 134 since applicant "has had his clains rejected at |east
tw ce. "

The Director of Patent Exam ning G oup 3100 revi ewed
the request and found that at |east applicant's clains 24-53°
were twice rejected in that they had been rejected in both the
parent and the FWC applications. Paper # 29, p.1l. He concluded
that it was appropriate to transmt the appeal to the board, thus
facially transferring jurisdiction to us. 37 CFR 8§ 1.191(e).

Applicant filed his brief and the exam ner responded
wi th an answer.

An oral hearing was held March 23, 1994, before a panel
consisting of Adm nistrative Patent Judges Stoner, Meister and
McQuade. As noted earlier, one judge felt that the board | acked
subject matter jurisdiction because the rejection was not a final
rejection and no claimhad been twice rejected as required by
35 US.C 8 134. He declined to participate in a decision on the
merits. The remaining judges, while believing jurisdiction was
present, disagreed as to the nerits. The panel was expanded so

that a majority decision could be reached. Applicant was given

> W note that this should be clains 24-52, claimb53 having been
cancel ed.



Appeal No. 94-0216
Appl i cation 07/884, 875

an opportunity to submt a brief addressed to the follow ng
I ssue:

Does the Board of Patent Appeal s and
Interferences have jurisdiction (35 U S. C

8 134) under the circunstances of this case,
including the fact that an appeal in this
continuing application was taken froma first
O fice action which was not designated by the
Primary Exam ner as a final rejection.

Applicant briefed the issue and appeared at an additional hearing
hel d before the expanded panel on June 20, 1994.

Jurisdiction

Section 134 of Title 35 gives applicants the statutory
right to an adm nistrative appeal. The section provides:

An applicant for a patent, any of whose

cl ai ns have been tw ce rejected, may appeal

fromthe decision of the primary exam ner to

the Board of Patent Appeals and

I nterferences .
Jurisdiction for this appeal depends on whether appellant is an
applicant "any of whose clains has been twice rejected.” W
concl ude that appellant had the right to appeal the rejections
and we have jurisdiction.

To reach a decision requires to construe the word
"clains" as used in 8 134. The word is susceptible to at | east
two interpretations. It can refer to the clains of an applica-

tion, i.e., the "one or nore clains particularly pointing out
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and distinctly claimng the subject matter" of the invention
required by 35 U.S.C. § 112, 2. O the word can be used in a
nore general sense to refer to clains "for a patent” as it is
used in 35 U S.C. 8 132. In this latter sense, the word is
synonynous with a request or denmand for a patent.

Section 134 nerely uses the word "clains." We nust,
therefore, decide which construction to give to the statute. W
conclude that "clains" in 8 134 should be construed consistently
with its use in 8 132 to nean "clains for a patent” rather than
particular "clains of an application.”

Section 134 is part of Chapter 12 of Title 35. Chapter
12 is titled "Exam nation of Application"” and sets forth the
general procedures to be followed in the Ofice for exam nation.
Sections 131 to 134 provide the general procedures relating to ex
parte exam nation. |In relevant part, these sections specify that
(1) an exam nation shall be made (8 131); (2) if "any claimfor a
patent” is rejected, the applicant shall be infornmed of the bases
of the rejection (8 132); (3) if the applicant persists in the
"claimfor a patent, with or without anendnent," the application
shall be reexam ned (8 132); and (4) if applicant's clainms have
been twi ce rejected, the applicant nay appeal (8§ 134). Con-
sidering these sections together, we conclude that the "clai ns"

9
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as used in 8 134 is a reference to the repeated "claimfor a
patent” as used in 8 132 rather than a reference to a particul ar
claim"of an application.” Under our interpretation, so |long as
t he applicant has tw ce been denied a patent, an appeal may be
filed. So construing the statute, we conclude that applicant's
clains for a patent have been twice rejected. Applicant has been
denied a patent three times. Applicant, therefore, had the right
to appeal and we, accordingly, have jurisdiction.

Judge McQuade's di ssent on jurisdiction

Judge McQuade's di ssent argues that we have failed to
provide authority for our interpretation of 8 134. This is
incorrect since the authority is Chapter 12, of Title 35. W

have construed "clainms" in § 134 in pari materia with the other

sections of that Chapter and the exam nation schene of Chapter 12
as a whole. Sections 132 and 134 were promul gated and t he sane
time and both are part of the statutory framework setting forth
the procedures for the patent exam nation process. Accordingly,

the two sections should be interpreted in pari materia.

Erl enbaugh v. United States, 409 U. S. 239, 243, 93 S.C. 477, 480

(1972). It is appropriate, therefore, to give the word the sane
meani ng in both sections. Qur construction is also consistent
with the principle that statues giving the right to appeal are to

10
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be liberally construed. United States v. Mbay Chem cal Corp.

576 F.2d 368, 374 (CCPA 1978).
The di ssent argues that our construction is
i nconsistent with the "construction which traditionally has been

accorded 35 USC 134." The dissenter relies on In re Szajna, 422

F.2d 443, 164 USPQ 632 (CCPA 1970) and In re Hengehold, 440 F.2d

1395, 169 USPQ 473 (CCPA 1971). In Szajna the court noted:

Those sections [132 and 134] do not require
that each and every claimpresented during
the prosecution of an application nust be

tw ce exam ned and twice rejected on the sane
ground. Section 134 appears to inply the
contrary since it permts an appeal to be

t aken when any clai mhas been tw ce rejected.
Nevert hel ess, the clainms here in question
have been twi ce rejected, contrary to
appel l ants' all egati ons, since the exam ner
rejected themon the grounds of undue

mul tiplicity and as bei ng based on new matter
prior to the rejection in his Answer.

[ Enphasi s original.]

422 F.2d at 446, 164 USPQ at 635. |In Hengehold, the court noted

t hat

it is clear that, for the board to have sone
jurisdiction in a case, only one clai mneed
be twice rejected, and that event occurred
here. [Enphasis original.]

440 F.2d at 1403, 169 USPQ at 479.
We do not view these cases as being inconsistent with
our interpretation of the statute. 1In each case, the applicant's
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claimfor a patent was tw ce denied. W believe the dissent errs
ininterpreting the court's rationale as stating necessary rather
than sufficient conditions for jurisdiction. The Federal Circuit
has cauti oned agai nst extending |l egal principles to cases having

different fact situations. FEMC Corp. v. ©Manitowac, 835 F.2d

1411, 1417 n.12, 5 USP@2d 1112, 1117 n.12 (Fed. Cr. 1987).

The dissent also errs in construing "any of whose
clains has been twice rejected" to nean "any of whose cl ai ns,
whi ch do not differ in substance and scope from previously
rejected clains, has been twice rejected.” There is sinply no
support for this limted viewin the statute.

The 8 112 rejection

The exam ner has rejected clainms 24-25, 31-52, 54
and 55 under 35 U. S.C. 8 112, second paragraph as indefinite.
The exam ner indicates that these clains only positively and
distinctly claimthe interconnection of one binding | eaving the
positive interconnection of the other safety binding unknown.

W reverse this rejection. At the outset we note that
t he exam ner has apparently interpreted the clainms as requiring a
bi ndi ng or bindings. However, none of the clains positively

require that bindings be attached to the internedi ate support

12
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pl ate. For exanple, claim54 recites that the internediate
support plates is "for" having a binding secured thereon.

In any event, we fail to see how |l ack of a reference
to a second binding nakes the claimindefinite. Aclaimis
indefinite if it fails to clearly delineate the boundary between

the clained and uncl ai red subject natter. See In re Vogel, 422

F.2d 438, 442, 164 USPQ 619, 622 (CCPA 1970). ("Aclaimis a
group of words defining only the boundary of the patent

monopoly.") See also, In re Vanto Machine & Tool, Inc., 752 F.2d

1564, 1577 n.5, 224 USPQ 617, 625 n.5 (Fed. Cr. 1985) (The claim
sets forth the netes and bounds of the rights which the appli-
cants seek to obtain). |In determning if clains are indefinite,
cl ai ml anguage is analyzed in |light of the teachings of the prior
art and in light of the particular application disclosure as it
woul d be interpreted by one having ordinary skill in the art. In
re Mbore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

The fact that only one binding is recited does not obscure the
boundary |ine between the claimed and uncl ai ned subject matter or
ot herwi se make the clai ned subject matter unclear. The ordinary
person working in this art would not, in our view, have any

probl em ascertai ning the scope of the clained subject matter. In
order to fall within the literal scope of the claim the inter-

13
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medi ate support plate need only be "for" securing a single

bi ndi ng. ©
The 35 U.S.C. 8§ 103 rejections
The invention is directed to an apparatus for attaching
a ski boot to a ski. |In use, the apparatus is attached (1) to

the ski boot through the safety bindings and (2) to the upper
surface of the ski. The apparatus includes a boot supporting
device or plate for attaching the boot both to the ski and to at
| east one safety binding. The apparatus further includes at
| east one support elenment to be positioned between the plate and
the ski. In use, the support elenment transmts forces between
t he boot and upper surface of the ski. The apparatus al so
i ncludes a neans for nounting the support elenent for selective
positioning relative to the plate.

The exam ner presents two rejections directed to two
groups of clains: (1) Cainms 24 to 27, 31 to 33, 43 to 45 and
54 to 58 under 35 U.S.C. § 103 as unpatentabl e over the conbi na-

tion of the teachings of Kuchler and Snol ka; and (2) dains 28

® W also note that the exaniner's concern seens to be nore in
the nature of a | ack of enabl enent under 35 U.S.C. § 112, first
par agr aph, or inoperativeness under 35 U.S.C. § 101. W express
no coment, in this opinion, on any grounds of rejection which
wer e not brought before us.

14
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to 30, 36 and 42 under 35 U.S.C. 8§ 103 as unpatentable over the
t eachi ngs of these sane patents conbined with the disclosure in
Wi gl .

In presenting the appeal, applicant has separately
addressed each rejection, but has not separately asserted the
patentability of the clains within each group. Accordingly,
the clains in each group stand or fall together. 37 CFR

§ 1.192(c)(5); Ln re Goodman, 11 F.3d 1046, 1053, 29 USPQd 2010,

2013 (Fed. Gr. 1993); In re King, 801 F.3d 1324, 1325, 231 USPQ

136, 137 (Fed. Cir. 1986); In re Sernakar, 702 F.2d 989, 991, 217

USPQ 1, 3 (Fed. Gr. 1983); In re Kaslow, 707 F.2d 1366, 1376,

217 USPQ 1089, 1096 (Fed. Gr. 1983); In re Albrecht, 579 F.2d

92, 93-94, 198 USPQ 208, 209 (CCPA 1978). \Were an applicant
does not "point out what relevance the additional limtations
have to the patentability of the narrower clains,”" the clains
will stand or fall together even if applicant asserts that the

clainms do not stand or fall together. 1n re Herbert, 461 F.2d

1390, 1391, 174 USPQ 259, 260 (CCPA 1972).

The 35 U S.C. § 103 rejection based on Kuchl er and Snol ka

The cl osest prior art of record is the Kuchler patent.
Kuchler relates to a ski which is said to be both shock absorbi ng
and have inproved sliding performance. Col. 1, lines 45-48.

15
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Kuchl er's ski includes two separated portions which are joined
together to forma torsion-resistant "box." Col. 1, lines 52

to 55. Figures 1, 2, 5 and 6 show exanples of the box. The box
can be an integral part of the ski structure as shown in Figure 5
or attached to the top surface of the ski as shown in Figure 1
The box has an upper portion or surface 2. This upper portion
can be used, totally or partially, as a binding plate for the sk
bi ndings. Col. 4, lines 63-66.

The box includes torsion-resistant connections nade by
spacers 6 and 7. E.g., col. 3, lines 49-55. In the sunmary of
the invention section of the patent, Kuchler describes the
function of the spacers (Col. 2, lines 16-32):

The torsion-resi stant connection between the
body portions, according to the invention, is
ef fected by spacers which are arranged
correspondingly at intervals, in front and in
the back of the binding. Preferably, these
spacers are displaceable, and nanely in the
longi tudinal direction of the body portion.
Thus, a sinple, individual adjustnment of the
gliding device is possible.

The spacers can be detachably connected
to the body portions. Through the
nodi fication of the distance between the
di spl aceabl e spacers or of the height of the
spacers, by correspondi ng replacing thereof,
the danpi ng characteristics can also be
nodified. This is of particular inportance
in the case of an alpine ski, since the sk
can be adjusted optimally according to the
weight and the skill of the skier.

16
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(Enmphasi s added.)

Thus, Kuchler teaches the concept of utilizing
di spl aceabl e spacers to adjust the characteristics of the ski.
The difference between Kuchler and the clainmed subject matter
is the failure of Kuchler to disclose a specific nechanismfor
attaching the spacers at the desired | ocation. However, based
on the level of ordinary skill in the art as represented by the
references before us, we feel that one having ordinary skill in
the art would have no trouble adapting readily avail able attach-
ment neans to this end. The person of ordinary skill in the art
is presuned to know sonet hing about the art apart from what the

references expressly disclose. 1n re Jacoby, 309 F.2d 513, 516,

135 USPQ 317, 319 (CCPA 1962). W conclude that it would have
been obvious to include a conventional nmeans for nounting or
securing the supports or spacers on Kuchl er's apparat us.

The exam ner relied on the Snol ka patent for the
teachi ng of the use of safety bindings on a raised internediate
support plate. Snolka shows a ski having binding parts 1 and 2
mounted on a rigid binding plate 3. Figures 1 to 6 and Col. 1,
lines 46 to 47. In light of Kuchler's teaching that the upper
portion of the torsion box may take up the function of the
bi nding plate (Col. 4, lines 63-66), it would have been obvi ous

17
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to attach bindings to Kuchler's upper plate. In this regard, we
note that applicant's clains do not require bindings. Rather,
the clains indicate that the intended use of the internediate
plate is to support or act as a nounting for the bindings. See,
for exanple, clains 26 and 56. In any event, to the extent the
clains require or read on the inclusion of bindings, the subject
matter woul d have been obvi ous over the conbi ned teachi ngs of
Kuchl er and Snol ka.

In reaching this conclusion we have carefully
consi dered applicant's argunents but have not been persuaded of
error in the examner's rejection. W fundanental |y disagree
with applicant's assertions as to the teachings of the Kuchler
patent. Kuchler, in our view, teaches the use and positioning of
spacers under a boot supporting plate or surface to affect the
handl i ng characteristics of the skis. Col. 2, lines 16-32.

The rejection of clainms 24 to 27, 31 to 33, 43 to 45
and 54 to 58 is affirned.

The rejection based on Kuchl er, Snol ka and Wi gl

Clains 28 to 30, 36 and 42, recite an additi onal
di fference when conpared with the Kuchler patent. These clains
additionally require the inclusion of a neans for restraining the
anount of novenent between the internediate support plate and the

18
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ski. The examner relies on the Wigl patent to show that the
use of such neans is old in the art. |In the Answer the exam ner
st at es:

Weigl is solely relied upon by the exam ner

to show the old and wel |l -known use of an

assenbly to limt the vertical novenent of a

ski binding plate assenbly as set forth in

the office action (paper [NNo. 21). Such

centrally | ocated pivoted support parts (3)

are conventional in the art and w dely

utilized when a control or limt of the

bi nding plate is necessary or desired for

safety reasons.
The exam ner concluded that it would have been obvious to enpl oy
such restraint with respect to Kuchler's system

Applicant argues that the incorporation of nmeans to
[imt vertical novenent woul d not have been obvi ous since the
support elenments would need to be positioned between Wigl's
pl ate and the upper portion of the ski body which would interfere
with the operation of the Wigl arrangenent. It is also argued
that incorporation of the Wigl arrangenent woul d not enhance
torsional resistance. Thus, it is argued one of ordinary skil
in the art would not have incorporated Wi gl's arrangenent into
Kuchl er's support structure.

We agree wth the exam ner that the subject matter of

clainse 28 to 30, 36 and 42 woul d have been obvious fromthe
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conbi ned teachings of the references. The nature of the ski arts
and the references cited by the exam ner denonstrate the high
| evel of nechanical ingenuity denonstrated by those working in
the art. W find that the level of ordinary skill in the art
includes the ability to nake the adaptations necessary to incor-
porate Weigl's device into Kuchler's ski while retaining its
desirable control functions. The person of ordinary skill in
the art would desire to add Weigl's arrangenent to obtain the
benefits described in the first two colums of Wigl's patent.
Applicant in effect argues that Wi gl's arrangenent
coul d not be physically incorporated into Kuchler's ski. How
ever, the test for obviousness is not whether the disclosures of
the references could be physically conbined. The test is whether
the invention is rendered obvious by the conbi ned teachi ngs of

the references. 1n re Etter, 756 F.2d 852, 859, 225 USPQ 1, 6

(Fed. Cir. 1985). Accordingly, we affirmthe rejection of
claims 28 to 30, 36 and 42.

Judge Stoner's dissent on obvi ousness

Judge Stoner dissents from our concl usion of
obviousness. He errs in (1) giving essentially no weight to
Kuchl er' s express teaching that the spacers are displaceable in
the longitudinal direction to provide a sinple individual
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adj ustnent, that the spacers can be detachably connected to the
body portions, and that the spacers allow optimal adjustnent for
the particular skier (Col. 2, lines 16-32) and (2) limting the
di scl osure to the specific enbodi nents and drawi ngs. As noted by
t he CCPA:
It is axiomatic that a reference nust be
considered inits entirety, and it is well
established that the disclosure of a
reference is not limted to specific working
exanpl es contai ned therein.

In re Fracalossi, 681 F.2d 792, 794 n.1, 215 USPQ 569, 570 n.1

(CCPA 1982). A reference nust be considered for everything it

teaches by way of technology. EWP Corp, v. Reliance Universa
Inc., 755 F.2d 898, 907, 225 USPQ 20, 25 (Fed. Cir.), cert.
denied 474 U.S. 843 (1985). Consideration of the reference in
its entirety, including both the sunmary of the invention and the
speci fic exanples, |eads us to conclude that the clainmed subject
matter woul d have been obvi ous.

Concl usi on

For the above-stated reasons (1) we conclude that we
have jurisdiction to decide this appeal; (2) we do not sustain
the examner's rejection under 35 U S.C. 8§ 112, 1 2; and (3) we

affirmthe exam ner' rejections under 35 U.S.C. 8§ 103. The
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rejection of clainms 34-35, 37-41 and 46-52 is reversed. The
rejections of clains 24-33, 36, 42-45 and 54 to 58 are affirned.
No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 C. F.R
1.136(a). 37 C.F.R § 1.136(a)(3).
AFFI RVED- | N- PART

FRED E. McKELVEY, Chi ef
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS
AND
| NTERFERENCES

JAVES M MElI STER
Adm ni strative Patent Judge

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

N N N N N N N N N N N N
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STONER, Adm nistrative Patent Judge, concurring-in-part and
di ssenting-in-part.

| agree with the view stated in the majority opinion
that the jurisdiction conferred on the Board of Patent Appeals
and Interferences by 35 U . S.C. 8 134 has been properly invoked in
this appeal by the patent applicant Philippe Lenoine ("Lenoine"
or "appellant"), although ny agreenent is based on different
reasons than those expressed in the majority opinion. | share
the view of the majority opinion that the rejection of clains 24,
25, 31 through 52, 54 and 55 for indefiniteness under 35 U. S.C
8 112, second paragraph, nust be reversed. | disagree, however,
with the majority's determ nation that the subject matter of
clainms 24 through 27, 31 through 33, 43 through 45 and 54 through
58 woul d have been obvious fromthe teachings of Kuchler and
Snol ka and that the subject matter of clains 28 through 30, 36
and 42 woul d have been obvious fromthe teachings of Kuchler,
Snol ka and Weigl. Accordingly, | would reverse the rejections
of those clainms under 35 U.S.C. § 103 as unpatentabl e over the
prior art. M/ views on the jurisdictional issue and the § 103
rejections foll ow

Jurisdiction

As the majority opinion has noted, appeals to this
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Board are governed by 35 U. S.C. § 134, which reads as foll ows:

Appeal to the Board of Patent Appeals and

I nterferences.

An applicant for a patent, any of whose

clains has been twi ce rejected, may appeal

fromthe decision of the primary exam ner

to the Board of Patent Appeals and Inter-

ferences, having once paid the fee for such

appeal .

Apart fromthe fee requirenent, the literal words of
the statute sinply require that at | east one claimbe twce
rejected for a right of appeal to exist. | consider the
provisions of 8§ 134 satisfied in this instance.

The present application is a file wapper continuation
(FWC) application of Serial No. 07/639,095 (the '095 applica-
tion). As filed, the '095 application included clains 1 through
22 directed to an apparatus for nounting a boot upon a ski.
After receiving an Office action® rejecting clains 1 through 22
under 35 U.S.C. 8§ 112, second paragraph, and sone of the clains
under 35 U.S.C. 8 103 as unpatentabl e over Kuchler in view of
Snol ka (along with an indication that sone of the clains would

be allowed if rewitten to avoid the 8 112, second paragraph

rejection), Lenoine canceled clains 1 through 22 and submtted

! Mailed April 3, 1991.
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clains 23 through 53, |ikewi se directed to an apparatus for
mounting a ski upon a boot.? In the final Ofice action in the

' 095 application,® clains 23 through 53 were finally rejected
under 35 U.S.C. 8§ 112, second paragraph. Additionally, clains 23
t hrough 27, 31, 32, 33, 43, 44, 45 and 53 were rejected under

35 U.S.C. §8 103 as unpatentable over Kuchler in view of Snolka,
while clainms 28, 29, 30, 36 and 42 were rejected under 35 U. S. C
8 103 as unpatentable over Kuchler in view of Snol ka and Wi gl .
Clains 23 through 53 were identified in the Notice of Appeal
subnitted by Lenpine in the '095 application.*

Utimately, the appeal in the '095 application was not
perfected by the filing of a brief; instead, Lenoine filed the
present FWC application. By prelimnary anendnent® in this FWC
application, Lenoine added i ndependent claim54, from which
clains 24 through 52 were made to directly or indirectly depend,
as well as clains 55 through 58. At the sane tinme, Lenoine

canceled clains 23 and 53. As was true in the '095 application,

2 Amendrent filed July 3, 1991.
® Mailed Cctober 18, 1991.
* Filed February 18, 1992.

(62}

Filed May 18, 1992.
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the clains on this FWC application are drawn to an apparatus for
mounting a ski upon a boot. It is fromthe rejection of these
clains under 35 U. S.C. §8 112, second paragraph, and 35 U S. C
8§ 103 that Lenoi ne has appeal ed.

Thr oughout, the clains have remai ned drawn to substan-
tially the sanme subject matter which was defined in clains 1
through 22 initially filed in the '095 application, that is, to
an apparatus for nounting a boot upon a ski. At |least clainms 24
t hrough 52 have survived the filing of the FWC and have been
rejected in both applications on the same grounds and on the sane
evidence. As indicated above, in the '095 application, clainms 23
t hrough 27, 31, 32, 33, 43, 44, 45 and 53 were finally rejected
under 35 U. S.C. 8 103 as unpatentable over Kuchler in view of
Snol ka, the sane rejection applied to clains 24 through 27, 31,
32, 33, 43, 44, 45 and 54 through 58 in the present application.
Li kew se, clainms 28, 29, 30, 36 and 42 were finally rejected
under 8 103 over Kuchler in view of Snolka and Weigl in the
earlier application, the sane rejection applied to the |ike
nunbered clains in the present application. That no claim

i ncludi ng none of clainms 24 through 52, has retained identical
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wor di ng through two separate Office actions® shoul d not and does
not, in ny view, deprive Lenpbine of his right to appeal fromthe
O fice action mailed July 17, 1992.°

Where, as here, the examner's rejection (and under-
lying evidence in the formof references) remains unchanged
through at |least two actions on the nerits, despite anmendnents to
the clains, there is no reasonabl e purpose served by forcing an
applicant like Lenoine to request reconsideration w thout further
anendnent prior to exercising the right to appeal conferred by
35 U S.C. 8§ 134.% Inny view, to read the statute as though it
requires this futile act ill serves the applicant, for whomthe
ri ght of appeal has been created by statute. Additionally, such
a reading departs froma conmon sense understandi ng of what "any

of whose clains has been twice rejected" neans in this context.

® By virtue of a change to the |anguage of the independent claim
fromwhich it depends, the | anguage of a dependent claimmay be
i kewi se considered to have changed, even though the dependent
claimis otherw se not anmended.

" Wil e one might envision situations in which the only thlnq
remaining froman earlier claimis its claimnunber, wth all the
| anguage and cl ai med subj ect matter having been changed, that is

not the case here.

8 Indeed, the fact that the exami ner has seen no need to alter
the basis for rejection denonstrates that virtually the sane
subj ect matter has been repeatedly clainmed and rejected.
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It is on this basis that I would hold that we possess jurisdic-
tion to decide the present appeal.

| see no need to take the view, expressed in the
majority opinion, that the word "clains" in 8 134 neans sonet hi ng
other than what that termis ordinarily understood to nean in the
pat ent application exam nation process, that is, those clains
"particularly pointing out and distinctly claimng the subject
matter which the inventor regards as his invention" wth which a
specification is required by 35 U S.C. §8 112, second paragraph,
to conclude. Construing the word "clainms" in 8 134 as though
synonynmous with "requests or demands for a patent” may lead to
appeal s in situations which are presently not envisioned and
quite renoved fromthe kind of situation now before us.

The 8 103 rejections

Wth all due respect to ny colleagues in the majority
and to the exam ner, | cannot agree that the conbi ned teachings
of Kuchl er and Snol ka render any of independent clains 54, 55
and 56 obvious. Nor do | see anything in the teachings of Wigl,
applied only agai nst certain dependent clains, which makes up for
t he deficiency of Kuchler and Snol ka.

Claim 54 defines the invention as follows, wth enpha-
sis added to denote that structure which | believe finds no
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response in Kuchler or either of the other prior art references
relied upon:

54. An apparatus for nounting a boot upon a ski, the
boot adapted to be mai ntained between a front safety binding and
a rear safety binding, said apparatus conprising:

(a) an internedi ate support plate for affixation to the
ski for vertically supporting the boot and for having secured
thereon at | east one of said front safety binding and said rear
saf ety binding;

(b) at |east one support elenent having a predeter-
m nate size and shape to enable said at | east one support el enent
to be positioned between said internedi ate support plate and an
upper surface of the ski, to enable at |east vertical forces to
be transmtted between said internedi ate support plate and the
ski ;

(c) neans for longitudinally displacing said at | east
one support elenent beneath said internediate support plate and
bet ween said internmediate support plate and the ski for sel ec-
tively adjusting |ongitudinal positions of said at | east one
support el enent; and

(d) neans for inmmobilizing said at | east one support
elenent in predeterm nate | ongitudi nal positions between said
i nternedi ate support plate and the ski.

The | anguage of claim55 parallels that of claim 54,
with the exception of clause (c), for which claim55 substitutes
a recitation of "nmeans for selectively adjusting |ongitudinal
positions of at |east one support elenent,” a neans |ikew se not

taught by the art.
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Cl ai m 56, perhaps the broadest independent claim
defines the invention as follows, again with distinguishing
enphasi s added:

56. An apparatus for nmounting a boot upon a ski, said
apparatus conpri sing:

(a) a boot-supporting device for supporting at |east
one ski binding for engagenent of the at |east one ski binding
w th the boot;

(b) at |east one supporting el enent |ocated between
sai d boot-supporting device and an upper surface of said ski,
when said apparatus i s nounted upon a ski; and

(c) neans for nounting said at |east one support [sic,
supporting] elenment with respect to said boot-supporting device
for selective longitudinal positioning of said at | east one
support [sic, supporting] elenent relative to said boot-
supporting device.

O the three references upon which the exam ner has
relied, Kuchler is, without a doubt, the closest prior art. Each
illustrated enbodi nent of Kuchler's skis includes, as recited in
claim 56, "a boot-supporting device for supporting at |east one
ski binding for engagenent of the at |east one ski binding with
the boot" defined by the "upper body portion" 2. Likew se, each
illustrated enbodi nent of Kuchler's skis includes, as recited in

claimb56, "at |east one supporting el enent |ocated between said
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boot - supporting device and an upper surface of said ski, when
sai d apparatus is nounted upon a ski" defined by spacers 6 and 7.
The several enbodi nents discussed and illustrated by
Kuchl er contain no displaceabl e spacers, much | ess any neans for
mounting or securing these spacers in the nanner required by
Kuchl er' s independent clains. Kuchler is primarily concerned
wi th connecting portions of a ski to one another in a torsion-
resi stant manner (columm 1, lines 45-58).
Wth regard to the enbodi nents of figures 1, 5 and 6,
Kuchl er di scl oses that connection of the upper body portion 2 to

t he | ower body portion is achieved:

. . Vvia the spacers 6, 7 whereby the two
body portions 2, 3 are either directly
connect ed through the spacers 6, 7 as in
FIG 1, or, as shown in FIG 5, through an
additionally provided transition of the upper
body portion 2 into the | ower body portion 3.
A further possible construction of the
torsion resistant box 49 is shown in FIG 6.
There, an additional body portion 48 is
provi ded, which together with the upper
portion 2 and the spacers 6, 7 formthe
torsion-restant [sic, torsion-resistant]
box 49 [colum 5, l|ines 49-60].

Kuchl er makes no nention of adjustability of the spacer |ocation

in connection with these enbodi nents.
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The enbodi nent disclosed in figure 4 of Kuchler
provi des that the spacers may be trapezoidally shaped. Kuchler
makes no nention of adjustability of the spacer |ocation in
connection with this enbodi nent.

The enbodi nent disclosed in figure 7 of Kuchler sinply
provi des that the space between body portions 2 and 3, occupied
in part by spacers 4, 5, 6 and 7, may be cl osed by a sponge
rubber plate 14. Kuchler nmakes no nention of adjustability of
the spacer |ocation in connection with this enbodi nent.

At first glance, Kuchler's figures 2 and 8 appear
to have sonething to do with adjustnent of spacers. The
descriptions of these figures show that first inpression to be
erroneous. The description with regard to figure 8 reads as
foll ows (enphasis added):

FIG 8 shows an enbodi nent wherein the upper

body portion 2 is given the possibility to

nove in longitudinal direction, wth respect

to the | ower body portion 3. Here the

spacers 6, 7 are provided with a guide peg 35

whose neck 36 passes through a | ongitudinal

slot 19 of the upper body portion 2. This

longitudinal slot 19 is forned in an el astic

materi al 34, so that between the neck 36 and

the lateral walls 33 of the | ongitudinal slot
19 there is practically no clearance left.

More specifically, when the two body portions
2, 3 are displaced longitudinally with
respect to each other, this novenent is
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pur posel y danped by the elastic material 34,

respectively the conformati on of the |ongi-

tudinal slots 19 which results in a safe

gui dance of the upper body and in the preser-

vation of the torsion-resistant box, as a

whol e [colum 6, |ines 28-44].
The description of the enbodi ment of figure 2 at colum 5,
line 61 through colum 6, line 6 reveals nothing about any
movenent of the spacers, nuch | ess about the structure which
appears to protrude fromthe top of each of spacers 6 and 7
in figure 2 and m ght be thought to resenble the peg 35 of
figure 8.

It is unquestionably true that Kuchler's "SUWARY OF
THE | NVENTI ON' makes reference to spacers which are "di spl ace-
able" in the longitudinal direction of the "body portion" and
states that nodification of the distance between displ aceabl e
spacers permts the danping characteristics of a ski to be
adjusted to an optimal value according to the weight and skill of
a skier (colum 2, lines 16 through 32). 1In hindsight, know ng
what we do of the appellant's disclosed invention, it is tenpting
to conclude that Kuchler's spacers are intended to be displ ace-
able in the same manner as the appellant's claimed supporting

el enent and that the spacers would be provided with the undis-

cl osed but "conventional neans for nounting or securing the
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supports on Kuchler's apparatus" posited by the majority (ante,
at 14) required to neet clains 54, 55 and 56.° It is also wong.
The appel lant's characterizations of Kuchler's
di scl osure as "anbi guous” concerni ng the displaceabl e spacers
(brief,!® page 12) and deficient with regard to the required
mounting neans (brief, page 19) are well taken. Wen Kuchler is
vi ewed W t hout benefit of know ng the arrangenment of elenents
desired by the appellant, when the entirety of Kuchler is read
and appreciated for what it actually teaches the ordinarily
skilled worker in the art, a conclusion contrary to that reached
by the majority is required. Sinply put, there is nothing
what soever in Kuchler's specific description of the several
enbodi nents, contained at colum 5, line 44 through colum 6,
line 43 which renotely hints at the sort of construction clainmed
by the appellant.
| recognize that it is possible for a patent specifi-

cation |ike Kuchler's to include a description of an unill us-

°® The majority has quietly abandoned nost, if not all, of the
position taken by the examner in his statenment of the rejection
in the Ofice action mailed July 17, 1992, and the answer mail ed
Cctober 4, 1993. The exam ner appears to have bottoned his
rejection on Kuchler's ure 8 enbodinent, while mxing in

fi
coments pertaining to ot%er enbodi nent s.
1 Filed June 17, 1993.
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trated enbodi nent which woul d antici pate or render obvious the
subject matter clainmed by a later applicant. 1In ny view, the
portion of Kuchler to which the majority opinion directs atten-
tion does not do so. A reading of Kuchler's conplete disclosure
woul d have suggested to the skilled worker that the sort of
change of spacing nentioned has nore to do with constructing the
torsion-resistant box in the first place than with any adj ust-
ability as clainmed by the appellant. |In this connection, |
direct attention to the follow ng statenent in Kuchler:

The torsion-resi stant box can be

adjusted . . . to the respective conditions,
namely the running characteristics and skills
of each user, in a sinple and suitable
manner, by sinply replacing it. This way, it
can be manufactured as a finished part and

al so handl ed as such, preferably it can be
mount ed on avail abl e sliding devices,
particularly skis [colum 2, lines 57-63].

Simlarly:

The absorption of such frontal shocks can
al so be achieved due to the fact that the

spacers are rigidly connected to the | ower
body portion, while with respect to the upper
body portion, they are |ongitudinally novabl e
to alimted extent and laterally guidable.
The upper body portion carrying the binding
can thus nove with respect to the | ower body
portion carrying the gliding surface, so that
shocks can be intercepted not only in a
vertical direction, but also in a horizontal
direction . . . . The longitudinal nobility
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is achieved, for instance, by the fact that
the spacers are held in slits in the upper
body portion or have pegs guided in these
slits, so that the torsion-resistant con-
struction is preserved [colum 3, |ines
37-51; enphasi s added].

| al so recognize that we are to presune skill on the

part of the worker, rather than the converse. See In re Sovish,

769 F.2d 738, 226 USPQ 771 (Fed. Cr. 1985). W are not, how
ever, authorized to specul ate as to what one having ordinary
skill in the art would have understood a reference to nean,
particularly when that speculation is guided by the appellant's
own di sclosure. Qur court of review has repeatedly cautioned
agai nst enpl oyi ng hi ndsi ght by using an applicant's disclosure as
a blueprint to reconstruct the clainmed invention out of isolated

teachings in the prior art. See, e.qg., Gain Processing Corp. V.

Anerican Mai ze-Products Co., 840 F.2d 902, 907, 5 USPQ2d 1788,

1792 (Fed. Cr. 1988). That court has al so cautioned agai nst
focussi ng on the obvi ousness of the differences between the
claimed invention and the prior art rather than on the

obvi ousness of the clained invention as a whole as § 103

requires. See, e.q., Hybritech Inc. v. Mnoclonal Antibodies,

Inc., 802 F.2d 1367, 1383, 231 USPQ 81, 93 (Fed. G r. 1986),

36



Appeal No. 94-0216
Appl i cation 07/884, 875

cert. denied, 480 U S. 947 (1987). In ny view, the majority has

done just that in evaluating the teachings of Kuchler.

Apart from whatever else they teach, neither Snol ka nor
Wei gl has anything to do with novabl e spacers of the type
requi red by the appellant's clains and, accordingly, those
references do not make up for the features |acking in Kuchler.

| would reverse the 8 103 rejections.

)

) BOARD OF PATENT
BRUCE H STONER, JR ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)
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McQuade, Adm nistrative Patent Judge, dissenting.

This appeal is premature and shoul d be di sm ssed
wi thout a decision on its nerits.

The pertinent facts are not in dispute. In parent
application Serial No. 07/639,095, originally filed clains 1
through 22 were rejected in a first Ofice action dated April 3,
1991 (Paper No. 3). |In response, the appellant canceled clains 1
t hrough 22 and replaced themw th new clains 23 through 53 (see
Paper No. 4). Cainms 23 through 53 were rejected in a "final"
O fice action dated October 18, 1991 (Paper No. 7). The parent
application was subsequently abandoned in favor of the instant
file wapper continuation application. By way of a prelimnary
amendnent, the appellant canceled clains 23 and 53, the two
i ndependent clains finally rejected in the parent application,
and added new clains 54 through 58, with clainms 54 through 56
bei ng i ndependent clains (see Paper No. 20). dCains 24 through
52 and 54 through 58 were rejected in a "non-final" Ofice action
dated July 17, 1992 (Paper No. 21). The present appeal was
taken fromthis "non-final" O fice action (see Paper No. 24).

By virtue of the anmendnents nmade by the appellant in
response to the Office actions issued in the parent application,
the clains rejected in the "non-final" Ofice action appeal ed
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fromdiffer in substance or scope fromthe cl ains which had
been rejected in the parent application.® As conceded by the
appel I ant,

[t] he i ndependent clains entered in the
parent application (clains 1, 23 and 53) and
t he i ndependent clains entered in the instant
continuation application (clainms 54, 55 and
56) have been reviewed. The wording of the
continuation clains is indeed different from
the wording of the parent clains. The
difference in the wording is believed to
result in a claimscope that is sonewhat
di fferent between the two applications. That
i's, although the scopes of the respective
sets of independent clains are simlar, the
scopes are not the sanme [Paper No. 46 filed
on June 20, 1994].

Thus, the "non-final" Ofice action dated July 17, 1992
(Paper No. 21) marks the first and only tine that clains having
t he substance or scope of appealed clains 24 through 52 and 54
t hrough 58 have been rejected. Stated differently, none of the
clainms on appeal has been tw ce rejected.

35 USC 134 confers on a patent applicant, "any of whose

clainms has been twce rejected,” the right to appeal to this

1 Al though certain d
and of thensel ves, t
limtations of, and
they refer. 35 USC

ependent clainms may not have been amended in
hey neverthel ess i'ncorporate all the )
therefore the changes In, the clains to which
112, fourth paragraph.
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Board fromthe decision of the primary exaniner.? This statutory
right of appeal is supplenented by 37 CFR 1.191(a) which provides
in pertinent part that "[e]very applicant for a patent ... any
of the clains of which have been twi ce rejected or who has been
given a final rejection (8 1.113), may ... appeal fromthe deci-
sion of the examner to the Board of Patent Appeals and Inter-
ferences." Thus, in order for this Board to have jurisdiction
in an appeal, at |east one of the appeal ed clains nust be tw ce
rejected or the clains nust be under final rejection. |In the
present case, none of the clains on appeal has been tw ce
rejected and the decision of the exam ner appealed fromwas not a
"final" rejection. This appeal is therefore premature and this
Board does not have jurisdiction to render a decision on its
merits.

The majority's determnation that they have jurisdic-
tion to decide the appeal under 35 USC 134 is predicated on their
construction of the word "clains" as it appears in this statutory

provision as referring to a general request or demand for a

2 35 USC 134 Appeal to the Board of Patent Appeals and
I nterferences ) _

) ~ An applicant for a patent, any of whose clains has been
tw ce re{ected, may appeal fromthe decision of the primary exam
iner to the Board of Patent Appeals and Interferences, having
once paid the fee for such appeal.
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patent, rather than to clains of the type required by 35 USC 112,
second paragraph. According to the majority, this interpretation
is consistent with the usage of the term"claint in 35 USC 132.
In this light, it is rationalized that since the appellant's
"clainmt or demand/request for a patent has been denied or
rejected at least twice (actually three tines), 35 USC 134
affords the appellant the right to appeal to this Board.

The majority, however, has failed to advance any
authority for what is, at best, a strained interpretation of the
statutory | anguage in question. The fact that this |anguage
i ncludes the nodifier "any" in conjunction wth the plural term
"clainms" would seemto plainly and unanbi guously indicate that
35 USC 134 refers to "clains" of the type required by 35 USC 112,
second paragraph, not a general demand or request for a patent,
and that at |east one of such clains nust be twice rejected for
an applicant to have a statutory right to appeal the exam ner's
decision to this Board. This is the construction which tradi-
tionally has been accorded 35 USC 134.

For exanple, in In re Szajna, 422 F.2d 443, 164 USPQ

632 (CCPA 1970), the court stated that

[
t

t] hose sections [132 and 134] do not require
hat each and every cl aimpresented during
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the prosecution of an application nust be
tw ce exam ned and twice rejected on the sane

ground. Section 134 appears to inply the
contrary since it permts an appeal to be

t aken when any cl ai mhas been tw ce rejected.
Nevert hel ess, the clains here in question
have been twi ce rejected, contrary to
appel l ants' all egations, since the exam ner
rejected themon the grounds of undue

mul tiplicity and as bei ng based on new matter
prior to the rejection in his Answer [164
USPQ at 635; enphasis in the original].

In the same vein, the court in In re Hengehol d,

440 F.2d 1395, 169 USPQ 473 (CCPA 1971) commented on the Board's

observation that 35 USC 134 "states that the purpose of an appeal

is to afford review of clains which have been "twi ce rejected by

decision of the primary exam ner" and that "[c]lainms 1, 3 and 9

have not

The court

been so rejected" (169 USPQ at 477) by saying that

[o]f course, not all clains in the appli-
cation have to have been twi ce rejected
[169 USPQ at 477, footnote 7; enphasis in
the original].

i n Hengehol d al so stated that

it is clear that, for the board to have sone
jurisdiction in a case, only one clai mneed
be twice rejected [169 USPQ at 479; enphasis
in the original].

As noted above, due to the substantive changes encom

passed by the appellant's cancellation and repl acenent of inde-

pendent clains during the prosecution of the parent and instant
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applications, none of the clains on appeal has been tw ce
rej ect ed.

In addition, the majority's interpretation of 35 USC
134 is inconsonant with the above-noted | ong-standi ng provision
in 37 CFR 1.191(a) granting a patent applicant who has been given
a final rejection the right to appeal to this Board. A final
rejection may be given only on the second or any subsequent
exam nation (see 37 CFR 1.113). It therefore follows that if a
pat ent applicant has been given a final rejection, his or her
"claint or demand/request for a patent has been rejected at | east
twice. If 35 USC 134 had been intended to be construed as the
maj ority has construed it, there never woul d have been any need
for the foregoing provision in 37 CFR 1.191(a) since an applicant
woul d have had a statutory right to appeal to this Board upon any
second or subsequent rejection of his or her demand/request for a
patent irrespective of whether such rejection was a "final"
rejection.

Finally, the majority has relied on the principles that
related statutory provisions should be interpreted in par
materia and that statutes giving the right of appeal should be
liberally construed to support their position on the jurisdic-
tional issue. Neither of these principles, however, justifies
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interpreting 35 USC 134 in a manner which is conpletely incon-
sistent with the plain and unanbi guous neani ng of the | anguage
therein. That it mght be desirable froma policy standpoint to
expand the right of appeal to this Board to cover fact situations
simlar to that here involved is of no nonent. Moreover, the

i npl ementation of such a policy is better left to the rul e making
authority of the Comm ssioner, rather than to dubious statutory

constructions of the type engaged in by the majority.

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)
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Pursuant to 37 CF.R 8 1.197(b), applicant has requested
reconsi deration of the decision dated Decenber 27, 1994. Applicant
asks reconsideration of (1) Judge McQuade's dissent on jurisdiction
and (2) the majority's decision on the nerits.

The panel has considered the request with the foll ow ng
effect.

None of the panel nenbers has been persuaded to change
their respective views on jurisdiction as expressed in the various
opinions. Applicant's jurisdictional points are addressed in this
per curium opi nion.

By a vote of 4-0, the rejection of clains 24-33, 36,
42-45, 54 and 55 is reversed. Judge Stoner concurs.

By a vote of 3-1, the rejection of clains 56-58 is
affirmed. Judge Stoner dissents.

Judge McQuade continues to decline to participate on the
merits.

Judge Schafer's majority opinion on the nerits, and Judge
Stoner's and Judge McQuade's opi nions follow

JURI SDI CT1 ON

Applicant requests Judge MQuade to reconsider his
"decision” on jurisdiction. Section 1.197(b) of 37 C F.R provides
for a single request for reconsideration or nodification of "the

2
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deci sion" of the Board. The only decisions in this appeal are
those of the majority. The concurrences and di ssents are opinions
not deci sions. Accordingly, requesting reconsideration of a
di ssenting opinion is inappropriate. W wll, however, construe
applicant's request as a request to nodify the basis of the
maj ority's deci sions.

Applicant urges that the Comm ssioner, through the
decision of a Goup Director that a notice of appeal was tinely
filed, has already decided that the Board has jurisdiction. I n
effect, applicant asserts that, under the circunstances of this
case, we are wthout authority to address the jurisdiction issue.

The jurisdictional issue raised sua sponte by this Board
related to our statutory jurisdiction. 1In the Decision Ordering
Rehearing, mailed May 6, 1994, we stated the jurisdictional issue
as follows:

Does the Board of Patent Appeals and
Interferences have jurisdiction (35 U S C
8§ 134) under the circunstances of this case,
including the fact that the appeal in this
continuing case was taken froma first Ofice
action which was not designated by the Primary
Exam ner as a final rejection.

Qur authority to decide an appeal is set out in 35 U S . C

8 7(b). That section nmandates that the Board
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shall, on witten appeal of an applicant,
review adverse decisions of examners upon
applications for patents . . . . Each appeal

shall be heard by at |east three nenbers of
t he [ Board]

Thus, our statutory authority to review adverse decisions flows
directly from the statute. Qur statutory jurisdiction does not
depend on a delegation of the Commissioner's statutory
responsibilities. |In acting under our statutory authority we nust
determ ne whether our statutory authority has been properly

i nvoked. See, Federal Power Commin v. Louisiana Power & Light, 406

UsS 621, 647, 92 S.C. 1827, 1842 (1972) (Wile an agency's
determnation of it's jurisdictionis not the last word, it nust be

the first); Equal Enploynment Opportunity Commin v. South Carolina

Nat' |l Bank, 562 F.2d 329, 332 (4th Cir. 1977) (The adm nistrative
agency is responsible in the first instance for determning the

coverage of the statutes it admnisters); California v. Fed. Trade

Comi n, 549 F.2d 1321, 1324 (9th Gr. 1977) (As a general rule, the
agency should neke the initial determnation of its own

jurisdiction); Marshall v. Able Contractors, Inc., 573 F.2d 1055,

1057 (9th Gr. 1978) (Cenerally an agency should nmake the initial
determnation of its owm jurisdiction). To decide whether we have
statutory jurisdiction, we nust determ ne whether the appellant is
an applicant "any of whose clains have been twice rejected.”

4



Appeal No. 94-0216
Appl i cation 07/884, 875

35 U S C 8 134. Onthe matter of the jurisdiction placed on this
Board by statute, the decision of a Goup Drector, while worthy of
serious consideration, is not, and can not be, binding. The effect
of the Goup Drector's decision, in this case, was nerely to
overrule the examner's decision not to transmt the application to
t he Board because the application was abandoned.

We recognize that 37 CF.R 8 1.191(e) provides that
jurisdiction over an application vests in the Board when the
application is transmtted to the Board. However, this provision
does not create jurisdiction, it nerely specifies timng.
Normal ly, jurisdiction over a matter transfers to an appellate
tribunal upon the filing of an appeal. Qur jurisdiction does not
attach until the exam ning corps has finished its job and transfers
the application file to the Board. This permts, inter alia,
examners to allow the application to issue or enter new grounds of
rejection without requesting a remand fromthe Board. \While under
appropriate circunstances, an examner or a Goup D rector may
refuse to transmt an application to the Board (see, 37 C.F. R
8 1.193(a)), they can not create jurisdiction where none exists.

Al l panel nmenbers adhere to the views on jurisdiction

expressed in their original opinions.
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SCHAFER, Adni ni strative Patent Judge

THE MERI TS

Applicant asks wus to reconsider our decision on
patentability in light of 35 U S.C 8§ 112, | 6 as construed by In
re Donaldson Co. Inc., 16 F.3d 1189, 29 USPQ@d 1845 (in banc) (Fed.

Cr. 1994). Applicant states at page 9 of the request for
reconsi deration:
Appel | ant respectfully submts that the
interpretation of certain claimlimtations in
accordance wth the provisions of 8112, sixth
par agr aph, have been overlooked by the
majority in its decision in affirmng the
rejection under 8103.
Appl i cant points out (page 9) that the |last two subparagraphs of
clainms 54 and 55 and the | ast subparagraph of claim 56 use neans
plus function format. Applicant argues that these |limtations nust
be interpreted as required by 35 U S C § 112, § 6, and as so
interpreted the rejection based on Kuchler should be reversed.
In our original decision, we did not apply 35 US.C

§ 112, paragraph 6, to the neans clauses in the clains.* Applicant

“Construing the clains as required by 35 U.S.C. § 112, | 6, was
not raised in applicant's brief (which was filed prior to the
Donal dson deci sion) or during either oral argunent. Because of
the particular circunstances of this case we have exercised our
di scretion to address a belatedly raised issue.

6
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specifically argues that Kuchler and the other references do not
have

any di scl osed structure or equi val ent
structure that corresponds to appellant's

cl ai med "means of | ongi tudinally
di spl aci ng : : N and "means for
immbilizing . . .", in claimb54; "neans for
selectively adjusting . . ." and "neans for
immobilizing . . .", in claim55; or "neans

for nounting said at | east one support el enent
wWth respect to said boot-supporting device
for selective longitudinal positioning . . ."
in claimb56.

Recon., p. 9, lines 13-20. Applicant states that Kuchler "does not
evi dence a teaching or suggestion of the structure described by
appel l ant or the equivalent thereof . . . ." (Recon., p. 10, lines
2-6, (enphasis original)) and that in "Kuchler, there is no
di sclosure of appellant's specifically disclosed neans or
equi val ent(s) thereof" (Recon. p. 10, lines 16-17).

| n Donal dson, the Federal G rcuit gave the follow ng
gui dance with respect to the application of paragraph 6 of § 112:

For the foregoing reasons, the PTO was

required by statute to look to [the]

specification and <construe the "neans"

| anguage recited in the |ast segnent of claim

1 as limted to the corresponding structure

disclosed in the specification and equi val ents
t her eof .

16 F.3d at 1195, 29 USPQ@2d at 1850 (enphasis added). See al so,

Val nont I ndus. Inc. v. Reinke Mg. Co. Inc., 983 F.2d 1039, 1042,

7
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25 USPQ2d 1451, 1454 (Fed. Cr.) (Paragraph 6 of Section 112
"l'imts the applicant to the structure, material, or acts in the
specification and their equivalents."). Thus, we first look to the
specification to determ ne the structure which corresponds to the
recited neans.

Applicant directs us to two specific enbodi nents which
correspond to the "neans of longitudinally displacing . . ." and
"means for immobilizing . . ." set forth in claim 54, Thus,

appl i cant states:

Specifically, in the enbodinment shown in
appellant's Figs. 2 and 3, e.g., described on
page 6, lines 9-23, of the specification,

there is a neans for displacing and for
i rmobi i zing the support slide 13 in the form
of lever 17 having a cam 18 for securing sane
against the support plate 5. In the
enbodi nent of Fig. 5, appellant has provided,
for this purpose, a screw 24 having a head 25
to permt turning the turning screw and the
di spl acenent of the support 23 which is
positi oned al ong the screw.

Recon., p. 10, lines 8-15. Applicant has not infornmed us of the
structure which <corresponds to the "nmeans for selectively
adjusting . . ." and "nmeans for immobilizing . . ." of claimb55;
or the "nmeans for nounting said at | east one support elenment with
respect to said boot-supporting device for selective |ongitudinal

positioning . . ." of claimb56.
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After reviewng the specification, we find that the

specification describes two structures corresponding to the "neans

of | ongi tudinal ly di spl aci ng . . N and " means of
immobilizing . . ." of claim 54 and "neans for selectively
adjusting . . ." and "nmeans of immbilizing . . ." of claim55.

The first is the structure shown in Figures 2, 3 and 7 and the
rel ated description appearing at page 6, lines 9-23 of the
specification. The second is the structure shown in Figures 5 and
6 and the rel ated description appearing at page 7, lines 18-33 and
page 8, lines 9-18. As noted by applicant (Recon. p. 10, lines 8-
15), these two structures are a slide and cam nechani smand a slide
and screw nmechani sm

According to 35 U S.C. § 112, 6, as construed by our
reviewming court, the neans clauses are limted to these two
structures and equi val ent structures. Donaldson, 16 F.3d at 1197,
29 USPQ2d at 1850; Valnmont, 983 F.2d at 1042, 25 USPQd at 1454,
A structure is an "equivalent” if it differs from the disclosed
structure by an insubstantial change which adds nothing of
significance. Valnont, 983 F.2d at 1042, 25 USPQd at 1455. W
recogni ze that applicant's specification indicates that the
specific structures disclosed are "non-limting exanples.” E.g.,
specification, p. 2, line 33 to p. 3, line 3. However, the

9
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| anguage of paragraph 6, is unequivocal in mandating that neans
plus function "shall be construed to cover the corresponding
structure, materials or acts described in the specification and
equi val ents thereof." Qur reviewing court has instructed that
means clains are limted to the structures disclosed by the
specification and equival ents. Donal dson, 16 F.3d at 1197, 29
USPQ2d at 1850; Valnont, 983 F.2d at 1042, 25 USPQd at 1454.°

W nmust now conpare the structures disclosed in the
specification with the reference disclosures. The references do
not teach either the slide and cam or the slide and screw
structures or a structure that differs only insubstantially from
applicant's structures. Nor do we see a basis for concluding that
applicant's structures or their equivalents would have been
obvi ous. The record before us provides no basis for nodifying
Kuchl er's teachings by the addition of the camor screw structures

or structures which are insubstantially different fromthe cam and

>Whi | e not apparent fromthe court's opinions, the patents
i nvol ved in both Donal dson and. Val nont |ncluded Ian?uage whi ch
i ndicated that the structure disclosed in the specification was

also "non-limting." Thus, the Schul er patent |nvolved in the
reexam nation before the court i n Donal dson indicated that the
dlsclosure was "but illustrative" of the invention. U S Patent

No. 4,395,269, col. 8, lines 29 to 33. The Seckler et al. patent
involved in Valnont indicated that the speci fic control means
descri bed in the speC|f|cat|on was nerely a "preferred
gandlnegt " U S Patent No. 3,802,627, col. 5 line 64 to col.

, line 5.

10
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screw structures. The subject matter of these clainms would not,

therefore, have been prinma facie obvious. Accordingly, we reverse

the rejection of clains 54 and 55 and dependent cl ai ns 24-33, 36,
and 42-45.

W reach a different result with respect to the broadest
claim claim56. It clains:

56. An apparatus for nounting a boot upon a
ski, said apparatus conpri sing:

(a) a boot - supporti ng devi ce for
supporting at least one ski binding for
engagenent of the at |east one ski binding
with the boot;

(b) at least one supporting elenent
| ocated between said boot-supporting device
and an upper surface of said ski, when said
apparatus i s nounted upon a ski; and

(c) nmeans for nounting said at | east one
support elenent with respect to said boot-
supporting device for selective |ongitudinal
positioning of said at |east one support
element relative to said boot-supporting
devi ce.

Kuchl er describes an apparatus, a torsion-resistent box,
for nmounting a boot on a ski. The box may be manufactured as a
finished part for attachment to a ski (Fig. 1 and col. 2, lines 61-
63) or incorporated as part of the ski itself (Fig. 5. The box
has an upper portion or surface 2. The upper portion can be used,
totally or partially, as a binding plate for the ski bindings.

Col. 4, lines 63-66. Thus, the upper portion 2, is a "boot-

11
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supporting device" as required by part (a) of the claim The box
i ncl udes torsion-resistant connections, spacers 6 and 7. E. g.
col. 3, lines 49-55. These spacers are | ocated between the "boot -

supporting device and an upper surface of said ski, when said

apparatus is nounted upon a ski." E.g., Figs. 1 and 6. Thus
Kuchl er teaches elenment (b). According to Kuchler (Col. 2, lines
20- 32):

Preferably, these spacers are displaceable,
and nanely in the longitudinal direction of
the body portion. Thus, a sinple, individua
adj ustment of the gliding device is possible.

The spacers can be detachably connected to the
body portions. Through the nodification of the
di stance between the displ aceable spacers or of the
hei ght of the spacers, by corresponding replacing
thereof, the danping characteristics can also be
nodified. This is of particular inportance in the
case of an alpine ski, since the ski can be
adjusted optimally according to the weight and the
skill of the skier. [Enphasis added.]

Thus, we find that Kuchler teaches the "selective |ongitudinal
positioning of said at |east one support elenent relative to said
boot - supporti ng device."

Looking to applicant's specification for the structure
corresponding to the "nmeans for nounting," we find that the
specification discloses five structures which correspond to this
means. The first two are the cam and slide and cam and screw
structures discussed above. The third is the slide and gui dance

12
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shaft structure shown in Figures 9 and 10 as descri bed at page 9,
line 26 to page 10, line 5 of the specification. The fourth is the
slide and support plate structure shown in Figure 1 and descri bed
at page 5, line 21 to page 6, line 8. The last is the slide and
support plate structure shown in Figure 11 and described at page
10, lines 10-14.

As we indicated above, the references do not teach or
render obvious the slide and cam or the slide and screw or
equi val ent structures. W also hold that Kuchler does not teach or
render obvious the slide and gui dance shaft structure, the slide
and support plate structure of the type shown in Figure 11 or
equi val ent structures. The references provide no suggestion to
nmodi fy Kuchler's disclosed structure by including these features.

However, we do find that the nounting structure shown in
Kuchler's Figure 5 is very simlar to that shown by applicant's
Figure 1. In both figures the support elenents are shown secured
to the ski by their respective support plates. W find that the
only difference between the structure shown in Figure 1 as
described at page 5, line 21 to page 6, line 8, is in the manner of
attaching the support plate to the ski. Applicant attaches the
support plate 5 to a ski by neans of screws 6 and 8  Kuchler's
Figure 5 shows a single-piece ski and support plate 2. Kuchler,

13
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however, also teaches that the torsion box may be manufactured as
a finished part for attachnent to existing skis. Col. 2, lines 61-
63. Thus, one having ordinary skill in the art would know that a
si ngl e-pi ece ski and support plate and an attachabl e support plate
are workable alternatives. Accordingly, we conclude that it would

have been prima facie obvious to substitute a separate support

plate, attached to a ski by screws or other conventional attachnent
nmeans, for Kuchler's conbined ski and support plate. The rejection

of clains 56-58 is affirned.®

®Appl i cant has not separately ar%ued the limtati ons of dependent
clains 57 and 58. Accordingly, those clains fall with claim56.
37 CF.R_§ 1.192(CL(5); In"re Goodman, 11 F.3d 1046, 1053, 29
uUsPQ@d 2010, 2013 (Fed. Cr. 1993)
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CONCLUSI ON

The request for reconsideration is granted to the extent
that the rejection of clainms 24-33, 36, 42-45 and 54 to 55 is
reversed. The request for reconsideration is denied to the extent
the affirmance of clains 56 to 58 is not changed.

GRANTED- | N- PART

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

FRED E. McKELVEY, Chi ef )
Adm ni strative Patent Judge )
)
)
JAMES M MEI STER ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS
) AND
) | NTERFERENCES
)
)
)
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STONER, Administrative Patent Judge, concurring-in-part and
di ssenting-in-part.

| wel conme the nodification of the view formerly expressed
by the majority with regard to the correctness of the rejection of
i ndependent clainms 54 and 55 and clains 24 through 33, 36 and 42
t hrough 45 dependent therefromunder 35 U S.C. 8 103. As to the
rejection of independent claim56 and clains 57 and 58 dependent
therefrom | remain of the view expressed in ny dissenting opinion
to the decision entered Decenber 27, 1994. Wth the majority's
nodification of its earlier view, | need now dissent only fromthe
determ nation that clains 56 through 58 are unpatentable under 35
U S.C. 8 103 based on the teachings of Kuchler and Snol ka.

For reasons which should be clear from ny earlier
opinion, | do not find it necessary to engage in the sort of

anal ysis under In re Donaldson Co., 16 F.3d 1189, 29 USPQ2d 1845

(Fed. Cir. 1994) (in _banc) which the majority has perfornmed. The
ref erences upon which the examner and the majority have relied
fail to teach or nmake obvious the functions associated wth the
several "means plus function"” clauses of independent clains 54, 55
and 56. A reference which in the first instance fails to respond
to the functional portion of a "means plus function" limtation
does not, wthout nore, teach or make obvious that limtation.

See, e.d., Pennwalt Corp. v. Durand-VWayland, Inc., 833 F.2d 931, 4

usP2d 1737 (Fed. Gr. 1987). The references plainly do not
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contain any structure which necessarily perforns the same functions
as those recited in the clains. It is fundanental that a Donal dson
"equi val ents" analysis is unnecessary where the references relied
upon fail to teach or make obvious any elenent performng the

identical function specified in the claim

)

) BOARD OF PATENT
BRUCE H STONER, JR ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)
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McQuade, Adm nistrative Patent Judge.

The appel | ant requests that | reconsider ny position on
jurisdiction as set forth in the decision dated Decenber 27, 1994
(Paper No. 47) and join in the decision on the nerits of this
appeal. This request is based on the proposition that

the issue of jurisdiction under 35 USC 134
of the instant appeal has al ready been raised
by the examner and the Comm ssioner has
al ready decided, in the decision of June 10,
1993, that jurisdiction is proper [request,
page 3].

The decision of June 10, 1993 (Paper No. 29) was a
decision on petition by the Drector of Examning Goup 3100
granting the appellant's request to wthdraw a holding of
abandonnent nade by the exam ner. Thus, the point of contention
involved an action taken by the examner and the exercise of
supervi sory authority by the Goup Director to reverse such action.
The Goup Director's exercise of supervisory authority over the
examner in this regard is clearly not binding on this Board

insofar as the issue of our jurisdiction under 35 USC 134 is

concer ned.
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| therefore decline to nmake any changes in ny position as

set forth in the decision dated Decenber 27, 1994.

)
) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
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