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Dear Sirs, 

Please find attached the Japan Automobile Manufacturers Association's (JAMA) comments
 on the "Enhanced Examination Timing Control Initiative." Please do not hesitate to contact me with any questions. 

Regards, 

Marc Montgomery on behalf of JAMA 
Willkie Farr & Gallagher 
787 7th Avenue 
New York, New York 10019 
(212) 728-8546 phone 
(212) 728-9546 fax 
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JAPAN AUTOMOB~LE M ANUFACTU RERS ASSOCIATION, INC. 
WASHINGTON OFFICE 

TEL. (2021 296-8537 1050 17"Ti-l STREET, NW, WASHiNGTOLV, 15C 20036 * FAX, (202) 872-1212 

WILLIAM 6- DZrRUN, Ph.I), 
GENERAL B I R E m R  

August 18,2010 

Afin : Mr. Roberl A. Clake 
U.S. Patent and Trndemwk Office 
Mrasliii~gton, DG 2023 i 

Re,: JAMA Cr-tmmcnts on the f roposcd New Patent Exmination Init intiveT&mced 
Examination Emling Gsniroii Xultialiv2'. 75 Fcd Reg. 3 31 763 (June 4,1003). 

Dew Sir: 

The Japm Automobiie Manufactrrrers" Association, Xne, JJAMA) appreciates tile 

cppoflunity lo prosoot its views on the proposed new patent examination initiative cutitled 

"Ehmced Exmination Timing Control Initiatiivei""d1ished in the Federal Register on June 4, 

200 i (%e lniii;3irivd3. 

1AMA4 is a Tokyo-based, nonpruEt indusw association that reprcsenlrs Japarr"s 1 4 

mnufaetorers of passenger can, maks, buses m d  moiurcyeies. .IAMLXs n ~ e m b r  comjnanics are 

Daihatsa Motor Go., Lid.; Fuji I-Ieairy Industdes Ltd,; H k o  Motors, Ltd.; igonda Motor Go,, 

Ltd.; Isuzu MoEon Limited; Kawasaki ISi3avy Tndustries, Ud, M a d n  Motor Copmt ion ;  

Mitsubishi Motors Coworation; aVitsubishi Fnso Tmck & Bus Co~oration; Nissan Motor Co., 

I,td.; UD Trucks Corporation; Suzuki Motor Corporation; Tuysta Motor Corporation; m d  

Ym&a Motor Cs,, Ltd, Virtuail y all of our members invest as well as produce and sell 

artiomorive products in the United States and are inexrricnbly IiokccS:o the U,S, economy. 7bcy 

also file numerous patent applkaslions in the iS, S. Patent m d  Trademark Ol"'f;cc (USIITe)) based 

on applications first filed in Japan and elsewhere. Indeed, the USPT0 iss~icd close to 2,000 



3AM.4 recognizes that tho proposed Initiative is intended tobproiiide applicmts 

is-ith greater eoiitrol over when their appIications are exmined md to cnhancc work sharing 

hctween iniellcetnai property officeslYAMA agrees that providing applicants with mnItiple 

prosecution tracks and encouraging work sha i  ng between natiosaX patent ofilces will coo.iribure 

to more efficient and reliable examination, JAM,$ thus supparis tke proposed iniliati.tfc in 

gci~crili, Iii puiirtticnlar, JAM:\ belici~es ilrai, llrc U S I T 0  should proceed ~+it i i  efforts i o  ~ I I ~ I ~ T I C I :  

opplicait eoitt~roi over tlie timing of examirttation, m d  fi~et a three-track systcm offers a promising 

approach, In addition, SAMA agrees that tile USP"I0 shonf d offer supplcn~cxrtal scorches by 

hrcign pafm"f ffices as an optional service. 

JAMA has concerns, howc~er, that certain aspects oftlie 1nitiatii.e as currenzls; 

drafted. are unhiir to forcigo applicants, Specifically, in respensc to Question NO. 13 (75 F'cd 

Reg.. 3 X %'I), JtirMA helie~*es that, for reasons discussed below, the USI)"X"B should n o r k p e n d  

presccution of non-continuing, noo-USPT0 first-filed appiicaiions to ativeit submission oi'ihc 

search repori: and first action on the merits by the foreigri office md reply in USPTO X"omai:"n 

addition, 3i?lih4.4 belier~cs the proposed rcquircmcnt of early publication fur prioritized 

examination (Track 1) would not serve ihe overall goals of the Initiative. 

Initiali!t9 JAMA believes that tho propas" rules could result in an unfair and 

rmwarranted delay in the prosecution of forci gn f ir~t~fi led appiicntioris. Fndnr the proposed 

system, the USPTO wiii nor begin exmination of such an appiication u:~iii the applicant suhn-iiis 

a copy of tiic search report, if any, the first office action from the foreign patent office. and a 

US13'f0-appropriate repi y to the foreign office action, A non-U.S. appiicol~i is thus placed ai a 

disadii.*mtage compucd to a U ,S, applicmt \vho can request priioritizcd cxan~ioozioo upon filing. 

Ilepending on tho practices of the &reign patent office; there is a possibiirirj that cxalininalion of 



a kreign Erst-EJcd application will be significantly delayed, Even if non-G-S, applicmts arc 

able lo request prioritized examination once the foreign patent office issues an office action, the 

issuance ofp"tcnts from such applications is likely to Jag behind U S P m  Qrst-Qied applications, 

which would be eligible for prjioritizcd examination upon filing, 

Moreover, JAh4A belicvcs that the proposed mies will resuit in subsr;antiially 

sl~ortcr tenns for patents stemming from foreign first-filed appl.ications.. SAMA is a\vwe that the 

USP'I-O is col-tsidering a mle to offset positiire patent term adjustment (PTA) accrucd in the 

appiieatjie~~ as a rcsuit of delays by a foreign patcat office, Even under the propescd rule, 

however, positive P'l"A ~.vouiid accrue in a nen-U.S. appiica~ion d~nr-rg the intenreninp period 

between the foreign first nfiice action and the submission ofthe required documents 10 the 

1:"SI)TO by the applicant, The patent t e rn  for non-U.S. applications would, tixcrcfere, be rcdoccd 

by ihc time rcqrrired ro obtriin a translation of the foreign office action and. the time required to 

preprue an appropriate response to the USPTO. 

JAMA is also concerned that the proposed mies for foreign first-filed applications 

~vould un-firirl y prejudice non-U, S, nppXicmtS ability to enforce their patcnt rights. in por2icular, 

JAMA believes that It is unfair for the USP'T"O to incinde ,apipiicanl: responses to foreign ofEcc 

acti?oxt;s in the presccntion histoq- of a USPTO applica;liion, Due to differences in patent feivs. a 

response to a foreign office action may include statements or arguments that would not be made 

in prosecuting the  application"^ U.S, connte~af i ,  Thus, under the proposed mles, a patcnt 

stcmlning from a foreign first-filed application may be limited in scope under the dociriinc of file 

wrapper estoppel in a mamer that it would have not been had the application been iiniiially fi led 

i.siih tI-re USP"i"0. I.4hfA believes that such disparate treatment of USIl"fO first-fiicd ap1t;lications 

and foreign first-Eied applications is unfair m d  contrary to the goals of the i5atoot Act, 



JAMA also objects to the proposed rules for foreign first-filed applications 

because the)* impose additional time and cost burdens on the applicants, For example, under the 

proposed rules, non-U.S, applicants ~voaid be required to obtain and sohmit a transia~ion of tile 

first office action issued in the first country, as well as prepse subrnit an appropriate 

resl>onsc to the USPTO. Conscqueutly, applicants rvbo file outside the U,S. Grsi will irlcur 

burdens and costs that U SP'fO first filers v t r i i i i  not, parlieulari y where the coonlry of f rst filing is 

non-iil~glish speaking. 

SL4MA is also concerned that foreign applicants are not afforded equal 

oppuriuni~ies 1.0 take advantages of the new prosecution options nnder the proposed rulcs, As 

discussed, a Gier of a foreign first-filed application is ailowed to choose Track 1 (griari~ieed 

cxari~ina$an) only after the submission of Grst office action docun~ents in tile first country In 

addition, Track iiil which was puqortedly designed to provide better timing for appilicmts that 

'616 an application just prior to the statutory bar date but behre a aamn~ereiaiiy viabic plan for 

expioi&tion of the innovation has bccn dci-clopcd or financcd7s not avaijablc to applicmlts 

claiming the benefit of a prior-i'iied %reign application, 

JAMA submits that, h r  the rcasons discussed above, the proposed rules for 

foreign Grsi-filed applications may net be con~pIlant with the general principle oi"btienai 

treatment~'whicb is ~tipnlated in ,4rr;iclc 2 of the Paris Convention m d  AriicIe 3 of the TRIPS 

Agrccmcnt. At boflom, the proposed rules unduly prejudice non-U.S. applicants. Altbeug'b 

forcign applicants can eLeet to file thc first patent application with the USf TO, ir is eficn 

practicdiy very difficait for non-U,S, applicmts to do so, The proposed rules thus unfairly 

diisadvan~ge non-U. S. applicants. who may be restricted in their U,S, bosincss operations due to 

the slatus and progress of the examination in the country -*here thc first application was filed. 
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