
September 16, 2011 

Via Electronic Mail 
aia J mp lementation@uspto.gov 

Attention : 	 Michael P. Tierney, 
Administrative Patent Judge, 
Board of Patent Appeals and Interferences 

IBM Corporation Comments regarding implementation of the Leahy-Smith 
America Invents Act in the area of BPAI matters, including : 1) new thresholds for 
instituting post grant and inter partes review; 2) comments regarding new 
procedures generally; and 3) scope of covered business method patents for 
transitional post grant review. 

IBM thanks the United States Patent and Trademark Office ("Office") for 
the opportunity to provide preliminary input and comments regarding 
implementation of the Leahy-Smith America Invents Act ("AlA").' 

OUf comments below are directed to issues of relevance to the Board of 
Patent Appeals and Interferences ("BPAI"), including : 1) fa ir application of the 
thresholds for inter partes and post grant review; 2) optimizing the new 
procedures for post grant and inter partes review generally; and 3) properly 
limiting the scope of patents covered by transitional post grant review. We are 
concurrently submitting separate comments covering matters pertaining to 
"Patents." 

1. Thresholds for Inter Partes and Post Grant Review 

IBM believes the current threshold for granting reexamination requests 
works well as evidenced by the high percentage of inter partes reexaminations 
resulting in either cancelled or amended claims. For example, 45% of all inter 
partes reexaminations have resulted in cancellation or disclaimer of all claims , 
43% have resulted in claim changes , and only 12% have had all claims 
confirmed .2 These statistics show that the vast majority of inter partes 
reexaminations yield changes to the subject patents , not unjustified 
reexaminations. 

While we recognize that a high percentage of reexamination requests 
are granted under current law, J the high success rate noted above reflects the 

I Rdi.:rcl1l:CS 10 language in the bill are made here in by reference 10 H.R. 12'19. 
2 hup ://www.lIsplo.gov/palents/11' quarterly report March 20 1l.pdf 
.' The I·/ollse Judici ilry Commillee Reporl on H.R. 1249 (H. Rep 112-98). p. 4 7. 

mailto:lementation@uspto.gov


high quality of reexamination requests , and ind icates that even more requests 
shou ld be encouraged and allowed to proceed . Inter partes reexamination 
proceedings are less costly than litigation , but they do entail a significant 
expense by the requester and require identification of the "real party in interest," 
thus discouraging all but carefutly considered and prepared requests. 

In order to ensure that inter partes and post grant review under the AlA 
will remain (or be in the case of post grant review) robust avenues for the patent 
community to address patent quality issues, IBM urges the Office to interpret 
"reasonable likelihood of success" (for inter partes review) and "more likely than 
not" (for post grant review) to provide a full and fair opportunity for any 
meritorious challenges to be heard . We recommend the Office collect, maintain , 
and publish statistics including the petition grant rate, the rate of amended and 
cancelled claims, grounds of inval idity on which a request is denied or granted 
(and on which the claims are cancelled or amended if applicable) , change (if any) 
in the number of dependent and independent claims, and the like, We further 
recommend the Office publish a comprehensive report once sufficient data is 
collected, and provide the patent community an opportunity to work with the 
Office on any needed adjustments to ensure optimal performance of post grant 
and inter partes review proceedings, including proper application of the new 
thresholds. 

2. Optimizing new post issuance procedures 

The AlA creates a number of post-issuance proceedings which are 
conducted by the Board of Patent Appeals and Interferences ("BPAI "), not 
through conventional examination procedures. These include post grant and 
inter partes review and the transitional program for covered business method 
patents ("TPCBM "), We suggest below a number of issues we believe the Office 
should consider in crafting regulations to implement such procedures. 

Cost: Requesters make a significant investment of time and expense 
identifying evidence and preparing arguments before submitting requests to the 
Office and incurring Office fees. We understand the Office generally charges 
fees commensurate with the cost of services provided .4 Since these procedures 
should be affordable to the public as a less costly alternative to litigation , we 
recommend the Office focus on maintaining low cost to keep fees low. Using 
electronic communications, consolidating proceedings where appropriate, and 
creating orderly procedures for considering prior art and other evidence (see 
"Written submissions" section below), are possible ways to make the procedure 
more efficient and reduce cost to the Office. 

Choice of Board Members: We encourage the Office to staff the Boards 
presiding over any new review proceedings with Administrative Law Judges 

4 I LR. 1249 requires the Director to set fces for inter panes ilnd post grant review requesters that arc 
··n::'lsonab1c. consideri ng the aggregate costs of lhc rev iew," SccticlIl 3 J 1(,I) : uf,WJ .w:e Section 32 1 (a). 
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("ALJ 's") having expertise in the area of the patent(s) before them ' Expert 
Boards will provide the optimal technical review, enhancing certainty regarding 
the validity of any surviving patent coverage , and reflecting the deference due the 
Office's determinations. 

Full consideration of after-arising arguments: During inter partes or post 
grant review proceedings , we bel ieve many challengers will learn of prior art or 
invalidity arguments unappreciated when the review proceeding commenced . 
We bel ieve it would be far more efficient for the challenger to be able to raise 
such issues during the course of the existing proceeding , rather than bringing a 
separate petition . We urge the Office to adopt procedures allowing such late­
arising challenges to be brought. To protect the patentee and avoid undue 
broadening of the proceedings, we suggest limiting additional challenges to those 
sufficiently related to or based on the art in the existing proceeding . In addition, 
the Office should consider appropriate time limits for raising new art or 
arguments, such as no later than 4 weeks before any oral hearing , and for 
requiring submission in writing (see below). The Office could then reject any new 
argument that does not meet the threshold for instituting review on its own terms. 

Written submissions: Requiring arguments made during proceedings to be 
fully developed and supported in writing should assist the Board , the public, and 
the other parties to the proceeding . Timely written submissions wou ld avoid 
delay and disruption by providing opponents and the Board an opportunity to 
review, understand , and respond to arguments before any dispositive action or 
oral hearing . We encourage the Office to ensure that parties make complete 
written submissions such as those required by section 313 regard ing patentee's 
preliminary response to the petition; 316(a)(3) submission of supplemental 
information ; 316(a)(5) evidence obtained from discovery; 316 (a)(9) patent 
owner's response ; 316(a)(9) and 316(d) amendment of the patent; 316(a)(13) 
petitioner's written comments; and elsewhere as appropriate. We note that 
capturing these arguments in a timely fashion, e.g. 4 weeks before oral hearing , 
is needed to give the parties and the Board sufficient time to review and respond . 

We do not, by advocating the use of written submissions, intend to 
discourage the use of oral communications between parties or with the Office 
where appropriate. However, we believe it is important for the public, the parties 
and the Office that substantive arguments are fully considered and developed in 
the public record of the patent. 

~ Choosin~ e.\pert judges is generally consistent wil h certain ex isting Office procedures: .H~C 1\olernorandurn 
from Michael Fleming. Chief Administrat ive Palent Judge. to Vice Chief Admi nislmt ivc Palenl Judge and 
Adm inistr.llivc !';ltcnt Judges, "Sland;!rd Opcrating Procedure 1 (Revision 13 ): Ass ig nment ofj udges 10 
merits p,mc!s. 11I0tions panc!s. <lI1d e.-:p<lIlded panels:' February 12. 2009. sta ting: "1 i In gelll'raL the Chie f 
Judge will designate j udges as the merits panella decide e.¥ parle appcilis based upon their leg;11 and 
lechnical expcrt ise :" ;!fld "ltlhej udgcs orlhe Board arc assigned 10 a division based olllechllic;!1 or Icga l 
di sc ipline ." 
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Settlement: We encourage the Office, consistent with Sections 317(a) and 
327(a) , to proceed to a final written decision in instances where no petitioner 
remains in the proceeding and the Office believes there are sufficient grounds to 
invalidate one or more claims of a patent. Under these circumstances , the Office 
should ensure invalid patents do not remain in force. 

3. Transitional Prog ram for Covered Business Method Patents ("TPCBM") 

This proceeding is limited to patents meeting the definition in Section 
18(d). The definition is written to include methods (and corresponding 
apparatus) for performing certain functions re lating to a financial product or 
service. As there is some ambiguity in the scope of this language, we believe it 
is important for the Office to ensu re the definition remains appropriately limited to 
its purpose, which is to address poor quality business method patents.6 We 
therefore encourage the Office to interpret the exclusion for "technological 
inventions" broadly to ensure technological innovations, such as software 
innovations, are considered to be "technological inventions" and thus not 
included within the Section 18(d) definition . In th is regard we refer the Office to 
"IBM Corporation Comments in Response to Interim Guidance in View of Bilski ," 
attached hereto. 

Conclusion 

IBM thanks the Office for providing the public an opportunity to submit 
comments regarding implementation of the Leahy-Smith America Invents Act. 
We look forward to working with the Office on forthcoming regulations and 
guidance. 

Respectfully subm itted , 

Manny W Schecter 
Chief Patent Counsel 
Intellectual Property Law 
IBM Corporation 
schecter@us. ibm.com 
Voice: 914-765-4260 
Fax: 914-765-4290 

Marian Underweiser 
Intellectual Property Law Counsel 
I BM Corporation 
munderw@uslbm com 
Voice: 914-765-4403 
Fax: 914-765-4290 

" See The House Judiciary COlll1l1iUcc Report on I LIt 1249 (II . Rep 112-98). p. 54. 
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September 24, 2010 

Via Electronic Mail 
Bilski Guidance@uspto.gov 

Mail Stop Comments - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

IBM Corporation Comments in Response to "Interim Guidance for Determining 
Subject Matter Eligibility for Process Claims in View of Bilski v. Kappos," 75 Fed. 
Reg. 43922 (July 27, 2010). 

IBM appreciates the Office's prompt issuance of interim guidance to apply the 
holding of the U.S. Supreme Court in Bilski v. Kappos to patent examination, and 
the opportunity to comment thereon. The issue of subject matter eligibility of 
process claims is of critical importance to the patent community. We are grateful 
to the Office for its continued focus in this area, including the promise of 
additional guidance (i.e., "expanded explanation and specific examples") as 
indicated in the above-captioned Notice. 

We are mindful of the challenges faced by the Office in applying new law to 
examination of a large volume of patent applications in diverse fields. We 
believe that proper application of the Bilski decision will focus questions 
regarding subject matter eligibility on a very small number of process claims 
currently reviewed by examiners. Thus, with appropriate guidance, the difficult 
determination of whether certain processes are patent-eligible should arise 
infrequently, allowing the Office and applicants to focus their attention on the 
merits of an invention as reflected in the requirements for novelty, non­
obviousness, and a full and particular description. 

While we provide examples below of patent-eligible process claims, we are 
troubled by the Office's suggestion in the Interim Guidance that such examples 
are needed to provide guideposts. The Court's view in Bilski of the scope of 
patentable subject matter is quite broad, applying no extra-statutory limitations on 
the definition of "process." Rather than describing with detail the vast territory of 
patentable processes, it seems more productive for the Office to focus on the 
narrow area of exceptions confirmed by the Court. IBM believes that the proper 
guidance for determining patent-eligibility in the rare cases where it arises can 
thus be elucidated by focusing on the Court's positive understanding of the 
statutory categories in 35 U.S.C. § 101 , limited only by the exceptions for laws of 
nature, physical phenomena, and abstract ideas. Significant reliance on any 
other test - such as the machine-or-transformation test - is likely to 
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overcomplicate the inquiry and is in any event inconsistent with the Court's 
holding in Bilski. 

In the comments that follow, IBM explains in more detail our view of the Bilski 
decision and some examples of how we believe patent claims should be 
evaluated for subject matter eligibility consistent with that decision, with a 
particular focus on the field of infonmation technology. Infonmation technology 
inventions are patent-eligible - in fact, they will satisfy any reasoned application 
of the machine-or-transfonmation test, and are even more certainly outside the 
scope of Bilski's exceptions (e.g., abstract ideas). While processes directed to 
certain non-technological methods (such as risk hedging) incidentally carried out 
in an information technology environment may be properly understood as 
unpatentable abstractions, we believe these instances are few and do not 
implicate the vast majority of infonmation technology inventions.' Our detailed 
discussion of process inventions is limited to infonmation technology, but we 
believe our approach could be applied to other fields to help clarify the subject 
matter eligibility analysis. 

With respect to the specific questions posed in the Notice, we believe that while 
the machine-or-transfonmation test is by no means dispositive, if the test is 
properly applied, any process claims that meet that test are, in the words of the 
Court of Appeals for the Federal Circuit ("Federal Circuir), "surely patent­
eligible," and thus not directed to abstract ideas. In re Bilski, 545 F.3d 943, 954 
(Fed . Cir. 2008). The Supreme Court's analysis of the test is consistent with this 
view. See Bilski slip op. at 7-8. However, if a claim fails the machine-or­
transfonmation test, the Court's holding means this failure must not be dispositive 
of subject matter eligibility. For example, processes in emerging technologies 
may not be susceptible to a reasonable analysis under the machine-or­
transfonmation test, but instead may warrant evaluation using a more fiexible 
framework. The Court's explicit rejection of the machine-or-transfonmation test 
as the sale test for patentability of process claims underscores the wisdom of 
avoiding rigid or categorical rules for evaluating new technology. 

We recognize the value of collecting infonmation in response to the third question 
to help the Office identify abstract and thus unpatentable process inventions on a 
case-by-case basis. However, while IBM believes non-technological processes 
should not be patentable,2 we believe that infonmation the Office collects at this 
time should not be used to establish categorical exclusions. The Supreme Court 
in Bilski explicitly rejected broad categorical exclusions from patentable subject 

1To be more preCise, such processes when considered as a whole are not information 
technology inventions at all. Adding inSignificant extra solution activity does not transform an 
abstract idea into patentable subject matter. See Bilski, slip op. at 14. 
2 See Brief Amicus Curiae of International Business Machines Corporation in Support of Neither 
Party, Bilski v. Kappas, 130 S.C!. 3216 (2010) (No. 06-964), 2009 U.S. S. C!. Briefs LEXIS 705; 
-IBM Establishes Worldwide Patent Policy to Promote Innovation,- IBM Corp. Press Release, 
Sept. 26, 2006 http://www-03.ibm.com/pressJusJen/pressrelease/20325.wss (last visited Sep. 19, 
201 0). 
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matter, including one for "business methods." Bilski, slip op. at 10-11 . Instead, 
four JUS!'ceS suggested that to avoid chill ing "creative endeavor and dynamic 
change, the Federal CirCUit might succeed in developing a narrow category of 
business process inventions that are properly described as abstract ideas. Id. at 
12. The Supreme Court's Bilski decision thus does not require the Federal 
CirCUit to address this issue, and in any event that court has not had an 
opportunity to do so. Thus, we believe the information collected in response to 
this. question could be more appropriately used by the Office or the public to 
assist the Federal Circuit in developing categorical approaches to abstract 
process inventions should they decide to undertake such an effort. Such 
information could also be used now to help the Office and the public identify 
abstract process inventions on a case-by-case basis, consistent with the Court's 
opinion in Bilski. 

The Machine-or-Transformation Test Does Not Determine Patent Eligibility 
of Processes 

The machine-or-transformation test is not the touchstone for patent-eligibility. By 
reading the scope of 35 U.S.C. § 101 broadly, the Supreme Court in Bilski 
repudiated the notion that processes must fit into a narrowly-defined structure in 
order to be eligible for patent protection. Instead, the Court made clear that any 
process is patentable subject matter so long as it does not run afoul of the three 
judicial exceptions: laws of nature, physical phenomena, and abstract ideas. 
Thus, the proper question is not whether a process can be said to satiSfy certain 
narrow criteria to fall within § 101 , but whether an otherwise statutory process is 
so divorced from any practical application that it falls within one of the narrow 
exceptions, e.g., an abstract idea. This is a difficult burden to meet. 

The Supreme Court in Bilski recognized Congress' intent to give the patent laws 
a "wide scope," to "ensure that ingenuity should receive a liberal 
encouragement." Bilski, slip op. at 4 (citations omitted). The Court repeated its 
caution against "read[ing] into the patent laws limitations and conditions which 
the legislature has not expressed ." Id. at 6 (citations omitted). 

In rejecting the view that the machine-or-transformation test should be the sale 
test for patent-eligibility of process claims, the Court clarified that the categories 
recited in 35 U.S.C. § 101 should be understood as having their ordinary 
meaning, such that the term "process" need not be tied to a machine or transform 
an article. Id. at 7. The Court thus rejected the argument that the meaning of 
process needs to be limited by another category of patentable subject matter - a 
product, apparatus, or composition of matter - to be patent-eligible.3 Given the 
high level policy focus of the Bilski decision, we understand the Office's desire to 

3 Bilski, slip op. at 7. -The Court is unaware of any 'ordinary, contemporary. common meaning,' ... 
of the definitional terms 'process, art or method' that would require these terms to be tied to a 
machine or to transform an article: Id. (citing Dish",. 

3 



continue relying on the machine-or-transformation test to determine patent 
eligibility to achieve certainty and uniformity. However, we believe the Office's 
approach to process patentability in the Interim Guidance as well as the Interim 
Examination Instructions for Evaluating Subject Matter Eligibility Under 35 U.S.C. 
101 (August 24, 2009) ("Interim Instructions") places too much emphasis on the 
machine-or-transformation test and is thus too limiting and inconsistent with the 
holding in Bilski. For example, the Office's definition of "article" in the Interim 
Instructions limits permissible "electronic data" to that representative of "a 
physical object or substance." Given Bilskls rejection of the machine-or­
transformation test as too narrow for defining subject matter eligibility, such an 
additional limitation on permissible "articles" is at odds with the Court's view of 
the proper scope of "process" under 35 U.S.C. § 101. Processes need not be 
tied to a machine or transformative of any article to be patentable subject matter, 
let alone an article representative of a physical object or substance' 

Furthermore, application of the machine-or-transformation test has not resulted in 
uniformity or certainty in patent examination ' Four Justices in Bilski recognized 
the difficulties in applying the machine-or-transformation test to modern 
inventions: "As numerous amicus briefs argue, the machine-or-transformation 
test would create uncertainty as to the patentability of software, advanced 
diagnostic medicine techniques, and inventions based on linear programming, 
data compression, and the manipulation of digital signals." Id. at 9 (citations 
omitted). Given the patent system's primary goal of protecting new inventions 
and emerging technologies, the test for patentable subject matter must be 
flexible, not tied to rigid formulations or outdated concepts. While the machine­
or-transformation test may have worked for the Industrial Age, invention and 
industry in the Information Age have left it behind. 

A straightforward approach analyzing claimed inventions in each statutory 
category without reliance on other statutory categories will more appropriately 
discern the patentable from the unpatentable, without unnecessarily burdening 
examiners or applicants. This independent analysis should avoid some of the 
more problematic and anomalous results of the lower courts' and the Office's 
recent application of the machine-or-transformation test, which is a test for 
patentability of process inventions, to inventions in other statutory classes. For 
example, claims to a computer or computer system are claims to an apparatus, 
not a process. Likewise, claims to a program product, or computer-readable 
medium, are claims to a product, not a process. In distinguishing the claims in 
State Street from those at issue in Bilski, Justice Stevens in his concurrence 
noted: " ... State Street dealt with whether a piece of software could be patented 
and addressed only claims directed at machines, not processes." Id. at 31, n. 40. 

4 For example, transformation of data representing the state of a process being performed in a 

machine (such as processor) should meet the limitations of both 35 U.S.C. § 101 and proper 

application of the machine-or-transfonnation test. 

5 As discussed further infra in the context of information technology inventions. 
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Thus, when analyzing claims for subject matter eligibility, we believe the Office 
should apply the statutory language (as required by Bilski), without imposing on 
apP,hcants a te~t that add,s unecessary constraints and more inconsistency than 
clanty. Ihat said, we believe the machine-or-transformation test, when properly 
applied, can play an Important role - a role ascribed by Bilski - to support or 
confirm beyond doubt the patent-eligibility of process inventions where 
appropriate. 

Novelty and Subject Matter Eligibility Must Not Be Conflated 

IBM agrees with the Office that claims must be evaluated as a whole, and that 
"each claim should be reviewed for compliance with every statutory requirement 
for patentability in the initial review of the application ." Notice at 43923. 
Examiners should not rely on subject matter rejections to avoid or replace the 
important remaining patentability analysis. We are thus concerned by recent 
Board opinions that fail to address existing appealed obviousness rejections and 
instead create subject matter rejections in their place.' These troublesome 
decisions highlight the dangers of relying too heavily on a subject matter rejection. 
One decision perrunctorily applies Bilskls abstract idea exclusion to apparatus 
claims containing hardware limitations.a While we do not comment on the 
patentability (including subject matter eligibility) of these claims, it is entirely 
unclear to us why the Board believed that all claims (including those directed to 
processes and apparatuses) ran afoul of the abstract idea exception and why the 
Board neglected to address the obviousness rejection. 

IBM believes it is of paramount importance that claimed inventions are examined 
on the merits for compliance with all statutory requirements, including patent­
eligibility and patentability. The analysis of patent-<lligibility must focus on the 
claim as a whole, and must not result in a rejection simply because the claim 
appears to recite something which is already known in the art. Thus, a claim to a 
car, word processing software, a floppy disk, an eight track tape or a personal 
computer is patent-eligible, even if it is not novel or non-obvious. These separate 
statutory requirements must be analyzed separately. A contrary result would 
have the effect of erasing from the pantheon of permissible patent-eligible 
subject matter anything that can broadly be identified as "old ," This cannot be 
the kind of subject matter analysis the Court or the Office intends' 

6 See, e.g. , problems discussed in preceding paragraph; and unnecessary limitations on ~article · 
definition discussed supra in this section. 
7 See, e.g. Ex Parte Birger, No. 2009·006556 (BPAr July 15, 201 0); Ex Parte Proud/ar, No. 2009­
006599 (BPAI July 12, 2010). 
SSee Ex Parte Birger, supra n. 7, where claim 52 comprises a processor. 
S On a related point, we are concerned with the Office's requirements for a "particular" machine or 
article in the context of applying the machine-or-transformation test. Since, e.g., a computer or 
processor is clearly patentable subject matter, the degree of · particularity" in reciting these 
elements is irrelevant for analysis under 35 U.S.C. § 101. Compare Ex Parle Nawathe, No. 
2007-3360 (BPAI Feb. 9, 2009): "We note that the recited method, while being computerized, is 
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Furthermore, while we recognize the difficulty inherent in evaluating claims that 
may be vague or overbroad, such problems can often be understood and 
addressed through the requirements of 35 U.S.C. § 112. We suggest the Office 
consider the possible relationship between its instructions regarding, e.g., claims 
directed to general concepts 10 in the context of patentable subject matter and 
evaluation of claims for precision and full support from the specification. Since 
claims should be evaluated for compliance with all statutory requirements, it will 
likely be infomnative to understand such claims in light of both requirements. 

Information Technology Inventions Are Patent-Eligible 

While IBM does not believe processes must satisfy the machine-or­
transfomnation test to be patent-eligible, we do believe that information 
technology process inventions will satisfy a proper application of this test. 

As an initial matter, it is uncontroverted that claims directed to computers, 
infomnation technology systems and media, and computer hardware components 
are patent-eligible. Such claims are directed to products, machines, or 
apparatuses that are and have been patentable before and after Bilski and State 
Street." As noted above, subject matter eligibility of such inventions should not 
be confiated with detemninations of novelty. 

Software-related inventions are often claimed in the fomn of a process perfomned 
in an information technology environment. Some of these processes directly 
affect the operation of hardware, such as BIOS software. (See Example Claim 1, 
Appendix A). Those processes govern the basic functionality of the infomnation 
technology system, and are claimed in direct relation to the hardware on which 
they act. The relationship to the hardware is by no means incidental, it is 
fundamental. Some software processes act upon mechanical systems, 
controlling for example the operation of the brakes on a car, or the operation of a 
"rubber-molding press," as in Example Claim 2 in Appendix A. Again, the 
interaction of the process steps with the operation of a machine is explicit and 

not tied to a particular machine for executing the claimed steps. We find that the computerized 
recitation purports to a general purpose processor (Fig . 2.), as opposed to a particular computer 
specifically programmed for executing the steps of the claimed method. " Given that a general 
purpose processor is unquestionably patentable subject matter in its own right, we do not 
understand the relevance of the degree of particularity in this context. Following this logic may 
lead to the conclusion that for software processes to be patentable, they would need to be "tied" 
to a novel computer or processor. Such a conclusion would be contrary to Bi/ski and undermine 
the purpose for which software was created in the first place. See discussion of 
hardware/software functional equivalence, infra p. 7. As noted above with respect to Ex Parte 
Birgerand Ex Parte Proud/er, we do not comment on the patentability (including subject matter 
eligibility) of these claims, we merely note what appears to be a logical flaw in the Board's 
reasoning . 
10 See "Interim Guidance for Determining Subject Matter Eligibility for Process Claims in View of 

Bilski v. Kappas," 75 Fed. Reg. 43922, 43925, Section 0 (July 27, 2010). 

11 See also Justice Stevens' concurrence quoted supra p. 4 from Bilski, slip op. at 31, n. 40. 
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fundame"ntal to the process. In either case, the claimed process is "tied to a 
machine In that It actively operates on and changes the functionality of the 
machine. 

Application software such as word processing software or graphics software 
manipulates data structures and displays images, and interacts with inpuVoutput 
deVices and graphical user interfaces. (See Example Claim 3). This type of 
software invention, often claimed as a process, has no meaning outside the 
hardware environment and embodies functional changes thereto, and thus is 
necessarily "tied to a machine. n12 

To the extent the machine-or-transformation test is applied, we agree with the 
Office that it is not necessary to explicitly recite a machine in the claims." Some 
information technology process inventions may be claimed without explicitly 
reciting hardware, but are nevertheless inherently "tied to a machine" in that they 
must be performed on a computer system to be enabled or even meaningfully 
defined. For example, a software controlled process requiring real-time 
collection and analysis of a large quantity of data and immediate action thereon, 
which is impossible to perform without the aid of a computer system, is enabled 
by hardware such as a microprocessor and memory and is thus inherently "tied 
to a machine" regardless of whether the association is made explicit in the 
claim.14 

The framework for recognition of software patentability derives from an 
understanding of the interplay between hardware and software which in turn 
derives from the functional equivalence between hardware and software. 
Software enables sophisticated information technology functionality by changing 
how the hardware works, without the need to alter the hardware every time a 
change in functionality is desired. 15 In some cases, software provides an 

12 This is true regardless of whether the data manipulated represents a 'physical object or 
substance" or not. As discussed above, we do not believe the Office's previously-stated limitation 
on the transformation of electronic data is required by or consistent with Bilski, which does not by 
its terms require satisfaction of the machine..or·transformation test, only that a process avoid the 
three judicial exceptions. 
13 See Interim Instructions, pp. 7.8. 
1<4 We believe it would be very helpful in this regard if the Office would provide examples of claims 
inherently -tied to a machine,· including guidance regarding recitation of a machine in the 
soecification, when a machine is not explicitly recited in a claim. 
1~ See, e.g. In re Lowry, 32 F.3d 1579, 1583 (Fed. eir. 1994): -In lowry's invention, the stored 
data adopt no physical 'structure' per se. Rather, the stored data exist as a collection of bits . 
having information about relationships between the ADOs. Yet this is the essence of electroniC 
structure. In Bernhart, this court's predecessor noted: 

There is one further rationale used by both the board and the examiner, namely, that the 
Provision of new signals to be stored by the computer does not make it a new machine, 
i.e. it is structurally the same, no matter how new, useful and unobvious the result. . . . To 
this question we say that if a machine is programmed in a certain new and unobvious 
way, it is physically different from the machine without that program; its memory elements 
are differently arranged. The fact that these physical changes are invisible to the eye 
should not tempt us to conclude that the machine has not been changed. 
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alternate implementation of a solution that could otherwise be performed by 
reconfiguring hardware. In other cases, software provides a solution to a 
problem that reconfiguration of the hardware cannot solve (e.g. , due to time or 
physical space requirements). The fact that changes in functionality can be 
implemented through software creates exponentially more resulting hardware 
functionality than the same information technology system without the software. 
Virtually all modern systems that utilize information technology would not exist 
without software, including computers, automobiles, cell phones, and security 
and medical equipment to name only a few. Just as a new hardware 
configuration would be patent-eligible, so too is the software process invention 
that enables or creates that functionality. We include two additional examples in 
Appendix A, directed to inventions whose functionality would not be possible 
through the use of hardware alone - one to a Reduced Instruction Set Computer 
(Example Claim 4 is for optimizing a compiler) and one to an encryption method 
(Example Claim 5). 

While we have described a number of important information technology 
inventions, our examples are but a small subset of the broad and diverse range 
of inventions in this field, which in many instances must be or may be embodied 
in the form of software. It would be impossible to comprehensively enumerate or 
describe all types and forms of information technology inventions, all of which are 
properly understood as patent-eligible. As described above, the functional 
equivalence of hardware and software naturally leads to an understanding that 
information technology inventions are "tied to a machine." Any guidance that 
directs examiners to require such information technology inventions be claimed 
only as hardware to be patent eligible would be inconsistent with the Bilski 

opinion. Furthermore, Bilski only requires that processes do not fall into one of 

the three judicial exceptions to be patent-eligible. To the extent we have shown 

that information technology inventions meet the machine-or-transformation test, 

we have thus gone farther than Bilski requires and, in the words of the Federal 

Circuit, proven that such inventions are "surely patent-eligible." 


While there are many forms of unambiguously patent-eligible process inventions, 

we recognize that mere field-of-use limitations or insignificant extrasolution 

activity will not transform an unpatentable abstract idea into a patentable process. 

For example, the Court found Bilski's dependent claims, covering "broad 

examples of how hedging can be used in commodities and energy markets, n 

unpatentable since they add only field of use or token postsolution components.'· 
However, we note that Bilski's claims did not recite or require, explicitly or 
inherently, the use of information technology." As we have discussed above, 

Bernhart, 417 F.2d at 1400, 417 F.2d at 1400 (emphasis added)," 
16 Bilski, slip op. at 14. 
17 "In the examiner's answer, it is stated that 'Applicantt's admission] that the steps of the method 
need not be performed on a computer (Appeal Brief at page 6) coupled with no disclosure of a 
computer or any other means to carry out the invention. make it clear that the invention is not in 
the technological arts' (EA4). " Ex Parte Bilski, No. 2002-2257, 2006 Pat. App. LEXIS 51, *4 (SPAI 
March B, 2006) 
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the Court's broad reading of patentable subject matter, and rejection of an 
approach that conflates different statutory categories, means that only in very 
rare circumstances should a patent claim that explicitly or implicitly uses a 
machine or acts on a product or substance be characterized as falling in one of 
the exceptions to 35 U.S.C. § 101 (e.g. as an abstract idea). 

We note the Office's Interim Guidance is consistent with IBM's approach in 
certain respects, e.g., by indicating the relevance of machine-implemented steps 
and changes in functionality as positive factors for determining subject matter 
eligibility. However, we believe that the machine-or-transformation test, as 
applied by the Office, in many instances reaches the wrong result and in any 
event its application has been inconsistent" We recommend the Office provide 
further guidance to simplify and clarify reliance on any features related to the 
machine-or-transformation test. 

More importantly, we believe the Office should make clear that while some 
aspects of the machine-or-transformation test may be instructive, that test is not 
the touchstone for patentability of process inventions and the Office should not 
place the burden on applicants to prove that an invention satisfies that test. 
Instead, examination of each category of patentable subject matter should be 
performed independently to determine if the claim is impermissibly directed to 
physical phenomena, laws of nature, or abstract ideas, or is altematively directed 
to one of the statutory classes of patent-eligible subject matter. Such guidance 
would help ensure that examiners do not unnecessarily evaluate and reject 
process claims which are clearly directed to patentable subject matter. We agree 
with the Office that " .. . the large majority of examiners .. ' do not routinely 
encounter claims that implicate the abstract idea exception." Notice at 43923. 
This must be equally true for the significant numbers of applications directed to 
software-related inventions as it is for any other class of patentable subject 
matter. We believe that careful application of the Court's guidance in Bilski will 
minimize the need to evaluate claims to determine whether they are patent­
eligible. We suggest the Office collect statistics regarding the rate of subject 
matter rejections as a function of Technology Center to help ensure ijs use is 
limited according to the Office's expectations and consistent with the Court's 
guidance.,g 

Conclusion 

IBM thanks the Office for providing prompt guidance for determining patent­
eligibility of process claims after the Supreme Court's decision in Bilski, and for 

18 See, e.g., Brief Amicus Curiae of International Business Machines Corporation in Support of 
Neither Party, Bilski v. Kappas, supra n. 2. .. . 
19 We are particularly interested in statistics relating to information technology applIcatIons, In part 
since we and others have noted what appears to be disproportionately intense subject matter 
scrutiny of such inventions by the Office. 
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providing the patent community an opportunity to comment thereon. We look 
forward to additional guidance from the Office, and will be grateful for an 
opportunity to continue to contribute our views and work with the Office on this 
issue of critical importance to the patent community. 

Respectfully submitted, 

Manny W. Schecter 
Chief Patent Counsel 
Intellectual Property Law 
IBM Corporation 
schecter@us.ibm.com 
Voice: 914-765-4260 
Fax: 914-765-4290 

Marian Underweiser 
Counsel 
Intellectual Property Law 
IBM Corporation 
munderw@us.ibm.com 
Voice: 914-765-4403 
Fax: 914-765-4290 
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Appendix - Claim Examples 

Example Claim 1 

A method for loading BIOS inlo a local compuler system which has a system 
processor and volatile memory and non-volatile memory, the method comprising 
the steps of: 

(a) responding to powering up of the local computer syslem by requesting from a 
memory location remote from the local computer system the transfer to and 
slorage in the volatile memory of the local compuler system of BIOS configured 
for effective use of the local compuler syslem, 

(b) transferring and storing such BIOS, and 

(c) transferring control of the local computer system to such BIOS. 


Claim 15 of U.S. Patent No. 5,230,052 to Richard A. Dayan el aI. , entitled 

"Apparatus and method for loading BIOS into a computer syslem from a remote 
storage location" 

Example Claim 2 

A melhod of operating a rubber-molding press for precision molded compounds 
with the aid of a digital computer, comprising: 

providing said compuler with a data base for said press including at least, 


natural logarithm conversion data (In), 


Ihe activation energy conslant (C) unique to each balch of said compound being 

molded, and 


a constant (x) dependent upon the geometry of the particular mold of Ihe press, 


initiating an interval timer in said computer upon the closure of the press for 

monitoring the elapsed time of said closure, 

constantly determining the temperature (Z) of the mold at a location closely 
adjacent to the mold cavity in the press during molding, 

constantly providing the computer with the temperature (Z), 

repetitively calculating in the computer, at frequent intervals during each cure, the 
Arrhenius equation for reaction time during the cure, which is 
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In v equ CZ+x 

where v is the total required cure time, 

repetitively comparing in the computer at said frequent intervals during the cure 
each said calculation of the total required cure time calculated with the Arrhenius 
equation and said elapsed time, and 

opening the press automatically when a said comparison indicates equivalence. 

Diamond v. Diehr, 450 U.S. 175, 181 (1981). 

Example Claim 3 

A system for providing context-sensitive on-line documentation to an operator of 
a data processor having storage means, display means, and means for receiving 
inputs from said operator, comprising: 

an application executed by said data processor for performing a number of 
different functions selected by an operator; 

a unitary readable document stored in said data processor and containing text at 
predetermined locations relating to respective ones of said functions; 

a set of screens stored in said data processor containing information relating to 
the selection of different ones of said functions and further containing data 
identifying a number of labels associated with various cursor positions in said 
screens; 

a display manager executed by said data processor and responsive to said 
functions selected by said operator during execution of said application for 
selecting among said screens in said set, and responsive to operator-selected 
ones of said cursor positions for selecting certain of said labels; 

a browse utility initiated by a command from said operator during the execution of 
said application to access said document, and then executed by said data 
processor in place of said application, and responsive to said display manager 
for presenting on said display means text at those predetermined locations in 
said document corresponding to said certain labels, said browse utility further 
including means for moving from said predetermined locations to arbitrary other 
locations in said document under operator control, and means responsive to yet 
a further command from said operator for terminating execution of said browse 
utility and returning to said application. 

U.S. Patent No. 4,970,678 to Robert Siadowski et aI. , entitled "System for 
providing context-sensitive on-line documentation in a data processor" 
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Example Claim 4 

A method for use within the code optimization phase of an optimizing compiler 
operable to move certain range check instructions out of single entry strongly 
connected regions (SCR) or loops and into linear regions of the instruction 
stream whereby computational efficiency is increased with no loss of program 
accuracy, 

said method comprising placing a range check trap instruction into the header 
node of the SCR provided there is only one conditional exit from the SCR based 
on the induction variable, and additional conditional exits none of which are 
based on the induction variable, modifying the conditional exit test based on the 
value of the induction variable (v), and inserting additional checks at the loop exit 
point(s) to insure that the induction variable has reached the value it would have 
obtained in the original (unmodified) program. 

U.S. Patent No. 4,571,678 to Gregory J . Chaitin, entitled "Optimization of range 
checking" 

Example Claim 5 

A method for establishing cryptographic communications comprising the step of: 

encoding a digital message word signal M to a ciphertext word signal C, where M 
corresponds to a number representative of a message and 

0<= M <= n-1 


where n is a composite number of the fomn 


n=p-q 


where p and q are prime numbers, and 


where C is a number representative of an encoded fomn of message word M, 


wherein said encoding step comprises the step of: 


transfomning said message word signal M to said ciphertext word signal C 

whereby 


C=Me(mod n) 


where e is a number relatively prime to (p-1)·(q-1). 
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U.S. Patent No. 4,405,829 to Ronald L. Rivest et aI., entitled "Cryptographic 
communications system and method" 
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