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These are the comments of Fross Zelnick Lehrman & Zissu, P.C., a New York based law firm that practices extensively in the field of trademark law and before the US Patent and Trademark Office (the “Office”), on the proposed rules entitled “Changes in Requirements for Specimens and for Affidavits or Declarations of Continued Use or Excusable Nonuse in Trademark Cases” published in the Federal Register on July 12, 2011 (the “Proposed Rules”).  

The Proposed Rules are intended to assist the Office in evaluating the extent to which trademark applicants and registrants may claim that a trademark is in use in commerce on or in connection with goods and services on which it is not; and to adopt measures to address such overly-broad claims of use by requiring additional proof of use of a mark.  These problems are sometimes referred to as “deadwood on the register” (when a mark that is not in use remains registered) and “over-claiming” (when a mark is in use but not for all goods/services claimed by the owner). 

Generally speaking, we support changes to rules and practice that may be required to give the Office authority to properly evaluate claims of use of trademarks in commerce.  Because we believe that adequate statutory and regulatory authority to achieve this goal already exists at the pre-registration stage, we do not support the Proposed Rule changes for pre-registration.  We generally support a rule change that would add comparable authority at the post-registration stage.  Because claims of use as to all goods and services in a registration are not at issue when a Section 7 amendment is sought for amendment of a mark, we do not support the Proposed Rule changes in the Section 7 context.  Our comments follow.

Pre-Registration
The Office already possesses sufficient regulatory authority to require additional specimens of use when a use-based application is examined.  Rule 2.61(b), 37 C.F.R. § 2.61(b), provides that “[t]he examiner may require the applicant to furnish such information and exhibits as may be reasonably necessary to the proper examination of the application.”  Non-compliance with information requests issued under this rule is a basis for refusal of registration.  See Trademark Manual of Examining Procedure (“TMEP”) § 814 and cases cited therein.  The TMEP also specifically provides that “if the range of items is wide or contains unrelated articles, the examining attorney may request additional specimen(s) under 37 C.F.R. § 2.61(b).”  TMEP § 904.01(a).  Thus, it appears that the Office already has the requisite authority to allow Examiners to require additional specimens, information and exhibits if necessary to properly evaluate an applicant’s claim of use of a mark in commerce.  Further guidance on the use of this authority can be provided through the issuance of an appropriate Examination Guide, rather than amending the rules as proposed.  Thus, we do not support the Proposed Rules changes that would expand on the existing rule applicable to pre-registration examination.  

Post-Registration

We support implementation of a rule like 2.61(b) that would apply to post-registration examination of Sections 8 and Section 71 filings.  

Focused Implementation

The comments that accompany the Proposed Rules state that the Office expects to apply the rule in only a “relatively small number of cases” to assess the accuracy of the identifications.”   However, the Proposed Rules would be broadly applicable to all applications and registrations.   To achieve the desired result of greater accuracy of the register, implementation of the Proposed Rules should be accompanied by guidance describing the instances in which additional evidence of use can be required.  In other words, there should be a targeted approach to implementation of the Proposed Rules that is best designed to identify and address cases of deadwood and over-claiming, rather than an indiscriminate, across-the-board approach.

Applications and registrations that display the following characteristics are of the type that should be flagged for heightened scrutiny and additional specimens or evidence of use:

-         use of class headings in the identification/recitation; or

-         inclusion of unrelated and unlikely goods within a class (ex:  perfume and laundry bleach in Class 3; software and fire extinguishers in Class 9; wallets and whips in Class 18); or

-         use of multiple languages on packaging; or use of non-U.S. measurement indicia (i.e., grams instead of liters); or prices stated in non-U.S. currency; or

-
alphabetically arranged "data dumps" from the ID Manual.

This analysis properly focuses on the claims and specimens presented to the Office in the filing itself and does not single out any particular category of trademark owner.  In these instances, further inquiry into the claim of use may be warranted.  

Another characteristic that could trigger a request for additional information is a lengthy list of related goods/services.  However, the standard for satisfying the inquiry in such cases should be reasonable and not overly burdensome or formalistic, as further discussed below.

Assessment of Specimens and Evidence

Especially in cases when the only characteristic triggering a requirement for additional information is a lengthy list of related goods/services, examination of the veracity of an owner’s claim of use should focus on ensuring that the registration accurately reflects the goods/services in connection with which the mark is actually used, based on all evidence that can be supplied, and should not be a “gotcha” exercise designed to delete goods/services from registrations based on a hyper-technical analysis of specimens.  Trademark owners should not lose rights in marks that are genuinely used in commerce because producing formal specimens that satisfy the Office’s technical requirements is burdensome, costly or time-consuming.
[1]  Deleting such goods and services from a registration when the mark is actually in use in commerce in ways that are readily source-indicating to consumers would detract from the accuracy of the register, not improve it.  

To that end, the Office should accept evidence of use that is reasonably sufficient to confirm the accuracy of the list, rather than applying a strict analysis of whether the evidence qualifies as a formal specimen or displays technically perfect trademark use.  Examples of such evidence of use could be a catalog listing the goods even if it does not qualify as a point of sale display; a genuine commercial website that describes or evidences the range of goods and services offered by the trademark owner; product inserts; invoices, and other bona fide materials that tend to support the claim of use.  Some latitude should also be given in evaluating evidence for how services are marketed and how they are described, for example, evidence that an owner offers comprehensive financial advisory services need not specifically reference “financial planning” if that phrase also appears in the recitation.  Acceptance of this type of evidence would be a practical way to satisfy the Office that the claim of use is accurate without imposing an undue burden on trademark owners or requiring an undue allocation of the Office’s resources to examination of a multitude of specimens. 

Likewise, the Office’s examination of the additional evidence that is supplied in response to an information inquiry should apply a reasonable standard as to whether the mark shown in the specimen agrees with the mark in the drawing, consistent with the recent decisions of the Trademark Trial and Appeal Board (“TTAB”) reversing refusals on this basis.  See In re 1175856 Ontario Ltd., 81 USPQ2d 1446 (TTAB 2006); In re Big Pig, Inc., 81 USPQ2d 1436, 1440 (TTAB 2006), In re Royal BodyCare, Inc., 83 USPQ2d 1564 (TTAB 2007); cf. Paris Glove of Canada Ltd. v. SBC/Sporto Corp., 84 USPQ2d 1856 (TTAB 2007); and In re Green U.O.D., Serial No. 76/615,858 (TTAB 2008) (not designated as precedent); In re The Gray Foxes, Serial No. 76/544,022 (TTAB 2005) (not designated as precedent); In re Jordan Outdoor Enterprises, Ltd., Serial No. 78/298,898 (TTAB 2006) (not designated as precedent); and In re ITT Industries, Inc., Serial No. 78/456,701 (TTAB 2006) (not designated as precedent).  This also would be consistent with more forgiving standard presently applied at post-registration.  

In addition, multiple specimens or additional evidence of use should not be required to substantiate identifications that appear in the Official Manual of Acceptable Goods/Services even if that ID encompasses numerous constituent products, such as “cosmetics,” “furniture,” or “chemicals for industrial use.”  In other words, evidence of use of the mark on a single cosmetic or a single item of furniture or a single chemical should be sufficient evidence to support inclusion of that phrase in the identification of goods.

In sum, the Proposed Rules should be implemented in a practical way that addresses the problems of “deadwood” and over-claiming, and not as a means of denying registration for technical reasons.  

Safe Harbor for Deletion of Goods/Services; or Assertion of Alternative ITU Basis (Where Appropriate)

Trademark owners should have the option to delete goods/services when faced with a requirement for additional specimens/evidence of use, without this being treated as evidence or an admission that the initial list of goods was improperly broad or inaccurate.  There are any number of reasons why trademark owners may opt not to provide additional evidence of use.  The registration’s validity should not be subject to attack simply because the registrant opts to delete some goods/services rather than fully respond to such an information inquiry.  This offers a “carrot” rather than a stick approach to increasing the accuracy of the register.

In addition, at least in pre-registration cases for use-based applications, trademark owners should also have the option of asserting a dual Section 1(b) intent-to-use basis for any goods or services that are subject to a requirement for additional specimens/evidence of use.  This would be analogous to cases in which the Office rejects the specimen(s) in a use-based application and the owner has the option of amending to a Section 1(b) intent-to-use basis.

Thank you for the opportunity to comment on the Proposed Rules.
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�[1] The comments submitted by INTA explain some of the circumstances that can make gathering such evidence of use burdensome and costly.  





