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October 9, 2012

United States Patent and Trademark Office

Office of the Commissioner for Trademarks

Madison East, Tenth Floor

600 Dulany Street

Alexandria, Virginia 22314

RE:  Hitachi Comments to Potential Amendment of First Filing Deadline for Affidavits or Declaration of Use or Excusable Nonuse [Docket No. PTO-T-2012-0031] 

We understand the importance of taking steps to ensure the accuracy of the trademark registry.  We agree that removing “deadwood” from the registry benefits members of the public by keeping the burden and cost of clearance at a minimum particularly if additional investigation, changes to a mark, filing of cancellation proceedings and negotiation to address the potential confusion can be avoided.  However, we do not believe changing the Affidavit or Declaration of Use requirement from after the fifth year from registration to after the third year from registration would have a significant impact in removing “deadwood”.  In our opinion, the 5th year mark is the more appropriate time to (1) eliminate “deadwood” on the registry, or (2) file for “incontestability” rights.   

A. Removing Deadwood:  

The notification (Supplementary Information) indicates that “recent research indicates that a significantly higher percentage of businesses fail during the first two years after their establishment than during the three years that follow.”  This pertains more to “new businesses” which may actually not even have the resources to file trademark applications.  In our experience, companies that are more established tend to at least use their mark and maintain the registration for over three years.  So the requirement of an Affidavit or Declaration of Use between the 5th and 6th year from the registration date would establish a more accurate trademark registry.    We believe it is actually easier for a trademark owner to prove use between the 3-4th year from registration given that this date is closer to the registration date in which an Applicant just gathered specimens to secure the registration.  As such, we do not believe that the proposed amendment would significantly reduce “deadwood.”

B.  Additional Burdens of “Incontestability” Filed Separately:

Furthermore, the notification mentions that the Section 15 is often filed independently of the Section 8 or 71 affidavits.  However, in our experience as a corporate entity, Section 8 & 15 affidavits are often, if not always, filed at the same time.  As a company, filing the Section 8 & 15 at the same time does not create additional undue burden.  The ability to consult with an attorney at the same time to file the Section 8 & 15 is more manageable in time and cost than consulting with an attorney at different periods (e.g., trademark clearance, trademark filing, Statement of Use, 3-4th year Affidavit or Declaration of Use, Section 15 Incontestability, Renewal).  The proposed amendment would also require another entry and modifications to a registrant’s existing docketing system; thus imposing an increased burden on registrants to manage an additional deadline.  Additionally, while we understand the importance of an accurate trademark registry, there is also a demand for international harmonization of trademark systems.  We believe that changing the Affidavit or Declaration of Use requirement to after the third year from registration and removing the ability to file a Section 15 at the same time would further complicate the U.S. trademark system from the trademark systems of most countries and actually regress from the move towards global harmonization of trademark systems.
C.  Oppose an amendment to shorten the first filing deadline for Affidavits or Declarations

of Use or Excusable Nonuse under Sections 8 and 71:

We respectfully oppose shortening of the Affidavit or Declaration of Use requirement since we do not believe changing the Affidavit or Declaration of Use requirement to the 3rd or 4th year from registration would significantly eliminate “deadwood” and additionally, such change would increase burden and cost of Registrants that are already facing budget constraints.
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