USPTO Responses to Comments Received on Draft of Examination Guide Entitled “Applications for Marks Comprised of gTLDs for Domain Name Registration or Registry Services”
The period for commenting on the draft version of the examination guide that will update the policy and procedure relating to the USPTO’s handling of applications for marks comprised of a generic top-level domain name (“gTLD”) for domain-name registration or registry services has ended.  Thank you to all who submitted comments.  As the comments on the exam guide make clear, the examination of marks comprised of a gTLD for domain-name registration or registry services involves the consideration of complex and sometimes controversial issues.  The insightful and constructive comments we received will aid the USPTO in its goal of producing a final version of the exam guide that provides a clear, accurate, and useful discussion of the relevant examination policies and procedures.  
In order to more efficiently respond to the comments received, we are posting a single, comprehensive response, summarizing and addressing the issues raised.  

Requirement for a Signed ICANN Registry Agreement:

· The guide indicates that in order to avoid a deceptiveness refusal under Section 2(a) of the Trademark Act, the applicant will be required to submit evidence that it has entered into a currently valid Registry Agreement with ICANN, designating the applicant as the Registry Operator for the gTLD identified by the applied-for mark.  Some commenters expressed concern that although ICANN is presently the only entity through which a party can secure a gTLD, requiring a contract with a single entity may preclude and discourage other potential competitors to ICANN from entering the market.  We understand these concerns; however, we have drafted this policy to fit the circumstances we have now.  If those circumstances change, we will consider revising our policy.
· One commenter stated that there should be: (1) an affirmative duty on an applicant/registrant to withdraw/cancel any USPTO application or registration if such applicant/registrant no longer has a current Registry Agreement (or Registry Agreement application) with ICANN; and (2) an affirmative duty on the USPTO to sua sponte abandon a relevant application, or cancel a relevant registration, upon learning of, whether via ICANN, the applicant/registrant, or the public, and verifying through ICANN, of the applicant’s/registrant’s lack of a current, relevant, Registry Agreement (or Registry Agreement application) with ICANN.  The USPTO policy with gTLD marks must be formulated in the broader context of trademark examination policy under the Trademark Act and USPTO rules.  No such affirmative duty to abandon or cancel a trademark application or registration immediately upon cessation of use is placed on applicants, registrants, or the USPTO with marks for other goods and services.  Thus, the USPTO deems it inappropriate to establish such a duty in this situation.  However, please note that the owner of a gTLD mark for domain-name registration or registry services will be required to provide proof of an ongoing valid ICANN registry agreement as part of the usual required post-registration maintenance filings, and, as with trademarks for other goods and services, if a third party believes that a mark is no longer entitled to registration for any reason, such third party can submit a petition to cancel the registration.  

· One commenter stated that the requirement that an applicant submit a copy of a registry agreement with ICANN seems “inconsistent with existing USPTO policy, which generally does not require evidence of legal entitlement to use a mark from a third party agency that regulates the applicant’s use or industry.”  The USPTO always has the authority, under 37 C.F.R. § 2.61, to require such information and exhibits as may be reasonably necessary to the proper examination of the application.  The USPTO deems a signed registry agreement with ICANN indicating that the applicant’s domain-name registration or registry services feature the gTLD in the proposed mark necessary in order to ensure that such marks are not deceptive.  Thus, the requirement that the applicant submit a copy of a registry agreement with ICANN is in accordance with existing procedures to obtain the necessary information to assess potential refusals and thus ensure the proper examination of the application.

· As noted in the exam guide, if an applicant has a pending Registry Agreement application with ICANN for the gTLD shown in the application before the USPTO, the proposed examination procedures will allow for suspension of the USPTO application until the application with ICANN reaches a conclusion. 
Requirement for a Prior Registration of the Same Mark for Goods or Services in the Same Field of Use
Several commenters discussed the guide’s requirement that the applicant submit evidence that the gTLD shown in the applied-for mark is the subject of one or more currently active prior U.S. registrations for goods or services that are related to the subject matter of the websites to be registered via the applied-for domain name registry/registration services.  
· As an initial matter, we would like to reiterate that the requirements set out in the exam guide apply only to applications for gTLD marks used in connection with domain name registration or registry or related services, and applications for gTLD marks for non-gTLD-related goods and services will be examined according to the otherwise applicable examination procedures.
· A commenter stated that an application for a gTLD mark should be allowed registration, even if the applicant does not own a prior registration for the same mark in the same field of use, if the mark is inherently distinctive or if the applicant can show acquired distinctiveness and that “the obligations for protection should be the same as for any other source-indicating device.”  All proposed marks are subject to a requirement that they actually function as source-indicators, and because consumers are predisposed to view gTLDs as merely a portion of a web address rather than as an indicator of source for domain-name registration or registry services, it is necessary that the applicant submit evidence of prior registrations for related goods and/or services to indicate that consumers already view the applied-for mark as an indicator of source in the relevant field.  This shows that consumers will view the applied-for gTLD mark as a source-indicator when used in connection with domain name registry or registration services.  
· One commenter stated that the requirement that an applicant hold a prior registration for the same mark for related goods/services is unnecessary and would extend protection only to established marks.  The commenter also argued that, should the USPTO maintain the requirement for a prior registration, applicants with no prior relevant registration should be permitted to obtain a registration for a gTLD mark for domain name registry/registration services on the Supplemental Register, and, at a later date, be allowed to register the same mark on the Principal Register with a showing of acquired distinctiveness.  However, the USPTO considers the requirement in the exam guide that an applicant hold a prior registration for the same mark for related goods/services necessary in order to show that consumers would view the applied-for mark as an indicator of source.  Without such a showing, consumers are likely to view the gTLD mark, when used in connection with domain name registry/registration and related services, as merely a generic portion of a web address rather than as an indicator of source for domain-name registry/registration services.  Similarly, because, without the additional required evidence, consumers would view a gTLD mark, when used in connection with such domain name services, as merely a generic portion of a web address rather than as an indicator of the source of domain-name registry/registration services, such unsupported gTLD would not be capable of registration on the Supplemental Register.
Disclaimers

· One commenter stated that the requirement in the exam guide that the applicant submit proof of ownership of a currently active U.S. registration on the Principal Register for the same mark shown in the application, with no disclaimer of the wording that makes up the gTLD, places owners of certain registrations at an “extreme disadvantage.”  Because consumers view marks in their entirety, and are not typically aware of disclaimers in registration statements, the disclaimer of certain wording in a word-mark registration on the Principal Register should not prevent such word-mark registration from being used as evidence that the wording in the word-mark registration will be perceived as a source identifier when used in a gTLD for domain-name registration or registry services.  Accordingly, the policy set out in the exam guide will be revised to remove the requirement that no wording in the mark shown in the prior registration be disclaimed. 

Requirement for Significant Additional Evidence to Show that the gTLD will be Perceived as a Mark

· One commenter stated that the requirement that an applicant submit a significant amount of additional evidence relevant to the issue of whether the mark will immediately function to identify the source of the domain-name registration or domain-name registry services rather than merely being perceived as a portion of an Internet domain name is “unjustified and unduly burdensome,” and that “the rules currently in place regarding material already deemed appropriate as specimens adequately address any concerns relevant to both traditional and gTLD trademarks.”  However, applicants for marks comprised of gTLDs for domain name registry or registration services would not always be required to submit specimens of use which show the applied-for mark used in the sale or advertising of the identified services because typically only one specimen per class is required, so if the identification includes other services in the class, the specimen may not necessarily be for the domain name-related services.  Also, specimens of use are not required for registrations issued with a Section 44 or Section 66 registration basis.  In addition,  because consumers are conditioned to view gTLDs as merely non-source indicating portions of Internet addresses, additional evidence is needed to show that consumers are already so familiar with the wording at issue as a mark that they will transfer the source recognition even to the domain name registration or registry services.  The amount and nature of the additional evidence needed may depend on the nature of the previously registered mark.  For example, less evidence may be necessary for a coined term. The requirement for additional evidence ensures that the requisite source indication is demonstrated.  
Requirement that the Applicant Indicate that the Identified Services are Primarily for the Benefit of Others

· One commenter stated that there is no need to expressly add the requirement that an applicant indicate that the identified services are primarily for the benefit of others, and that the inclusion of this requirement implies that gTLD applicants have “some higher burden of proof in this regard than other applicants.”  The USPTO makes inquiries to ensure that services are for the benefit of others whenever deemed necessary for proper examination. See 37 C.F.R. § 2.61.  Because of the likelihood that many applicants for new gTLD marks will operate the .brand gTLD as a closed registry (i.e., the domains will be used for the gTLD owner’s exclusive use), this requirement is necessary to ensure that the services offered by the applicant will be performed to the order of, or the benefit of, someone other than the applicant, as required by the Trademark Act.
Meaning of the Term “Generic”

· One commenter stated that the difference in meaning of the term “generic” with respect to goods/services versus the meaning of such term with respect to top level domains results in an “inherent ambiguity” which should be clarified in the exam guide in order to avoid confusion.  Although “gTLD” is an abbreviation for “generic top-level domain,” the reference to “generic” is not in the trademark sense, and a gTLD is, when supported by appropriate evidence, capable of serving a source indicating function.  Accordingly, we will include a footnote in the exam guide that distinguishes a mark comprised of generic wording in the trademark sense from a gTLD mark, and which states that a gTLD mark will, upon submission of the required evidence detailed in the guide, be considered capable of serving a source indicating function when used in connection with domain-name registration or registry services, and will therefore be eligible for registration in connection with such services.
Trademark Enforcement and Infringement
· One commenter stated that, under ICANN’s new gTLD program, it is possible that gTLDs that are very similar to one another would be delegated into the Domain Name System’s root zone, and that, if one, or more, of the owners of such gTLDs were to gain a USPTO registration for its gTLD for domain name registration or registry services, such registration could be used to prevent another similar gTLD from providing registry services.  Another commenter asked if a new domain manager would be subject to an infringement suit.  As the exam guide sets out only the procedures for the issuance of USPTO registrations, which represent an acknowledgement of common law use rights along with certain evidentiary presumptions stemming from use of the mark in commerce, we will not address this comment. 

Re-Delegation of Domain by ICANN

· One commenter asked if the existence of a registered mark would preclude ICANN from re-delegating the domain.  The USPTO does set ICANN policy, and the exam guide will not address ICANN procedures.

Revisions to USPTO gTLD Policy Moving Forward 
· One commenter noted the need for the USPTO to remain open to the possibility of further revising the policy for examination of applications for marks comprised of gTLDs for domain-name registration or registry services as the field continues to evolve.  We agree with this comment.  The purpose of the revised gTLD-mark policy is to acknowledge and adapt to recent developments in the domain name system, under which certain .brand gTLDs may be perceived as source indicating by consumers, while other gTLDs will not.  The USPTO remains open to further revising the policy in the future if appropriate.  
