
TMEP HIGHLIGHTS – OCTOBER 2014
This outline highlights some of the clarifications and changes set forth in the TMEP October 2014 edition. For a more complete listing, see the “Changes in the TMEP October 2014 Edition” document, which is posted as part of the TMEP. Shaded items below indicate changes or clarifications to examination practice not previously set forth in case law, Examination Guides, or other materials. 

_____________________________________________________________
Recognition as a representative
· Neither a telephone call nor an e-mail from a qualified practitioner satisfies the “appearance” requirements of 37 C.F.R. §2.17(b).  

· However, after issuance of an Office action to a pro se applicant and prior to response, a qualified practitioner may satisfy the appearance requirement by submitting a signed document into the record stating that the practitioner represents the applicant and requesting that the Office records be updated to indicate that he or she is the attorney of record.  

TMEP §604.01
_____________________________________________________________
REFUSAL OF REGISTRATION IN PRIORITY ACTION (new example)
· If the applicant could overcome a likelihood-of-confusion refusal limited to a particular class or classes in a multiple-class application by deleting the class(es), the examining attorney may initiate telephone or e-mail contact and suggest the amendment.  
· If the applicant or applicant’s attorney does not authorize an examiner’s amendment, the examining attorney may issue a priority action that fully discusses the refusal, includes sufficient evidence to support the refusal, and expressly states that the refusal is limited to only certain class(es).
TMEP §708.04
_____________________________________________________________
WITHDRAWAL OF REFUSAL AFTER FINAL OR AFTER APPEAL

· In the rare circumstance where the examining attorney determines that a final refusal should be withdrawn, even though the applicant has not submitted any further amendments or arguments after issuance of the final action, the examining attorney must:

· Withdraw the requirement or refusal and approve the application for publication or registration, if it is otherwise in condition for such action;

· Promptly attempt to notify the applicant by telephone or e-mail that the requirement or refusal is withdrawn, so that the applicant knows that filing an appeal is unnecessary; and

· Enter an appropriate Note to the File.

· If, after considering the applicant’s brief or reply brief, the examining attorney believes that the requirement or refusal should be withdrawn, the examining attorney must:

· Withdraw the requirement or refusal and approve the application for publication or registration, if it is otherwise in condition for such action;

· Promptly attempt to notify the applicant by telephone or e-mail that the requirement or refusal is withdrawn; and 
· Enter an appropriate Note to the File.  
TMEP §§715.02, 1501.03
_____________________________________________________________
SUBSEQUENT FINAL AFTER APPEAL FILED
· If a request for reconsideration does not raise a new issue, but presents new evidence that is significantly different from evidence previously submitted, the examining attorney must issue an “Examiner’s Subsequent Final Refusal” that: 
· omits the six-month response clause, 
· specifies which issues are withdrawn and/or which amendments are accepted, and 
· addresses the new evidence.  
· A subsequent final action issued after the filing of an appeal does not give the applicant an automatic six-month response period.

· The subsequent final action must also inform the applicant that the Board will be notified to resume the appeal.

· Any further request for reconsideration must be made via a request for remand.

TMEP §715.04(b)

_____________________________________________________________
DATE OF EXECUTION SUBSEQUENT TO FILING DATE

· If it is not otherwise necessary to issue an Office action, the examining attorney may attempt to contact the applicant by phone or e-mail to ascertain the date of signature, which may then be entered by examiner’s amendment.  
· If the examining attorney is unable to reach the applicant, an Office action requiring the applicant to specify the date of signature must be issued.
TMEP §804.03
_____________________________________________________________

Amending Basis of a §1(b) Application Between Notice of Allowance and Statement of Use

Request to substitute or add §44(e) basis [§1(b) basis deleted or perfected]:
· If the examining attorney accepts the §44(e) basis, but the record indicates that the foreign registration has expired or will expire within six months, the examining attorney must require proof of renewal.  
· If the applicant states that renewal is pending in the foreign country, the examining attorney must suspend the application pending receipt of proof of renewal.

TMEP §806.03(j)(ii)
_____________________________________________________________
AMENDMENT TO SUPPLEMENTAL REGISTER IN THE ALTERNATIVE
· If applicant responds to a refusal of registration on the Principal Register by arguing the merits and, in the alternative, requests registration on the Supplemental Register and the examining attorney is not persuaded to withdraw the refusal, but would accept the amendment, the applicant must be given the option of registration on the Supplemental Register or going forward with the appeal on the underlying refusal.  
· This should be done by telephone or e-mail, with a Note to the File in the record indicating the applicant’s decision, wherever possible.  
· If the applicant wants to appeal, or if the examining attorney is unable to reach the applicant by telephone or e-mail, the examining attorney must issue a written action continuing the underlying refusal and noting that the amendment to the Supplemental Register is deemed acceptable and will not be an issue on appeal.

TMEP §816.04
_____________________________________________________________

USE IN COMMERCE

Pre-Sale of Goods: 

· The examining attorney must refuse registration if the specimen indicates that the goods have not been “sold or transported in commerce.”

· For example, a webpage for placing pre-sale orders for goods that are not yet available does not show use of the mark in commerce in connection with the goods.

· The Office action must indicate that registration is refused because the applicant has not provided evidence of use of the mark in commerce for the identified goods/services.

TMEP §§904, 1301.03(a)
Digitally Created Specimen

· An image of goods, or specimen for services, that has been digitally created or altered to include the mark does not show actual use of the mark in connection with the goods/services in commerce.
TMEP §904.04(a), 904.07(a)
_____________________________________________________________

SEPARATELY REGISTRABLE SERVICES - CLINICAL TRIALS
· The U.S. Food and Drug Administration legally requires clinical trials as a prerequisite of pharmaceutical approval.
· Since conducting a clinical trial is a legally required prerequisite to pharmaceutical sales, when this service is conducted by a pharmaceutical company for its own goods, it is an expected and mandated activity not separately registrable from the principal activity of providing the pharmaceutical preparations themselves.
· When registration is sought for a mark used in connection with the conducting of pharmaceutical clinical trials, the examining attorney must ascertain whether the services are provided for the pharmaceuticals of others.  If the record is unclear, the examining attorney should request additional information to clarify whether the pharmaceutical clinical trials are registrable services.
TMEP §§1301.01(a)(iii), 1301.01(b)(vi)
_____________________________________________________________
VARIETAL AND CULTIVAR NAMES
· A search using Internet search engines does not by itself suffice to assess whether a mark for live plants, agricultural seeds, fresh fruits, or fresh vegetables is a varietal or cultivar.

· The examining attorney must also submit a request to the Trademark Law Library to undertake an independent investigation.

· Before approval for publication, a Note to the File must be added to the record indicating “Law Library varietal search.”  
· In addition, the examining attorney also may inquire of the applicant whether the term has ever been used as a varietal name, and whether such name has been used in connection with a plant patent, a utility patent, or a certificate for plant-variety protection.
TMEP §1202.12

_____________________________________________________________

§2(a) Disparagement Refusal
· Test depends on the nature of the interest disparaged by the mark - whether it is commercial or non-commercial (e.g., religious, ethnic, personal reputation, or national interest).

· In an ex parte case involving disparagement of a non-commercial interest, the following two-part test applies:   

· (1) What is the likely meaning of the matter in question, taking into account not only dictionary definitions, but also the relationship of the matter to the other elements in the mark, the nature of the goods or services, and the manner in which the mark is used in the marketplace in connection with the goods or services; and

· (2) If that meaning is found to refer to identifiable persons, institutions, beliefs or national symbols, whether that meaning may be disparaging to a substantial composite of the referenced group.
· In the more rare situation where disparagement relates to a commercial interest, such as disparaging a particular business or trademark owner, the following two-part test applies:

· (1) Whether the communication reasonably would be understood as referring to the commercial entity; and 

· (2) Whether the communication is disparaging, that is, would be considered offensive or objectionable by a reasonable person of ordinary sensibilities.

TMEP §1203.03(b)(i)

_____________________________________________________________

NATIVE AMERICAN TRIBAL INSIGNIA
· When a federally or state-recognized Native American tribe submits its official insignia to the USPTO, it is assigned a serial number in the “89” series code and entered into the USPTO search records to assist examining attorneys and applicants.  
· Section 2(a) disallows the registration of marks that falsely suggest a connection with a non-sponsoring person or institution, including a Native American tribe.
· If a mark that a party wishes to register as a trademark resembles an insignia of a Native American tribe, it may falsely suggest a connection with the tribe.
TMEP 1205.03
_____________________________________________________________

PETITION TIMELINESS
· Petition to reinstate a registration for failure to perfect a timely filed maintenance filing under §§8, 9, or 71 – two months from date of issuance of the cancellation notice; if the registrant did not receive the cancellation notice, or no cancellation notice was issued, two months from the date the Trademark database was updated to indicate that the registration expired or was cancelled.
· The petition should include a clear statement that the Office action was not received and either a complete response to the Office action or a request that the Office action be reissued

· Petition to reverse an examining attorney’s holding of abandonment for failure to file a complete response to an Office action - two months from date of issuance of notice of abandonment. 
TMEP §1705.04, 1712.02(b)
_____________________________________________________________

MADRID APPLICATIONS

Priority
· In cases where priority information is provided in the §66(a) application and the “Priority Claimed” field indicates “NO,” if it is otherwise necessary to issue an Office action, an advisory may be included to notify the applicant that their priority claim will not be accepted. However, the advisory is not necessary if the application is in condition for publication upon initial examination.

TMEP §1904.01(e)
Parenthetical Language in ID

· Language inserted by IB inside the parentheses in an identification (i.e., “considered too vague for classification,” “incomprehensible,” or “linguistically incorrect”) should not be examined.

· The goods/services preceding the parenthetical language must be examined:

· If the wording preceding the parenthetical language is definite according to USPTO practice, the identification should be accepted.

· Otherwise, an acceptable amendment must be required that is definite and within the scope of the class assigned by the IB.

· The parenthetical language and the parentheses must be removed and must not appear in the final identification of goods/services.  
· If otherwise necessary to issue an Office action, the action must include notice that the parenthetical language and the parentheses will be removed from the identification.  
· If otherwise unnecessary to issue an Office action, a no-call examiner’s amendment must be issued to document the removal of the wording.  
· A no-call examiner’s amendment is acceptable in this situation because the parenthetical language is provided to the USPTO for informational purposes only and documentation of the removal is for purposes of notice to the applicant only and does not “amend” the application.
TMEP §1904.02(c)

Invalidation of Protection to the United States
· Registered extension of protection to the US is invalidated when it is revoked or cancelled, in whole or in part, pursuant to a decision of the USPTO or by order of a federal court of the United States.
· Generally, there are four reasons invalidation may occur:  
· (1) cancellation proceedings instituted by a third party before the Trademark Trial and Appeal Board (“TTAB”); 
· (2) order of a federal court of the United States; 
· (3) failure to file an acceptable §71 affidavit or declaration; or 
· (4) holder’s voluntary surrender of the registered extension of protection.  
· Invalidation may be as to all or some of the goods/services covered by the registered extension of protection.
· In the case of partial invalidation, the USPTO will delete the relevant goods/services from the USPTO’s electronic records.

TMEP §1904.07
_____________________________________________________________
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