
TMEP HIGHLIGHTS – OCTOBER 2013
This outline highlights some of the clarifications and changes set forth in the TMEP October 2013 edition. For a more complete listing, see the “Changes in the TMEP October 2013 Edition” document, which is posted as part of the TMEP. Shaded items below indicate changes in examination practice not previously set forth in case law, Examination Guides, or other materials. 

_____________________________________________________________
§2(a) – GOVERNMENTAL ENTITIES

· It is well settled that the United States government is a “person” within the meaning of §2(a); therefore, the common names of, and acronyms for, United States government agencies and instrumentalities are considered persons. 
· United States government agencies and instrumentalities, as identified by their common names and acronyms therefor, also may be considered institutions within the meaning of §2(a).  

· Institutions do not have to be large, well known, or “national” to be protected from the registration of a mark that falsely suggests a connection with or disparages them, or brings them into contempt or disrepute. 

· Although §2(a) may not be applicable to a particular designation, many names, acronyms, titles, terms, and symbols are protected by other statutes or rules.
False Suggestion of a Connection: 

· Registration must be refused if the nature of the mark and the nature of the goods or services are such that a United States government agency or instrumentality would be presumed to be the source or sponsorship of the applicant’s goods or services. 
· The record must include evidence showing that the designation in the mark refers to the agency or instrumentality and that the goods or services are such that a connection with that agency or instrumentality would be presumed, particularly when it is not readily apparent that the wording or acronym in the mark refers to the agency or instrumentality. 
· The identified goods or services must be scrutinized in the context of the current marketplace to determine whether they are of the type to be offered by United States government agencies and instrumentalities. 
· For instance, if the evidence supports a finding that it is commonplace for government agencies to sell or license the sale of consumer merchandise featuring agency names or acronyms, a false connection with a government agency would be presumed if that agency name or acronym is used in connection with those goods.  

· The false suggestion of a connection refusal may also apply to marks containing names of, and acronyms and terms for, United States government programs (e.g., Medicare), military projects (e.g., BigDog), and quasi-government organizations (e.g., Smithsonian Institution), even if they are not protected by separate statute.
TMEP §§1203.03-1203.03(c)(iii), Appendix C
_____________________________________________________________
HASHTAG MARKS

· A mark comprising or including the hash symbol (#) or the term HASHTAG is registrable as a trademark or service mark only if it functions as an identifier of the source of the applicant’s goods or services.  
· A “hashtag” is a form of metadata comprised of a word or phrase prefixed with the symbol “#” often used in social-networking sites to identify or facilitate a search for a keyword or topic of interest.
· The addition of the term HASHTAG or a hash symbol (#) to an otherwise unregistrable mark typically cannot render it registrable. 

· If a mark consists of the hash symbol or the term HASHTAG combined with wording that is merely descriptive or generic for the goods or services, the entire mark must be refused as merely descriptive or generic. 

· When a mark containing the hash symbol or the term HASHTAG is unitary with other arbitrary or suggestive, the mark must still be evaluated to ensure that it functions as a source indicator for the goods or services.
TMEP §1202.18
_____________________________________________________________
SWISS CONFEDERATION COAT OF ARMS OR FLAG

· If issuing an Office action with an advisory, the applicant should also be advised that a color version of the specimen showing a red cross on a white background may result in a refusal on the ground that the mark is not in lawful use in commerce based on 18 U.S.C. §706.  

TMEP §1205.01(d)(i)(B)
_____________________________________________________________
GEOGRAPHICALLY DECEPTIVELY MISDESCRIPTIVE AND DECEPTIVE MARKS
· The determination of whether the primary significance of the mark is a generally known geographic location can be made “by showing that the mark in question consists of or incorporates a term that denotes a geographical location which is neither obscure nor remote.” The focus is on whether the term in question is primarily geographic in the context of the mark, rather than on whether the geographic reference dominates the mark.
· Geographically deceptive and primarily geographically deceptively misdescriptive matter need not comprise the entire mark, or even the dominant portion of the mark. A refusal under §2(a) or §2(e)(3) is appropriate if some portion of the applied-for mark is geographically deceptive or primarily geographically deceptively misdescriptive with respect to the goods and/or services.

TMEP §§1210.05(b), 1210.06(b)

_____________________________________________________________

2(f) STATEMENTS – FIVE YEARS’ USE

· Certification mark:  The mark has become distinctive of certifying goods and/or services through the substantially exclusive and continuous use of the mark in commerce by authorized parties for at least the five years immediately before the date of this statement.
· Collective membership mark:  The mark has become distinctive of indicating membership in an organization through the substantially exclusive and continuous use of the mark in commerce by members for at least the five years immediately before the date of this statement.
· Collective trademark or service mark:  The mark has become distinctive of the goods and/or services through the substantially exclusive and continuous use of the mark in commerce by members for at least the five years immediately before the date of this statement.

TMEP §1212.05(d)
_____________________________________________________________
DRAWING – SOUND MARK

· The applicant should submit an audio reproduction of any sound mark. The reproduction must be in an electronic file in .wav, .wmv, .wma, .mp3, .mpg, or .avi format and should not exceed 5 MB. Audio files can only be attached to TEAS application forms.

TMEP §807.09
_____________________________________________________________

SUBSTITUTE SPECIMENS

Action After Submission of Substitute Specimen:

· If the applicant responds to a refusal for failure to show use of the mark in commerce by submitting a substitute specimen that does not show use of the mark in commerce for the same or a different “use-in-commerce” (rather than “failure-to-function as a mark”) reason, the substitute specimen does not present a new issue.  

· If the applicant responds to the refusal by submitting a substitute specimen that fails to show the mark functioning as a mark, this presents a new issue that requires issuance of a new nonfinal Office action.  
· The examining attorney must issue a new refusal as to the substitute specimen, and must maintain the prior refusal as to the original specimen and indicate that the substitute specimen did not obviate the initial refusal.  
TMEP §§714.05(e), 904.07(a)(i)
· If the applicant responds to a failure-to-function refusal by submitting a specimen that does not show the mark in use in commerce, no new issue is presented because the examining attorney has advised the applicant of the appropriate response options, which may include the general requirements for a substitute specimen.  
· If the applicant responds by submitting a substitute specimen that reflects failure to function as a mark for a different substantive reason, the substitute specimen presents a new issue.  
· The examining attorney must issue a new refusal as to the substitute specimen, and must maintain the prior failure-to-function refusal as to the original specimen and indicate that the substitute specimen did not obviate the initial refusal. 

· If the applicant responds by submitting a substitute specimen that fails to show the mark functioning as a trademark or service mark for the same reason as the original specimen, this does not present a new issue.  
TMEP §§714.05(f), 904.07(b)(i)
_____________________________________________________________
SUSPENSION

· The examining attorney should not suspend action on an application pending a decision on petition to the Director except upon express permission from the Office of the Deputy Commissioner for Trademark Examination Policy.

TMEP §716.02

· If an applicant argues preemptively against suspension based on a conflicting mark in a prior-filed application, and the examining attorney finds the arguments unpersuasive, the examining attorney must include a statement to that effect in the suspension notice. The recommended practice is to briefly address the merits of the unpersuasive arguments prior to an initial suspension.

TMEP §716.03
_____________________________________________________________

PARTIAL ABANDONMENT ADVISORY
· The examining attorney may issue a refusal or requirement that applies only to certain goods/services/class(es) in any Office action (i.e., a first or subsequent nonfinal Office action, final action, or denial of a request for reconsideration).  
TMEP §718.02(a)
_____________________________________________________________

OWNERSHIP OF PRIOR REGISTRATIONS
· If applicant includes a claim of ownership of a prior registration, or a pending application, in the application as filed, the examining attorney must accept the claim without further proof of ownership and must not cite the registration for likelihood of confusion or advise the applicant that there may be a conflict with the earlier-filed application.

· If the applicant does not assert ownership of a pertinent registration in the application, but the Trademark database indicates that an assignment was filed, the examining attorney must check the database of the USPTO’s Assignment Recordation Branch to determine whether it supports ownership of the registration in the applicant’s name. If records in the database indicate that the registration is owned by the applicant, the examining attorney must not cite the registration for likelihood of confusion, but must ask the applicant to state that the applicant owns the registration, if accurate.
· A refusal under §2(d) cannot be overcome by a claim of ownership of a registration made by the applicant in another registration file when the USPTO’s records do not indicate that the registration is owned by the applicant.
_____________________________________________________________

MOVING GOODS AND SERVICES – COMPANION APPLICATIONS
· Moving goods/services between applications may only be done if neither of the marks involved has been approved for publication in the Official Gazette.  

TMEP §1402.08

_____________________________________________________________

Section 44 Applications

Country of Origin:

· If a §44(d) applicant is not domiciled, incorporated, or organized in a treaty country, the examining attorney must require the applicant to establish that it was domiciled, incorporated, or organized, or had a bona fide and effective industrial or commercial establishment, in a treaty country during the six-month priority period beginning at the date of filing of the foreign application.
· If a §44(e) applicant is not domiciled, incorporated, or organized in the country that issued the foreign registration, the examining attorney must require the applicant to establish that the country is its country of origin as of the date of issuance of the foreign registration
· In this context, applicant is to be construed broadly to embrace the legal representatives, predecessors, successors, and assigns of the original owner of the foreign application or registration. Thus, an applicant for registration in the United States who is the assignee of a foreign registration, but cannot establish that the country which issued the registration is its country of origin prior to the assignment, or to the filing of the United States application, may still claim the benefit of registration under §44(e) because the requirement that the applicant be the owner of a valid registration from the applicant’s country of origin was perfected by its predecessor in interest.

· Generally, a written statement by the applicant or the applicant’s attorney that the applicant has had a bona fide and effective industrial or commercial establishment in the relevant country during the six-month priority period beginning at the date of filing of the foreign application (for §44(d) applicants), or as of the date of issuance of the foreign registration (for §44(e) applicants), will be sufficient.
TMEP § 1002.04

First-Filed Requirement:

· The application relied upon under §44(d) must be the applicant’s first application filed in any treaty country for the same mark and for the same goods or services - the USPTO will presume that the application was the first filed, unless there is contradictory evidence in the record (e.g., in the application itself or submitted via a Letter of Protest that has been accepted
· The requirement for the same goods or services means that the goods or services cannot exceed the scope of the goods or services in the foreign application and must be different from those covered by any previous application or registration for the mark in a treaty country.  
· For example, if evidence in the record indicates that an applicant who owns a French registration for “coats, hats, and ties” subsequently files an application with the Office for Harmonization in the Internal Market (“OHIM”) for “coats, hats, ties, and shoes,” and then files a United States application within six months seeking a priority filing date for “coats, hats, ties, and shoes” based on the OHIM application, the §44(d) priority claim would be valid only as to “shoes” because the OHIM application was not the first filed in a treaty country for “coats, hats, and ties.”  
· However, if the foreign application that formed the basis for the French registration is still within the six-month priority period, that foreign application can serve as a basis for priority for the “coats, hats, and ties.”
TMEP §1003.01

Status of Foreign Registration:
· If the foreign registration has expired or will expire before the US registration will issue, the applicant must submit a certificate of renewal, other certification from the intellectual property office of the foreign country, or copy of the foreign registration that shows that the foreign registration has been renewed and will be in force at the time the registration issues in the US  
· A photocopy of the intellectual property office’s publications or a printout from the intellectual property office’s website is not sufficient unless accompanied by a certification from the issuing office.  The only exception is for renewals of Singapore registrations - a printout from the Singapore intellectual property office website showing the extended expiration date of the foreign registration is acceptable as proof of renewal.  As of January 1, 2009, Singapore ceased issuing certificates confirming that a registration has been renewed.  
TMEP §1004.01(a)

Ownership of Foreign Application or Registration:
· If evidence in the record calls into question the applicant’s ownership of the foreign application on the filing date of the US application, the examining attorney must issue a request for information under §2.61(b), requiring the applicant to establish its ownership of the foreign application on the date of filing in the US, and advise the applicant that if it did not own the foreign application on the filing date of the US application, the applicant is not entitled to priority and the claim will be deleted.  
· The examining attorney must also refuse registration under §44(e) because the record indicates that the applicant is not the owner of a valid registration in the applicant’s country of origin.  
· If the applicant provides proof that it was the owner of the foreign application on the date of filing in the US, the application will retain the priority filing date.  The applicant must additionally satisfy the requirements for registration under §44(e).  

· Proof of ownership may consist, for example, of a copy of an assignment document, a statement from the agency administering the trademark register in the foreign country establishing that the applicant was the owner of the foreign application or registration as of the United States application filing date, or a printout from the intellectual property office’s website.  
Section 44 Added to or Substituted for Valid Section 1 Basis:
· If the applicant was not the owner of the foreign application on the filing date of an amendment adding a §44(d) priority date, the examining attorney must advise the applicant that it is not entitled to priority and ensure that the priority claim is not entered in the Trademark database.  

· If the applicant was not the owner of the foreign registration on the filing date of the amendment adding or substituting a §44(e) basis, the examining attorney must refuse registration under §44(e).  The applicant may amend the application to reassert or claim §1(a) or §1(b) as the basis.  

TMEP §1005
_____________________________________________________________

NOTICE OF ALLOWANCE

· The notice of allowance in an intent-to-use application will issue about eight weeks after the date the mark was published.

TMEP §1106.01
_____________________________________________________________

AMENDMENT AFTER NOTICE OF ALLOWANCE ISSUES

· Amendment Acceptable; Republication Required:  If an examining attorney determines that the amendment is acceptable but republication is required, the examining attorney will notify the applicant by telephone or e-mail that the amendment cannot be accepted at this time because republication is required, and that the amendment may be resubmitted when the statement of use is filed. 
· The USPTO cannot republish the application after issuance of the notice of allowance and prior to submission of the statement of use and will not cancel the notice of allowance to allow republication unless there was USPTO error, since this could substantially delay prosecution of the application.

TMEP §1107.01

_____________________________________________________________

EXTENSIONS OF TIME TO FILE STATEMENT OF USE
The following table presents an example of the complete timeline for filing five extension requests:

	Document
	Issue/Filing Date
	Period Covered

	Notice of allowance
	Issued June 7, 2010
	Through December 7, 2010 (1st 6 months provided by statute)

	First extension request
	File from June 8, 2010 through December 7, 2010
	Through June 7, 2011

	Second extension request
	File from December 8, 2010 through June 7, 2011
	Through December 7, 2011

	Third extension request
	File from June 8, 2011 through December 7, 2011
	Through June 7, 2012

	Fourth extension request
	File from December 8, 2011 through June 7, 2012
	Through December 7, 2012

	Fifth and last extension request
	File from June 8, 2012 through December 7, 2012
	Through June 7, 2013

	Statement of use
	File from December 7, 2012 through June 7, 2013
	N/A


TMEP §1108.01
_____________________________________________________________

PETITIONS
Timeliness
· If a statement of use does not meet the minimum filing requirements and there is no time remaining in the statutory filing period, the applicant’s recourse is as follows:
· If the applicant unintentionally failed to comply with the minimum filing requirements, the applicant may file a petition to revive within two months of the issuance date of the notice of abandonment.
· If the applicant has proof that shows on its face that the statement of use met the minimum requirements when filed, the applicant may request reinstatement, within two months of the issuance date of the notice of abandonment.

· If the applicant contends that the statement of use met the minimum requirements but was improperly denied by the ITU staff, and the applicant does not have proof that shows on its face that the statement of use was complete when filed, the applicant may file a petition asking the Director to review the action of the ITU staff within two months of the issuance date of the notice of abandonment.
TMEP §1109.02(a)

· The following petition deadlines run from the issuance date of the action or order of which the petitioner seeks review: 
· Section 8 rejection -- six months from date of issuance of Office action maintaining a refusal of the affidavit 

· Section 9 rejection -- six months from date of issuance of Office action maintaining a refusal of the renewal 

· Petition to revive -- two months from date of issuance of notice of abandonment or two months from the date of actual knowledge of the abandonment, if the applicant did not receive the notice of abandonment, and the applicant was diligent in checking the status of the application every six months 

· Petition to revive goods/services/classes deleted for failure to respond to a partial refusal or requirement - two months from date of issuance of the examiner’s amendment deleting (abandoning) the goods/services/classes or two months from the date of actual knowledge of the issuance of the examiner’s amendment deleting (abandoning) the goods/services/classes, if the applicant did not receive the examiner’s amendment and the applicant was diligent in checking the status of the application every six months
TMEP §1705.04

Stay or Suspension of Pending Matters

· If a stay of a deadline for filing a response to an Office action or notice of appeal has not been specifically requested and granted under 37 C.F.R. §2.146, the examining attorney must not suspend action on an application pending a decision on petition.
TMEP §1705.06
_____________________________________________________________

LETTERS OF PROTEST

· Appropriate Subject for a Letter of Protest:  A third party notifies the USPTO that the foreign application relied upon as the basis for a claim of priority under §44(d) is not the first application filed in a treaty country and provides evidence of the existence of an earlier-filed foreign registration or pending foreign application.
TMEP §1715.01(b)

_____________________________________________________________

POST REGISTRATION

· A foreign attorney or agent cannot prepare a post-registration maintenance document or sign responses to Office actions.
TMEP §§602.03(c), 608.01

_____________________________________________________________

CONGRESSIONAL AND OTHER INQUIRIES
· Correspondence from embassies, the Office of the U.S. Trade Representative, and the Department of State must immediately be transmitted to the Administrator of the Office of Policy and International Affairs, and a staff member of that office must be notified by phone at 571-272-9300.

· Correspondence from Congress or the White House must immediately be transmitted to the Director of the Office of Governmental Affairs, and a staff member of that office must be notified by phone at 571-272-7300.
TMEP §1802

_____________________________________________________________

MADRID APPLICATIONS

Response to Office Action
· A response to an Office action must be sent to the USPTO, not the IB, and is due in the USPTO within six months of the date on which the USPTO sent the action to the IB, not the date on which the refusal was processed by the IB. 

· A priority action may be issued as a first Office action in a §66(a) application.

TMEP §1904.02(h)

Transformations
· An extension of protection can be transformed only in the event of an Article 6(4) cancellation of the international registration, that is, at the request of the Office of Origin due to the cancellation of the basic application and/or registration.

· The holder of the international registration may “transform” the cancelled or restricted §66(a) registered extension of protection or abandoned §66(a) application into an application under §1 or §44 for registration of the same mark for any or all of the cancelled, restricted, or abandoned goods/services that were covered by the extension of protection.  
· The effective filing date of the new §1 or §44 application is the international registration date, the date of recordal of the extension of protection if based on subsequent designation, or the date of priority of the request for extension of protection with the IB, whichever is applicable.  

· A request for transformation must be filed within three months after the date on which the Article 6(4) cancellation was processed by the IB.   

TMEP §1904.09

_____________________________________________________________
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