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>> KATHRYN BARRETT PARK: Thank you, Lynne, and as Lynne said, I'm Kathryn Barrett Park from GE, and I should say the pleasure is really all mine.  I was very pleased to be asked to do this, and I am very pleased to be here today in the company of such a distinguished panel of experts.  I want to thank Lynne for inviting me to lead the discussion and say it's really due to Commissioner Beresford's sort of far-reaching vision for the Office that, you know -- and as we'll discuss during the program, I think, in the last decade, the electronic capabilities of the Office has just changed exponentially. And in fact, I challenged my team, as part of our preparation for coming down here, to look at all the forms, and one of them said she was astounded because we don't touch every form every day.  

She couldn't find a form that didn't exist.  And this is all very recent.  So I want to say thank you very much.  


We'll now turn this session over briefly to Director David Kappos, who has just, I hear, come back from Dubai, and this is really nice for you to take time to stop in and address us all.  Thank you.  


>> DAVID KAPPOS: Good afternoon.  First I'd like to say thank you very much for all the work that you've done to prepare for this session and to help us get ready for it.  I'm pleased to be able to join.  I literally did just get back, like, minutes ago.  I was fortunate enough to be in Doha when it was announced that the tiny country of Qatar has won its bid to host the 2022 World Cup.  And it's the first time I've ever seen Rolls-Royces doing doughnuts in the streets.  


I did, however—though not pertinent to this meeting—make a note to send on the plane on the way back one of the folks that leads the science and technology commercialization mission in the country of Qatar on the subject of trademarks.  

The note I sent him said, “Look, you guys are now in the trademark business.  Right?  You are going to host the World Cup.  You are going to be dealing with brands like you've never seen them before, and the United States Patent and Trademark Office would like to help you and work with you.” And I offered our assistance and our partnership—little “p” partnership, help—in getting them ready for that.  It just goes to show you are never outside the ambit of the trademark system.  


Just a few remarks to help get the meeting kicked off today, and I'll try to hang around for a while, if that's okay, to participate a little bit.  So everybody knows that the USPTO will -- actually, first things first.  Thank you very much to everyone on the panel for coming today for your preparation and your dedication to helping us at the USTPO to do—to investigate, right, this important set of issues that we're going to be going through today.  And thanks to the folks sitting around us also for taking your time on a Friday afternoon in the holiday season and joining us at the USPTO.  


So, the subject is eCommerce.  The Trademark — 
(Lost webcast audio) 


—extremely accurate information, and everything else that you would expect from an agency that is fully dedicated to electronic commerce, and it is frankly, totally online.  It's not very expensive either, very cost-effective.  I would say by any measure, our system, including the TEAS system, is a success.  There's no other way to put it.  This is just sort of laying the groundwork; right?  

TEAS is standardized, understandable, easy to deal with, and a cost-effective process for you.  So it's all goodness.  You guys probably already know the statistics, but I think it's somewhere around 98.5, nearly 99% of all trademark applications are filed online now, which is really -- you know, that's as close as you could get to perfect, if you will, and it's a number I use regularly, including in the Middle East, to tell people about in developing parts of the world about the level of electronic commitment that they need to be prepared to make.  You need to be prepared for 99% of your activities to occur online, and that's the future of the world, and we're already there, thanks to our trademark function and the people in this room.  


So moving to complete electronic processing is sort of an ongoing effort; right?  And that's part of what we are here to talk about.  So TEAS is, you know . . .  I see it as part of a larger perspective, as part of a larger set of goals that we've got.  What we're really driving for is increased accuracy, quicker communications, including real-time as much as reasonably possible.  I won't say decreased pendency times on the Trademark side because the Trademark pendency is already about exactly where you want it, where we all want it, but the ability to maintain pendency times at their optimal levels and have a real-time understanding of where they are so Lynne and Debbie and the whole Trademark team can dial the dials the way they need to, literally from day to day at times.  


So for fiscal year 2010, you know, interesting statistic, more than 68% of our applications approved for publication were end-to-end electronic.  So we are actually, I would say, very good.  Could we get better than 68%?  Yes.  That's what we're here to talk about in part.  But we're quite good.  


So now turning to this roundtable, of course, we all know eCommerce isn't static.  It marches on, and it produces more opportunities for us to do more online, to provide services to the trademark community online, more opportunities all the time.  I mean, again, the reminders that I've received just recently, I mean, even as far away as Doha, it's not a problem for me to walk into an airport and expect to not have to interact with a single human being all the way through getting on the airplane; right?  Because you've got your electronic boarding pass.  You don't have any ticket agent.  You go right through security and border patrol with a passport that gets scanned in.  You walk in.  You walk on your plane, you know, your ticket gets scanned, and you walk right on.  All of that, that whole business model, has been revolutionized by eCommerce. 


Similarly, what we're talking about doing here at the USPTO is the Trademark version, right, of blowing out business processes and making them as electronic as they can possibly be, as efficient, cost-effective for you, enabling you to do a better job for your clients.  


So of course, a lot of improvements can be made, and they're improvements that for them to be useful, they've got to be useful to the community that uses the system, you know, which is just sort of getting us to the point of this meeting.  


Now, it's important also to keep in mind that both the USPTO and the participants in the Trademark system have the same ultimate stakeholders: the brand owners, folks who own the trademarks that we are trying to protect collectively, that we're trying to manage collectively.  


So with all of that in mind, what is it I hope that we get out of this roundtable today?  So what I'm looking for are new methods for counsel to better represent your clients in an entirely electronic environment.  If we can take away homework and we can collectively come up with new things we can do in the Trademark office and for the trademark community, that makes you more effective, that will make this afternoon successful.  


I hope we'll also discuss upstream eCommerce tools; right?  And other processes that perhaps aren't necessarily owned by the USPTO but that have some impact coming into the USPTO, that maybe produce opportunities for us to improve our standards, right, so that we can take in upstream information and make it more effectively available to you.  


So anything that, you know, sort of upstream of the agency that—that can enable you to be more effective and can enable us to be more effective I consider to be within scope.  


Now, the third thing that I'm hoping we'll be able to discuss today is finding best ways to use the USPTO eCommerce tools that are already in place, right, because we have a lot of tools already in place.  What do you need to be able to use those more effectively?  


And then, of course, that leads to things we can do with those tools to make them more effective, whether it's providing new information or making modifications and improvements to the tools that enable you to be more effective.  


And then lastly, in terms of the—what the roundtable can cover, I hope, is to look at best practices, things that we can do, whether it's on the side of the trademark community or the side of the USPTO or things we do together in order to make the brand owner experience with our agency a more effective one and a more efficient one; right?  So best practices always a good thing, and in the context of today's meeting, I hope something we can learn a lot about, and then we will go and do work on that.  We are doing work on best practices across the agency right now, and I think they're actually very powerful if we develop them collaboratively with the IP community, so this is a big opportunity.  


Now, hope that what the USPTO will be able to do coming out of today is to find differences between our vision and actual implementation.  It's always good to be grounded in facts; right?  What happens when we have meetings like this is we keep the agency grounded in the facts.  So everyone in this room should be telling us those places where our views or vision, you know, may need to be adjusted, may depart from actual implementation, may be better informed by actual implementation, and we will take that all on board, and obviously that should be used to adjust the vision to ensure the vision is as aligned as it possibly can be.  


So this roundtable is a little different from the Trademarks Next Generation initiative that is also going on.  I just want to make sure we all have the compare and contrast in mind.  We've got a major IT initiative under way for Trademarks.  Lynne and Debbie and I and a number of the rest of us in this room from the agency spent a lot of time on Trademarks Next Gen.  That's a major initiative.  This initiative, this discussion complements and feeds into Next Gen but is distinct from it.  The way I look at it is as our new eCommerce changes get rolled out and as new third-party tools and processes are made available that come through the marketplace, we, at the USPTO here, we expect the best practices—we need to have and play the best practices for communicating and working with our stakeholder community.  Those best practices then get fed into the Next Gen project.  The Next Gen project has an additional life of its own involving a lot of other things beyond the best practices, though, so there's an overlap, but I didn't want people to think this was, per se, part of the Next Gen piece of work that we're doing.  


Now, we do plan to have future roundtables to have further discussions on this topic, and obviously, as we do more on Next Gen, if we need to have roundtables on that, we will as well.  This isn't the end of any process.  It's part of an ongoing process.  


So one other comment that I'll make is, first of all, to thank you all again for all of the dedication and effort into making our Trademark Office a really wonderful one and interchange that causes that to happen.  This community has been terrific partners for the USPTO, and I mean that in the—you know, in the capital “P” and the lower “p” sense of the word, if you will, in that you have helped us succeed in all ways, and that means with all the honesty and support and communication that goes into any really dynamic relationship.  And we totally get that and appreciate … [lost camera and voice]… and teaming that we get from the trademark community.  It's what reaps the rewards for all of us of a great trademark system in the end.  


So with that, I'm going to stop.  Kathryn, thank you very much, and I look forward to participating here this afternoon.  


>> KATHRYN BARRETT PARK: Thank you very much, David, and I want to say—and there's a lot to address there, but I don't want to use up all our time—that we really view the United States Patent and Trademark Office, under your leadership and that of Lynne's and soon to be Debbie's, as really partnering with us, the trademark owners and people who represent the trademark owners.  You're very responsive to our concerns.  I think we don't ever hesitate to express them.  And you seek our input frequently at roundtables such as this, and that is just an ideal way to develop a very good . . . a very good system that really does work well for all of us, and so we're very pleased to be able to help in any way that we can.  


And I was also relieved to hear you say that there will be future roundtables on this discussion because with the list of possible things to talk about—and I could talk for at least three hours just myself on some of these things—I knew we weren't going to get nearly as much accomplished as we'd all like to, so it's good to know this discussion will continue.  


I think before . . .  I'm going to have everybody introduce themself very, very briefly, because we are running sort of . . .  we're already going to be watching the clock.  And we have three basic categories of things to discuss, which were in the announcement.  I think there were four, but one and two are really the flipside of one another.  And we'll go over those after the introductions.  


And I also wanted to suggest a few ground rules, because we do have so much to cover.  I'm going to try and ask you all to keep your answers relatively short.  Let's not get into the weeds with something that happened to one person in 2008 because those are the kinds of things trademark people like to talk about, and they remember them.  And Mr. Morris here will say give me the serial number and I'll look into it.  


(Laughter) 


And so let's try and keep . . . let's try and keep—anecdotal evidence is great if it's part,  if it's illustrative of something, but let's not try and do too much investigative work on specific matters in this meeting.  


I also think it's nice if we can, as we're identifying issues, try to be constructive in the way that we're presenting the advice that we're giving.  And I'm going to try and hold back 20 minutes or so at the end, and we'll have someone to sort of take . . . as you come up with suggestions or best practices, bucket them, and at the end, I thought it would be nice to give a sort of . . . to leave behind with the Office and for all of us a list of what we've come up with in terms of our discussion as suggestions, best practices, et cetera.  


So why don't we now start with the introductions, and I'll start with, to my left, Craig.  


>> CRAIG MORRIS: Craig Morris, USPTO Office of the Commissioner.  


>> ELISABETH ESCOBAR: Elisabeth Escobar.  I'm with Marriott.  


>> JENNIFER WILLISTON: Jennifer Williston with Womble Carlyle Sandridge & Rice.  


>> LINDA McLEOD: Linda McLeod with Finnegan.  


>> J. ALISON STRICKLAND: Alison Strickland, Fross, Zelnick, Lehrman & Zissu.  I am also here at the invitation of AIPLA.  


>> AL TRAMPOSCH: Al Tramposch, Executive Director of AIPLA.  


>> JENNIFER DEAN: Jennifer Dean.  I'm here with Drinker Biddle & Reath.  


>> MARY DENISON: Mary Boney Denison from Manelli Denison and Selter, and I am on behalf of INTA and I am on the TPAC with Kathryn.  


>> ANNA MANVILLE: Anna Manville.  I am from Arnold & Porter, and I am also here on behalf of INTA.  


>> SANDRA EPP RYAN: Sandy Ryan.  I am with Faegre Benson in Minneapolis, and I'm also here on behalf of IPO.  


>> JENNIFER FRASER: Jennifer Fraser with Connolly Bove Lodge & Hutz, and also here on behalf of IPO.  


>>LYNNE BERESFORD: Hi.  Lynne Beresford, Commissioner for Trademarks.  


>> KATHRYN BARRETT PARK: Okay, everyone.  I think let's just jump right in.  I think we'll start with sort of a basic question, and it was posed as sort of in the opposite in the announcement, and I'm going to ask it this way.  Is there anybody here who does not authorize email correspondence with the Office?  


Okay.  


(Laughter) 


Then I think we can turn to the first question, then, which is what are the best practices that people have developed for docketing and routing correspondence between the USPTO and your offices?  What structures have you come up with to manage this?  


I can say that when we talked about it back at GE, we think of it as sort of a virtual -- we've set up a separate inbox.  We think of it as sort of a virtual mailroom, and it's not so different from having had the guys in the mailroom where the mail came in who routed them around in their cart and delivered them to people.  We just do it now electronically, so we don't have emails coming in to lots of different people in the office.  It comes to a central mailbox.  But I'm interested how others of you do that, particularly people with offices in multiple locations.  


>> J. ALLISON STRICKLAND:  Well, each attorney has their own special docket email.  We don't use our own individual emails because then you avoid the problem of the bounce-backs when you are out of the office and that kind of thing.  Then there's a rule on that special docket email to forward to a variety of people, which can be changed at any time, so it comes to me, my legal assistants, my secretary, and we coordinate between us as to who is supposed to do what:  docket it, draft a reporting letter, profile it in the document management system . . . all those steps.  

>> KATHRYN BARRETT PARK: Is that similar to other law firms, others of you at law firms?  Is that how you manage it as well?  


>> LINDA McLEOD: At Finnegan, we have a centralized docket, one email, so all the email from the PTO goes into centralized docketing, then the docketing sends it out to the appropriate attorneys assigned to the client.  


>> KATHRYN BARRETT PARK: And Elisabeth, I am going to ask you, since you are the other corporate representative, does Marriott do it any different way than GE does?  


>> ELISABETH ESCOBAR: We do it just like Finnegan.  Everything comes into one centralized email address.  The docketing person dockets it, and makes sure it gets sent to the appropriate legal assistant and attorney.  And that was the result of a certain attorney -- we used to just use our own email addresses as the address of record on the application, and then someone—me—(Laughter) -- neglected to notice that I got an office action on a mark that sat in my inbox for a couple of months, and that was the point at which we decided that this was not the best way to handle our correspondence.  

>>JENNIFER WILLISTON:  Our firm has separate offices that have individual email boxes that then route to docket, but at a prior firm that I was at, we actually used our own email addresses, and then that was routed to docketing, and they also had a backup separate docketing address that it wouldn't get sent to, but when we filed, we would put the docketing address so docketing would get a copy, so sometimes it would get two emails.  


>> MARY DENISON: I'm at a small firm, which I guess no one else who spoke is, and mine does come directly to me, and then I send it to the person who is going to do docketing, and I also print out a copy and so that sort of . . ..  Our backup is that every case gets checked every few months to make sure something didn't get missed.  So it just goes into the docket automatically.  


>> ANNA MANVILLE: And at our firm, we also have a central docket inbox that all the clerks keep track of, but everybody has access to it, which is kind of nice.  As the docket clerks complete the docketing, they also put a note on the email.  I think it's a category, an Outlook category, so you know it's been docketed, but you can go there and check for things.  As I think about it, I haven't set up rules, but I think you could probably also set up rules in that inbox, if you wanted to watch for something for a particular client or a certain serial number, because it's just Outlook, you could probably set up additional rules to route things automatically as well.  


>> CRAIG MORRIS:  I want to clarify, Alison, you are saying you have it done automatically, it's automatically forwarded; correct?  At Marriott, Finnegan, you have someone, a single person who actually is responsible for doing the sending out from there? 

>> LINDA McLEOD:  We have a primary person and a backup, so there's some redundancy in case someone's out.  


>> CRAIG MORRIS: Do you see any downside to not having it set up by rules so it is automatically sent to multiple places?  


>> ELISABETH ESCOBAR: We're two attorneys and five legal assistants.  We just don't have the size of practice that we felt that's been necessary.  


>> LINDA McLEOD:  I think that if you have a centralized docket that then is not processing as quickly as you would like, the actual attorney of record might not be aware that communication has come in, and the client might find out because they're eager in checking the TDR and asking you about it, and so that is something where it could be a potential downside because you are, then, slightly embarrassed that docketing hasn't told you yet that there's a response that has come in.  


>> JENNIFER FRASER: We also have a centralized docketing system, and as someone who manages the department, I also make sure to check that those things are being handled in a timely manner so they aren't sitting there, but we haven't had any issues as far as our docketing people being too slow.  But I think it's good to check that periodically to make sure it's getting to someone's desk in time.  


>> KATHRYN BARRETT PARK: Well, it sounds like for most of us there's some sort of centralized way of dealing with it, and then depending on size and number of locations and other factors, you may set up rules or you may not feel that they're necessary.  But I think that's been -- I think we can capture some of those perhaps at the end.  


I think we should move to talking about some of the best practices for filing documents using -- and I heard you say, Dave, T-E-A-S, but we all call it TEAS, and I hope that's acceptable.  So why don't we launch into some of the discussion because I think there's a lot of things we can cover that might be helpful to talk about with TEAS.  And who wants to start?  


Well, I'll start.  Okay.  We went . . . We went and looked through a lot of the forms, and as I said at the beginning, we were astounded at the variety and number of forms.  There are forms for virtually everything.  


One of the things we noticed that we think makes it harder, though, is that there isn't an index of forms that's clickable.  It takes a lot of clicks to find the forms.  There aren't always links within the explanations of what needs to happen to get to the forms.  So I think in terms of what would help practitioners, particularly people who are pressed for time—and law firms may have a different view on this—but in house, when we're not . . . not billing our time, you know, I think those would create efficiencies that would help us all.  So that was one comment I had.  


What other suggestions does the group have about TEAS?  Yes, Anna.  


>> ANNA MANVILLE: One of the things that would be helpful would be the ability to save data or have consistently saved data.  Sometimes we'll save forms, and when it comes back, we call it back up, sometimes all of the information may not be populated, so across the board, to the extent we can save and recapture data or have data populated in forms consistently, that's very helpful to us.  It minimizes our workload.  


>> KATHRYN BARRETT PARK: Go ahead, Elisabeth, please.  


ELISABETH ESCOBAR: I was going to suggest a slightly revolutionary idea having to do with the fields in the forms.  Nowadays, if you're working on an application, filing an extension or statement of use or something, you'll get sort of chunks of data, and the form will ask whether you want to change the correspondent or some other field.  If you don't check that you want to change something, the fields don't show up in the form.  And one of the comments from our legal assistants who do the lion's share of preparing these forms has been that in the bad old days, when it was just paper, they would take an old form and mark it up, give it to the secretary, and then all they had to do was proof it.  


And what they'd like to see is something similar electronically, where all of the fields would show up so they don't have to go back to the paper record to see, well, is the correspondent address current?  Is this current?  Is that current?  All of the fields will appear prepopulated with the existing data.  And to the extent the data in a given field can be changed on that form, it will be editable.  That would greatly increase their efficiency in preparing these forms.  


>> KATHRYN BARRETT PARK: Thank you.  And I had a similar comment.  When we were looking at the forms that you file when you're doing a renewal or a statement of use, when you are going to take away -- when you are going to delete goods, it's a very -- first of all, the field is very small, so you can't really see your whole list of goods, and then you have to put in another box what you are deleting, and it becomes a very onerous process, and we were thinking if we could just red-line it somehow and then push a button and it would compare or something, it's very difficult to do it the way it is now.  So that was one comment we had on a form -- form-related comment.  


Does anyone else have comments on the forms or on attachments that you have to make?  


>> MARY DENISON: Kathryn?  I agree with you completely on the way you have to type in the deleted goods and that sort of thing because it is very complicated, and you are scared to death you are going to screw something up right now, so I think that would be a great change.  


But there's also a glitch.  I think Craig is already aware of.  Which is that in the past, occasionally I have had only partial addresses.  It prepopulates but not completely, so it will say suite 700, but it drops the 2000 M Street part, so that's something people need to be aware of and pay attention to.  I think the PTO is working on fixing it, but I'm not sure it's been fixed.  


>> KATHRYN BARRETT PARK: Jennifer, you were going to say something as well?  


>> JENNIFER WILLISTON: Sure.  I also agree that I think that in a sense, sometimes it's easier, and I've had people, paralegals that said, “I wish I could just upload a PDF of the document that I have prepared for someone to review,” as opposed to having the prepopulated forms.  So if you were able to just say, “This is what I want to change and look at it,” that that's easier to follow than having to then cross-reference and make sure that you are deleting in the forms.  


And then to the point earlier about the portability of that, I think one of the big drawbacks, which I know is a known issue that you all have, is that you cannot keep the -- you can keep some of the changes that you've made in the portable data and show that to someone else, it doesn't keep the attachments.  So if you've spent time entering the attachments to prepare the form, then you need to show it to someone else, then you have to go back again and reattach everything.  And I know of attorneys and paralegals both who have forgot to do this, then you actually are submitting something where it's an incomplete form, and sometimes -- I think now there probably is a warning, but not always because you're not necessarily have to submit evidence, and so you won't realize that you didn't do that.  You have to have a very, very careful eye. 


>> KATHRYN BARRETT PARK: Yes.  


>> JENNIFER DEAN: I was going to say something about the deleting of the goods, particularly on post-registration side of things.  You know, you want to delete an item.  We have to really watch to make sure when the postcard comes back because the postcard—which we still get—doesn't list the goods, so you have to affirmatively call up TARR to make sure what you needed to be deleted was, in fact, deleted, and I'd say a substantial portion of the time it hasn't been.  It's a bit mystifying because we delete it in the form, so we thought it would transfer over electronically, but it's not happening all the time.  


>> KATHRYN BARRETT PARK: You deleted it online?  


>> JENNIFER DEAN: Correct.  In Post-Reg [Section] 8 & 9s   or [Section] 8 & 15s, and it's not going away.  

>> KATHRYN BARRETT PARK: We talked a little bit about attachments, and there were a couple questions I wanted to ask.  Do people have a strong view as to what types of attachments should be permitted?  Should there be certain types preferred over others?  Does anyone have a view on that?  


One suggestion we had was -- was -- would be we thought it would be nice if we could attach video clips as specimens or evidence.  Yes.  In the works, Lynne is saying.  Yes.  


Any other views?  Is there some -- do people have a view as to size of attachments?  Is size limitation a good thing?  


>> ANNA MANVILLE: There is an issue -- I think you are already aware of it, Craig and team -- that the pixels for uploading drawings, apparently -- it's the first thing my legal assistants mentioned when I reached out to them about this roundtable.  A larger expand of pixel default or something can take several hours to upload certain drawings.  


>> SANDRA EPP RYAN: And I had a comment from our paralegals in terms of the types of attachments:  they just said more, different types.  I don't think they can recall all of the different file types we often receive from clients, but we get all different kinds of attachments., I can get more specifics from them, but their concern is that it takes us a lot of time to turn everything into a PDF or other acceptable file type.  

>> JENNIFER WILLISTON: And I always found it difficult telling the client that you have to give a JPG of the drawing but then you could give PDFs and/or JPGs for other types of evidence was something that they never got.  So you would get a PDF of the drawing that needed to be amended or even an initial filing, then you have to create a JPG, and you are losing clarity in what the drawing was.  

>> KATHRYN BARRETT PARK: So more flexibility is what I'm hearing, primarily, there.  I think another topic that I would like to spend some time on is TEAS Plus because it's something that from the in-house perspective, we think is a very good thing.  It saves us a little bit of money, which at GE is always a good thing.  And we like to work with the Office to try and make sure our applications go through as quickly and smoothly as possible.  


But my sense is that law firms may have a different perspective on TEAS Plus and that some people may have issues with TEAS Plus and reasons why it doesn't get used more.  I thought it would be helpful to talk about some of those.  So is there someone who has a view on this?  Mary.  


>> MARY DENISON: I try to encourage clients to use TEAS Plus because it doesn't just save $50.  It saves an office action on the goods description, which costs them a whole lot more than $50.  


However, if they are going abroad, I do not tell them to use TEAS Plus because if they are, say, going to Mexico, there is no reason for them to have a very, very specific goods description when they can get the whole class in Mexico.  And so for that reason, if they're going abroad, then there's just no reason to fit into the very narrow description.  


>> KATHRYN BARRETT PARK: Alison.  


>> J. ALISON STRICKLAND: My understanding is you can charge the extra $50 fee for suddenly becoming non-TEAS Plus due to events that happen during the life of the application, like a prior application that was pending at the time that you filed; so therefore, could you not claim it as a prior registration, issues to registration during prosecution, but when you go in to add that claim of ownership, you get knocked out of TEAS Plus and get charged the $50.  Some other administrative type things like that that seem like it shouldn't knock you out of the TEAS Plus stream.  


And then at a law firm, you have to then send a bill for another $50 PTO fee, which, you know, clients don't necessarily like to have that come up in the middle, and they think you did something wrong, and that's why they're now having to pay the extra amount.  


The other thing with TEAS Plus is I believe you have to upload a specimen for every product if it's use based; is that right?  So again, that's lots of attachments, and certainly some -- you know, one reason that sometimes we would file on paper rather than TEAS is because we have such a huge number of attachments that the time to upload them each time that the thing goes through its iterations, you know, the first time to be prepared and reviewed, then the second time when it's actually ready to file, just reattaching 50 attachments is so time consuming that we just can't, you know -- you know, justify that.  


>> CRAIG MORRIS: Just so there's not a misperception, it's not being done correctly, Alison, if someone is separately doing an attachment for an entire class.  You could have 50 goods.  You only need to do one single attachment that will cover all of those goods.  So there's a disconnect there.  

>> J. ALISON STRICKLAND: So it's just selecting each product separately and then one specimen?  


>> CRAIG MORRIS: Right.  You are able to highlight that these are all the ones that will be associated with this specimen and just do the attachment one time.  


>> J. ALISON STRICKLAND: Okay.  Good.  


>> JENNIFER WILLISTON: When TEAS Plus was first brought out, there was an issue with that; right?  Am I mistaken on that?  It was forcing you -- maybe for -- I don't know that it was very long, but it was forcing you to attach for every -- the same specimen for every item in the list because it was checking with the ID manual to assure that it was, you know, acceptable wording.  


>> CRAIG MORRIS: I'm honestly not remembering the system ever being set up that way.  


The other -- in answer to your question, Kathryn, is as far as why firms may not use TEAS Plus, I've been told that firms have done kind of a cost-benefit analysis:  That if you have, let's say, a hundred clothing items, that to go through the Manual and check this one and then check the fourth one and the tenth one, if it takes more than 15 minutes, your savings of $50 is already gone.  It's easier to use the free text and copy and paste the list right there.  So that may be a reason it's not being used.  And I'm not sure from our perspective what we could do to change that.  


>> KATHRYN BARRETT PARK: Well, I have—I think—I have another suggestion on TEAS Plus because we have -- we are not so much a consumer products company but a lot of sort of high-tech stuff, and when we go back and forth with the office to come up with acceptable IDs, it can often take, in some instances, really, a matter of weeks when we're talking about medical equipment or, you know, diagnostic equipment for oil and gas and the kinds of things that we do.  


One suggestion we had was to come up with more fill-in-the-blank things that would be acceptable in TEAS Plus, like “biochemicals for use in . . .,” “chemicals namely, . . .,” “scientific apparatus and instruments namely. . . ,” like you can do already for certain kinds of services and certainly in Class 9 there's fill-in-the-blanks that are used.  


That might speed up the process because a couple of weeks doesn't sound like a long time, but if we are going to use it to go out internationally ourselves, we sometimes want the filing date, particularly if we think that it's something very important to our -- to the business.  So that was one suggestion we had.  Does anybody else have anything they would want to talk about with TEAS plus specifically?  


>>JENNIFER FRASER:  I don't know to the extent this is possible, but if you could have preapproved IDs that were maybe even client specific that you could look at and check off, that would be something that would facilitate using TEAS Plus.  Like it's the same identification that this client has used 12 times, and it might not be right out of the ID Manual, but it's definitely something that the examining attorney, when they would do their review, is acceptable.  It might be information nightmare, but that would be something that I think would be very efficient and encourage more use of TEAS Plus.  


>> CRAIG MORRIS: Is there a reason, Jennifer, that you are not at that point requesting that it be added to the Manual?  


>> JENNIFER FRASER: I think that in some instances, it wouldn't be appropriate to necessarily add it to the Manual, or even if you requested that it was added to the Manual, there are already existing entries in the Manual, for example, “clothing, namely X,” then there are all the different types of clothing, where if you could just have it prepopulated that you wanted “clothing, namely shirts and hats,” and that was what you wanted, that would go in, as opposed to having to select it, or if it was a longer list of items.  That's what I'm saying.  


>> ELISABETH ESCOBAR: We actually did, when TEAS Plus first opened up, we submitted our standard IDs in 43, 44, and 41 -- all of those, especially the Class 43 ID, are the subject of dozens and dozens of registrations. The answer we got back was that our request was declined because it was an ID for a particular proponent and didn't have wider application; and therefore, it was not appropriate to grant the request.  

>> MARY DENISON: Kathryn.  I submitted a request earlier this year, got no response, and it was not adopted.  I don't know if that's how it's supposed to work or not, but that was my experience.  


>> KATHRYN BARRETT PARK: So no response whatsoever, silence.  Okay.  


>> CRAIG MORRIS: That is definitely not how that system is supposed to work, so I'm not sure what happened to that one.  


>> J. ALISON STRICKLAND: I've had very good success with adding things to the Manual and always hear back pretty quickly.  But the ID Manual is definitely a mixed blessing because it's great to be able to submit things and get them in there, but it's terrible when then an examiner is trying to put you into that box just because it happens to be in the Manual.  And you know, maybe there could be -- well, this gets to sort of a bigger idea, but an idea of having different portals for sophisticated users versus individual users, and law firms that had specific IDs for specific clients or companies that had specific IDs they always use, they could have a section that's sort of like this is approved for you, and you pick it, and if it comes in through you, then we know it's approved for you, but it's not going to go in the ID Manual and be some really specific thing that doesn't quite fit you but it's close so maybe you'll try to do it, but then you can't pick it for TEAS Plus because you're not quite there. 


>> KATHRYN BARRETT PARK: Thanks, Alison.  I have to say, that sounds like a great idea, but it's hard to imagine what client -- and I represent a client that thinks it's the highest-technology business around.  But still, what we do other people do too.  And so it's sort of hard to figure out why an ID would only work -- there could be iterations and nuances and variations, but it wouldn't be one that could only be used by one entity.  It's sort of hard for me to think of an example where that would really be the case.  So I am interested, Elisabeth, in yours in Class 43 because that's sort of surprising.  


>> ELISABETH ESCOBAR: Well, our ID wasn't all that unique.  It was three or four lines long.  In fact, many of our competitors in the business do use, if not that ID, something pretty close to it.  

>> KATHRYN BARRETT PARK: Yes, Lynne.  


>> LYNNE BERESFORD: (Off microphone).  


>> JENNIFER FRASER:  I was going to comment, and Mary alluded to this earlier, there are certain strategic considerations that go into using TEAS Plus sometimes.  For whatever reason, the client might want the earlier date rather than tweaking the ID, and there could be a cost-benefit analysis that for some companies, $50 isn't worth it at that time considering what they plan on doing or what they might not know that they are doing at that time.  


>> LYNNE BERESFORD: Just a couple of comments, first of all, on having a website that allows -- that has a separation between, say, sophisticated, recognized users and folks that are perhaps pro se.  That's part of the planning in Trademarks Next Generation, and it seems to me that the idea that you have that you might have your own little stash of IDs that are associated with your filing would be an absolutely fabulous addition to that type of a system.  


As for the IDs that got turned down because they're not different enough or something, I'm not quite sure why they were turned down, but whatever, there's always a tension between adding every ID to the ID manual, even slight variations because one company or another likes them.  I'm all in favor of doing that.  If you just want something that says clothing, shirts and hats, end of story, that's fine with me.  


The flipside of that is the number of people who complain about how many IDs there are in the ID manual, and they all start, “Clothing, namely . . . ,” and then you have 500 IDs after that, where you know, it's very confusing.  So that is a -- that's something that lots of different trademark offices are trying to deal with, what's the best way to do that, but it is something that we all kind of struggle with.  


>> MARY DENISON: Kathryn, there's another issue too -- and I'll preface this with saying I do not do this.  But there are many people who only want to pay one fee up front, one class, and so they just file a whole bunch of stuff, and the examiner -- they have charged a flat fee, and they don't want to spend any more time on it because then they bill by the hour afterwards, and I don't know how you deal with that, but that is real.  They only want to put up the money, you know, the $325, and even if they have five classes, they want to pay that later.  So that's an issue.  


>> KATHRYN BARRETT PARK: Thank you, Mary.  I was actually hoping somebody would say that because I think that's more common than you may, in fact, appreciate.  They charge a low flat fee to come-on clients, a way to get them in the door, and when there's multiple office actions, they charge their regular hourly rate.  

>> J. ALLISON STRICKLAND: Well, there are other reasons it's done too besides just trying to bill clients.  

>> KATHRYN BARRETT PARK: I know that.  


All right.  Well, I think we've -- oh, Dave.  


>> DAVID KAPPOS: If I can just make a comment, I am going to have to head out here, but I just want to say this is a great discussion, and it's emblematic to me of something Lynne and I deal with a lot, which is so many of our issues here at the USPTO overall, both on the Trademarks side and the Patents side, involve IT-related things that we simply need to get better at in our IT system.  


The good news is that virtually everything, if not everything, we've heard so far this afternoon, there are no inventions required to implement them at all.  They're really easy stuff for us to improve in the IT system.  So I would say bring this stuff on, and we can fix it, whether it's in the current system or in Next Gen.  All of these suggestions we can implement, and they're perfect examples of win-win solutions for the -- our trademark community and the Office.  So thanks again.  I am going to head out.  


>> KATHRYN BARRETT PARK: Thank you.  Alison.  


J. ALISON STRICKLAND: Thanks, Dave.  The -- another way that might -- the ID Manual might be more usable and encourage people to use TEAS Plus, if it was a little more easily searchable, if it was a more sophisticated search protocol for it.  So you weren't just searching for one word, but if you could search this word in this class, and maybe even as far as the results go, there could be one heading that was “clothing,” and you click on that, and then you get the 75 clothing variations or something, that you don't have to scroll through pages and pages of all the different clothing to find what you want.  

But it does also sound like if “clothing” was acceptable, a lot more people would file using TEAS Plus.  


>> LYNNE BERESFORD: The change for the search tool for the ID Manual and search tool for a lot of the manuals online, that's also in the works, better search tools for the TMEP, ID Manual, and other manuals.  So all that will be upcoming.  But these are all good suggestions, all things that we want to do and we want to hear about.  


>> KATHRYN BARRETT PARK: I think we're just about ready to take a five-minute break, and I think what I'll suggest is that we come back prepared to talk about a couple of things.  One of the questions is do -- are there any ideas from third-party docketing software that you've -- that you think the Office should consider?  That's one thing I'd like for people to come back and talk about after our break.  And another thing I think we should address some of the issues with email signatures because I think that continues to be a topic that people are concerned about.  


So, I think it is 1:53, and why don't we plan to be back at 2:00.  


(Intermission) 


>> KATHRYN BARRETT PARK: Okay.  I think we're resuming after our break, and we've got a lot more to cover.  


One of the things I thought we'd talk about -- and this will help us sort of draw out some of the best practices that you all use -- are what are some of the things that you found helpful from your third-party docketing software?  What are things that have helped you achieve some efficiencies or -- in your practice or things that you think have really improved it that might be useful to share with this group?  Anna?  


>> ANNA MANVILLE: I think I'm coming at it from a different angle.  My opinion is, I think it would be great if the PTO wants to take the time to look into different features that third-party docketing systems -- certain workflow systems that are available, but I personally believe it's more important to focus on the fundamental processes that we need before -- I see the docketing functions as more bells and whistles than I'd like to see the fundamentals streamlined and working really well.  Then anything extra is great, but that would be my opinion.  


>> KATHRYN BARRETT PARK: Al.  


AL TRAMPOSCH: One thing that the PTO had been talking about in the past is the possibility of having an online docket for the PTO files.  Maybe this will be looked at as part of the Next Gen, but I think it would be a really valuable thing for a number of reasons, primarily as a backup and a redundancy to make sure dates aren't missed.  

>> KATHRYN BARRETT PARK: One of the things that I think is interesting that's happening with some of the third-party docketing software that I think will enable us to have new best practices is the -- are docketing softwares that operate on mobile devices.  I mean, you can really, with some of them, check the status of things on your cell phone or on your PDA wherever you are whenever you want, and I do think that whether we like it or not, we are going that way, and I suspect all of us will be doing that in the future.  So that's one thing that I think will change the way some of us are approaching our docketing and our trademark portfolios.  


Do any of you use any of those -- have any of you had any mobile applications for this yet?  No?  Okay.  Well, stay tuned.  

>> J. ALLISON STRICKLAND: Kathryn, on the third-party docket management or trademark management system, I mean, what would definitely be just the greatest thing ever is if our system could talk to the PTO and load the data in.  And maybe that will be part of this new, most sophisticated Next Gen type portal or something like that.  We do all the work to make sure it's accurate in the systems, and then have to double-check everything that -- as it's retyped or reselected off the radio lists in TEAS forms.  So I think that that would encourage more people who have not authorized email communication to do that.  If it was made that much more integrated.  

And another, you know, sort of incentive maybe that would encourage people who haven't taken advantage of the electronic . . .  this would be to have a way to schedule office action or suspension inquiry.  You get the suspension inquiry, you don't think the home country is going to issue before the six months are up.  You'll check.  Meanwhile, you could go ahead and prepare the response, have it sitting there, ready to go the day before the deadline, and if it happens it does come in, then you pull it back and the draft doesn't go.  Otherwise, it's like online banking.  You say on this date I want you to pay this bill, so everything would be ready.  The attorney would only have to look at it once, send the letter off to the people saying let us know, and if we don't hear from you, this is what we're going to do, and it's done.

>> JENNIFER DEAN: I've noticed a gap between our trademark management software and the PTO, and there isn't really a good gap filler, so I put it out there in case it's something being considered in the NextGen system.  Particularly some of the applications, be it the applications you are responsible for or perhaps you want to monitor the process of a third-party application -- you can engage a watching service to do that, but they charge a considerable sum on a per-application basis to do that.  If there's a way to say “your application has now been approved for pub”  by getting an email.  If there's something to push out a status change notification, I would really love to see that.  

>> KATHRYN BARRETT PARK: Yes.  


>> LYNNE BERESFORD: That is definitely something we are talking about, the ability to request, in terms of a particular application, when a status changes or when a particular status is applied, like published for opposition, that you could be notified automatically through the system.  


And when we talk about online dockets, of course, we are talking about the ability for people to come online and work on their application or registration as it exists in our system rather than filing a form, so we are talking about moving to a system that is far less form driven than the one we have now.  It's really going to be -- what we're talking about is a real-time ability to work on your applications, or if you have a registration that you are doing a section or something for it, to work on the registration.  And to prepare the document on this website, keep what you've prepared, then the examiner or the post-registration examiner, will be informed.  Something's happened, somebody has made a change to this, and off you go.  


So the idea is to try to make the website really the place where you come and do all your work.  This would be the -- this would be -- would be the idea.  


I'm a little lost when people say make the systems more compatible because I am not sure exactly what people are asking for there in terms of from the PTO because -- and I'd like to hear more about that if somebody wants to say some more about it.  



>> J. ALLISON STRICKLAND: Well, like, when you're doing your taxes and your system goes out to your ADP or the people that prepare your W-2 and it pulls in all the information, you know, something like that, where the information would reside on the cloud and it would be the approved, correct applicant name, all this kind of stuff, and it would just flow right in.  


>> LINDA McLEOD: Yeah, to echo what Alison was saying, I was having a discussion with one of our paralegals yesterday, and there's an element of human error when you have a file, and changes are made, for example, amendment to filing of goods or the drawing, in the docketing system, it has to be changed, the docketing specialists have to do that and then it needs to be reviewed.  But if it could pull the amendment somehow from the PTO system and somebody would review it, perhaps, but not have to actually make the entry, that's what I think would be really ideal.  And I think when we talk about not replicating docketing systems, we are thinking of having something where everything would be tracked that our current docketing systems do.  


>> CRAIG MORRIS: Although I think we're now veering into what we said we didn't want to go into, which is Next Gen. I think if -- using our existing systems, one of the things we are not necessarily touching on is, again, kind of best practices or work-arounds: if you identify a particular problem, does that mean you're simply not doing it electronically, for example, or do you have a work-around that you could recommend? Here's the problem we encounter, but fortunately, we could still, for example, file electronically because here's a little trick that we knew or something like that?  

>> KATHRYN BARRETT PARK: Well, thanks, Craig.  Why don't we take that as a jumping-off point for the next part of the conversation, and I think there are a couple of things we can talk about with respect to this, and one is responding electronically to office actions.  Not everyone is doing it.  Are there reasons why people aren't doing it, aren't availing themselves of that capability, using that form?  


>> ELISABETH ESCOBAR: I have to say it's been some time that we've gone and tried again, so it may be that the system has been improved in the interim, but when responding to certain substantive objections, such as a citation against a prior application or registration or a claim that the mark is descriptive and hasn't acquired distinctiveness, you often have an awful lot of attachments, and we had tremendous difficulty getting those attachments to stick.  


Since we first tested electronic responses to office actions and had that difficulty, we've been filing anything with more than one or two attachments on paper.  


Since we first tested electronic responses to office actions and had that difficulty, we've been filing anything with more than one or two attachments on paper.  


>> MARY DENISON: Kathryn, I originally did not file responses to office actions electronically for that very reason, particularly if you are trying to do a 2(f) submission, which is massive.  It was just too much of a pain in the neck.  


But now that scanning technology has gotten better, I do do it, and it's much easier.  


>> KATHRYN BARRETT PARK: Is that other people's experience, that it's the attachment issue that's really the problem there?  And have others besides Mary tried it more recently?  


>> JENNIFER WILLISTON: If there were any troubles that I've seen, it was with the attachments, but I think that's improved, and I don't think that's an issue now.  But I -- and otherwise, I don't see any reason not to file online unless you've got an attachment problem.  

>> CRAIG MORRIS: And not to put in a plug for our own systems, but this has been a very iterative process. And so if anyone has had a bad experience, if it was just yesterday, we didn't do anything overnight, but hopefully you will go back to see the improvements that have been made.  



>> ELISABETH ESCOBAR: I promise we'll give it another try

>> CRAIG MORRIS: Okay.  


(Laughter) 


>> J. ALLISON STRICKLAND: I do file a lot of responses electronically, and some of the problems that we encounter in our office are really inexplicable sometimes.  You know, they must be a glitch.  I had one with you recently because it's not supposed to work that way, and if we try it the next day, it does it right.  So the frustrations sometimes are just, well, today it's not doing the right thing.  This week there was an instance someone filing two responses, two companion applications.  One of them it allowed her to say I bypass the declaration, so that was fine, she signed it as the attorney, it went through.  Immediately went on to the next one, red X, you cannot bypass the declaration.  No explanation for it.  So I'm sure it was something just in the computer ether.  So we had to come up with a work-around for that.  


And I'll tell you what the work-around is, but I don't know if Craig will like it, or I guess I will ask for -- (Laughter) -- I will ask for amnesty.  


(Laughter) 


But we'll put in in the slashes, the signature, NO SIGNATURE REQUIRED because when you check the bypass, that's basically what you're saying, I believe that there is no signature required.  So we type that in there with the slashes, and then we type attorney and, you know, no signature required in all those places in order to bypass it because otherwise the only other choice was to stop the process at that point -- this was one where it was the final deadline that day -- and do it on paper, which we didn't want to do because it had been a lot of work to get it ready and we wanted to submit it.  


So maybe that's not a good work-around, but that's one I would share.

>> CRAIG MORRIS: I say not only would I give you amnesty, but I commend you for your creativity.  


(Laughter) 


Seriously, that is a good work-around and is acceptable.  


>> J. ALLISON STRICKLAND:  Phew.  


>> KATHRYN BARRETT PARK: Should we turn, then, to the issue of electronic signatures?  I think this is one that a lot of people have talked about, have concerns about, and who would like to share how they handle electronic signatures, how it's done in their law firm or in their company?  Yes.  


>> JENNIFER DEAN: I still have most of my clients do a pen-and-ink signature.  Notwithstanding the fact that everybody's got an iPhone and BlackBerry, they cannot understand my instructions for doing the e-signature process.  Part of the problem is they are not expecting—even though I tell them to expect—an email from TEAS@USPTO.gov.  It gets lost in their spam. Even though I caution them, it just doesn't work.  So it's easier to email them the document, which they sign by pen and ink, we scan it, upload it, and it avoids having to go through the whole e-signature explanation.  

  
>> KATHRYN BARRETT PARK: I do think that's one concern that we share when we email, that the email appears not to come from us when we're sending it out to have the e-signature affixed, that it looks like it's coming from someone else, so they may not be expecting it.  And you're right, no matter how many times you tell them, no one's really paying attention, and so I think that is an issue.  


What do other people do?  Craig, yes.  Sorry.  


>> CRAIG MORRIS: Kathryn, before we leave that, only because we are changing the approach.  In TEAS 4.8, which is scheduled for the latter part of January of next year, the e-signature approach will be radically modified such that instead of providing in the e-signature request form the signatory's email address, you will only give your email address.  The request is going to come back directly to, and then you will forward that to the intended signatory.  So everything will come —even though the TEAS mailbox is behind the scenes—it will be an email coming directly from you.  You're going to control the process.  


The other advantage: Yes, they'll recognize your email address rather than TEAS, but if, for some reason, there is a mistake in the signatory's address, that bounce-back of undeliverable will come directly to you.  Right now, I don't know if people are aware, that comes to the TEAS mailbox because we have sent out the request.  You don't realize there is a problem.  You are waiting for the signed form to come back.  Well, it never comes back because it never even reached the party.  So this way it will function like regular email does.  If there's a problem with the email address, the undeliverable notice comes back to you.  You'll immediately get that and realize, “Oh, I made a typographical error.”  So we think this will help with the overall e-signature process, get rid of some of those problems for you.  Again, that's TEAS 4.8, coming in January.  


>> KATHRYN BARRETT PARK: Thank you.  


>> MARY DENISON: What I've been doing in the meantime is,  I send the client an email from me, and I say you should receive this form within 30 minutes.  If you do not, please let me know.  So that way they know that it's coming.  


>> J. ALISON STRICKLAND: I work remotely from my legal assistant, so we use the email text form to signature, unless I feel like walking over to her desk and signing it there.  I like that.  When I am doing a response or something myself, where I am going to sign directly on the form, I don't like it as much because I have to sign before I get to the validation page to look back over everything, and I prefer the email text form to second party because then it comes in and everything is laid out.  They always send it to me first and we check it over.  Then they send it, it's all there, and I sign.  I know what I am signing.  So sometimes when I do it directly, I'm like wait a minute.  Where's the validation form?  And again, I don't know if that's -- if it's that way in all the forms.  Some of the forms of validation seems to be before the signature, and some of them after. But it changes, I think, as you go through different iterations, as you said, it will get fixed in one form but maybe not in another one.  


>> CRAIG MORRIS: I'd also like to highlight that although that change that I've referenced is going to be how you must do it, you could actually even do that in the current setup, even though it's requesting the signatory's email address.  You could put your own address there so it first comes to you, and then you're forwarding.  So there's even a work-around in the current environment, but with TEAS 4.8, that's how you are going to have to do it.  You will have to shepherd it through your own email.  


>> SANDRA EPP RYAN: Those are actually the two different ways I've seen it done.  One you are saying is a work-around where the person who is preparing the form puts in their name and the signature request goes to them first, then it's forwarded in an email to the client.  


And the other thing that I've done is have my email address be put as a person -- in the send, so I receive a copy of it too, and then if I notice that the client hasn't signed, I will send them that request that I received and say did this get into your spam filter?  Could you please execute it?  And then that usually generates the signature.  


>> KATHRYN BARRETT PARK: Okay.  Why don't we talk a little bit about TEAS troubleshooting, and when you have a problem on TEAS, what steps -- what are your best practices for trying to overcome the problem?  Who do you communicate with?  What's your process?  What do you find to be effective?  


Okay.  Well, we have found -- 


>> ANNA MANVILLE: The answer can't be, “Call Craig?”  


(Laughter) 


>> KATHRYN BARRETT PARK: Well, that's what many of us do.  But we think that, you know, we found the Trademark Assistance Center has been very helpful to us when we've had a problem, although I've seen some recent -- I don't know -- on one of the listservs complaining recently about it, but I found it personally to be a very helpful place to turn initially for assistance.  


Alison, where do you go if you have a problem with TEAS?  Do you just -- 

>> J. ALISON STRICKLAND: -- legal assistants in our office (Laughter) -- I send an email or call somebody on the phone, what do you do when you run into this problem or that?  I get a lot of those phone calls because people know I use it a lot.  And then we send an email to the TEAS email address and ask them for some help.  

>>JENNIFER FRASER:  We've had a few recently where we actually contacted the examiner because they were matters that they would address in examination.  And of course, that doesn't supplant contacting Craig or someone else, but specifically for AAUs and amendments, if we're filing an amendment and the goods aren't going to match up when we then file the amendment to alleged use, examining attorneys have been telling us to contact them to let them know so they can sort of sit on it until such time as the amendment is entered, and then to go ahead and file the amendment to allege use.  And we've seen that a lot lately, and then also some issues as far as the basis of an application for foreign registrations.  There have been some issues there.  But we've been contacting the examining attorneys, and in those situations, finding a block to try and put an explanation in to explain that.  


>> CRAIG MORRIS: Probably the best thing to do -- and I'm glad, Kathryn, if you've had good experiences with the Assistance Center, because certainly they are a very valuable resource.  But if the problem is more of a technical nature with an electronic filing problem, the best mechanism is using the TEAS@USPTO.gov mailbox, and then someone from my staff will respond directly.  It's very important to note that everyone tends to view all electronic filing being related to TEAS.  You do need to remember that ESTTA, which is the Trademark Trial and Appeal Board system for electronic filing, and ETAS, which is for assignments, these are actually three different systems, so if you are having a problem with ESTTA or ETAS, TEAS is not the proper support.  As much as we would like to help you, we do not deal with their systems. 


On the front page of their respective sites, there is a listing for “contact information.”  They have their own email addresses, ESTTA@USPTO.gov, ETAS@USPTO.gov.  That's the one scenario for not contacting TEAS.  But otherwise, do use the TEAS mailbox, with the caveat that this mailbox is not monitored 24 hours a day, 7 days a week.  We do try to monitor it routinely during regular USPTO business hours.  And we do try to jump in and check on weekends, but we don't guarantee that service.

>> ELISABETH ESCOBAR: I have two quick comments.  One is there's a guy on your staff named Steve Meyer, and our team is pretty much convinced that he walks on water.  


(Laughter) 


Thank you.  


The other thing is a little bit -- 


>> CRAIG MORRIS: I trained him well.  


(Laughter) 


>> ELISABETH ESCOBAR: It's a little bit outside the scope of this discussion, but I'm sure the Trademark Office is already aware that many of us in practice would appreciate it if there wasn't that separation between the electronic systems of the Examining Corps, the Assignments Branch and the TTAB.


>> CRAIG MORRIS: And we would fully agree with that.  I think we got to that place, if you will, because the Trademark operation really wanted to seize the opportunity of moving ahead and not waiting for other areas, but unfortunately, it has resulted in the development of three totally different systems that are not integrated the way they could be, and that, again, is a Next Gen thing that we're totally aware of.  


>> KATHRYN BARRETT PARK: We've spoken a little bit about contacting examining attorneys when there have been problems with TEAS.  Jennifer, you mentioned that.  And I think that's an effective place to jump off to talk about how do you communicate with the examining attorneys or specialists that you're working with?  Is it via email?  Is it via phone?  What's the most effective?  What are your best practices for handling those communications?  


>>JENNIFER FRASER:  Lately, I have been doing a phone call to the examining attorney and immediately sending an email saying per my message, do you have a good time to speak about application blah, blah, blah, and that gets a response pretty quickly.  And they'll usually email me back an appropriate time.  It's happened a couple times the last two weeks.  It's good.  


>> KATHRYN BARRETT PARK: So email to go set up a time to speak.  That seems like a good best practice.  What do other people do?  Alison?  


>> J. ALISON STRICKLAND: I was just going to ask if there's a place where all the emails are posted if it's not on the communication that you receive from them?  


>>JENNIFER WILLISTON:  On the PTO website, there's an employee locator, and you can search by the last name.  I know it's not on all their office actions, but the email address is usually their first name dot their last name at USPTO.gov, so I just sort of put it together.  


>>JENNIFER FRASER: I guess I have been afraid of what would make it into the public record, so I try to keep -- if I am emailing an examining attorney, I just try to set up that appointment.  I don't want to have to volunteer something or feel like I'm making statements that could later be an issue if there's a litigation or something, so I just try to keep it germane and to the facts and get others to do that too because I think sometimes people want to try and handle things purely by email and maybe go back and forth, but I don't -- I wouldn't want that to become a part of the official record if it's not really an amendment or something like that.  


>> KATHRYN BARRETT PARK: Is that your practice, Anna, Mary?  Is that how you all handle it as well?  


>>ANNA MANVILLE: We do a phone call with an email follow-up.  That works really well.  We've done that lately.  


>> SANDRA EPP RYAN: I've found usually a phone call, if I can get the examiner, works really well.  


>>MARY DENISON: Me too.  I've never had an issue of someone responding to a phone message other than very quickly.  


>> SANDRA EPP RYAN: Yes.  Me, too.  


>> LYNNE BERESFORD: One of the issues on our side, when you have central docketing system and that's all you have, the examining attorney can't email you and set up an appropriate time for a conversation.  So one of the reasons we are interested in docketing systems and how they work is because for us, we have examining attorneys who call the applicant's attorney, and they never get a call back, and they get frustrated by the whole thing too, so one of the things we've talked about is having multiple email addresses, perhaps having a system that allowed multiple email addresses so you could have your docketing email, you know, docketing@Finnegan.com, and you could have the specific email of the paralegal, whatever, maybe you could have three emails.  So the examining attorney could have the same opportunity as you all have to set up a phone call. 


We are constantly talking to the examining attorneys about the need to answer the phone, the need to return the phone calls, and to be prompt about it.  And every time I've had a meeting with examiners to talk about this, I've immediately been told, well, tell the bar to return our phone calls.  And we'd like to be able to set up a phone call with them, but we don't have their email address, so on and so forth.  So the -- I'm glad to hear it works for you.  We are trying to figure out a way we can have all the email information for our examiners to do the same thing.  


>>LINDA McLEOD: Just to let you know, all of those emails have been relayed.  Our docketing people actually forwarded them to me.  That was prior to receiving the call, but the initial contact from our examining attorney was in email system, and I have handled it that day.  


>> LYNNE BERESFORD: This is a little problem we're hoping we can come up with some solutions for.  Thank you.  


>> CRAIG MORRIS: Just as a follow-up, what we are working on right now is the problem that currently when we try to send an email to the primary email address and it bounces back as undeliverable, then we have to take the step to deliver a paper notification.  It would mean if you give us multiple email addresses, well, how would we know which was the primary address and which was the courtesy address because we don't want to be sending out five paper notices, for example.  Because that's truly how we'll consider this.  It will remain this address is the primary correspondent, and these are courtesy addresses, and if it doesn't reach the courtesy address, we aren't going to do anything with that.  


We have a technical issue right now, but that is our goal, to expand the field for giving email address so it could -- I've requested up to five email addresses there, so we'll see when we can get that for you.  


>> AL TRAMPOSCH: Yes, thanks, Craig and Lynne.  I would strongly recommend doing this.  I think maybe most people here have set up their system so that one email address works, but I have talked with others who say that this is one of the reasons they don't use electronic communication, because they would like to have it incoming to several email addresses, and if they can't do that, it's not useful to them.  


>> KATHRYN BARRETT PARK: I think, Al, you just touched on something, and I think it would be helpful to spend a few minutes -- although everyone in this august group does communicate electronically with the office, we know that there are firms and people that don't, and they have reasons why not.  You've just, Al, suggested one.  Are there other reasons?  Are there things we could be talking about in this group in terms of our best practices to encourage others to communicate electronically?  Are there other things we know that discourage people from doing it?  


Mary.  


>> MARY DENISON: I don't know about discourage, but encourage, because there's no data entry problem.  And that's huge.  


>> JENNIFER DEAN: And there's a time factor as well.  It takes longer for the data entry to occur, the documents to be uploaded, and it to be mailed.  When you're doing it through TEAS, it's instantaneously.  And in my experience, there have been people who are reluctant, and I think it's just a fear of technology.  You see TEAS, and you're like oh, my gosh, I don't know what to do.  So to the extent the office can be helpful in providing instructions, I think the instructions there are great, but trainings at the different industry events, and I know that you do do that, but people who are afraid sometimes are the ones who don't go.  


>> CRAIG MORRIS: I did want to circle back.  You had raised the problem you had where you used the form and you had deleted something and it ended up still appearing.  Those -- those forms are not, in fact, set up for automated processing.  That is a manual process.  Someone has to examine that because it's just as possible that instead of deleting something, you've actually added something there.  So we examine that kind of final information, so unfortunately, that would have been a human error as to why you deleted it and then it still appeared.  But it was not a form problem.  
>> JENNIFER DEAN: And what do you suggest for remedying that?  We've been using TMRegistration@USPTO.gov, we send a note saying this hasn't happened.  Recently, the e-mail box was full, and we received bounce-back messages.  Now it seems to have been cleared out, but I welcome your suggestions on that.  


>> ELISABETH ESCOBAR: Couldn't you make a field where the existing ID pops up and then limit the ability to edit to deletion so that people couldn't put anything new in? 


>> J. ALLISON STRICKLAND: But sometimes what you're putting in is making it narrower.  Like, you put at the end, “But none of the foregoing in the such-and-such industry.” 


>> ELISABETH ESCOBAR: So there could be a separate box for people who want to do that, but also a second option just for taking stuff out of what's already in the ID.  


>> J. ALLISON STRICKLAND: I was just going to make the observation that I think the reason that a lot of people don't authorize email correspondence is just habit.  It's what they've always done.  And the way that the PTO addressed that previously was making it that you couldn't get a filing date for your filing your application unless you filed electronically.  And I am not a proponent of doing that in this context either, but it created an incentive to use the electronic.  


And so the ideas I was giving before about incentives that could be built into the system, that would actually add value to practice, then I think you would see a lot more people signing up for it.  


As TEAS has become more and more usable, more and more people have gotten to use it.  I kind of view it as there used to be a wilderness and we all walked along in it with our paper.  Then they built a little country road and said we should use that.  Then we said, “Oh, we don't want to go on the country road.”  Then it became a highway.  We were like,  “Oh, it's a good highway.”  Even now we get to bumps in the road, sometimes closed and you can't use it.  Then you're like, “Oh, I have to go back to paper now.  Why did I ever like paper?”  


So as people get encouraged to use it and find that it is useful for so many things, you know, they will stick with it.  


>> CRAIG MORRIS: To be honest, we are actually seeing the problem in the other direction, where firms, they file everything into the USPTO electronically, but they will not accept electronic communication from us and that's, for us, a big question mark as to what could change that particular behavior.  



>> AL TRAMPOSCH: Just to pass along one comment from a colleague.  The goal, of course, is a fail-safe system so that all incoming correspondence gets dealt with, and how do you achieve that electronically?  


One thing about paper that's not true about email is that paper is conspicuous.  If it comes in the door, it's sitting on the desk, and if somebody cleans their desk, they see the paper and they have to deal with it.  For those that are not as sophisticated in handling incoming emails, the emails can disappear into a large inbox or get filtered into the spam filter, or just get overlooked.  If you don't go back to last week's emails, you don't see that it's there.  


I'm not suggesting a particular solution to this, but I think in some cases people feel more comfortable with paper because it's physical, it's there, it’s conspicuous, and you will deal with it.  


>> KATHRYN BARRETT PARK: Well, I would say one answer to that is—and we talked about this a little bit with how you set up your mailboxes to receive communication—but you can create internally redundancy so that that does not happen, and I would think -- and I've heard that, and I would suggest that is a best practice most of us share in some form or another so that things don't disappear into Elisabeth's inbox.  


>> MARY DENISON: Also, it assumes that the U.S. Postal Service is better than the USPTO.  


(Laughter) 


>> J. ALLISON STRICKLAND: And maybe you should make some personal phone calls, like Debbie did to me, like why aren't you authorizing us to communicate by email?  Oh, okay, I will.  


(Laughter) 


>> CRAIG MORRIS: One other point on email, just to acknowledge something the PTO is aware of, in the assignment area, where there is a recordation of an assignment, we are sending out the notification of the confirmation via fax, and we have been asked why are you doing that?  That is something we are aware of.  We certainly want to move to email there as well.  There are some issues that we have to resolve internally, but just to acknowledge that that is something we do want to correct.  


>> LYNNE BERESFORD: Of course, Trademarks does not control assignments.  It's under the OCIO.  So we are working with them to try to figure out how we can make that process more electronic.  


Also, one of the things we're considering in the future and we're talking about—we'll be publishing a rules package—is to talk about having a fee for filing paper.  Not to say you can't file it, but paper responses to office actions, we are thinking about charging a fee because it costs us more to process those.  They have to come into the mailroom, we have to scan them, sometimes we have to do key entry, we have to do this and that; whereas, if you file electronically, we don't have those issues.  That's another way, disincentivizing paper filing rather than incentivizing electronic filing, but that is something we are considering too because using the electronic systems helps everybody.  You get more accurate information into the systems, it's faster, et cetera.  


So we will be proposing the rule.  Whether it will go through or not, it will depend on -- as with everything we propose, we get lots of comments and try to figure out what's the best thing to do, but at any rate, that's one thing we are considering in this area.  


>> KATHRYN BARRETT PARK: And that raises a question in my mind for the law firms, really, and I don't expect necessarily an answer, but is increased cost on filing certain things enough of a disincentive for law firms, who generally pass the costs on to their clients as a disbursement, so I do think that's something that I would ask the law firms.  Are your clients looking at the disbursements and asking you about it?  Are they knowledgeable enough where that that will play into how the law firms decide to operate?  And I suspect, Mary, for your clients, that you educate them and it is, but I don't know the answer for everyone.  


>> MARY DENISON: I think that anything you can do to keep bills down today is appreciated because everybody who didn't used to look at the bills now does look at the bills, so if you can save, you know, five bucks, a hundred bucks an application, I think that you really should do it because they are not happy generally, so when they look at your bill, they are in a bad mood.  So anything you can do to keep the bill down I think would be an incentive.  


I also want to say something about the ETAS system.  The average user does not understand that Craig is not in charge of this, and why it is not under Commissioner Beresford's purview, and so -- and why it is still being faxed.  And so I think that people really don't get that as being out of your control, and it would be really helpful to transfer it into your department, just speaking for myself.  


>> J. ALLISON STRICKLAND: I was just going to say I think some people are extremely price sensitive on that and others are not.  Others know that the cost to comply with that is not going to be a savings in the end.  So it just depends.  

>> KATHRYN BARRETT PARK:  We are right at 20 minutes to the hour, and I thought it would be a good time, to the extent we -- first of all, let me say, are there things -- we discussed a wide range of topics over the last hour and 40 minutes.  Are there things that people -- points people had come prepared to discuss, points you'd like to make, something that wasn't in one of the buckets I sort of categorized things in that you'd like to mention now?  Because I think there's lots more we could be talking about.  Alison.  


>> J. ALISON STRICKLAND: Yeah, I have just a couple of things.  And again, it actually flows very much from what Mary was saying, that you guys have a lot of computer systems here at the PTO, and they don't all -- they're not driven by TEAS, and so things that you work in one scenario through TEAS are not necessarily going to work in another scenario, and that does create some frustration among users who don't get the complexities there.  


And again, also talking about, you know, getting the system to handle the basics really well, and then we'll move on to the more advanced things.  


You know, we spend a lot of time fixing things that are just systemic and are maybe on lists to be fixed, but mixed basis applications, the system really cannot handle those.  Accent marks, sometimes it can handle them; sometimes it cannot.  


I am not going to go over this, but I do know a number of forms that aren't in TEAS yet, and it's probably fine that they are not in there because you don't use them that often, even though, just since we got notice of this, I started writing down the ones where there is no TEAS form, it's not possible to do it in TEAS, and it was a surprisingly long list, although maybe I just have a lot of weird things going on that I need to do.  


So you know, I just throw those -- 


>> KATHRYN BARRETT PARK: Alison, what forms are they?  I actually think that that's a surprise because we looked at it yesterday, and we really saw -- we were having a hard time identifying where there wouldn't be a form that you could use.  So I think this would be helpful, not to go too long into it, but for a few minutes.  


>> J. ALISON STRICKLAND: I've got an application filed in '98, back when people still filed on paper.  At that time, an error was in the person's name.  I recently took over that application.  It's now allowed, trying to fix the applicant's name, and there's no system or way to do that in TEAS.  


Second is moving goods between companion applications.  Not something you do a whole lot, but it does happen.  I dealt with it by filing on paper and sending an email to examiners of both cases.  


I was doing two divisionals out of one application.  TEAS would only let me do one on that day.  I went in to do the second one, it says you can't do another one until 24 hours had passed.  It had to reset.  I could do it, actually.  I just had to wait another day.  


Then we had a glitch with the petition to amend the basis where you tried to use the signature being mailed to the person for electronic signature, there was some glitch which TEAS@USPTO.gov confirmed of it not being returned back to complete the process.  


>> CRAIG MORRIS: Okay.  But I'm hearing problems with forms rather than saying there's no form.  I think maybe one of them -- 


>> J. ALISON STRICKLAND:  Correcting the applicant name post-allowance and moving goods between companion apps when it's not like a response to office action.  


>> CRAIG MORRIS: Could the voluntary amendment form have been used for that?  


>> J. ALISON STRICKLAND: I don't know.  


>> CRAIG MORRIS: Again, in the context of there's usually a work-around.  It may not be a form specific for that purpose, but the voluntary amendment form often is kind of a catch-all -- 


>> J. ALISON STRICKLAND: That's a good point that sometimes you can be creative and come up with something that's going to work for it.  


>> CRAIG MORRIS: That's going to be true with any form.  You cannot file the same exact form within a 24-hour window.  That's across the board.  Trying to prevent someone from inadvertently filing a duplicate, hitting that submit button two times.  So it is programmed that way intentionally.  


>> J. ALISON STRICKLAND: Yes, I understand the reason for it.  


>> JENNIFER WILLISTON: Could you file those two requests simultaneously, and you know, it would be a divisional, divisional, and like a PDF document that had them both there in one TEAS filing as opposed to having to wait?  


>> CRAIG MORRIS: What probably wouldn't work there is the fee aspect of it.  


>> KATHRYN BARRETT PARK: I think we have about 15 minutes left, and I had promised at the outset that we would sort of come up with a bucket list of what best practices were.  And I think we can start by talking about -- and what I mentioned earlier is creating redundancies within our own operations so that -- so that more than one person is getting the -- is aware of incoming communication from the office.  


What are other best practices?  I don't want to have a list with just one thing on it.  


(Laughter) 


>>JENNIFER FRASER:  Email communication with examining attorneys.  


>> KATHRYN BARRETT PARK: To schedule times to talk.  


>> CRAIG MORRIS: For me it would be -- and I understand it's often because of the client -- but not waiting till the last hour of the response period to try to use TEAS.  We do try to ensure that it up 24/7, but invariably, that one moment when you need to use it, it is not available.  So if you could, you know, just try to do it a little bit sooner because if there's a problem and you report it, it gives us a chance to get that fixed for you.  


>> KATHRYN BARRETT PARK: Well, and that suggests a best practice is sort of setting up your internal reminders and the dates by which you need to get instructions from your clients well in advance of the day a response is due.  Mary.  


>> MARY DENISON: Sharon might be able to correct me if I'm wrong, but my understanding is that when you file an assignment -- I know this is not your area -- if you file more than ten registrations, it doesn't get picked up in the test database, and I don't think people are aware of that, and so they need to start limiting -- until the system is fixed, need to start limiting assignment documents to nine properties or less, even though it will take hundreds in one filing, because then it does not show up with the new owner in the test system.  Am I right, Sharon?  Yes.  


>> CRAIG MORRIS: Another one for me -- and I know that we discussed reasons for not doing this, but a reminder that the TMID suggest mailbox does exist, and if there is something that you want to get into the manual -- I realize, Mary, you indicated you tried that and you didn't get any response, but hopefully that was an anomaly, so that mailbox does exist for that purpose of requesting addition to the manual.  


>> KATHRYN BARRETT PARK: Well, I think another best practice we've heard today is that if you have TEAS issues, the first and best place to go for troubleshooting is the TEAS mailbox.  


>> CRAIG MORRIS: And with that, it is an email, but if you specifically need someone to talk to you, simply include that within the email, say I would really appreciate a phone call on this issue.  Here's my name.  Here's my number.  Sometimes it's also helpful to indicate what time zone you're in because that makes a big difference for my staff.  


>> AL TRAMPOSCH: Another thing that was mentioned was routing the e-signatures email through the attorney.  


>> KATHRYN BARRETT PARK: That's good until the change at the end of January.  


>> CRAIG MORRIS: Change is in a good way.  That's the only way you will be able to do it.  


>> ALISON STRICKLAND: This is not really a best practice, but along the same lines of what Craig was just telling me about using voluntary amendment, I recently learned you can use the post-publication form once the case has been approved.  During that blackout period, another time.  Maybe it could be added to the list of forms: “You could also use this form for this situation.”

>> CRAIG MORRIS: Right, for that form, it actually starts running as soon as the examiner has approved the application.  It's not technically that it is published.  The window is bigger than people might realize.  


>>JENNIFER WILLISTON:  This may be simplistic, but take the time to get to know the TEAS forms because I think even here as we're talking, there's unique forms and different forms that can be used as work-around that the more familiar you are with the system, as an attorney, especially in the instance where the paralegals and legal assistants are doing the bulk of the filing and the attorneys are doing the review, it would be helpful.  


>>LINDA McLEOD: We didn't really mention this, but I think it's also important to work with your IT departments if you are receiving everything electronically because sometimes they implement spam filters, other kinds of swears, different things you may have implemented as a deliverable can be erased, and sometimes if it's going to a central docketing mailbox, it may no longer reach that mailbox or any individuals, so.  


>> KATHRYN BARRETT PARK: That's a good point.  It can go into a junk file or things of that sort, even if it's an official communication.  


Well, we're coming up with a pretty good list of best practices here.  Good work, everyone.  Any more for this?  


>> CRAIG MORRIS: This is not really a best practice, but just to address some concerns that had been raised relative to TEAS, not necessarily today.  It's probably been noticed that the look and feel of TEAS has recently changed, and we did receive complaints that it's much more difficult to read.  It just doesn't look as nice as it did before.  There was a reason for that.  It's been put into a tool called Web Publisher, which is consistent with the rest of the website.  It does allow me to now go in and make language changes on the fly, which is very important.  If I would hear from today, for example, that oh, well, I didn't know you should use that form because it doesn't say X or Y or Z, I can take that back and immediately make that language change; whereas, before, we had to make a formal request, and it could take months, if not years, so there was a specific reason that it looked different, but hopefully you are now getting used to that look and feel. 


>> KATHRYN BARRETT PARK: I think that we have had a very robust discussion.  We have a few minutes left, and I think we have come up with some best practices.  What strikes me about the best practices are that they are -- and this is -- this is -- I say this about myself -- they seem sort of obvious, and yet not everybody uses them.  And so I think if nothing else, it's very good to remind the trademark user community, both law firms and in-house counsel, that there are very easy steps that we can take to improve our own processes and, by this, communicate with the office electronically for virtually everything because in the little exchange between Craig and Alison, there was, you know, a little bit of pushing on Alison's characterization that there weren't forms for everything, and yet there are solutions if you are willing to -- to seek them. 

Not that you're not.  I'm not implying that, Alison.  I know that, in fact, you do.  But I think people often, when faced with sort of not knowing the right answer, immediately revert to old, accustomed ways, which may include paper.  


And so what we've shared today, I think, hopefully, will encourage anybody who was listening to reconsider if they're still relying on paper, and hopefully it's been helpful to the office to hear from some of the heavy users of the system as to how they go about doing it.  


I want to thank everybody for participating, and I know a lot of preparation went into this from all of the panelists who went back and talked to their paralegals and thought about some of the issues that they'd faced and talked to their colleagues.  


I also want to thank Craig Morris, who has really been invaluable in sort of responding with his great depth of information about the various things that we've been talking about sort of as laypeople.  


>> CRAIG MORRIS: Kathryn, if I could jump in one more time -- I'm sorry -- just -- and this was what you had raised.  In general, I hope someone has not been scarred by a particular experience.  


(Laughter) 


Whether it be with the electronic filing or anything else, to please come back and see us again because things, hopefully, have changed for the better.  


>> KATHRYN BARRETT PARK: That might be our last best practice.  (Laughter).  That you shouldn't rely on your experience of even six months ago.  


I also wanted to say something -- and I think Lynne has now left the room, but to say what an honor and a privilege it has been to work with her, and I know all of us share that.  For those of you who don't know -- and I don't think there are many -- that she's retiring at the end of this year after a 30-plus year career with the United States Patent and Trademark Office, and it's been really a privilege to watch her as she has operated in various capacities, but as the Commissioner, really never being satisfied with the status quo, always pushing to improve things, always upping the bar, and doing it with pragmatism, humor, fairness, just a wonderful way of approaching every problem.  And we are the beneficiaries of her leadership and guidance.  And I know that we are going to have a new, wonderful leader in Debbie Cohn, and we are looking forward to that as well, but I would be remiss if I didn't say what a pleasure it's been having Lynne at the hell am for these -- hem these many years. 


Thank you, everybody, for coming and participating.  It's been really a lot of fun.  I hope it was helpful.  That's it.  Good-bye.  

