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This is a decision as a reconsideration, sui sponte, on the renewed petition filed on 18 October.
2002, to accept the delayved payment ol the maintenance fee for Patent No. 4,683,593 (the 593
patent).

payment of the maintenance fee is DENIED.

LIURISDICTION

The "593 patent 1ssucd on 4 August, 1987, The grace periad [or paving the third maintenance fee
expired at midnight on 4 August, 1999. Thus, the original petition, filed 22 October, 2001, was

net timely filed within twenty-four months after the six-month grace period provided in 37
C.F.R. §1.362(e).

Thus, Petitioner's only avenue for relief is under 37 C.F.R. §1.378(h).

The Commissioner may accept late payment of the maintenance fee il the delay is shown to the
satisfaction of the Commissioner to have heen “unavoidable.” 35 U.S.C. 41{c)(1), and & petition
can be filed under 37 C.F.R. §1.373(h).

IL UNDERLYING STATUTES, REGULATIONS AND CASE LAW

Under the applicable provisions of 35 U.S.C. 841(h) and (¢):

1 . ; - ; : :
Piss decssion may be regarded a5 o Nl agescy aetion within the meaning of $180 § 109 for purposes of seeking judicial review
See MPEP002 62
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« the Commussioner shall charge fees for maintaining in force all patents filed on or after 12
December, 1980 at the 3-vear-G-month, 7-vear-G-month, and | 1-year-6-month intervals: and

« unless payment of the applicable maintenance fee is received in the Office on or before the
date the fee is due or within a grace period of six months therealter when the grace-period
surcharge is paid with maintenance fee. the patent will expire as of the end of the grace
perod, except that

« the Commissioner may accept the payment ol any maintenance fee required by the statute 1
the payment 15 made:

--within 24 months after the six-month grace period if the delay is shown to the
satisfaction of the Commissioner to have been unintentional;” or

-—-at any time after the six-month grace period il the delay 1s shown to the satisfaction of
the Commissioner to have been unavoidable

A late maintenance fee is considered under the same standard as that for reviving an abandoned
application under 35 ULS.C. 133 because 35 UL.S.C. 41(c)(1) uses the identical language, i.e.,
“unavoidable” delay.”

In determuning 1f a delay was unavoidable, decisions on reviving abandoned applications have
adopted the standard of the reasonably prudent person acting in their most important business

"~ Thie burden a5 Jess onerous toeshow unmtentonil delay under the provisions of 37 O F R 81,3780, the application of fhal portion of
fhie regaelanon & fienited o those Coses e which the 24-month fme Hrmsation s satisfied. The pavment was ool tendered berem watban bl perod

" dn partieiEn, 35080 § 80 (o)) st (ha

i Cammirrlssaoner iy wcep) the

svvrtteril of sy naindenance fee required By sehaection (ol thes sgction afier the six-
ety erace permsd 1 the delgy o shown 1o esatisfaction of 1he Commizsioner o Bpve Been uhgvoisdahle.

A Pt remubations at 270 1 K AR E 3 prowade thas sy pebition i sccept dibiveed pavinent of @ rastenanee. e must mchude
4 r g v

A stoowiing il the delay wos unevodshle smee reasonable earg was @ken o imsure that the mamtenence fee woall be pand
farriely and that the pebiian wis fled prompely afier the patentee was notified of, or ciherwise became gware af, 1he
exparuticn of the petent The showing must enurmerane the steps taken W ensere Smely payment ol the maingenaded Tes; e
datte, 2 the mannes vewinich patentes becarme awire of the 2xpiration of the pabent, and e seps R e file e petinog
pramptis
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matters.”

In addition, decisions on revival are made on a “case-by-case basis. taking all the facts and
crreumstances into account.™

Finally. a petition to revive an application or patent as unavoidably abandoned or expired cannot
be granted where a Petitioner has failed to meet his or her burden of establishing the cause of the
unavoidable delav.’

The regulations at 37 C.F.R. $1.378(b)(3) require a showing that:

= “the delay was unavoidable since reasonable care was taken 1o ensure that the maintenance
fee would be paid timely,” and

the showing must “enumerale the steps taken w ensure timely payment of the maintenance
fee™ as well as the reasons why payment was not limely made,

This showing should include. but is not limited 1o, docket records, tickler reports. and file jacket
entries for this application, and documents regarding the alleged cause of the delay and copies of
any documents referred w in Petitioner's statement as to the cause of the unavoidable delav are
required. All the causes which contributed to the failure to timely pay the maintenance fee must
be presented and supported with appropriate evidence.”

Further, Petitioner should identify the party(ies) responsible for making the payment: A showing
must be made (with supporting decuments) outlining the efforts made to ensure timely payvment
of the maintenance fee-—-including scheduling and calendaring information, appointment of an
individual with the authority and responsibility to pay the fee, and detailing of the causes for a
failure in that process,

= .
e pnie Pradl, |ESY Dec Comnnyr Bk 33, 32233 (Cpmmr Pal, 1887 Gl term
al Tairss amed requires ne mere or preater care or diligence th

wavingdzhle” 1% gpplicable tis ondinasy uran
s-generidly wecdh i obsereed b prudent and-carefu | men snoeelation 1o thelr most
impertant husiness" ), lu e Muttullarh, 38 App 0000 497, SE405 (020 i 1902, B parte Henrch, 1993 Do, Comem Bar 130, 147 ('
Pal 15913y,

smth v Mossiehatl, 671 26 535338, 213 VSO 977, 982 (000 Cir, 1982,
Huings & Ciiipan, 673 FL Rupn, 30405 VUSPGIA 1130 (N1 thd, 18T

Fhie shuwings (st alss enumerate the date and the manner o which patentee became aware of e expiration of the petent, and the
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Petitioner must * '.Ii‘i.'l".'idt‘ any direct evidence 'JI'C!"."iT]E -::!X?l{‘”"r"”l:l what records and svslems Were in
I 2 I : o + .
lace to satisly the Sh{'l‘k"f'll'IL{ required under 37 C.F.R. &1 f’--,.';"-"r{h:l As the court found 1n Krahn:
J & !

The Commissioner did not abuse his discretion i ruling that this evidence was
insufficient to prove an unavoidable delay * * * . The * * * procedure[s] set out in the
PTO regulations were specifically designed to provide patent applicants with a clear
procedure to protect themselves from exactly the situation which has arisen m this case.
Plamtiff failed to follow these procedures. The Commissioner properly ruled that the
alternative means employed by the plaintff were inadequate * * # | Plaintiff sull failed to
provide any direct evidence proving exactly [his allegations]. The procedures sel oul in
the PTCYs regulations are desivmed to provide the tvpe of direct evidence needed * * * |
Had plamtiff's counsel followed these procedures, as a “prudent and carefu] man’ would
have done in conducting *his most important business,” then he would have been able to
produce sufficient evidence to support a showing of unavoidable delay." (Emphasis
supplied.)"

L BACKGROUND

Persons/Oflices

Kappler Safety Group (Kappler)--Petitioner, Assignee;

Anunstrong, Westerman, Hattori, MelLeland & Naughton (Armstrong Law Firm)--formerly
represented Kappler in centain intellectual property matters:

Computer Patent Annuities (CPA)--a maintenance-Tee-pavment service utilized by Veal &
Associates on hehalf of its clients to attend to certain maintenance fee duties for intellectual
property niatters;

Ann Holland (Ms. Holland)--Kappler office manager;
Don Kelley (Mr. Kelley)--formerly a Kappler employee;
John Langley (Mr. Langley) --mventor and a Kappler emplovee;

Law Offices of Charles A, Phillips, P.C. (the Phillips Law Firm j--formerlv represented (in the

4
seesKrahn v Commmuszsioner, L5 LISPO2E 12253 (ED. Voo 199405

(L TR
Krafin, it 1535
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person of Joseph H. Beumer (Mr. Beumer) Kappler in certain intellectual property matters,

Robert 1. Veal (Mr. Veal)--Counsel to Petitioner;

Veal & Associates (Veal Law Firm)--Mr. Veal's law firm, formerly Veal & Marsh, also formerly
Veal & Bush, and merged into Burr & Forman LLP in May 2000,

Pavment Windows

After the issue of the *593 patent on 4 August, 1987, the windows for payment of the third
maintenance fee opened and closed as follows:

e the Arst window opened on Tuesday, 4 August, 1998, and closed at midnight on Thursday 4
February, 1999, for payment without surcharge:

e the second window apened on Friday. 3 February, 1999, and closed at midnight on
Wednesday, 4 August, 1999, for payment with surcharge under 37 C.F.R. §1.20(h);

«  the third window opened on Thursday. 5 August, 1999, and closed at midnight on Monday, 6
August. 2001, for payment as unintentionally delaved under 37 C.F.R. §1.20(1)(2); and

e the fourth window also opened on Thursday, 5 August, 1999, for payment as unavoidably
delaved under 37 C.F.R, §1.20(IN1 |6

As noted above, payment of the third maintenance fee was not tendered until the filing of the
petition on 22 Octaber, 2001--well after the deadline for pavment unintentionally delayed (37
CF.R.§1.20(1)( 1), and allowing only payment unavoidably delayved (37 C.F.R. §1.20(1)(1)).

Showing

For completeness of the record. this decision reviews not only the submissions on the renewed
petition, but also those on the original petition,

In addition to the fee, Request for Reconsideration (mne (9) pages), a Power of Altorney (with
staternent under 37 C.F.R. §3.73(b}). and Notice of Change of Address, attached to and n
support of that submission are:
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+ the one- (1-) page Declaration of Mr, Kelley;" and
» the one- (1-) page Declaration of Ms, Holland."”

In addition to the fee and 22 October, 2001, original petition transmittal form (four (4) pages),
attached with and in support of that submission are:

« an eight- (8-) page petition narrating Petitioner’s history of the matter;

a one- { 1-) page letter (with a one- (1-) page appended listing) dated 23 January, 1997, from
Mr. Kelley to Mr. Beumer requesting that all Kappler trademark and patent files be sent by
Mr. Beumer to Mr, Kelley (Exhibit A, in globa);"

e Beiiey Ereclzration was Anllows:

Preglaration of Don kdlley

L Adon Relley, do declare under penaly of perpury under the faws af the Lindted Stares of Arierea, tad e Tollowing statement and facts
attessed 4o theremn protrae to the best of niy knowledge and beleld

| was tormerly erpiewes ot Kappler Safeny Cooup (" Rappler™om Guerersville, Alabama, s Treassrer-of the Comparmy. e making this,
disclartivm e wieppart of @ petition o e o nurber of patents owied by Bappler, Thess patent include LES. Patent Mo, 4670075 Mo
AEEENA, Mo, @ 0HLETS, No o AR24.525, No, U3RETT, Mo 3375275, and No:-5.409761 {collectivelv. “the expired putents:").

O January 21, 19T, 1 along with John Langley and Crailg, Woodsanl, met witl Habert Veulat his office 1o diseoss consalidaton of
Kappler’s Intellectust Property matigessat one Tew firm. Thereatter, Robert Vel and his Grm, Vial & Associates, corresponided wirh me reparding
these matters, and 1 consulted with Tohn Langley and Cradg Woodward on these mnliers on un a8 needed basis. Bused v the meeting with Robert
Veal, | elleved thas Mre Veal woald atend o the pyment of the maintenance fees for Kappler's palents, melschng the Expored Patends. [ June
1998, Dedt Kappter o pursue other venjures | Restteaened that the musntenice fees ho mot been attended 10 for the Expired Pasents in August
2401

I afTir that the Toregoing Gietul avcognt s teue o the best of my knowledge and Belied
fllan Kelley
Chitg: 4 1032

e Hotlasad Declarztion 1 as follews:

Beclaration of Ann Hoallagd

I, Az Holland, do declare under pesaliy of penury under the ows of e United Sedes of Amcrica. that the o opsan e stdtersent and Facls
attosted o herigin ane wrue to the best of my knowbedge and belizf.

[ waz formerly emploved a1 Kappler Sefery Group (" Eepples”) in Gunterseille, Adabisou, a5 OI7ice Mangger, [ am ki this declartion m
support ofa pelifionta revive 2 number of paténis owned by Kappler, These parent inciude: LS. Pasent Mo, 46700073, Mo 4683 503, No
ASELSTE NG LI E2E, Mo, JUEREIT, Mo 5375275 and Mo 5,409,761 {eollectively, “the expired potenis")

Dworked dirgetly with Jahn Langhew st Kappler AT e request of Mr Langley, | commpiled o bspmg ol wll of the patent gwned iy Kepple snd
the sttmeys Kappler lnoked 10 for assisiance i mantaning these patents: The Exprred Patents were fnchuded tnthe Tisting and Rebert Vel gid Tis
tirm, Veal and Assecites, were listed as the responsible atoeney. On January G0 1 59%, Lsent the lsting i Bolsert Yeal sl asked Bim e sk sue
that all patenis Mew nmntained for Kappher were listed. In s muoeh as Frecoived nooresponse trom Robert Veal ar Bis o, Bhghieved o Tigling s
b acurate and correct | further believed thar Boben Mealand bs Girmowere mantommg the paters on the listing, i lueding the paviment of any
o igerang foes I Augest 24000, | learmed B the Giest e that the mamienzanee fees had oo been paid on the Eypired Posenis,

T odfien) that the foregoing factunl acooant s irue to the bestof my knowledpe snd beli?
aetan e
Drati: &= W02

(1 B F 5 :
e instant patent s nab amomg e e listed
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« athree- (3-) page confirmation letter (with two copics of a one- (1-) page appended listing)
dated 11 April, 1997, from the Armstrong Law Firm to Mr. Veal regarding transferral and
shipment of Kappler files to the Veal Law Firm, with specification of maintenance fees then
due on the files transferred (Exhibit B, in globo);™

o a four- (4-) page letter dated 26 February, 1997, from the Phillips Law Firm to Mr. Veal
regarding transferral and shipment of Kappler trademark files to the Veal Law Firm. with
specification of maintenance fees then due on the files transferred (Exhibit C, in globo)”

* aone- (1-) page letter dated 23 July, 1997, from the Mr. Veal to Mr. Kelley confirming a list
ol patent files for the product “composite chemical barrier fabrie” (Exhibit D)

« aone- (1-) page letter dated 22 April. 1997, from the Mr. Veal to Mr. Kellev confirming a list
of patent files for the product “composite chemical harrier [abric” with the maintenance or
“annuity” dates for each (unlabeled as an Exhibit--hereinafter the 22 April letter);"”

= aonc- (1-) page FAX dated 22 July {(but beaning on the upper left corner a FAX-transmittal
date of 21 July, 1997, from the Ms. Sisk st Kappler to Ms. Stough at the Veal Law Firm
attempting to correlate the listing of the files actually transferred to the Veal Law Firm by the
Armstrong Law Firm (unlabeled as an Exhibit--hereinafier the 22 July FAX); ™

« acollection of declarations by Mr. Langley (the Langley Declaration)," Mr. Veal (the Veal

4
The siatant putent is nobamesg e fiems Haed

15 .
bee pzstant puliént +5 nat armemig e eme fisted

It ;
Tl imstanl patent & sot &rongthe ks Tisied

e
Ihe mstant Patent s mi Al thie werns lessed

15, i
The dnstant patenl i= nelanmig e e bl

4 vt -
! The Tanptey Prclaration s a5 follows

Deckaration ol John Lingley

Ll Langles, do declare undir perafi of perpues under the lewsor he Llnmed S of Amenca. that be followanp ssatemens and the fets
attestoed 1o therem are frug o e best of my knowledge amd Bebed

Lo emaplioved o1 Kappler Satery Giroop s Cilmlessyville, Asbiamal,] snd Bave been [or o number of vegr Lam an inventor and have héen
st s i entor na bt of rseued United Sates patents | am making this deglration mesuppor of & prebiiion o revive b numksen of
pitetns owngd By Kappler Safety Group. Phese patent nglode: LS Paieng Koo 29200575, N 4924325, N 4,687,593, No, 4670071 Na
FATHATE Mo 290081 Toand Noy 5408L708

O Januars 21, P07, | abing swath Do Reelleb i s Wesdwird, mel with Bobert YVealat s office ta discuss consolidation of Kepplers
Inteleciial Froperty matlers 8t dne law fires. M Keliew et Kappberan June of 1988 (sic, b February 1998, [ealled v Veal 1o determine what
maarenanee fees were o be paid ancthe Kappier propeies: Mr. Veal responded By 2 Tetter dated Febroary 23, 1998, hsting o nunibser of 58 and
farerem patents wnd therrdue dites | helieved i M Yea | swoglf antendd to the paymweit of the masilesinee fees.

In Crsoher |98 reqesied hal Veah & Associates provide me with u listing of the paronis thal they were mamtdinisg foar Kappler, | received
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194 ]

Declaration),™ Ms. Childers (the Childers Declaration),” Ms. Kustos (the Kustos

# ong-page spreadsheet from Veal In o letter dated January 6, 1999, Ao Holland of Bappler provided Veal & Asseeiares with' s lisof patents that
Fatppler undersined were being muntained by the frme Bappler receved no comreapondence ar ather communication rom Veal & Associates
reflecting any unwillingness or refusal o maintn sech of the patens bstwed mohe feeer dosed Jomeney &, 1995, ineluding the expired- patents.
Kappler was under the belief that these mutlers were bemp hundled by Veal 8 Sdaocinne,

O Augirst 22, 2001, Kappler discovered thel the: Bxprred {sieypaieis Bad expived for failoe ooy the rimintenince fees ot the proper times
Oy Septerher 8, 2001, [ eontacted Robert Yeal shout the situstion and hod him speak wath anlomess st Alston & Bird aboar the mager, | have boen
ime consuation with my attormessand reviewmg files since that fivne. On Ogioher |, 2000, Finsrocted Veal wfle peitions 1o mevive the LTt

Pheligve thal 1have acted diligently to protect and preserve the righls i she salject patents Twas under-the beliet that Veal was maintiining
the subjest patents and would advise me as 10 Me necessary payments of e mainlenanee fees. Albragh | relicd oo Yeal th maintun the Patents, 1
repeatedly imguired as (o e mamiemuee fees and woas shocked o Jearm of the filure o pay e (e | have begn digently working since Augs
2, 20 o determing what gvents bead o the Tolare,

| afTirm e Toregoing 0 e o roe accvunt ol the cvents knmvn t mie
fsflabn Langley
Pore 10-22:01

& The Veal Dheclarstion is as follows.

Dreclaration of Rabeer 1, Yeal

1y Robert 1 Weal, do declure wnder peonlty of pejury arder the laws of the Unined Stues of Amerea, ol be foflowing statementand the facts
sttested o therein sre wis o e bost of miy knowledge and helel

I Thee senior aiormey o the law firm of Veal 8 Associates il s merger mao B £ Foran LLE, inoMay of 2000, Over the years the
1irm had been known as Veal & Murshand Veal & Bush: Kappler Safety Geoep fns boen mn Intellectoal Propity client of the frm for rany years.
I Jartary of 1997, 1 el wath employees of Bappler to discisss consolidaring et 1P work i our office. 1 was my understanding at that time that
M Daon Kelley of Kappler would retain the TE5. Patent Filgs &6ich o1 Kappler and woull be respansible Sor the mamtenance lees on thoss files. Iy
faws always been my practice o mamizin the fall prosecution histars of 3 Tlea e oMee when | hase been 1asked to mainiain the patent or
trztemark. Accordmphy, [was w litle serprised By e simangement, bul Bagpler Bad had fssees wath b frms and vaimtenanee foos previousty and
I perceived that they wanied 1o bave hands on contrabof the nisinlenance fees. Kappler directed that theer tradeiark files and tforcign patent files ba
sent 10 Weal & Associotes for maintenange When these (3hes came m ey were duby veviewed placed 1n file caboness, entered into oug tekler
systerm and where sppropriate listed witha edmmercial maimtenance fee firm, Cheer the course of the next veae we sent seminders to M Kelley
regdrding the fites we hod cognizsnee of in our possession )

I February of 1998, John Langley of Kappler ealled and dsked me o provide nformation on mamtenance fees due on Kappler properties.
lrsasmuch s we did not have the files on the Kappler propenties, 15 o esearch the imnSrmution via the electronie damabases available atthe tme.
whieh wiuld bave meluded Cassias and the TBM paent scrver oncthe intemel. My recerds show that Tspent aboot {10y mifnuies on Febiruary 24,
098], | rescarching the infarmsiion. A letler far my signatuse was prepared By Tilfany Mo, iy legal assistint, and sonl o Mr Langley
contaimeng this miormaeion. [t was my understinding thal Mr. Longley waould advise as 2o whizh any of e potents we were Lo assurme
responsibility for and pay O neantznance fees onmasmuch s this would teke some revies of the costarad valug of the variows patents
Accondingty, Tiffany prepared information sheets on eschof the patenss 1o sobini! (e CPA when My Langhes zave his approval, | have no
recollection or record that heéver gave hiy approval

M MeCTamn ket Veal & Associates induly of 1998, Shonly thereaiter Ms. Childers sssumed the pob ol commumieanng with clems and CPRac
Coteurrently, another employvee, Shode Bid, setabost ertering data on oo patent files miooan Excel worksheet a5 & Tack up o car index card
tekler anl CPAL In Oetaber Y998, My, Tanpley requested 3 Tist ol the patents we maintained for Kappler, Sheiasent him the databise listing for the
paterts e considered e wiere responsible for No reply was eeconved at that nme, In Zanaery T899, Ao Hollind weose o letter selting oot that
Kappler thought we were respenaibbe Mo Meither |, nor afyarie | have constlied whio sauld e had anvthieg (o do with the payment or entey of
the ingornation o our system ean eecall reconving the et 11 e b recewed the Terzer, st would Tove sursly grompted s 1 respond mastmch
ay i enntamed tar mere patents than | considered o e dur resplnzibiliy,

Cansctuently, utn time prog athis deckesion dul | eonsider that Kapples hadengapod e Son to maintm ol of 385 palent properties

| attest that the foregning s 2 troe and secumte shement e the best of my knowledae and recallesian

Sigmed tris 22 duy of October, in the vear 2001

aBobert ), Veal

¥
3 The (Chalders Deelaration s as Tollaws

{denns 1 Childers

L Jeney T Childeis, do deetare wmder pesilty af perjues under the Tass of e Llinted Stases of Amerci, that b fellowing steterne aod the
Facts sttestod 30 Therem are frue o the best ol my knewledge and helief
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Declaration),” and Ms. Weidman (the Weidman Declaration)™ (Exhibit E. in globo);

» page 2 only of what appears to be a two- (2-) page letter dated 25 February, 1998, from Mr.
Veal to Mr. Langley listing 17 patents and inquiring as to questions Mr. Langley mighl have
regarding those matters (Exhibit Fj:*

« aone- (1-) page letter (with a one- (1-) page appended listing) dated 6 October, 1998, from
Mr, Veal to Mr. Langley listing the patent files the Veal Law Firm maintain[ed ] for Kappler,

Froem Augost 1998 until the merger of Yeal & Assocaztes o Borr & Forman LLP. on May 15 2000, | was the athice manager znd
flmnstnilive wssistznt o e Rober 0, Veal Partof iy dutees Hicluded cormesponding with clients and Cormpuler Patent Annidties, 2 conimcriem)
mniEnance fee payment firm regarding payment of manicnanse feos and annuities

| have reviewed & copy of a Tetter addigssed 1o Vesl & Assoomates frem Ann Holland dated Jenusry b, 129921 doonet reeall seeang s leter i
ry previvus fime B s detter b been reeeiced &8 Veal, the infortion contamed m the letter sould Bive been checked seamst onr Hes and
records:and any mzensistencics would Tave been brought 1o the <lent's atention

L attesp that the Torcgoing is o e and aecusiestamement ki the best of my knowledge.

Stgned fhis 22 ey of Octeber, 2001

faddenmny HLChilders

a2

Fhe Boustos Declaration s e nllaws

Dreclaration of Poula Kuastos

by Paniz Boogtes, dodectare urider pendty of pegury under the fows of the United Saates ol Ameriea thae be fablowing sintemient and the Tacts
attested 0 theremn are true o the best of my knowiedse and beliel

ant o teget secreiany al the b (T of Bur & Foemon LLE e the Intellectoml Property groop.. | have sssisted in looking for (he e, related
1o certiin paiends owned by Kappler Safety Growp which have become abandoned. On the moming of October 22, 2001, 1 viiserved Mr. Veal open
a fife folder contanivg transmmittl sheets wsed o ransmmt information o Competer Patem Annaities. In e folder Me. Veal foond o bundle o
transrnittal formed dated 2.24- 1908 Tor patent belongmg 1w Kappler. Anached o the himdle wis & note which read “Awaiting instrctians from
Bangley™ “Eappler™ Copies of thes bumdie have heen submined & enoexhihin to petitions 1o nevive the patents ol issue

Tammest flat e forvdgoine s troe and accurzte o the hest of my knowledee and helics

fMaula Kuostos

MK 222N

Pk e E R
The Weidmanh Declaration s as follpaes

Phectaration of

L Barbars Wetdimnan, do déchire wider penalty of penury under the laws of the United Stites of America, thal ke follow ing sintement wid the
facts attested to therein are true o the:best of my knowledpe nnd helie!

Lam enployved as o legal seergtary ol Burr & Foriwn LLP, where L work in the Intellectual Properts Craup, Lamssecrctiey o M Bobert |
Yeal. | was employed-al Veal & Associatis in Janugry 2000 before the s merged. Al of the s retaingd by Veal & Associares were banslemad
i Hore & Formgus 1, on May B, 20040 Thes aie nrantadiaed s nuember of Ale cobingds a1 varous Incations Some Dave been shipped o long
LErTT R

| haave personaliv gone theragh the Ties Tooking 1o panents assigned o Kappler Safere Ciroup in conneetion with the reyeeal of cortinn patents
| haxve alse gane through the comvespoimbenis Mes efarme W Kappler and dating back w906, Joaking Tor sormespondeies rom kappler
Gpecifically § hove oot fownd a copoota letier ram Ao Tollend of Kappler o Veal & Assoctates dated Tatigey 6, 19949 Furthies | have not found
prosecttion files tor the fallow iz 1lnited States Putenits Noo&0NE AT Mo 5924525 No, 683 393, Na 4,670,073, Ma -5 375275, No
A UIRRLT, and Mo FAUOTOL | e been sssbseend i s searel by the Sl ronem stad) and By Paols Kustos, another o) segnetury, Addinonally, |
accompanted Mo Bobore J%enl on ooscmehy of the Tike rooim as el

Fattest thiat the foregieinge s Wue and aecurate Lo the bealof my knowledge and helied

Signec this 22 dav of Cheiaber, 2001

fBarbara Weldman

[ drszanl patent s oot arong the tems Hsted
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and erroncously listing on the appendix the instant patent as one for which a "petition 1o
revive 3/4/98" had been filed (Exhibit G, in globa);

« an undated one- (1-) page hand-written document addressing the maintenance fee schedule
for LIS Patent Nos. 4,920,575 and 4,924,525 (Exhibit H):™

« aone-(1-) page letter {(with a three- (3-) page appended listing) dated 6 January, 1999, from
Ms. Holland to Mr. Veal setting forth the patent files--including that of the instant patent--for
which Kappler believed the Veal Law Firm was responsible in attending to maintenance fees
(Exhibit 1, in globaoy;

« aone- (1-) page partially completed Torm entitled “C.P AL - Patent Input/Update Form™
(Exhibat I);

= aseries of 24 one- (1-) page completed forms entitled “C P A, - Patent Input/Update Form™
for Kappler patents, including the instant patent, with the annotation “Awaiting instructions

from Langley Kappler™ (Exhibit K in gloho).

The declarations by Tiffany McClain (the MeClain Declaration)™ and Traci Ryan (the Ryan

i
T The mstant patend s s arsoeng the iems Tisted

BT & 2
ke Bt Lo Declaration z-as follows

Preclaration of Tiffany Mo ks

I, Tiffary MeClain, do declare under penaity of peuny ander e laws of the Uinied States of Amcrica, thal he following statenent and the
lucts attested fo theremn are rae 1o the best of my keowledgs: and belief. '

bamea legal assisiznt eriploped Ty The Taw (i of Siote and Permutt Proe o my emplovmental Siete, 1 wes 2 legal ssststant and affiee
manuger st the s frm of Veal & Associaes. formerty Veal S Marsh: Heft VeaT % Associaesin July of 1508

Part of my duticsat Veal & Associntes was woattend tothe payment of nmintenanee Tees and armuoities for chents relative ta et 15 gnd
Loreim paients. In mest instances, Veal & Acsociate atilized the services of Tompater Pitent Annuibies (0PAY, as the payor on (e figs for the
clients. In some instances, where foreign ggenls were pavang thi: annsies, Veal & Assocules did mot ase UPA Todnitinte 1he process of parmg
maintenanee Teds, [ would notily CPA wsing a preprimted form that 1 fased 160 then, continmmag the pertment imdormeaton on the patent dncheding
bsa e dafe, inventur parmie, palerit title, and the first vear hat CPA was 1o be respresible for peseng the fee. Additiamaliv, Twould create an ndex
card record that mantmsed in a sckler system which would be reviewed wach montly i determinge wiich prainienanee fees were due. Al
corrspendenice with a chent regardimng mamtenanee fees weulkd be maintained in the same fafder o5 the patent prosecution history. Al receipts from
CPA o the Fatent Office showing pavment of the miamienance fee or lepie of the pateut wore lkewise muintaned in the patent file

When erses proseeuied I other atoeneys were ransfemed mio the office; | o cee ol the other leaal wssistonts, wiald go through e [cs o
ascertain the infermaian needed 1o enter the case o our Hekber systenn Dol e prepare the informution foe ranssinal 1o CPA gl prepare
the fckler cand, el T it was marely Vel &oassociatos prictice to ranlntin & et without the origimel praseculion file, Beeause, the bemal
wssistatits had naoway oo abtaln the pestinent mformmtien and vendy that the mainiesanes fees were snoorder: [ siach s file was oreated, the
mtormtin regarding e prlent wits convesed o the lepad assisaam from one of the allamess

I b ot recall ever receiving o farge number-of patent files mam Kapplar [ hase reviesed the letler dated Februnry 25, TO9E[) Mo Mr. Veal
o hdr Loy Thee sniiads 1™ frhmE™) a0 the bttt are mime: MroWesl provided me with the miormatiom, | have also reviewed the packer of
traris mittat tormns ke for CPA dated 2-24- 1898, The handwriting o e nele 36 alse mine, D have so recollestion of ever baving coceied sny
ImELrUETne: 10 wansme the Torms: o CPAor W enter-the petents referenced i e document imnta our tekier systorm

| have alsa reviewed the sckler cards created for the patentz dssued 1 Bedigard. | created these eards, A7 the tomeof ther creation | was undes
the Delie! that the second menntenance fee had alresdy been paid Pad | oot deleved dis 1 woul] Bave veed the due dale for the seenrd
ramenames Tee on (hecard and would bave requested wstmetion from the chient toopay the second miemenince fee
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Declaration)” accompany the 30 October, 2001, supplement.

The 31 January, 2002, supplement is virtually identical to matenials filed on 22 Ociober, 2001,
save that also includes copies of the reeeipt card and check in payment of the petition lee.

Finally, the 26 Tuly, 2002, supplement contains the entirety of the two- (2-) page letter dated 25
February, 1998, from Mr. Veal 10 Mr. Langley--the first page of which previously was missing
from Exhibit F of the 22 October, 2001, petition (and 31 January, 2002, supplement). The instant
patent, with the maintenance fee due date is referenced on page one of the letter.

Iy, ANALYSIS

The Statutes and Rules of Practice before the Office provide many tools for applicants, patentees
and practitioners to protect their prospective or actual property rights and those of their clients.
However, persons who fail to use the tools, fail to gain the protections.

Morcover, the twenty-four- { 24-) month period following expiration 1s not a time 1o reconsider
mistaken choices,™ it is a period within which to accomplish decisions made but unperfected.*

sy pracuice o check and recheck all of e patent Gles than Veal & Assocites magnigised for heir ¢lients. This provedure mvolued
phisical nspection of fhe Mles i cosire (5ic) it all seshks bl been completed. In as muchias Veal & Associses did not Tave the fhes from
Rappder, 11 was impassibic for me o venty that all matters have been attended o

L attest thad tht foregaiig is o 1o the Best of my knowledge and recotlection,

g taber 22,2001

ST Tany D MeC ln

27 o )
T Tz B Precineation is wy Tollows

Declaration of Traes Townley Hyvan

Iy Tragd Towrnley Raan, dlo duclare under penully of penyury under the-tows of the United Stares of Amersca, that he follosang statemint anl
e fcts arestod o therin ane true i the best ot my kniswledpe anid befier

Froa July 1907 1o Decomber 19991 wis adegal sssistant in theoffices of Veal & Associates. alin sorved 38 5 dockes nupager fe st of
TR A it ol e o, | asststedd o the imtegration of new files nto e office lokber syatem, Cn oocasion, when (les would be recemed Trom
ather Ewe firms, [would gssise UTeny MeUCErn. who wes the fficg moanager, 5 Teviewing the files and angertinime e mlonvatim teeded 1o
enter e files o our Nie memnenance svsiom

b do nest recall ever laving receseed 3 Sgs numiber of patent les from Kappler Safete Croup, although we worked oo many appler
tradermarks and ot least one htigation mas

I have reviewel goopy of a letler nddressed 1o Veal & Assooutes from Ann Molland and daced Jomoary Gy 1099 o not recall seeing this
levter b any previous sime [F7he tetler had been received ot Veal, e informaton contained jn the letter would hive been checked against cur files
umil recards anl gndy neessistentcies wolld v been broughi w the clisnt’s attentian,

safTracy Townley [ynm

Date: (02801

1

Inre Maldague, 10 LSPO2A 1477, 1478 (Commm 't Pat [988)

2 = i
In ree Applieavon on Ge 11 DSPO2D 13750 |38 (4 ommm 'rAa1: 7989
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Petitioner asserts unavoidable delay m that assignee Kappler “consistently attempted 1o ascertain
the status of its property and Patent Owners asserted reliance on the Patent Attomey, with whom
the Patent Owner had an ongoing professional relationship in other matters, alone should he
sufficient 1o establish the case as one in which the level of diligence and care are acceptable.”

Petitioner has not carried its burden of proof (o establish to the satisfaction of the Commissioner
that the delay was unavoidable.

The gravamen of Petitioner's argument is that since Veal was managing a variety of intellectual
preperty matters for Kappler at the time the first maintenance fee was due for the present patent,
Petitioner Kappler was justified in assuming that Veal had assumed responsibility for and was
tracking and monitoring the maintenance fee payments [or the present patent. Petitioner states
"[t]his is not a case where counsel was engaged and left 1o their own doings, under a mere
assumption that all

would he well.""

However, failure of communication between an attormey and his client does not constitute
unavoidable delay.” While the context of this matter, for example. is not that of I re Kim. ™ in
which a single communication occurred between Petitiomer and Counsel, the record herein
reveals there is at heart little difference between the instant matter and Kim because here, despite
more than one communication been Petitioner and Counsel, there is no showing that Counsel had
agreed to maintain the *393 patent,

While it 1s true that more than a single communication transpired between Kappler and Veal, the
communications that occurred provide no showing that Kappler and Veal were in agreement as
to whether maintenance fees for the *593 patent were to be docketed and tracked by Kappler or
by Weal.

A review of the record reveals that a letter dated 23 January, 1997, from Don Kelley, Treasurer
and CFO of Kappler to patent attorney Joe Beaumer. a copy of which was forwarded 1o attormey
Veal, stated that [iles referenced therein were to be transferred from Kappler to Veal, No US.
patents were listed in that letter, Likewise, letters dated 11 April, 1997, from the law firm of
Armstrong, Westerman, Hattori, McLeland & Naughton to Veal, and 26 February, 1997, from
attorney Beaumer 1o Veal regarding the transfer of Kappler patent and trademark files to Veal
make no mention of the present patent,

L1 o i
Peritinn upder MPOF R | 3THC, prge 2
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Furthermore, letters dated 22 April and 23 July, 1997, from Veal to Mr. Kelley at Kappler,
apparently sent to confirm receipl of and responsibility for tracking of the maintenance fees for
Kappler patent files bv Veal, make no mention of the present patent,

The first mention of the present patent 1s on the listing of patents dated 25 February, 1995, sent
by Veal to Langley. In his declaration, dated 22 October, 2001, attomey Veal states

In February of 1998, John Langley of Kappler called and asked me to provide information
on maintenance fees due on Kappler properties. Inasmuch as we did not have the files on
the Kappler properties, | had to research the information via the electronic databases
available at that time...It was my understanding that Mr. Langley would advise as to
which if any of the patents we were to assume responsibility for and pay the maintenance
fees on inasmuch as this would take some review of the cost and value of the various
patents...| have no recollection or record that he ever gave his approval,

In 22 October. 2001, petition, Mr, Veal states that “[n]ormally, when files are transferred from
another office, the physical patent file and all documents are requested by Veal.”

However, the petition goes on Lo indicate that the *593 never was “transferred prior to [the|
departure [ol Veal law firm legal assistant Ms, McClain], nor does she recall any further
instruction {from Kappler.™

Finally, the petition states: “The files of Veal & Associales have been diligently searched and
none of the patent files or further instruction has been found.”

Criven those facts, 1t 18 not unreasonable to conclude that neither Mr. Veal nor his finm had reason
believe that they were responsible for the maintaining fee for the *593 patent,

The showing of record, therefore, is that the communications between Veal and Kappler
specifically identilied which patents Veal would monitor for Kappler and that the *393 patent
was not ane of those Veal agreed to maintain.

Furthermore. the letter dated 6 October, 1998, from Mr. Veal 10 inventor Mr, Langley réads
"enclosed herewith is a list of the patents we maintain for Kappler.” It is noted that the *593
patent is not on this list. There is no indication that Kappler reviewed this transmission to verify
that it included all of the patents 1o be maintained by Veal.

As stated in the original petition. “[a]l the time October 6, 1998 letier was sent, it is clear that
personnel al Veal & Associates did not understand that Kappler thought Veal was maintaining
the patents m issue, or that there was any issue (sic) fee due on any patents maintained by Veal.™
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The only communication supperting Kappler's assertion that Veal was responsible for
monitoring the maintenance lee for the “393 patent is the letter dated 6 January, 1999, from Ms,
Holland, Office Manager at Kappler, 1o Mr. Veal purportedly secking to verify that he was
responsible for the present patent--a letter which Mr, Veal states in his declaration that he has no
recollection of ever having received.

The fact that Mr, Veal and/or s firm agreed 1o assume responsibility for other Kappler
intellectual properties did not entitle Kappler to assume that the *593 patent would necessarily be
included, particularly when the present patent was not included in the confirmation
communications {rom Mr, Veal 1o Kappler sent on 22 April and 23 July. 1997,

Kappler has shown no basis lor its belief that the present patent was to be mamtained by Mr,
Veal. The showing of record is that the present patent was not included because of a failure of
commumnication between altorney and client.

Failure of communication between attorney and client is not unavoidable delay.™

In that Petitioner asserts that responsibility for payment of maintenance fees on all Kappler
patents was o be transferred o Mr. Veal, Mr, Veal's statement in the request for reconsideration
that 1t 1s unequivocal that in January, 1997, Kappler personnel sought to consolidate the
company's patent work m one law firm is imconsistent with his declaration dated 22 Qclober,
2001, m which Mr. Veal states that "at no time prior to this declaration did I consider that
Kappler had engaged my firm to mamtain all of its patent properties.”

Petitioner's argument in the request for reconsideration that Mr. Langley was unsuceessiul in
receiving a response from Mr. Veal regarding whether Mr, Veal was tracking the present patent
is not supported by the showing ol record. Rather, the letter dated 6 October, 1998, from Mr.
Veal to Mr, Langley states which patents were being maintained for Kappler. The *593 patent is
not on that list.  As such, the showing of record 1s that Veal did inform Langley that the *593
patent was not among those being maintained by Veal. Although Mr. Langlev's declaration dated
22 October. 2001, states that he believed that Mr, Veal would "attend to the payment of the
maintenance fees.” it is not clear if he believed that Mr, Veal would monitor the maintenance fee
for the present patent, and, if Mr. Langley did so believe, the basis for that beliel is not clear
since the present patent was not included n the correspondence received from Mr. Veal.

Furthermore, Petitioner's assertion that since the 6 January, 1999, letter from Ms. Holland to Mr.
Veal "was worded such that it required no response, if the recipient agreed with all of the
mformation in the letter” and no response was received, that Kappler was justificd in assuming

11
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that Mr. Veal was mamtaming the present patent is not merited. At the outset, assuming,
arguentdo, that the letter did not require a response il Mr. Veal agreed with its contents, petitioner
Kappler had no way ol knowing whether the failure to respond was due 1o receipt and agreement
with the fetter or lack of receipt or mishandling thereof. Certainly a prudent and careful
individual acting in relation to his or her most important business would take steps 1o confirm
whether such a communication had been received,

Likewisc, Pelitioner’s contention that the letter by its wording required no response if the
recipient agreed with its contents is not a reasonable interpretation of the letter itsell. The letler
requests Mr, Veal's "help by checking the attached list to make sure all patents vou maintain for
Kappler are isted." Nowhere does the 6 January, 1999, letter state that Mr. Veal need not
respond. Rather, the purpose of the list is to verify that Kappler and Mr, Veal were in agreement
as to which Kappler patents were to be maintained by Veal. It is to be assumed that had Veal
received the list, he would have promptly mformed Kappler, his client, as to whether it contained
any discrepancy vel non.

Last, in his 22 October, 2001, declaration Mr. Veal states that he does not recall receiving the
communication [rom Kappler dated 6 January, 1999,

In summary, Petitioner essentially seeks to establish Mr, Veal's responsibility for tracking the
maintenance fee for the present patent based on the lack of a response 1o a single request for
clarification, a communication which counsel declares he did not receive, Such a showing does
not rise to the level of unavoidable delay,

Rather than unavoidable delay, the showing of record is that a failure of communication occurred
between Petitioner and Counsel,

It is noted that Counsel now asserts that since the 6 January, 1999, letter cannot be located in
Counsel’s records, that it may have been lost in the mail, citing delaved receipt in December,
1998, of items that had apparently been mishandled by the U.S. Postal Service. Petitioner’s
argument s unpersuasive, however. At the outset, letters which are properly mailed are
presumed (o be timely dehivered. and Petitioner has provided no evidence to the contrary, ™
Additonally, Petitioner has provided no evidence supparting a claim of failure of the mail,
Rather than being a “plausible explanation,” Counsel’s assertion amounts to mere speculation,

Petitioner implores the Commissioner not to require Kappler to demonstrate that it was itself
tracking the maintenance lees for the present patent in a reliable tracking svstem, Petitioner
complains that requiring such a showing "clearly places on Kappler a burden greater than the

LA
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standard for reasonable diligence requires.” because all Kappler persormel who have submitted
declarations state that they believe that Mr. Veal was responsible for tracking the maintenance
tee for the present patent. Unfortunately. although declarants may believe that Mr. Veal intended
to track the maintenance fee [or this patent, the correspondence filed with the first petition does
not substantiate declarants' interpretation:”

+ according to in lus 22 October, 2001, declaration. Mr. Veal agreed to monitor the
maintenance fees for some, butl not all of Kappler's patents; and

 the showing of record is that the present patent was not among those patents Mr, Veal agreed
to track.

As such, absent 4 documented showing of a reliable tracking system on the part of Kappler, the
showing of record is not of unavoidable delay but rather a failure of communication between an
attorney and his client,

Lastly, regarding Petitioner’s statement thal a reasonable person would not have discovered the
mistake leading to the delay in payvment ol the maintenance fee is not supported by the record.
Petitioner states that “[gjiven the letters of October 1998 and January 1999 and the failure of the
January letter to reach [Mr.] Veal, there would have been no reasonable way for either party to
have leamed of the failure to pay the maintenance fees prior to the discovery in 2001."

This assertion is not supported by the showing of record.

First. if Kappler had promptly reviewed the letter to Mr, Langley dated 6 October, 1998, Kappler
would have discovered that the Mr. Veal did not believe he was responsible for maintaining the
"593 patent. Additionally, if Kappler or another entity had been tracking the maintenance fees
prior to the purported transfer of the file to Mr. Veal, the predicament at hand would not have
oceurred,

Petitioner states that “[e]ven if the Patent Office had sent reminder notices out regarding the
Maintenance Fees, the letters would have been sent to the prosecution addresses. which have
done no good.”

A delay due to the fatlure of patentee to provide the Office with a current correspondence address
15 not unavoidable because it resulted from a lack of diligence on the part of Petitioner in

15
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notifving the Office that counsel's correspandence address had changed ™ The failure 1o receive
a maintenance fee reminder does not constitute unavoidable delayv, Nor does the patentee’s lack
of knowledge of the need to pay the maintenance fee constitute unavoidable delav.” It 1s solely
the responsibility of the patentee to insure that the maintenance fee is paid timely to prevent
expiration of the patent.

Rejection of Petitioner’s arguments herein is consistent with the holding in Kim, where, as here,
Petitioner believed his (is) attomey would take “appropriate action,” but because Petitioner
failed to clearly communicate its intention, the delay was not unavoidable.

Here it was never clearly commumicated that Kappler intended that Mr, Veal track and submit the
maintenance fees for the present patent. A “failure of communication™ which oceurs because a
part fails to elearly communicate their intentions does not constitute unavoidable delay.™

Additionally, in order to establish unavoidable delay, Petitoner must demonstrate diligence in
prosecution of the matter.”™ In as much as Kappler did not review the communications. from Mr.
Weal to verify that all of the patents Kappler wished that Mr. Veal maintain were listed therein,
the showing is of a lack ol diligence on the part of Kappler.

The U.S. Patent and Trademark Office is charged with appiyving patent laws and reeulations as
enacted and promulgated by Congress and the Office; respectively. The Office iz not unmindful
ol the elfort expended by Petitioner to obtam this and other patents, and that these patents may
represent a significant commercial value to Petitioner. Nevertheless, review ol the instanl matter
does not support granting the reliel requested. And while Petitioner may be dissatstied with the

outcome of these proceedings, the outecome and the dissatistaction do not render the decision
arbitrary or unfair.

The record as thoroughly reviewed above (either in summary or detailed footmete) indicates that:

= the Veal Law Firm had in place a maintenance tickler svstem, a well as mechanisms lor
mcorporating items inlo its maintenance tickler system and operating that svstem;

T . ) . L
Acateliy caused by the failure om the part of peblioier, OF pEiiloner’s represént
a curren] cormespitdence dddvess does notconstitete an unavoilable deline Bee Roy v Lehinoar

o peandicde the Patens a] Tradiermark OTice witl
S5 Gl A8 ISP 1 TR (ked, i 1993

Seg e Patent Mo, 4400 T3 7T VSO TT0 (Camim'r Par 1988}, a7l Raleen v Chues, 748 F Supp, @00, |6 LSPO2 1876
(T D 19905 ™ d without epanion ¢Rale 367, 93 F 023 Fed, Cir 109y cerl desied, G0 1AW, 3520 32

T, 1052 See also “Final
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«  Kappler imnally ranslerred only trademark and foreign patent intellectual property matters to
the Veal Law Firm, and Kappler may have maintained some or all ol its domestic patent
intellectual properties in-house;

« Kapplerapparently asked for and received from the Veal Law Firm in the letter of 25
February, 1998, a listing of foreign and domestic intellectual property matters--including the
instant patent--for which maintenance fees would be due;

« Kappler may have decided to transfer other intellectual property matters (including the instant
patent) to the Veal Law Firm for maintenance, but there is no clear evidence of that
delegation;

« asevidenced by the draft CPA forms and the attached note “Awaiting instructions from
Langley Kappler™ (Exhibit K. in globo), the Veal Law Firm likely had been informed that
there was a bodv of additional intellectual property matters--including that of the instant
patent--that Kappler might eventually transfer to the Veal Law Firm for handling and/or
maintenance.

However there 1s no evidence that the Veal Law Firm understood that it was to incorporate
and/or incorporated the instant patent, {nfer alia. into its svstem of maintenance for intellectual
property.

Thus, the evidence submitted does not demonstrate that Petitioner Kappler had in place—-on its
own, through Counsel, or other thivd party--a system of tracking and/or paying the maintenance
of this particular item of intellectual property, to wit: Patent No. 4,683.393,%

Therefore, with regard to the payment windows:

The first payment window: It appears that, as to an inquiry of whether Petitioner (on its own.
through Counsel or a third party payment entity--had in place a method to ensure timely payment
of the maintenance lee for the “393 patent in the period from 4 August, 1998, through 4 February,
1999) the period within which the first payment window opered. the fee became due, and the
first window closed--the answer is: No.

The second payment window: Thereafler, it appears that nothing was done between 5 February.
1999, and midmght Wednesday, 4 August. 1999, o change conditions and/or otherwise place the
maintenance fee for the *593 patent in position for payment,

AQ : i i
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Therefore, as to an inguiry of whether Petitioner had in place a method for seeing that the
maintenance fee for the *393 patent was timely paid from 5 February, 1999, through 4 August,
1999--the period within which the second pavment window opened, the fee and small surcharge
became due. and the second window closed--the answer is: No.

The third payment window: The record lails to reveal that anvthing was done by Petitioner to
resolve the payment condition with regard to the *5393 patent between 5 August, 1999, and
midnight Monday., 6 August, 2001.

Therefore, as to an inquiry of whether Petitioner had in place a method for seeing that the fee for
the "593 patenl was timely paid from 5 August. 1999, and mudnight Mondav 6 August, 2001--the
period in which the third payment window opened, the fee and large surcharge became due, and
the third window elosed--the answer 15: No.

The fourth payment window: Similarly. as to an inquiry of whether or not Petitioner had in place
a method for seeing that the fee (with surcharge) for the *593 patent was timely paid as
unavoidably-delayed in the fourth window before midnight Wednesday 4 August, 1999, the
answeris; No, In truth, the fourth window never could have openied for Petitioner hecause the
record 1s void of any documentary evidence that the Petitioner had in place the method to ensure
that the lee for the "393 patent was paid timely,

Even if a breach of duty by Petitioner ag Counsel is the cause of the failure to maintain the patent
and/or demonstrate unavoidable delay, those actions or inactions are imputed to the patent owner.
who selected his counsel.?' Rather, in the absence of a showing that the atiorneyv/agent has acted
lo deceive the client,™ the neglect of a party's attorney is imputed 1o and binds the party by the
consequences.” At bottom, the question is one of diligence. And the record does not
demonstrate Petitioners' diligence as to the maintenance of the ‘593 patent.

Direct Evidence

The expiration/abandonment of this patent took place by operation of law, fnrer afia. Tor failure

U lank v Wabash Bailrond ol 270 LS G2, A0 SE2 S0 L3R ] 200 T
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to pay timely the maintenance fee. Petitioner’s burden, as set out at pages 2-4, above, requires
that Petitioner “provide . . . direcr evidence proving exactly™ a factual basis supporting the
showing of unavoidable delay required for relief to be granted. Petitioner has failed to carry its
burden,

Absent such direet evidence, the petition cannot be granted.

V. CONCLUSION

In summary, Petitioner’s showing of record has failed to demonstrate the due care and to be
devoted o ome's most business affairs as to the mstani patent,

The prior decision which refused Lo aceept under § 1.378(b) the delayed payment of &
maintenance fee for the above-identilied patent has been réconsidered. For the above stated
reasons, the delay in this ease cannot be regarded as unavoidable within the meaning of 33
U.S.C. § 41(e)1) and 37 C.F.R. 1.378(b),

Since this patent will not be reinstated, a refund cheek covering, the maintenance fee and
surcharge fee, less the S130L00 fee for the present request lor reconsideration, has been
scheduled,

As set forth in 37 C.F.R, 1.378&(¢), no furlther reconsideration or review of this matter will be
undertaken.

Telephone inquiries should be directed to Senior Altorney John . Gillon, Jr.. at (703) 305-9199.
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