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" changes were made in Appendix II or the Index. . ' .

. DEPARTMENT OF COMMERCE
U. 8. Patent Office -
Washington

MANUAL OF PATENT EXAMINING PROCEDURE

Revision Notice No. 2

Transmitted herewith is one set of revised pages for the Manual of Patent Examining
Procedure incorporating changes prescribed in examining procedure through December 1951,
Substitute these pages for those now in your Manual having corresponding page numbers. In
a few instances where revisions were extensive, an additional page was required, Each of these

" new pages has a compound page number to indicate its proper location in the Manual, (e.g., page

128-1 which will be inserted after page 128).

The following list of these replacement pages may be used as a check list for determining
that your set is complete. The parallel listing, which is provided to facilitate identification of

- new matter on these pages, includes only those sections in which significant subject matter -

changes have been made.

. Page No, Section(s) Revised Page No. Section(s) Revised

17 305 ) ©o 106 - 809.04
18 - 113 820.04
19 - i 114 -
20 402,04, 402.05 - 115 - 822.01
35 605.05a 117 -
36 - 118 901,04
39 608.01n 124.1 . - 963.03
40 - 127 803.08a
43 .- 128 -
44 - 128-1 -
51 - 145 ' -
52 705.01a 146 1101.02¢
53 - 146-1 1101.02{
54 - 147 ' ' - :
55 - ' 148 -
56 706.03e, 706.03f 149 -
57 - 150 - _ -
58 706.03q : 161 i109.02 - -
59 - 706.03w, 706.03y 162 - - '
. 60 - i85 - -
- 61 706.0% 186 1302.09,1302.12
62 - 186-1 o -
62-1 707.038 - : 211 _ o S
62-2 707.03 AR RS o
63 ' 707.05d, 707.05e
84 707.05¢
75 . 711.06a
6 - L Lt R e ; C
™ 71i.08e T P
8 711.06e : SR C .
87 -
: 88 . -
105 809.02a

L -l"‘.A'ppendikes.a,nc‘i Index ) ' -

Page 211 of Appendix I has been reprinted to include referenceé. to n_evé notices.
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“Foreword ©

" THIS MANUAL i pubhshed to pr0V1de eXax ninetrs in the Patent Office
with a reference work on the pmctlce and procedure within the’ Oﬂice
'as it relates to thelr dutles and operatmns It conta,ms mstrucf;lons
to examiners, as well as other materml in the nature of information
and interpretation, and generally oﬁtlmes the current procedure which
the examiners are reqmred or authorized to follow in appropmate
cases in the riormal examma.tmn of apphcatmns. Suhstm’mve aspects
of patent law are only referred to briefly. = - ‘ SRR

Examiners will continue to be governed as in the past by the statutes,
the rules of practice, apphcable decisions, and orders and mstruetmns
issued by the Commissioner or by the Supervisory Txaminers under
his authonty Existing Orders and Notices relating to-the subjeet
matter included in this manual are- mcmporated and identified as

“such., Many Orders and Notices have been revised to coordinate them
with the new rules of practice or to make other changes and are in-
oluded in their revised form; these supersede the prewous Versmns
of the same Orders and Notices. : : :

It is expected that subsequent changes in practice and other revisions
will be incorporated in the form of substitute or additional pages for
the manual,  Each examiner will be provided with a copy of the man-
aal for his official use and will be expected to maintain it in current

condition.
Joxe 9, 1949 Oomméss?ioner.
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Numbering System

The system of numbering used in this Manual was selected to indi-
cate to the reader topical indentations in the tables of contents. It
may be understood by considering specific examples. Thus, the sym-
bol ¥1100” refers to Chapter 1100 as a whole; the symbol 11017 refers
to a subdivision indented under 1100; the symbol ¥1101.01” refers to a
further subdivision indented under 1101; and “1101.01 (a)” refers to
a still further indentation under 1101.01. Thus Chapter 1100 is num-
bered as follows:

Chapter 1100 Interference

1101  Preliminaries to an Interference
1101.01  Between Applications

1101.01 (a) In Different Divisions

1101.01 (b) Common Ownership

1101.01 (e) The Interference Search
110L.01 (d) Correspondence Under Rule 202
1101.01 (e) How Conducted

Indentations beyond the third indentation are ignored in the as-
signment of a symbol. Fourth and further indentations are given
the same type of symbol as a third indentation, Thus in the above
example the section entitled “How Conducted” has the same type
of symbol as the section entitled “Correspondence Under Rule 202.?
Because a fourth indent in the table of contents does not show up
in the numbering system, those sections which are a fourth indent
in the table of contents are given a title in the text which includes
the title of the section under which they are indented. Thus, in
the text, the heading for Sec. 1101.01 (e) reads: “Correspondence
Under Rule 202, How Conducted.”
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Introduction

Constitutiona! Basis

The Constitution of the United States pro-
vides:

“Agr. 1, sec. 8. The Congress shall have
power . . . To promote the progress of science
and useful arts, by securing for limited times
to authors and inventors the exclusive right to
their respective writings and discoveries.”

Statutes

Pursuant to the foregoing provision of the
Constitution, Congress has passed a number of
statutes under which the Patent Office is organ-
ized and our patent system is established. The
provisions of the statutes can in no way be
changed or waived by the Patent Office. The
present laws relating to patents are various
sections of the Revised Statutes of 1874, de-
rived from the Patent Act of 1870, and numer-
ous amendatory and additional acts which
have been passed since that time. These have
been compiled as Title 85 of the United States
Code and are reprinted by the Patent Office
in a pamphlet entitled “Patent Laws.” In
referring to a particular section of Patent Laws
there should ordinarily be given both the Re-
vised Statutes section number and the United
States Code citation, thus “R. 5. 4886; 35
U. 8. C. 81%.

Rules of Practice

One of the sections of the patent statutes,
namely, R. 8. 483; 85 U. 8. C. 6, authorizes the
Commissioner of Patents, subject to the ap-
proval of the Secretary of Commerce, to estab-
lish from time to time regulations, not incon-
sistent with law, for the conduct of proceedings
in the Patent Office. These regulations are set
forth in a Patent Office booklet entitled “Rules
of Practice of the United States Patent Office
in Patent Cases”. The Rules of Practice have a
long history, going back to pamphlets of gen-
eral information to the public, first issued in
1836, The content has been determined by his-
tory, tradition and other factors. Primarily
the function of the Rules of Practice is to advise
the public of the regulations which have been

established in accordance with the statutes and
which must be followed before the Office. But
the Patent Office Rules of Practice have always
additionally included, as numbered rules, infor-
mational material, copies of sections of the
patent statutes, purely internal procedure, and
the like. It goes without saying that the Rules
of Practice govern the Examiners, as well as
applicants and their attorneys.

Commissioner’s Orders and Notices

Trom time to time, the Commissioner of
Patents has issued Orders and Notices relating
to various specific situations that have arisen
in operating the Patent Office. Notices and cir-
culars of information or instructions have also
been issued by the Supervisory Examiners
under authority of the Commissioner. Orders
and Notices have served various purposes in-
cluding directions to the examiners giving them
instructions, information, interpretations and
the like. Some may be for the information of
the public, advising what the Office will do
under specified circumstances,

Decisiens

Tn addition to the statutory regulations, the
actions taken by the Examiner in the examina-
tion of applications for patents are to a great
extent governed by decisions on prior cases.
Those dissatisfied with an Examiner’s action
may have it reviewed. In general, it may be
stated that from that portion of the Examiner’s
action pertaining to objections on formal mat-
ters, a petition for review may be taken to the
Commissioner of Patents (1002) and from that
portion of the Examiner’s action pertaining to
the rejection of claims on the merits, an appeal
may be taken to the Board of Appeals (1201).
The distinction is set forth in Rules 181 and
191. The decision of the Commissioner on for-
mal matters is final but the decision of the
Board of Appeals on questions passed on by
it may be carried to the courts. See 1218.
Tn citing decisions as authority for his actions,
the Examiner should cite the decision in the
manner set forth in 707.06.





