1101.01(e)
1101.01(f)
1101.01(g)
1101.01(h)

When and When Not Needed -
Approval or Dlupprovnl by Law Exami-
ner

1101.01(1) Faflure of Junior Party to Overcome
~ Filing ) Date of Senlor Party

1161.01(J)  Suggestion of Clalms

1101.01(k)  Conflicting «rtlel Have Same Attorney

1102.01(1) ,

1101.01(m) Time Limit Set for ﬂaklnz Snuested
Clalms

1101.01(n) Suggested Claims Made After Statutory
Period Running Against Case

1101.01(o)  Application in Issue or in Interference

1101.02 ° With a Patent

1101.02(a) Copying Claims From a Patent

1101.02(b) Examiner Cites Patent Having Filing
Date Later Than That of Application

Difference Between  Copying Patent
Claims and -Suggesting Claims of an
Application

Copled Patent Clalms Not Identifled

Making of Patent Claims Not a Response
to Last Office Action

Rejection of Coplied Patent Claims

After Prosecution of Application Is Closed
or Application Is Allowed

1101.03 Removing of Afidavits Before Interference

1102 Preparation of Interference Papers and Decla-

ration ,
1102.01 Preparation of Papers
1102.01(a) 1Initial Memorandum to the Board of
~Patent Interferences

1102.02 Declaration of Interference

1103 Suspenston of Ex Parte Prosecution

1104 Jurisdiction of Interference

1105  1Interference Matters Hequiring Decision by
Primary Fxawminer

Briefs and Hearings on Motion

Decision on Motion To Dissolve

Deciston on Motion to Amend or to Add or
Substitute an Application

Decision on Motlon Relating to Burden of
Proof

Dissolution on Primary Examiner's Own
Motion

1101.02(¢)
1101.02(d)
1101.02(e)

1101.02(1)
1101.02(g)

1106.01
1105.02.
1106.03
1105.04

1105.05
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1107 ' Extminer's Entry in Interference File Subse-
quent to Interference

1108 : Entry of Amendments Filed in Connection With

Motions -

1100 - Action After Award of Priority

1108.01 The Winning Party

1100.02 The Losing Party

1110  Action Arter Dissolution

111001 Under Rule 262(b)

111002 Under Rule 231 or 237

1111 ' Miscellaneous

1111.01

1111.02

1111.08

1111.04

1111.03

1111.08

Interviews
" Record in Each Interference Complete
Orerlapping Applications
*“Secrecy Order™ Cases
Ameudmentl Filed Dnﬁnz Interference
Notice of nule 231(a) (3) Motion Relating
to Application Not Involved In Interference
Conversion of Application From Joint to Sole
or Sole to Joint
Reissue During Interference
Suit Under 85 U.S.C. 146
Benefit of Foreign Filing Date
Patentability Reports
Certified Copies of Part of an Application
111113 Consultation With Examiner of Interferences
1111.14 Correction of Error In Joining Inventor
1112 Letter Forms Used In Interferences
111201 To Law Examiner
111202 Suggesting Claims
111203 Same Attorney or Agent
111204 Requesting Withdrawal From Issue
111205 Declaration
1112.05(a) Initial Memorandum
1112.08 Requests for Jurisdiction
1112.08(a) Requesting Juriadiction of Application
111208 Primary Examiner Initiates Dissolution
1112,09 Redeclaration
1112.10 Denying Entry of LAmendment Seeking Fur-
ther Interference

1111.07

1111.08
1111.00
1111.30
111111
11112

The interference practice is based on 85
U.S.C. 135 here set forth:

85 U.B.C. 135, Interferences. Whenever an appli-
cation is made for a patent which, In the opinlon of
the Commissioner, would interfere with any pending
application, or wiih any unexpired patent, he shall
glve notice thereof to the applicants, or applicant and
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also be declared between pending applications for pat-
ent, or for relssue, and unexpired original or reissued.

patests, of different parties, when such applications
and patents contain clalms for substantially the same
invention which sre sllowable in all of the spplica-
tions involved, In accordance with the provisions of
these rules.

(¢) Interferences will not be declared, nor contin-
ued, between applications or applications and patents
. owned by the same party unless good cause is shown
" therefor. The parties shall make known any and all

“right, title and interest affecting the ownership of
any application or patent involved or essential to the
proceedings, not recorded in the Patent Office, when
an interference is deciared, and of changes In such
right, title, or interest, made after the declaration of
the interference and before the expiration of the time
prescribed for seeking review of the decision in the

foterference.

1101 Preliminaries to an Interference

An interference is often an_expensive and
time-consuming proceeding. Yet, it is neces-
sary to determine priority when two applicants
Rev. 12, Apr. 1067

TeNCce uNN

_ after noted, but each instance mu
_considered if serious errors are to be avoid

In determining whether an interfere
uld be given the broade

h it reasonably

w
the following gene

(¢) The doctrine of equivalenté which is

. applieable in questions of patentability is not

agplicable in interferences, i.e., no application
should be placed in interference unless it dis-
closes clearly the structure called for by the
count and the fact that it discloses equivalent
structure is no ground for placing it in inter-
ference. ,

(d) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference. ;

(e) A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated.

(f) Since interference between cases having

a common assignee is not normally instituted, if
doubt exists as to whether the cases are com-
monly owned they should be submitted to the
Assignment Branch for a title report. Note:
After September 1965 title searches are auto-
matically made only when the Issue Fee is paid.

(g) If doubts exist as to whether there is an
interference, an interference should not be
declared.

will suppo




‘and that the %himst that

he counts of the interference
are clearly readable upon the disclosure of each
party and allowable in each application.

Tt is to be noted that while the claims of two
or more applicants may vary in scope and in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not afford a ground for
suggesting to that applicant claims for the said
invention cogied from another application that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsew. in the disclosure, or in the claims, is
an essential in every instance.

When the su 'ectmtmfoundtobenllow-'

able in one app%z:ation is disclosed and claimed
in another application, but the claims therein
to such subiece*mmr are either nonelected or
subject to electibn, the guestion of interference
should be considered. The tequirement of Rule
~ 201(b) that the conflicting applications shall

contain claims for substantially the same in-
vention which are allowable in each application
should be inte ed as meaning generally
that the conflicting claimed subject matter is
sufficiently su
is patentable to esch spplicant over the prior
art. The statutory requirement of first inven-
torship is of transcendent importance and

in each application and

made without traverse but no action given on
the merits of the elected invention. ~ =
_ B. Application filed with claims to divisible
inventions I and II and in response to a re-
&mrement for restriction, applicant traverses

he same elects invention I. Examiner
gives an on on the merits of I. Examiner
subseguently finds an application to another
containing ellowed claims to invention I and
which is ready for isswe. '

‘The situation is not altered by the fact that
the el is made without traverse and the

nelocted claims possibly cancelled.

C. mépp“licgtion led with generic claims and
claimed species a, b, c, d, and e. Generic claims
rejected and election of a single species re-
quired. Ap‘;licant elects species a, but contin-
ues to urge allowability of generic claims. Ex-
aminer finds another application claiming spe-
cies b which is ready for issue, -

The allowability of generic claims in the
first case is not a condition precedent to set-
ing up interference.

‘D. Application filed with generic claims and
claims to five species and other ies disclosed
but not specifically claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.

The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.

In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not claiming the invention is senior,
and the junior application is ready for issue,

Rev. 9, Jul, 1066




u set tm'th in Seetion 80502(:
~ IL Where an mterfemee wit
is found to exist,
to elect which o
placed in interf
Whenever a common assignee of & hcatmns
by different inventors is called upon to elimmato
conflicting claims from all ex? one applica-
tion under the provisions of B 78(b) 8 eopy
of the Office action ma reqmrement
must be sent directly to eac of the applicants.
ever a common assignee is required un-
der Rule 201(c) to elect one of the conflicting
applications owned b of inter-
ference with a third a copy of the Office
action making this requirement must be sent to
the applicants in each of the common mi
applmhmm. ( Bams Notice of Ms

1101.01 (c) The Interference Search

The search for interfering a lications must
not be limited to the class or subelass in which
it is classified, but must be extended to all classes
in or out of the Examining Group which it has
been necessary to search in the examination of
tl;b:pplmnon. (Basis: Notice of August 2,
1909.)

Moreover, the possibility of thn existence of
interfering applications should be kept in mind

Rev. 9, Jul. 1966

file wra pon ‘dra 8. For future refer-

be ,
the applmtlm sblll bo

onflicting applications must never be plwed
‘drawings or file w rs. A book of
spective Interferences” should be main-
tamod containing complete data concerni
possible interferences and the page and line o
this book should referred to on the reopectlve

ence, - may include notes as to why
ive interferences were not' declared.

In determining whether an interference ex-

lsts; ﬂ\e Prima ixaminer must decide the

have charge ‘of such cormpondenoe ‘with
junior parties as is provided for in Rule 202.
(Basis: Order 2687.)

The appropriste Director should be con-
sulted 1f it is believed that the circumstances
justify an interference between applications
neither of which is ready for allowance.

1101.01(d) Correspondence Under
Rule 202

Correspondence under Rule 202 may be
necessary.

Rule 202. Preparation for interference between. ap-
plications; preliminary inguiry of jumior applicant.
In order to asscertaln whetber any question of pri-
ority arises between applications which appear to in-
terfere and are otherwise ready to be prepared for
interference, any junior applicant may be called upon
to state in writing under ocath the date snd the char-
acter of the earliest fact or act, susceptible of proof,
which can be relied upon to estabilish conception of the
invention under conslderation for the purpose of es-
tablishing priority of invention. The statement filed
in compliance with this rule will be retained by the
Patent Ofice separate from the application file and if
an interference is declared will be opened simuiltane-
ously with the preliminary statement of the party fil-
ing the same. In case the junior applicant makes no
reply within the time specified, not less than thirty




~ filing da senior party, ce ordi- . conception of the invention under considers-
‘narily will not be declared. - | . . tion.” Such affidavit does not become a part of
Under Rule 202 the Commissioner msay re-  the record in the application, nor does any cor-
3;10im an applicant junior 1( lcant  respondence relative thereto. The aflidavit,
state in writing under oath the date and the  however, will become a part of the interference
character of ths earliest fact or act, susceptible  record, if an interference is formed.

166.1 Rev. 9, Jul. 1966



: The ﬁl however, are n
the Law Ex::l’mer, but are retumed to the ‘

examining division where they are held sepa-
rate from other file / ident

In preparin
‘Examiner an
cases involved. Vlttenmon shonld be ngen to the
following po _
(1) Then 1
for a conference

should be mdxcated along wnzh 2 statement
whether or not the a gfhcatmn is entitled to the
‘beneﬁt of the filing date of the earlier applica-
‘tion for the conﬂxctmg subject matter.

‘ (4- If two or more applications are owned
- by the same ee, or are presented by the
same attorney, it should be so stated. ,

(5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, & pro-

count should be set out in this letter. See
the second form letter in 1112.01.

(6) Any other points which have a besring

on the declaration of the interference should be

() " Amendments or other papers filed in
cases held by the Law Examiner bearing on the
?uestlon of mtzrferenoe should be promptly

orwarded to him,
(8) Letters of submission should be in duplx-
cate. (Basis: Notice of Aprll 18, 1919.)

1101.01(f)

Correspondence Under
‘Rule 202, Not an Action
on the Case

Correspondence under Rule 202 is not an
action on the case. Hence, it cannot serve to

extend the statutory penod if the case is await-
ing action by the applicant.

167

it nmmpamed by a note to be at-
tached to the senior partg s case requesting the
Issue and Gazette Branch to return the case to
the Law Exmmer after the notics of allow-

ance is senf.
Where the junior purty as regmmi by Rule
ézte fact or an

202, states under cath &
act, susceptible of proof, which would establish
that he had conceived the claimed invention
prior to the filing date of the senior applicant,
the Law Examiner a dpproves the Examiner's
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cases for interference.

SearING Sn'rr;nm

When an interference is to be declared in-
volving eJ)pllcatlons which bad previously been
submitted to the Law Examiner for corre-
gondence under Rule 202, before forwarding

e files to the Interference Division, the Ex-
aminer should ascertain from the Law Exam-
iner if any such statement has been filed and,
if so, get this statement and forward it with
the files to the Interference Division. (Basis:
Order 3380.)

The oath under Rule 202 becmnes a part of
the interference file in contradistinction to the
np lication file as in the case of an affidavit

er Rule 131 or Rule 204 but, like them, is

n«.u.mm




senior party’s case. (See 710.02(k
- After the senior applicant’s cation hs
been passed for issne the'agphéatim is sent
to the Law Examiner by the Issue and Gazette
Branch in accordance with a note to that effect
attached to the application and he writes a
letter to that applicant urging him to promptly
pay the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues.

InTERIM Pnocmm

In the meantime the junior party’s spplica-
tion will be treated inJ acco anc{ wr}t)g the
following:

Where a junior party after correspondence
under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of Rule 202, action on this case (or
on claims 1, 2, 4, etc., indicating the conflict-
ing claims and claims not patentable over the
senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-
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: :% permitted to remain
the files ‘i!;,ﬂxs'mmiuiﬁ% m » 3: ,
st the

cation and cmthgmt with a

ior party’s patent will soon
10 period for response run-
plicant and the case should

% the ; ,
n tndfiaitely among

ap;ilicﬁtibn of

It sometimes happ
g and nothing

or app
h appropriate
comment to the junior §ppiiant inudgely
':sfgeir)its issue. (Basis: Notice of February 15,
If, at the end of the six months’ suspension.
it appears likely that the senior applicetion will
assed to issue within the next six months,
action on the conflicting claims and clsims not
patentable over the senior party’s case should
again be suspended for a period of six months.
Of course, if the first suspension was di
to certain claims only and the ususl action was
given on other claims, it is necessary for the ap-
plicant to make such response as is required to
the action on the other claims. ‘

I, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months end the only
unsettied ion in the junior party’s case is
the disposition of the claims on which action
was suspended, then the interference should be
declared. ‘

If the junior application is in issue when the
interference is discovered and, in nd-
ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
1112.04) and a letter sent informing him that
the interfering claim or claims and claims not

patentable over the senior party’s case cannot




R e not point that if an
~applicant ‘copies & claim from another appli-
' cation without suggestion by the Examiner,
‘Rule 203(d) requires him to “so state, at the
~time he presents the claim and identify the
 entable sublect matter in the cases of the ro Ot’hﬁ:pp “ti“:f'” ‘ th
€ SUhject IMALLET MM TTC SRS OF Lo Tropeei uestion of what claims to suggest to the
_partfes, patentable to each of the respective parties, finterfex‘vlmg ‘applications is one of great im-
‘subject to the determination of the que portance, and failure to suggest such claims as
lajms in the same language, will define clearly the matter in issme leads to
confusion and to prolongation of the contest.
While it is mach to be desired that the claims
suggested {which are to form the issue of the
interference) should be claims already present
in one or the other of the applications, yet if
claims cannot be found 'in the applications
which satisfactorily express the issne it may be
necessary to frame a claim or claims resding on
all the applications and clearly expressing the
interfering subject matter and suggest It or
; tllxamdto a puzles. f\zhether selgctmg 2 claim
i already presented or framing one for estio
g::: In phraseclogy, but relate to :mwtmly the o all parties, the examiner should keep m mind
patentable subject matter, the examiner shall, . . .
if 1t has been determined that am inferference shoutd 1At Where one application has a less detailed
A et - o disclosure than others there is less chance for
be declared, suggest to the parties snch claims as are error in fin dmg port in all applica tions if

necessary to cover the common invention In the same 1 i sel % th Ticats th

language. The parties to whom the claims are sug- tzmggélgile d diﬂclors‘:lx:'le he application w1
ed will be ired to make those claims (1. e., pre- i - N N .

gost . ey (L P It is not necessarv that all the claims of each

sent thé suggested clafms in their applications by .
amendment) within a specified time, not less then 30  Party that read on the other party's cage {:
days, in order that an interference may be declared.  Suggested. The counts Ofm Lhe}ssue should ®
The fallure or refusal of any applicant to make any  representative claims and should be materially
claim suggested within the time specified, shali be  different. Stated another way, the difference
taken without further action as a disclaimer of the  between counts should be one not taught by the
invention covered by that claim unless the time be rior art, and should have a significant effect
extended. in the subject matter involved. In general, the
{¢) The suggestion of claims for purpm of inter- !}E'OﬂdﬂStv pntentable claim 'Wthh l;S al]owab]e
ference will uot stay the perlod for response to zn in each case Sl}o}lld be “?Bd as the mtgrfexence
Office actlon which may be running against an appti-  count and additional claims should not be sug-
catlon, unless the claims are made by the applicant  gested unless they meet the foregoing test as
within the time specified for making the claims. to material difference. In determini the
(@) When an applicant presents a claini in his ap- hrm.tdest patentable count the examiner s mpld
plication (not suggested by the examiner as specified  #void the use of um‘ﬁ‘? language which m-
in this rule) which is copied from some other appli-  POSes an unnecessary limitation. Claims not
cation, either for purpose of interference or otherwise, ~ Patentably different from counts of the issue are
be must so state, at the time he presents the clalm ana  Tejected in the application of the defeated party

identify the other application. after termination of the interference.
The claims te form the issue of the interfer-

Although the subject of suggesting claims is  ence are suggested to all parties who have not
treated in detail at this point in the discussion  already made those claims,

160 Rev. §, Jul. 1685
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“ciates will not be recognized
‘parties whose interests are
consent of the other party or in the abee
“¢ircumstances requiring such representation, in: fur-
ther proceedings before the Patent Office involving the
“ matter or application or patent In whick the conflict-
ing Interests exist D
is notification should be given to both par-

ties af the time claims are suggested even
‘tho ns are suggested to only one party.
- Notation of the persons to whom this letter 1s
mail d be made on all copies. (See

“Letter Forms Used in Interferences,” 1112.03.)
~ The attention of the Commissioner is not called

to the fact that two.conflicting parties have the
same attorney until an actual interference is
set up and then it is done by notifying the
Examiner of Interferences as explained .in
- 1102.01(b). o |

1101.01(1) Suggestion of Claims, Ac-
tion To Be Made at Time
of Suggesting Claims

At the same time that the claims are sug-
ed an action is made on each of the applica-
tions that are up for action by the Examiner,
whether they be new or amended cases. In this
way possible motions under Rule 231{a) (2)
and (3) may be forestalled. That is, the action
on the new or amended case may brin% to light
patentable claims that should be included as
counts of the interference, and, on the other
hand, the rejection of unpatentable clzims will
serve to indicate to the opposing parties the
position of the Examiner with respect to such
claims.

The Examiner is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to. and many advantages in, giving this
information when suggesting claime,

Where in a letter suggesting claims to an
applicant for interference, the Examiner states
that none of the claims in the case is patentable
over the claims suggested, this statement does

Rev. 8, Apr. 1066

‘not _less
A1002(e)..
- Should any one of the applicants fail to

1101.01(m) |
o Linnls Senifon Mek

_ Where claims are suggested for interference,
a limited lﬁ:‘md determined by the Examiner,
han 30 days, is set for reply. See

msake the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed the invention to which

they are directed. If applicant makes the

_gested claims later they will be rejected on the

‘same: ground unless the delay is satisfactorily
explained. - (706.08(w).) - . ... .

After Statutory Period
, Running Against Case
If sggested claims are made within the time
specified for making the claims, the applicant
may ignore other outstanding rejections in the
application. Even if claims oo suggested in
an application near the end of the statutory pe-
riod running agsinst the case, and the time limit
for making the claims extends beyond the end
of the period, such claims will be admitted if
filed within the time limit even though outside
the six months’ period and even though no
amendment was made responsive to the Office
action outstanding against the case at the time
of suggesting the claims. No portion of the
case is abandoned provided the applicant makes
the suggested claims within the time specified.
However. if the suggested claims are not thus
made within the specified time, the case becomes
abandoned in the absence of a responsive
amendment filed within the six months’ period.
Rule 203(c).

1101.01(0) Suggestion of Claims,
Application in Issue or in

Interference

~ An application will not be withdrawn from

issue for the purpose of suggesting claims for
an interference.  When an application is pend-

170




on the implied ¢
failure to cop‘y ¢
: “‘one or more

issue to an appli-
fcre him, the case

Gazette anch shonld be

claim is su; suthltmeaseﬂneﬁmlfee

is paid during: the. time in which the

clalms may be made, proper steps may be taken
to prevent the final fee from bemg applied.

(Basis: Order 1365.)

The Examiner should borrow the allowed ap-
plication from the Issue and Gazette Branch
“and hold the file until the claims are msade or
the time limit expires. This avoids any pos-
sible issuance of the apphcatxon as a patent
should the final fee be paid. To further insure

inst the issnance of the a ]pphcatlon, the

Jxammer ma, crl in_the blank space fol-
lowin eg “Fina > on the file jacket the ini-
tialled request: “Defer for interference.”

The final fee is not applied to such an applica-
tion until the following procedure is carried
out.

When notified that the final fee has been re-
ceived, the Examiner shall prepare a memo to
the Tssue and Gazette Branch requesting that
issue of the patent be deferred for a period of
90 days due to a ble interference. This
allows a period of 60 days to complete any
action needed. At the end of this 60 dav
period, the application must either be relensed
to the Issue and Gazette Branch or be with-
drawn from issue, using form at 1112.04.

When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference, the Primary Examiner requests juris-
diction of the last named applications. To this
end a separate letter (see form at 1112.08(a)),

| fg:";nee, the Primary

notlﬁed wheni ‘the |
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the application an PO«%G pmperiy
filled gll;t a8 to the additionsl
identifying the interfe: o
Interference Examiner who will teke the appm—

pnate act: '“"; Sectmn 1168 02.

llDl 02 Witha Patent

Rules 204 205 and 206 quoted below deal
with mterference involving patents.

-Ruls 204 Interference with ¢ palent; efidavit by

mamm {a) mm&atmcfﬁnm
has already obtained a patent will not prevest an inter-
ference. Although the Comunissioner has no power to
caneelapatent.hemymntmthermmt-&rthe
same invention to a persen who, .in the. !nter:emnce.
proves himself te be the prior inventor. .

-{b) When: the' effective Sling date of an appliunt
is three months or less sabsequent to the effective
filing date of a patentee, the applicant, before the in-
terference will be declared, shall file an afdsvit that
he made the Invention in controversy in this country
before the effective filing date of the patentee, or that
his acts in this country with respect to the invention
were sufficlent to establish priority of invention rela-
tive to the effective filing date of the patentee.

{c) When the effective filing date of an applicant is
more than three months subsequent to the effective
filing date of the patentee, the applicant, before the
interference will be declared, shall file twe coples of
afidavits by himself and by cue or tmore cerroboriting
witnesses, supported by docunentary evidence if avail-
able, setting out & factusl description of acts and cir-
cumstances which would prima facie entitle him to an
aweard of priority relative to the effective filing date
of the patentes, and aocompanied by an explanation
of the basis on which he believes that the facis set
forth would overcome the effective filing date of the
patentee. Upon a showing of sufficient cause, an
afidarit on information and belief as to the expected
testimony of a witneas whore testimony is pecessary
to overcome the filing date of the patentee may be
accepted in lleu of an affidavit by such witness. If the
exaniiner finds the case to be otherwise in condition
for the declaration of an interference he will eonsider
this material only in the extent of determining whether
a date prier to the effective Sling date of the patentee is
alleged. and if no, the interference will be declared.

Rev. 8 Apr. 1965
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( Bas:s Not
For the

‘fa* patent and an apphcatxon but there '

cles to the apphcant makmg the exact

im;

In thom cases where the claim of the atent
contams an immaterial limitation which can
_ be wholly eliminated or suitably modified so as

to broaden the claim. the practice set forth in
- Ex parte Card and Card should contmue to be

followed.
A. Tn some cases, the disclosure in the applhi-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. U'nder
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting langnage based upon his own nar-
rower disclosure for the limitation in the patent
claim which he can not make. In declaring
the interference, the exact patent claim should
be used as the count of the interference and it
should be indicated that the claim in the appli-
cation corresponds substantially to the inter-
ference count.

Examples of the practice outlmed in the
preceding paragraph:
1. Patent Crares Ao Rance or 10 10 90
Application discloses a range of 20 to 80,

Rev. 8, Apr. 1966

.5—membex group for the 6-

cumstances in smtlaliy declarmg the mterfer-

xcatwn d:nclom 8 Huknsb group of §
same & meibers, there being no distine-

‘tmn in substance between the fwo gmntg
w.

p;fmtmf;epemntgedtx:ﬁm
aim, modifying it by snhbstitu
6-member e S

the patent claim. : .
Interfemme shmsid be deelamd,mﬂ: tha e

ence the apphcant should be required to make
the exact patent ciaim and the interference
should be declared on that claim. However, if
the applicant presents and prosecutes a motion
to substitute a broader count and, in connec-
tion with such a motion, makes a satisfactory
showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the apphcant may be perm1tted
to substitute a count wherein ] based
upon. his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the
application claim should be used as the count
of the interference and it should be indicated
that the claim in the patent corresponds sub-

“‘,stnntlally to the interference count.

Examples of the practice outlined in the pre-

'mdmg pmgmph

1. Patenxt Crarvs a Rawnee or 20 1o 80.

Application discloses a range of 10 to 99,
there being no distinction in substance between
the two ranges.

Applicant should be required initielly to
copy the exact patent claim.

Interference should be declared initially with
the exact patent claim as the count.
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ds substa.utmlly,
. Some cases may

Examples of cases mvolvmg xmxed aspwts :

L PAMCLAD(SARANG:MIOTO%., o

5 Apphcatmn discloses a range of 20 to 90,

‘ , P

in Subaznce be- there being no dxstmctlon in substance betm
the ‘ ' the two ranges. .
i ‘p’pbcant shou]F be required mmslly to (a) Initially, apphcant may be penmtted tof
~ copy the exact patent laim. | copy the patent claim, modxfymg 1t by sub-
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 the patent claim.
 redecl h a

the patent claim. .

Interference should be declared lmtmlly with
the exact patent claim as the count and it
should be indicated that the claim in'the appli-
cation corresponds substantmlly to the mter-
ference count.

(b) If, in connection with a motion to sub-
stitute, the applicant makes a satisfactory
showing of the necessity for including hls addi-
tional member of the group, he may B‘fer
mitted to present the patent claim mod]ﬁ by
substituting the 6-member group which he dis-
closes for the 6-member group in the patent
claim. . -

Interference shonld be mduclumd with a
count including in e Markush group all 7
members claimed in-the patent and cmclos-ed
in the application and it should be indicated
that botll: the claim in the patent and the claim
in the application correspond s(.qunt;ally to
the interference count.

The practice outlined above should be re-

stricted to situations where the inventions -
atent and disciosed in the
so that there

claimed in the
application are clearly the same, 50
is truly an interference in fact.
Until further notice, interferences declared
or redeclared in accordance with this practice
shuld be submitted to the Group Manager.

All prior desisions, orders, and notices are

hereby overruled to the extent that they may

closure, . unlessthedqimﬁcoﬂedinmmu
snmion by the Office. Theeumimrwiﬂan to the.
Commissioner's attention any. imanee of the filing ot'i
an applleation or the presentation. ot an smendment
copying or substantially copying chims from a patent
without calling attention to t.bat fact and zdentifvmg
the mtent oy :
Rule 206. Immw :ﬂtk a patent dcm uu,prop:
erly copied. . (8) Where claims are copied from a
patent and the examiner is of the opinion that the
applicant can make only some of the claims so copied,
he shall netify the applicant to that effect, state why
he is of the opinion the applicant canunot make the
other claims and state further that ‘the tnterterence
w1l be promptly deciered. The appncant may pro-
cead under rule 231, if he desires to further contest
his right tc make the claims not inciuded in the decla-
ration of the interference.
ib) ‘Where the examiner is of the opinion that nooe

of ‘ths claims can be made, he shall refect the copied
_clalms stating why the applicant cannot muke the
_ eulmsundsetaﬁmeumit,mtlemmnaoma,for

reply. M, after response by the applicant; the rejec-
tion i» made finel, » slmilar time Hmit sball be aet for
appesi. Failare to respond or appeal, a8 the case may
be, within the time fixed will in the absence of a satis-
famry showing. be deemed a disclaimer of the inven-
tioe claimed.

When an interference with a patent is pro-
pose'i it should be ascertained before any steps

are raken whether there is common ownership.

A title report must be placed in the patented
file when the papers for an interference be-
tween an application and a patent are for-
warded. To this end the Examiner, before

Rev. 8§, Ape. 1068



eemedpossx sibly - in - consultati
Directarsinvolvyc;d. : -

1101.02(2) Copying Claim

@ s

mg clamms of a
come to his attention throug

, ! on ' citation in an
Office 'action or otherwise. - = -

error is introduced by the applicant, the Ex-

aminer should correct applicant’s claim to cor-

respond to the patent claim. A notation should
be added to his letter (POL 76) stating that
the correction has been made. -
However, in some instances the Examiner
observes that certain claims of a patent can be
made in a pending application and, if the pat-
ent is not a statutory bar, he must take steps
to avoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hereinbelow ap-
plies when an issued patent and & pendl.%
application are not commonly ed.
t i3 & common assi ent, & rejection as
outlined in 305 should be made if an attempt
is made to claim in the pending :gglicatmn
the same invention as is claimed mn patent.
A patent claiming the same invention as that
being claimed in an application can be over-
come only through interference proceedings.
Where the effective filing date of the applica-
tion is }‘:rior to that of the patented application,
no_oath is required. . .
Xf the effective filing date of the athcant is
three months or less later than that of the pat-
ented application, the applicant must submit an
affidavit that he made the invention prior to the
filing date of the patent, even though there was

Rev. 9, Jul, 1066

such ‘earlier i

H, in copying a claim from a patent an

se would provide suf-

priority to him

tive filing date of the
connection with & re-
under Rule 204 (b) or

ch ing submitied

}amalready
, plication is then accorded the
tentee, this fact should be noted on the form

PO-850 and will be stated in the notices of

interference. : L
- The Examiner will examine the showing to

- determine whether it includes the two copies

of affidavits and exhibits and is accompanied
bv an explanation of the pertinency of the
showing as required by the rule. If dupli-
cate copies of any of the affidavits or exhibits
are omitted, the Examiner will notify the ap-
plicant of such omission and state that because
of it the application cannot be forwarded for
declaration of the interference. Lack of an
explanation should be treated similarly except
that if there are accompanying rema with
the amendment or in a separate paper, which
appear to be an explanation their sufficiency
shonld not be questioned. A period of twenty
days should be set within which to correct the
omission.

The substance of the showing will be con-
sidered by the Examiner only to the extent of
determining that it includes an allegation relat-
ing to priority of at least one date prior to the
effective filing date of the patentee. .Absent
such a date, the deficiency should be pointed ont
and the copied claims rejected on the patent
with a time limit for response under Rule 203.
1f such an allegation is present and the inter-
ference is otherwise proper, the Examiner will




. .©0 pec of the patent
which the applican rlr can make should

ng to accept the affidavit under Rule 131
.and requiring the applicant to make the se-
" lected claim as well as any other claims of the
patent which he believes find support in his
applicatien. If necessary, the applhicant should
be required to file the affidavit and showing re-
quired by Rule 204. In making this require-
ment, where appliceble, the spplicant should
be notified of the fact that theﬁatentee has been
acconded an earlier effective filing date by vir-
tue of s parent or forsign application. A time
fimit for response should be set under Rule 203.
In any case where an applicant attempts to
overcome a patent by means of affidavit under
~Rule 131, even though the examiner has not
- mude a rejection on the ground that the same
. invention 18 claimed in the patent, the claims of
the patent should be examined and, if appli-
cant is claiming the same invention a4 is claimed
in the patent and ean make one or more of
claims of the patent, the afidavit under Rule 131
should be refused, and an action such as out-
lined in the preceding part of this paragraph
should be made. If necessiry, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under

Rule 208.

lected, and an action shonld be made r&- 3101

"he belioves

Claims and Sues

Claims of an Application

The practice of an applicant copying claims

from a patent differs from the practice of sug-.
sting claims for a prospective interference

involving only applications in the following
respects: i

{1} No correspondence under Rule 262 is
conducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, instead; an sfidavit under Rule 204
is required. o

{2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications. ~

(3} All claims of a ﬁgtent which an appli-
cant can make should be copied. ;

(4) Claims cepied by an applicant from a
patent may differ from the patent claims by the
exclusion of an immaterial limitation or vari-

Rev. 8, Apr. 1968

ing Claims From a
Patent, Difference Be.
- tween Copying Potent
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- ‘stantially cop;
- out calling attention to t
ing the patent”

1101.02(e) Copying Cla roi
Patent, Making of Patent
. Claims Not a Response to

o 7 okt Office Action

. Thé' making of claims from a patent when
not required by the Office does not constitute a
response to the last Office action and does not
operate to stay the running of the statutory pe-
riod dating from the unanswered Office action.

The declaration of an interference based on
such claims before the expiration of the stat-
utory period, by operation of Rule 212 stays
the running of the statutory period.

1101.02(f) Copying Claims From a
L - Patent, Rejection of
‘Copied Patent Claims

Resecrion Nor AppLicaBre To PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of
such a ground of rejection are insufficient dis-
closure in the application, a reference whose
date is junior to that of the patent, or because
the claims copied from a patent are barred to

Rev. & Apr. 1068

Beac  C.D.
‘Williams, 118 USP.Q.
rymes et al., 120 U.S.P.Q.

\‘5, 3 !»-ng :
proceed unde;
e 2 ent that. he does not
acquiesce in the Examiner’s ruling as to the
rejected claims. SR

"Where all the claims copied from a patent
are rejected on a ground not applicable to the
pateniee the Examiner sets a time limit for
reply, not less than thirty days, and all subse-
quent actions, including action of the Board
on appeal, are special in order that the inter-
ference mav be declared as promptly as pos-
sible. Failure to respond or appeal. as the
case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

While the time limit for an appeal from the
final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where
the remainder of the ease is ready for final
action, it may be advisable to set a shortened
statutory pertod for the entire case in accord-
ance with Rule 136. .

The distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 13€ should not be lost sight
of. 'The penalty resulting from failure to reply
within the time limit under Rule 2086 is loss of
the claim or claims involved, on the doctrine of
disclaimer, and this is appealable; while failure
to respond within the set statutory period (Rule
136) results in abandonment of the entire ap-
plication. That is not appealable. Further, a
belated response after the time limit set in ac-
cordance with Rule 206 may be entered by the

176




JOFIED OU‘I‘S!DE 'I‘xmLm:rr T

 patent claim is
: the Examiner for the purpose _of
s est ng ;
* within the time limit set or a ‘reasonable ex-
~ tension thereof, an amendment presenting it
. thereafter will not be entered without the ap-
. proval of the Commissioner. {Basis: Notice
‘of September 27, 1933.) . o
of copied patent claims some-
gituation where two different
riods Ic Sponse are runnil inst the
application—one, the statutory period dating
from the last full action on th

other, the limited period set for the response

176.1

ed to au © inits regular order. ‘

an interference and is not copied. setting of a tix to ¢ ,
peal gﬂm that action or a portion thereof, the

e case; the

| "ap;;eax.mr??e’ ~

acting on the eaself up for action, when reached

re al ce action is such as requires the
' e limit for response to or ap-.

Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
(Basis: Notice of June 29, 1938.) See 710.04.

ResecrioN ApPLicABLE TO PATENT aXD
’ APPLICATION

"I the ground of rejection s appliééblé' to

both the claims in the application and the claims

Rev. 8, Apr. 1966




| any comment on ths pstentablhty of the claims
e alreﬁdly ‘granted to the patentee. Seel\soxon‘
L G vv a ; g g

pert, 128 S.PQ. 481.

An amendment pmntmg 8 patent clann in
an application not in issue is usually admitted
and romptly acted on.. However, if the case

n closed to further Frosecutxon as by
ﬁnal rejection or allowance of all of the claims,
or by appeal, such amendment is not entered as a
matter of nght ‘Where the prosecution of the
application 1s closed and the copied patent
claims relate to an invention distinct from that
claimed in the application, entry of the amend-
ment may be denied. (Ex parte Shohan, 1941
C.D. 1; 522 O.G. 501.) Admission of the
amendment may very properly be denied in a
closed application, if prims facie, the claims are
not supported by applicant’s disclosure. An
applicant may not have recourse to asserting a
patent claim which he has no right to make as
a means fo reopen or prolong the prosecution
of his case. See 714.19(4).

A¥TER No'rxcz or AIMWANOE

When an amendment which includes one or
more claims copied or substantially copied from
a patent is received after the Notice of Allow-
ance and the Examiner finds one or more of the
claims patentable to the applicant and an inter-
ference to exist, he should prepare a letter [see
Letter Form 1112.04], requesting that the appli-
cation be withdrawn from issue for the purpose
of interference. This letter, which should des-

¢claims) is refused. The follawmgnreqm

o g A
, Not:ﬁcanon to applwm;

POL-W! if the mt!ra

1 should be em o ressthe
pnguage da,nanp:s m::P otthe'

- v

thh&fawa! of ﬁlgﬁpphcataon from issue is not
desmed n (Basxs ‘Noti

vits under Rule 1 ”'-204(!3)‘ or 904 c) they
should not be sealed but should be left in the
file for consideration by the Board of Interfer-
ence Examiners. If the interference proceeds
normally, these affidavits will be removed and

sealed up by the Service Branch of the Board of
Patent Interferences and retained wlth the
interference.

In the event that thers had been correspond~
ence under Rule 202, this should be obtained
from the Law Examiner and left (unsealed) in

the file.
Affidavits under Rules 131 and 204, as well

as an affidavit under Rule 202 {which never be-
comes of record in the application file) are avail-
able for inspection by an opposing party to an
interference when the preliminary statements
are opened. Ferris v. Tuttle, 1940 C.D. 5; 5§21
0.G. 523. (Basis: Notice of October 15, 1940.)

The now opened affidavits filed under Rules
131 and 204 may then be returned to the appli-
cation files and the affidavits filed under Rule
202 filed in the interference jacket.

1102 Preparation of Interference
Papers and Declaration

Rule 207.——Preparation of interference papers and
declaration of interference. (a) When an interfer-
ence Is found to exist and the appdications are in con.

Rev. 9, Jul. 1988
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. than 2 months from the date of declaration.

ment to serve a copy thereof on each opposing party
who also files a preliminary statement as required by
rule 215(b). ‘not less than 15 days after the expiration
of the time for filing preliminary statements.

(8) For fling: moﬂons under rule 281, not less than
4 months from declaration

(c) The notices of interference shall be forwarded
by the patent interference examiner to all the partles,

In ‘care of thieir attorneys or sgents; a copy of the

notices will also be sent the patentees in person and it

the patent in intertormce has been assigned 73 the
assignees. :

(d) When the notices sent in the interest of & patent
are returned to the Office undelivered. or when one of
the pariies resides abroad and bis agent in the United
States is unknown, additional notice may be given by
publication in the Official Gazette for such period of
time as the Commissioner may direct.

{e) In & case where the showing required by rule
204 (c) i3 deemed insuficient (rule 228) the notice of
interference will not set the time schedule specified
in paragraph (b) of this section but will be accom-
panied by an order to show cause by the Board of
Patent Inteferences as provided by rule 228,

Rev. 0, Jul. 1066

~'which he:k will ﬁ the asnior
~ other the )um r the latter application should be

" by rule 215 and serving notice of such ﬂling. not less

“(2) For each’ party who files a preliminary state-

two interferences should be set up making the
> with two = ions ]umor in one m-

tetférenne end sentorin the other.
*{2) That no interference should be deehred

- in which each party to the 1nterference is not
. involved onevery count.

‘&n appilénnt puts ldentwal
by virtue of one of
arty and of the

{8 at when

_the interference, Jedving the
begefit as he may from

ion either.by motion to shift
by introducing the
noe as evidence,” (In

re Redeclaratzon of Interference Nos. 40,635:

49,636; 49,866; 1926 C.D. 75; 350 0.G. 3.)
: @The-rlnitial' Memorandum and- the files to be
involved are forwarded to the interference
Service Branch. Any correspondence under
Rule 202 should be obt.amed from the Law
Examiner and forwarded with the other
papers. See 1101.05. This same practice ob-
tains in the case of affidavits of this nature in
earlier applications the benefits of which is ae-
corded a party by the Examiner in the initial
memorandum. (Such cases will be acknowl-
edged in the Declaration papers.) If a patent

is involved in the interference, a recent title

report on the patent should be forwarded wlth

the other papers.
The information to be included in the mltnt~
ing memoranduam is set forth below :

1102 01{a) Initial Memorandum to
the Board of Patent Inter-

ferences

The initial memorandum to the Board of
Patent Interferences is written on Form PO-
850 for that purpose. See 1112.05(a). Since
the files will be available, information found on
the file wrapper is unnecessary and is not de-
sired except as indicated on the form. The

counts and' mmr as to othe«rs, but thatw g




- y m

indic
. The Examiner also must furnish
owing the relation of the counts to the

 that pu
a table

(o i the blanks provided for

claims of the respective parties in the area pro-.

vided in the form as for example:
B |  Jomes Smith Green

3 2
1 3(m)
15 5

SR ) | &(m)

The indication of claims in each case which
are n ,
based on the decisions in Votey v. Wuest v.

Doman, 1904 C.D. 323; 111 0.G. 1627 and Earll

v. Love, 1909 C.D. 56; 140 O.G. 1209 in which
it is held that when an interference is declared
involving a patentee and the Examiner is of
the opinion that on or app )
contain claims not patentably different from the
issue of the interference, he should append to
the letter to the applicant a statement that such
claims, specifying them by number, will be held

ed a8 unpatentable over the issue is

the application or applications

179

will in a separate memorandum, call their at-
tention to cases in which two of the parties are
T ted mite in lien of

v Th
iner will also call to
and the attorney the
sentence of Rule 201
April 14,1949.) S _

“In an interference involving a patent, if the
Primary Examiner discovers a reference which,
in his opinion, renders a count obviously un-
patentable, action should be taken in accord-
ance with Section 1101.02(f). ,

If one or more of the counts are claims of an
involved patent modified to be broader than the
corresponding patent claims, the word “modi-
fied” or “substantially™ should appear in paren-
theses after the corresggnding claims of the
patent in the table of clai In other situa-

claims are

ims.
tions where exactly ce‘zms‘pondi.ng

not present in the applications and patent con-
sidered to be interfering, see Notice of April 3,
1954 set forth in Section 1101.02 as to the proper

al .
the o m of the parties
uirement of the second
(c). ' (Basis: Notice of

" designation of the relationship of the claims to

the counts. In any event, where one of the
parties does not have a claim correspondi
exactly to the count, the Examiner should in-
dicate by the word “count™ and an arrow which
claim in the table of counts is to be the count.
This should be the broader claim, of course.
The indication should be made for each count.
If an application was merely in issue and did

Rev. 8, Jul. 1946




Spe-

1103 Suspension of Ex Parte Prosecu-

tion , , :

Rule 212. SBuspension of ex parte prosecution. On
declaration of the interference, ex parte prosecution
of an application is suspended, and amendments and
other papers received during the pendency of the in-
terference will not be entered or considered without
the consent of the Commissioner, except as provided
by these rules. Proposed amendments directed toward
the deciaration of an interference with another party
will be consideréd to the extent necessary. Ex parte
prosecution as to specified matters may be continued
concurrently with the interference, on order from or
with the consent of the Commissioner.

The treatment of amendments filed during
an interference is considered in detail in sec-
tions 1108 «nd 1111.05. -

For treatment of other applications by the
same inventor or assignee having overlapping
claims with the application being put into in-
terference see 709.01 and 1111.03.

Rev. &, Apr. 1966

‘letters) to the Group Manage

orihe appa

sary, the Examiner requests jurisdiction of 1

ecessary application or app}matmnsfmmthe
Commissioner but first forwards the letter {or
er: up 1 r for spproval.
See 1111.05 and Form at 1112.06(a). It is not
foreseen that the Primary Examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the
Primary Examiner should request jurisdiction
from the Board of Patent Interferences.

The Examiner never asks jurisdiction of a
patent file, but merely borrows it if needed, as,
where the patent is to be involved in & new
interference. '

Matters Requiring Decision by
Primary Examiner During Inter-

1105

ference

Rule 231 Motions before the primary czaminer. (a)
Within the period set in the notice of interference for
filing motions any party te an interference may file
a motion seekiug :

(1) To dissolve as to one or Dore counts, except that
such motion based on facts sought to be established
by aflidavits or evidence outside of official records and
printed publications will not normally be considered.
and when one of the parties to the interference is a
patentee, no motion to dissolve on the ground that




¢ than the existing issue but disclosed in

tnterterence between himself and such other party.
Gop,lei of such other ‘application must, be. served on
all other partleu and the motion must be aecompanled
byproototauehservke.

(4) To shift the burden of proof, or to be accorded
the benent of an earlier application wh!eh would notf

changetheorderofthemrtle& ,

removlnz the names of one or more inventors as pro-
videdlnruleﬁ.,, o

(b) Each moﬁon mnst contain a rnll statement ot
the grounds thereﬁor and rensoning in snpport there'
of. .Any oppoamnn ‘to a motion must be: !iled within
20 days of the expiration of the time set ror ﬂling
motions and the moving party may, if be desires file
a reply to such opposition within 15 days of the date
the opposition was filed. If a party ﬂles a timely
motlon to dissolve, any other party may file a motion
to amend within 20 days of the expiration of the time
set for filing motions. Service on opposing parties of
an opposition to a motion to amend which is based on
prior art must include coples of such prior art. In
the case of action by the primary examiner uader rule
237, such motions may be made within 20 days from
the date of the primary examiner’s decision on motlon
wherein such actlon was Incorporated er the date of
the communication giving notice to the parties of the
proposed dissolution of the interference.

(¢) A motion to amend. or to substitute ancther
application must be accompapied by an amendment
adding the claims in question to the application con-
cerned if such clalms are not already in that applica-
tion.

(d) All proper motions wiil be transmitted to and
considered by the primary examiner without oral
argument. Requests for reconsideration wiil not be
entertained. ‘

(e) In the determination of a motion to dissolve an
interference hetween an application and a patent, the
prior art of record in the patent file may be referred
to for the purpose of construing the issue.

(f) Upon the granting of a motion to amend and the
adoption of the claims by the other parties within a

26268 O = 6T = 1%

th > existing Issue, or to fnclude any other
or patent owned by him as to any subject

mtent involved in the interterence'

ng party's application or patent in

“the intemm'which should be made the basis of  ished both as to counts and.

(5) To amend m inrolred appllcatlon b.v nddlng_ or,

' questions arising under this rule are made under

An. mtzrforem may be enlarged or dimin-
applications in-
volved, or may be entirel dlaolvnd, by actions
taken under Rule 281 “Motions before the Pri-
mary Examiner” or under Rule 237 “Dissolu-
t:on ‘at the request of examiner”. The action

‘be a substitution of one or more counts,

the addition of counts or dissolution as to one or
more counts or as to all counts, , 8 change in the

‘application by additic mbstmxtmn, or dissolu+

tion a shifting of the burden of proof, or a con-
version of an application by t-han
ber of inventors.  See 1111.07. Decisions on

the personal supervision of the Primary
Examiner.

Examiners should not consider . exparte,
when raised by an ap licant, questlons ‘which

- are pending before the Office in inter partes pro-

ings involving the same applicant or party
in mterost See 1111.01.

Occasionally the entire subject matter of the
interference may have been transferred to an-
other group between the time of declaring the
interference and the time that motions are trans-
n}Jtted hfor cons:lderatwni If this has oct:itlmid,
after the second group msagreedto e the
case, the interference Service Branch should
be notlhed so that :fpropnate changes may
be made in their reco

1105.01 Briefs and Consideration of
Motions

A party filing a motion is expected to incor-

rate his reasons with the motion so that an
initial brief is not contemplated although if
filed with the motion it would not be objection-
able. Under Rule 231(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to a mo-
tion, and the movi rty may file a reply brief
within fifteen days of the date such opposition
is filed. Ifa motlon to dissolve is filed by one
party the other parties may file a motion to

Rev. 8, Apr. 1968
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an indicatio
oper under the rules
msidered if there be

any such. No oral h will be set. The

imary Examiner should take up: the motions
promptly and should render only a brief deci-
sion setting out in addition to the actual grant-
ing or denial of each motion only the basic con-
clusions upon which denial or granting is based.
A statement of these conclusions may be omitted
if they are obvious from t it
the motion. - See 1105.08. .

‘motions of the fypes specif =y
ty Examiner must consult with and ob-
ta proval of a member of the Board of

- Patent Interferences: before: mmlmg the deci-

Motic , h consultation and

ot mend whe mzatter of sup-

~_port for a count is raised in opposition or

“the Examiner decides to deny the motion

_ Motions relating to the benefit of a prior

~ application, ;

Motions to dissolve on the ground that one
or more parties have no right to make the
counts,

Motions to dissolve on the ground of no inter-
ference in fact,

Motions to convert an application to a differ-
ent number of inventors, and

Motions to substitute or involve another ap-
plication in interference where the matter
of support for a count is raised in opposi-

tion or the Examiner decides to deny the

motion for that reason, ;i

The name of the Board member to be consulted
will appear in pencil on the letter transmitting
the case to the Primary Examiner. con-
‘sultation will normally be at the offices of the
Board of Patent Interferences. The Primary
Examiner should arrange a convenient time by
‘telephone.: In the case of motions to amend
or to involve another application the Patent
Interference Examiner will examine any oppo-
sition which may have been filed and if the
question of right to make the proposed counts
as to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nec-

Rev. 9, Jul. 1068

least two remain, the interfe

‘application
forth here
After Dissolution”

to the Primary Exuliﬁner“gn to resumption
of proceedings before the it Interference
Examiner for removal of the files of | i

who are dissolved out. . P

der the hes ' ${
After Dissolution” (1110). See 1302.12 with
espect to listing references discussed in motion
dmsPececzsions.” i Scussec
With respect to a motion to dissolve on the
ground that one or more parties cannot make

~one or more counts it should be kept in mind

that once the interference is dissolved as to a
count any appeal from a rejection based thereon
is ex parte and the views of other parties in the
interference will not be heard. In order to

reserve the infer partes forum for considera-
tion of this matter a motion to dissolve on this
ground should not be granted where the deci-
sion is a close one but only where there is clear
basis for it.

It should be noted that if all parties
agree upon the same ground for dissolution,
which ground will subsequently be tho basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro forma upon that ground, without
regard to the merits of the matter. This agree-
ment among all parties may be expressed in the
motion papers, in the briefs, or in papers di-
rected solely to that matter. See Buchli v, Ras-
mussen, 339 O.G. 223: 1925 C.D. 75, and Tilden
v. Snodgrass, 1923 (".1). 30; 309 O.Gz. 477 and
Gelder v. Henry, 77 U.S.P.Q. 223,

Affidavits relating to the disclosure of a
party’s application as, for example, on the
matter of operativeness or right to make,
should not be considered but affidavits relat-




. These court decisions relate
nal determination of priority,
. erence has passed the motion
stage; in the ordinary case a motion to dis-
solve may attack the patentability of the count
and neetf not be limited to matters which are
ancillary to priority.

1105.03 Decision on Motien To
‘ Amend or To Add or Substi-
tute Other Application

Motions by the interfering parties may be
made under Rule 231(a) (2) and (3) to add or
substitute counts to the interference and also to
substitute or involve in interference other ap-
plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sots a time for the nonmoving
parties to present the allowed proposed counts
in their applications, if necessary, and also sets
a time for all pasties to file preliminary state-
ments as to the allowed proposed counts. An
illustrative form for these requirements is given
at 1105.06. If the claims are made by some or
all of the parties within the time limit set, the
interference is reformed or a new interference
is declared by the Patent Interference Exam-
iner.

If a motion under Rule 231(a) (8) relates to

183

to further ex parte

‘hand, if su

but this withdrawal does not reopen the case
pcution end if the mo-
denied the case is returned with

iod; -secrecy as to.

motion ion

named therein is deemed to have been waived,

access thereto is given to the opposing parties
and the motion may be transmitted by the Pat-
ent Interference Examiner; if so transmitted, it
will be considered and decided by the Primary
Examiner without regard to the question of
whether the moving party’s case already in the
interference discloses the subject matter of the

proposed claims.
CoNCURRENCE OoF ALL Parrres

Contrary to the practice which obtains when
all parties vpon the same ground for
dissolution, the concurrence of all parties in a
motion to amend or to substitute or add an ap-
plication does not result in the sutomatic grant-
ing of the motion. The mere agreement of the
parties that certain proposed counts are patent-
able does not relieve the Examiner of his duty
to determine independently whether the pro-
posed counts are patentable and allowable in
the applications involved. Even though no
references have been cited inst proposed
counts by the parties, it is the Examiner’s duty
to cite such references as may anticipate the
proposed counts, making a search for this pur-
pose if necessary.

Also, care should be exercised in deciding
motions that any counts to be added to the
existing interference differ materially from the

Rev. 8, Apr. 1906




“tute counts or applications. The practice here
is'the same as in the case of affidavits concern-
ing motions to dissolve that is, afidavits relat-
ing to diselosure of a party’s application as, for
example, on the matter of operativeness or right
to make, should not be considered, but affidavits
relating to the prior art may be considered by
analogy to Rule 132. i '

If & motion under Rule 231(&) (2) or {(3) is
denied on the basis of a reference which is not
a statutory bar, and which is cited for the first
time by the Examiner in his decision, the de-
cision may be modified and the motion granted
upon the filing of proper affidavits under Rule
131 in the spplication file of the party involved.
This is by analogy to Rule'%‘(v,s;a,ltgough nor-
mally, request for reconsiderstion of decisions
on motions under Rule 231 will not be enter-
tained. . Rule 231(d). These aflidsvits should
not be opened to the inspection of opposing

arties and no reference should be made to the

ates of invention set forth therein other than
the mere statement that the effective date of the
reference has been overcome. As in the case of
other affidavits under Rule 131, they remain
sealed until the preliminary statements for the

new counts are opened.

Rev. 8, Apr. 1066

a
for denying the pax‘tl;%' rig
should not be given the earli
The denial of a motion to shift the burden of
proof does not deprive a party of the benefit
of the earlier application upon which the mo-
tion was based. He may have the matter re-
viewed at final hearing (Rule 258) and he may
introduce that application as part of his evi-
dence to be subject to argument by all parties
and to-be considered by the Board of Patent
Interferences. See Greenawalt v. Mark, 1904
C.D.352; 111 0.G. 2224.

In deciding a motion of this nature, it is usu-
ally advisable first to determine exactly which
counts will be involved in the final redectaration
of the interference. ‘The practice in deciding
the motion should then follow that set fort
in the case of In re Redeclaration of Interfer-
ences Nos. 49,635; 49,636; 49,866; 19268 C.D.
75; 350 O.G. 3. 'In accordance with the last
stated ease, no party in an interference should
be made junior as to some counts and senior as
to others. Therefore, if, in considering a mo-
tion to shift the burden of proof, it is found
that the moving party is entitied to the benefit
of an earlier filed application as to some counts
but not as to other counts in the same interfer-
ence, the motion should be denied.




ot y. sh
~ pphcant last to . ]
terference mead;uptm

oving of fore Jgn
- Priori tysee201 14, 2 15 a,nd or.
nation of nghts ,
‘201‘.1 = ;

Rule 237 Dinolutm at the requeat of ezaminer,
I, durlng the pendency of an intertemnce a reference
or other reason be found which .in_the opinion of the
primary enmlner, renders all or patt of the connts
unpatentable, the atbention of the Board of Patent
Interferences shall be called thereto. The interference
may bhe suspended and referred to the primary exam-
iner for consideration of the matter, in which case the
parties will be notified of the reason to be considered.
Arguments of the parties regurding the matter will
be counsidered if filed within 20 days of the notifica-
tion. The interference will be continued or dissolved in
accordance with the determination by the prisnary
examiner. If such reference or reason be found while
the interference Is before ‘the primary examiner for
determlnatlon of a motion, declalon thereon may be
fncorporated in the decision on the motlon, but the
parties shall be entitled to reconsideration if they
have not submitted arguments on the matter.

Rule 237 covers dissolution of an interference
on the Primary Examiner's own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two procedures are available under this rule:
Flrst, if the Primary Examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-

ion, he should ca!i th"  attention o

' :am_mer of Intarferences wt!:e

hcahﬂxt
;the count unv:ier

ry Exmmer for his debennmatmn of the

of ‘patentability, which is mter tefg

rie:
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is p and
mailed by the Primary Examiner as In the case
of & motion to dissolve.

In cases involving a patent and an sppli-
cation where the Primary Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxen v. Halpert, 128
US.PQ. 481

If, in an interference involving two or more
npphcatmns, a reference is brought to the at-
tention of the Examiner by one of the parties
to the interference, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237.

If, in an interference involving an applica-
tion and & patent, the applicant calls attention
to a reference which he states anticipates the
imme of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
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no right to make urges lack of Suppo;
more than one portion of a count and is gran

the Examiner should indicate which portions
of the count he cons1ders not to be disclosed in

the application in question. The same practice

applies in denying 8 party the benefit of pnor
apﬁheatlon. ,
otions to amend or to substitute an appli-

cation do not require any statement of conclu
sion if granted, but a denial should be supple-
mented by a statement of the conclusion on
which denial is based. If an application is to
be added or substituted and the Examiner has
determined that it is entitled to the filing date
of a prior apphcatlon by virtue of a divisional,
continuation or continuation-in-part relation.
ship, the decision should so state.

Examples of the above are glven in the
following:

The motion by Brown to dnssolve on the

ground of unpatentability to all partxes over '
: vcopymg allowed proposed counts and for filing

X in view of Y is denied.

The motion by Brown to dissolve on the
ground that Jones has no right to make the
count is gmntad It is considered that the
expression “_______.__ ” is not supported by
the Jones disclosure.

Rev. 5, Jul. 1965

- should as§ert it by

186

earlier applicstion tsking in
nmnt e issue or the rtms whw!t

ve been effected by the g-antmg of other

It a motion the burden of

anted the change in the order of par-

hould be stated. : :

If a motion to amend is

should close with paragra

ted the decision
settmg times for
rtm to t ' claims corre-

newly ltted counts and for

rtm to ﬁle pre tmmary statements as to
hom. fSucsh plraguphs should take the fol-

Sh!;gl‘lld the partlea Smlt;h ) ﬁrown desire

0 contest prxorlty as to propom count 2, they
idment to heu- respec

tions, on or be

-—-..--

the time a]lowed
e subject mat-

ter thereof. @~ = o0

On or before —_...__..__ . the statements de-
manded by Rules 215 ef se mth respect to
proposed count 2 must be fi ed in a sea*ed en-
velope bearing the name of the party filing it
'md the number and title of the interference.

See also Rule 231(f), second sentence.

If a motion to substitute another commonly
owned ap?lhcatlon by a different inventor is
gmnte , the decision should include a para-

ﬂp setting a time for the substituted party

le a prehmmary statement in the following

'The party oo to be substituted for
the party ... .___. must file on or before
a preliminary statement as required
bearing
the inter-

————mae———y

by Rules 215 et seq. in a sealed envelo)
his name and the number and title o

ference.
The decision should close with a warning

statement such as the following:
No reconsideration (Rale 231(d) second sen-

tence)
- The time periods fixed in the decision for

preliminary statements should ordinarily be the
same and a period of 30 days should suffice in
most cases. However, where mailing time is
materially longer, as to the West Coast or for-
eign countries, or when an attorney and inven-




; 3 denied, the last entry will '
and Denied”, and of course, if all the motions
huve been demed the last entry will be “De-
nied.”. If a date for copying al wed ‘proposed
counts ‘and for filing preliminary statements
has been set, this shou dalsobel Icatedatthe
end of the line by .
“Amendment and Statement due----_;.-__"'
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion™” (Form PO-222)
in each case mvolved in the mterference' SR
Dissolved
“Dissolved a8 to cdlmtsz and 3
Dissolved as to Smith
Counts 4 and 5 admitted
These entries’ shonld be venﬁed by the pri-
mary Examiner.’
Determination- of the next actlon to be

taken is made by the Service Branch of the

Board. Examples of such action may be redec-
laration, entry of j s OF settmg of time
for taking testimony and for filing briefs for
ﬁnal hearmg

1100.07 Peﬁtilm for Reconslderanon
of Deeision

Petitions or requests for reconsideration of a
decision on motions under Rule 231 or 237 will
not be given consideration. Rule 231(d) sec-
ond sentence. An exception is the case where

den of proof, no redeclamtlon 18
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
a(fiequatfe notxce of the shlftmg of the burden
of proo :

(2) If tha motlon declswn resnlts in any
addmon or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration papers. ' The old counts should re-
tain their old numbers for ease of identification.

(8) Since all of the necessary information
concerning an application to be added or sub-
stituted should u&gur in the motion decision
or on the face of the application file no soparate
communication from the Primary Examiner to
the Patent Interference qummer is necessary
or desired.

'The Patent Inurfemnw Examuwr will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted within the time allowed and if
they have, he will with the redeclara-
tion. Ifatxn ails s0 to copy a p
count and thus will not be inc udedmmt.er-
ference as to such count the application will
be returned to the Primary Examiner by the
Patent Interference Examiner with a memo-
randum explaining the circumstances, unless

Rev. 12, Apr, 1047



Rule ¢
when'thg

The : Primary . Examiner. - forwards Form
PO-850 accompanied by the additional avpli-
cation to' the interference - Service Branch,
giving the same information regarding the
additional application. as in. connection with
an original declaration (1102.01) and also .in-
cluding the number of the interference. If no
testimony has been taken, the Patent Interfer-
ence: Examiner will as a matter of course sus-
pend the interference and redeclare it to include
the additional Emrt.y setting such times for the
new party or all parties as is consistent with the
stage of proceedings at that point. If the addi-
tional party is to be added as to only some of

“the counts, the Patent Interference Examiner

will declare a new interference as to those counts
and reform:the.original interference omitting
the. counts which are included- in the new one.
In this case the fact that the issue was in another
interference should be noted in all letters in the
new interference. - ..
1107 Examiner’s Entry in Interference
File Subsequent to Interference
An interference is terminated either by dis-
solution or by an award of priority to one of
the parties. ' In either case the interference is
returned with the entire record to the Exam-
iner as soon as the decision or judgment has
become final.

Rev. 12, Apr. 1067

_ paper, and amendment embodying the proposed

'With Motions '
imited to the dis )
- connection with motions
ed. in interference, after

. MO amen thelSSﬂe
an application, as a separate

claims if the claims are not already in the aF‘s
plication: concerned. - In the case of an appli-
cation involved in the interference, this amend-
ment is not entered at that time but is placed
in the application file. - :

- If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencil.
{See Rule 266.)

In each instance the applicant is informed of
the .di ition of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered.

As a corollary to this practice, it follows that
where prosecution’ of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution following the interference, even
though additional claims had been presented
under Rule 231(a)(2). The interference pro-

ition of

..




cant operates wi
dn?epcgon to ca?oal the c
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pctive conditions

C.D. 8, 625 0.G
"Tf an applica

, ion had been withdrawn from
issue for in d to

rence and _is again passed to
issue, & notation “Re-examined and passed for
issue” is placed on the file wrapper together
with a new signature of the Primary Exam-
iner in the box provided for this purpose.
Such a notation will be relied upon by the
Issue and Gazette Branch as showing that the
application is intended to be passed for issue
and make it possible to sereen out those appli-
cations which are mistakenly forwarded to the
Issue and Gazette Branch during the pendency
of the interference. : e
See 1302.12 with respect to listing references
discussed in motion decisions. -

110901 The Winning Party

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
volving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142; 270 F. 2d 335; 122
U.S.P.Q. 564. In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue
while a suit is pending under 35 U.S.C. 148.
Monsanto v. Kamp et al., 146 U.S.P.Q. 431.

193

* parte Peterson, 1941 C.D. 8; 525 0.G. 8. This

hin & shortened. period of two months
running from the dste of such notice. ‘See Ex

the reopening of the case if the Office sction

had clOsled' the _prosecu tlim before theEnm)—

1941; 710.02

acquired any additional rights as & Tes
the interference. His case thus stands as it was
prior to the interference. If the application
was under final rejection as to some of .its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter:
ference was instituted, setting a shortened pe-
riod within which to file an appeal or cancel
the finally rejected claims. "+

1109.02 The Losing Party

‘The application of each of the losing parties
following an interference terminated by & judg-
ment of priority is acted on at once. The
judgment is examined to determine the basis
therefor and action is taken accordingly.

If the judgment is based on a disclaimer,
concession of priority, or abandonment of the
invention filed by the losing applicant, such
disclaimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel the claims

Rev. 7, Jan. 1968




' claimshave not been can )
" and the case is otherwise ready

tion by the e ind are not open to fur-
ther ex parte prosecution.” = Aeccordingly, a
pencil line should be drawn through the ciaims
as to which s judgment of priori se to
- applicant has been rendered, and the: wor
7 “kdl >28g’efshould“lf)ew£twn inltha“> nargi
indicate the reason for eil _

' notations should be replaced by
- ink and the words “Rule 265”.in

puméﬁ the case toissue, and pl
notified of the cancellation JExamis
~ Amendment. If an action is necessary in t
:&)licationa after the interference, the applicant
hould be informed that “Claims (designatec
by numerals), as to which 2 judgment of pri-
ority adverse to applicant has been rendered,

stand finally disposed of in accordance with

Rule 263 o . )
 If, as the result of one or both of the two
preceding 'r‘u%n'\phs' all the claims in the ap-
plication are eliminated, a letter should b
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances, that no claims remain
snll)lject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. . Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or E(::ivil action v;gsﬁltoi’d h( dg
xcept as noted in the next paragraph (judg-
ment_based solely on ancillary matters), any
remaining claims in each defeated party’s case
should be reviewed in connection with the win-
ning Party’s disclosure. Any claim in a losing
party’s case not patentable over the winning
rty’s disclosure, either by itself or in con-
junction with art, should be rejected. Where
the winning party is an applicant, reference
should be made only to the application of
.......... , the winning party in Interference

(Name . ‘ .
ut the serial number or the filing date

Rev. 7. Jan. 1968 -

, ing party failed to get a co
of hxsopgonent’sl,ncfr})wrn% or speciﬁg::igm dlﬁ'y-
ing the interference, he may order a copy
thereof to enable him to nd to a rejection
based on the successful party’s disclosure. Such
order is referred to the Chief of the Docket
Branch who has authority to approve orders of
this nature. . S ,

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under Rules 231(a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as well as
where it is ended by dissolution. See 1110.
However, Rule 231(a)(8) now limits the doc-
trine of estoppel to subject matter in the cases
involved in the interference. See 1105.03.

1110 Action After Dissolution

After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the mo-
tions were not denied. See 1108. See 1302.12
with respect to listing references discussed in
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~ number nor the ﬁlm_g date o jcation
should be mcluded in the Oﬁca Actggxl. B
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ing Vas the lomg party mferred to in Sectlon o

1109.02
1 l 10 02

Aeﬁon After Dusolution Un-
der Rule 231 or 237

If, followi the dmsolutlon of the mterfer-
ence under these circumstances,: any junior
rttg files claims that might have been included
n issue of the interference. such claims

should be rejocted on the ground of estoppel.

:,_aecor‘danee with

The senior of the part
‘Rule 257, :
Where it is only the junio : ]
ferénce that have common subject matter addi-
tional to the subject matter of the interference,
the senior one o tlns subgroup is free to claim
this common | , matter. - Rule 231(a g(a)
now limits the doctrine of estoﬁ»pel to sul
matter in the cases involved in the mterfereneo.

See 1105.03.

1111.01 Interviews

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not onl H the ques-
tion of priority of invention but a questlons

lapping claims
- prosecution of all the cases not in the mbeﬂer

kOﬂica cannot be avoided.

~This will not, howéver p
mony. Al filed in violation of this p

tice will bemed to the partles ﬁlmg
(Basrs Ouler 458)

ll 11 03 Overhppmg Appheatxom

 Where one of several a[;.pllcatmns of the
same inventor or assignee which contain over-
ts mto an interference, the

ence should be carried as far as goasxble,
treating as prior art the counts of ‘the inter-
ference and by ‘insisting on proper lines: of di-
vision or distinction between the applications.
In some instances
See 709.01,
re an application involved in mterfer— :
ence mcludes, in addition to the snb;ect st
ter of the mterferenee, & separate and divisible
invention, prosecution of the second invention
may be during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-

RBev. 5, Jul. 1065
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n f amendment.s ﬁled in.con-
.neet.xon ‘with motions in applications: involved
in an mterferenoe, after the interference has
been terminated, is treated in a separate sec-
tion (1108), - If the amendment  is filed; pur-

suant to a letter by the Primary Examiner
after having ]unsdmtmn of the involv

a l:catxon or the purpose su%gmt
claim or claims for mterference wi an%er

party and for the purpose of ‘declaring an
additional interference, the examiner enters
the amendment and takes the proper steps to
’xmtmte the second interference.:

O'rmm Anxnnnﬁ

When an amendment to an apphcatlon in-
volved in an interference is received, the
Examiner inspects the amendment and, if nec-

Rev. 5, Jul. 1965

1112.06(a).

If the amendment presents allowable clmms
directed to an invention claimed in a patent or
in & pending application in.issue or ready for
issue, the Examiner requests jurisdiction of the
file, as above, setting forth in his request the

0 reason why immediate ]unsdlctmn of the file

is required by him, and when the file is re-
ceived, enters the amendment. ‘and takes the
proper steps to initiate the second interference.

Where in the opinion of the Examiner, the
proposed. ‘amendment does not put the applica-
tion in condition for interference with another
application not involved in. the interference,
the amendment is placed in the file and marked
“not. entered”. and the applicant is informed
why it will not be now entered and acted upon.
See form at 1112.10. Where the amendment
copies claims of a patent not involved in’ the




rreasan fo
s Letter F

should place this notice in
(Basis: Order 3244.) =
The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the correct group should be ascer-

tained and the notice forwarded to that group. -

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the Examiner
is cautioned by this notice not to consider ez
parte, questions which are pending before the
Office in inter partes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion is in issue and the last date for paying
the final fee will nct permit determination of
the motion, it will be necessary to withdraw
the application from issue. Form at 1112.04.
Third, if the application contains an affidavit
under Rule 131, this must be sealed because
the opposing parties have access to the ap-
plication.

197
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8 ' th the ‘matter tc
the Primary Examiner for determination or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding paragraph. Forms for converting
a joint application to a sole are given at
1112.09(m) to 1112.09(p) and these forms
may be suitably modified to apply to the sita-
ation ‘where an application: with three or more
applicants is converted to a joint application
with a lesser number of applicants or where
an application is converted to increase the
number of applicants. . A

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-
g:: requirements for such conversion have

n satisfied, just as in the ordinary ez parte
treatment of the matter.

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described above.

Rev. 5, Jul. 1965




i is not given the t of a forelgn
filing date 'in the original declaration of an
interference, even though favorable action had
been in 1S ex %ir;e prosecution.
\ oreign ‘filing date should
to shift the burden of
ing date under
( ie matter is then consid-

ered on an inter partes bams. 4

? llll ll Phtemabﬂity Repom

- T_he questxon of Patentablhty Reports rarely
~ariges . In _interference . proceedings but the
- proper. occasion therefor. may occur in decid-
Ing 'motions. If appropriate, Patentability
1111.09 Sult Under 35 U.S.C. 146 Report practice may be utilized in deciding

W by Logmg Paﬂy motions and the procedure should follow as

St closely as possxble the ex parte Patentabllltv
: W'hen a losmg party to an mterfemnce gives Report practice.
notice in his application that he has filed a

civil action under the provisions of 35 U.S.C.  1111.12 Certified Coples of Part of an

146, relative to the interference, that notice
should be called to the attention ’of the inter- AP pllcatlon
ference Service Branch in order that a notation This practice has been discontinued wlth the

thereof can be made on the index of the  cancellation of former Rule 241.
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: Requests for cemﬁcates' correctmg , :
wmder or- nonjomder of- mventors in a patent
-~ are referred to :

199 Rev. 11, Jan. 1967



efemu Charge Data 2t appllcabh)

Depun Accout ¢ i /] No. of Copies

N Y e snommmmmm

commumcanon fmm the EXAMINER in chatge of thxs npphcnmn.

~ S Commmonez of Patents. J
o The rollowing clain(a) founa anmua, s (arve)
"auggested for the purpose of interference:
. APPLICANT SHOULD MAKE THE CLAIM(S) BY
f‘(allow not less than 30 days), FAILURE T0 DO 30 WILL BE
,,v"'cousmmn A DISCLAIMER OF THE SUBJECT MATTER INVOLVED
~ UNDER THE PROVISIONS OF RULE 203,

Examiner

~ WCJONES:pef
- WoT-2804

112.03 Same Atiorney or Agent in Applications of Conflicting Interests

~‘This is usually added to the letter suggesting claims:
Attention is called to the fact that the attorrney (or agent) in this application is also the

~attorney (or agent) in an ap{:hcatxon of another party and of different ownership claiming

‘substantially the same patenta

Rev. 5, Jul. 1065 200

le invention as claimed in the above-identified application.




 PATENT OFFICE

TO  :Mp, , Director, Operation |  DATE: - . -
. Tt e o | —— méﬂyummm
FROM ;. __, Prinary Exantner |

SUBJECT: withdrewal from Issue: S.N.
y Filed
' ‘ | , (auoﬁ?)

It is requested that the above-entitled application
be withdrun tron 1snue for the purpose ot '

(E:wniner provides necessary reason, Or m;ﬁtgs one of

a-Ff be1ov).
'me final fee haa (or has not) been pa:!.d.
" ' Respectfully,
E:':'i"miner ,
JCWILLIAMS: fwa

&, ... interference, another party having made claims
suggested to him from this application,

be ... interference, on the basis of claims
(specify) copied from Pat. No. ——

€. «... interference, applicant having made claims
suggested to him,

‘ 4. ... rejecting claims (specify) on the implied
disclaimer resulting Irom failure to make the

claims suggested to him under Rule 203.

e. ..., deciding a motion under Rule 234 involving this
application, the date set for the motion .being
;ubsquent to the ultimate date for paying the

inal fee,

f. ... deciding a motion under Rule 231(a) (3) involv-
ing this application, the final fee having been
pald, or, the motion cannot be decided prior to
the ultimate date for paying the final fee,

201 Rev. 5, Jul. 1965




!ms ﬂ“TWCﬂOﬁ - Please 4o wae kave this form weitten.
: #;" fmm 10 #he Group Clork.

BOARD OF INTERFERENCES: An isverference is found 10 &

LAST RANE 9: FIRST LISTED --am-cun" o lt dnt -di« il in wm m
1. . ?’ ,’u& I i. p VLl I.P. X vlm 3 :
Ay / B ’7/
SEMIAL WUNBER | |IvER e, Vew. Your) 'T" :—_g! Be bk 'y
- ./ ) S : / t. P ek, -

Th lollnm; cluioms .
will be held subwcr 1o ﬂ)tfl’!w as unphtentable over dhe
.issue in the event of an sward of pm'mt} advﬂse te
‘applcant.” .

Accordod bonntie of
SERIAL NUMBER

H epplicable, chack endior Hill in m m
ban M P2 N0V k :

LAST RAME OF FiR3Y Lll?tej

‘7 mzﬁé

fi *y rhis applicaticn
iation wader Ruie

"

’Tﬁ

vnl! bz MK m o z-e;e..non as uﬂpntrnubk aver wbr
“igsne e the capee of. osd of v adverse to
»ﬂ-‘ih«

M ek snd/e Tl 1 rrees
s..':'u't'r 3 .mzm-;' .10 Sppscpeiote progrorhs

ctA 2 r7e” i ,
| Afrer termiastion of this intedference, this application
SEMIAL NUNBER FILED /Mo, Duy, Year; will be held Mm to further cnmn:non under Rule

R Ty Ly 266,
773 (7R :

Accarded bonatir of

Eaad o — The followiag c lamms
SERIAL NUMBENR FILED /M5, Doy, Year) will be beid subject 1o rejection &8s unpitentabie over the
issue in the eveer of sa award of priority adverse ro
- —— npphc:m.
LAST NAME OF FIRST LISTED "A”ucu-v- . ll -”tiuble M wod e Fill m -mm un.r-lu
4. : oo M. P.EP. TI0LGHs)
A ar A
{7 Aftee termins:ion of this interfetence, thiv application
. SERIAL uuuuu T FHRED e, Duy. Yase) - will be beM sebirer 1o funher cxamination uader Rulc
. B - - k PEY /,:‘ .‘ Sy 6. . .
. 1 =
Accorded banetlt of Thi folloming clsims y
SERIAL NUMBER FILED e Doy, Tewe) - will e x-eu"‘ 1o v as over the

.isue i the enxd . o-mi p( pﬂouty advetse to

‘f('nh" /// C/»;%:_/' I //é 7’ applicamt::

The ralotion of tha conis 1o the claims of e revgective punies (iodicers hors medhind) o "
3 oo L Il! OF PAR i f AME OF IT! IM"W
couwrs V'md le aue. M ebé a{w
! £ tm)
2 o 1 , . . i " ) ;I
; T ‘? » 7
. —
[
Have modified counts not appearing it any apalication ryped on 4 scparate sheet and attach to this form. "
GROUP OATE . ' iGHA WY 7-u o
’ g ¥ ) &G s ‘ :
'2 (,ﬂ Homi /"!) /// / ) ;@M } . 7'74{(3'7"%'71,"
Clark’s Instrvations: ] ! -

1. If a patent is involred) olain a title repare and include a copy.
2. Retutn transmittal slip PO-261 of PO-26) 1o the Baerd of Apprals. o~

ronw PO-850 (s-en)

LUECOWMM-DC 388T-Byy
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» Group Manager, Group_ - DATE:
‘ : " Inreply refer to:

FROM : —___» Examiper

SUBJECT: Requeat for Jurisdiction:: Applicat on or

Naul ey ; John T, HbKibben
Serial No. 385,963
Knitting Machine -
Filed July 1, 1965

_Jhriadiction or the abova- titlod application

,wynow involved in Interfereneo No.‘BB 262, HcKibbeu Ve Tapea,l

;13 requested ror the purpose or (__p Examiner-grovides'

reason or 1ndioatea the appro grinte item a-d belowl. “ .
Respectfully,
Examiner

Jo. WILLIAMS: pef

(a) Suggesting claims thereto for interference
with another party snd of entering such claims 1if .
made, and of initiating such additional interference,
(b) Entering an amendment which puts the appli-
cation in condition for another interference, and of
initiating such other interference,
(¢) Initiating another interference, another
party having made claims suggested to him rrom this

. application,
{d) Euntering and taking action on claims copied
from Patent No, to____, ¥with which applicant

requests an interference,

1 Note alphabetical armngemrnt.
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In re Intf, No. 98,000
John Willard |

S Vo o
~ Luther Stone

se 00 o0

- , lor tli}'ew‘}i}'bvi;ié‘us”df RuIA‘e‘éB\;f;';'oﬁr'attencion
" "1s called to the following patents: e o

197,820 % Joltem 1-1897 214-26
1,637,468 ~ Moran 4-1950 . 21h=26

Counts 1 and 2 are considered unpatentable over

either of these references for the following reasons?

(The Examiner discusses the references,)

Examiner

MMWard spcf
Copies tos

John Jones , ,
133 Fifth Avenue '
New York, New York 11346

Leonard Smith
4160 Munsey Building
Washington, D, C, 20641

PatentEE INVOLVED

If one of the parties is a patentee, no reference should be made to the patent claims nor to
See 1101.02( £}, Iast paragraph. However,

the fact that such claims correspond to the counts. See vevel
this restriction does not apply to claims of the application. Language such as the following is
suggested : “Applicant’s claims—are considered fully met by (or unpatentable over) the—
reference.” ( I;asis: Notice of October 3, 1962.)
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e R;tﬂv ﬁicu Rater To:

r ;
Charles A, Donnelly - : Ser N :
123 Main Street ‘ 521,316
Dayton, Ohioc 65497
' : . 'July'l: 1965
- : Jd ¥ PRSI
PIPE CONNECTOR
Cited References Charge Data (If applicabie)
Deposit Account No. Ko, of Copies

Please find below a communicetion from the EXAMINER i charge of this application.
Commissionet of Patents.
The amendment filed has not now been
entered since 1t does not place the case in condition for
another interference.
{Follow with appropriate paragraph, e.g., (a) or
(b) below:) .
(a) Applicant has no right to make claims
because (state reason briefly.) (Use where applicant cannot
make claims for interference with ancther application or
where applicant clearly cannot meke claims of a patent,)
(b) Clsima are directed to a specles

which 1is not presently allowable in this case,

Examiner

ZOREEN: ng
WO7-2802
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