Constitution of Board -
Admh_listrativs Bnildlng

L‘H)&O" Withdmwal of Flnal Rejectlon
1208 Oral Hearlng '
Actlom suuequent to Examlner 1 Anmer But

1214 - Acttonl followlng Mm‘z by Board
1214.01 -Nes ( : o
1214.02 - Procedure after Decision -
121403 . Rebearing and: Reoonsideration
121404 Examiner Reversed - .
1214.05: Cancellation of With "‘wn Clatms
1214.06 Examiner Sustained in Whole or in Part
1214 07 ' Reopening of Prosecutfon

1215 Withdrawa! or Dlsmissal of Appeal

: Wltbdmwal of Appeal ,

Glaims Standlng Allowed

*“Partial Withdrawal L

“Disiissal of Appeal ‘

“Case Before the Court

1216 ‘Appeals to Courts

121601 To Court of Customs and Patent Appeals
1216.02 Civil Suits

1201 Introduetory

The Patent Office in administering the Pat-
ent Laws males many decisions of a discretion-
ary nature which the applicant may: feel deny
him the patent protection to which he is en-
titled. The differences of opinion on such mat-
ters can be justly resolved only by prescribing
and following judicial procedures, Where the
differences of opinion concern the denial of
patent claims because of prior art or material
deficiencies in the disclosure set forth in the
application, the questions thereby raised are
said to relate to merits, and appeal procedure
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A:ppea 1o U.S. Court
Customs ‘and -~
Patent Appeals

3 U S Dlstnct Cmut

Afp ultoUS (‘ourt

f

U.S. Supreme Court
(by writ of certiorari
which is rarely
granted)

1203 Constiultion of Bom'd

35 US.C. 7 , provides for constitution of the
Board of Appeals as follows-

87. Board of Appeals

The examiners-inchief shall be persons of
competent legal knowledge and scientific abil-
ity. The Commissioner, the assistant commis-
sioners, and the examiners-in-chief shall con-
stitute a Board of Appeals, which, on written
appeal of the applicant, shall review adverse

‘decisions of examiners upon applications for

patents. Each appeal shall be heard by at
least three members of the Board of Appeals,
the members hearing such appeal to be desig-
nated by the Commissioner. The Board of
Appeals has sole power to grant rehearings.

Rev. 12, Apr. 1987



~ and al papers relating thereto, are for
directly to the Board for. docketm%h Th

phcutlon file is then obtained from th

on a charge which gives the Docket Clerk the

date of appeal and appeal number for entry on

her ‘records. ‘On- t-of the brief. the case

i returned to the-Examining Division for the
' answer

required by Rule 193.

rté appeals to the Board of Appealfi 1206 Time for Filing Brief

notyordmxnly be fgrwﬁfged?’_” .

e of the m;ected cl

1” : !
its pa in cases whei
: ally re;ected‘cxcnp:ed froma;:atent.

Rule 1.92. Amuau'c brkf {a) The appeliant skall.
within sixty days from the date of the appeal, or within
the time allowed for retponse to the action appealed
from if such time Is later, file a brief of the authorities
and arguments on which he will rely. to maintain his
appeal, including a concise explanation of the invention

The dates of the bnei and of the Examiner’s  tit

~ answer thereto are entered on the cards: When
* the Examiner’s answer is. mallgd the file, to-

~gether with the photographic of the
drawings is returned to the Board of Appeals
It is not necessary. to send copies of the refer-
ences relied upon-as these are ordered by the
Administrative Officer to the Board.

If the brief is not filed within the time des-
ignated by Rule 192, the Administrative Offi-
cer to the Board will notify the appellant that
the appeal stands dismissed.

“Spectar” CAse

Subject alone to diligent prosecution by the
applicant, an application for patent that once
has been made special and advanced out of
turn by the Commissioner or an Assistant
Commissioner for examination will continue to
be special throughout its entire course of prose-
enfion in the Patent Office, including appeal,
if any, to the Board of Appeals.

1205 Prerequisites for Appeal

Rule 191. Appeal to Board of Appesis.. (a) Every
applicant for a patent or for reissue o a patent, any
of the claims of which have been twice rejected, or who
has been given a final rejection (rule 113), may, upon
the payment of the fee required by law, appeal from the
decision of the primary examiner to the Board of Ap-
peals within the time allowed for response.

(b) The appeal must Identify the rejected claim or

claims appealed, and must be signed by the applicant

or his duly authorized attorney or agent.

Rev. 12, Apr. 1967

- cause shown, extend the time .ﬁormins the brlet to-a
* date not later than sixty days after the original expira-
_ tion date. Any longer or further extensions must be

sought from the Commissioner.: Al requests for ex-
tensions must be filed: prior:to the explration ot the
period sought to be extended. -

(b) On failure to file the bﬁet within the time al-
lowed, the appeal shall stand dismissed.

Where the brief is not filed but an amend-
ment is presented within the period allowed
for filing the brief which places the case in
condition for allowance, the amendment may
be entered as the application retains its pend-
ing status during said period. See 1207
1215.01 and 1215.02.

See 1215.04 for practice relating to dlsmlssal

of appeal.

1207 Amendment Flled Wlth or After
Appeal ‘

The record on aapcal should be cmntwlly
the record before the evaminer at the time ap-
peal is_taken. Thus, no amendments, except
under Rule 193(b), presentec after appeal has
been taken should be entered for purposes of
appeal, and no cxception should be made to
this, see Rule 116{c). Amendments, argu-
ments, or affidavits filed concurrently with or
of even date with appeal notice will be con-
strued as filed after appeal for the purpose of
this procedure, even though they may be the
first response to the final action. In accordance
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plication in condition for allowance,
be considered further (unless in

er’s.j t there are only minor
mstters which m readily cleared up in a
telephone interview ng to a notice of allow-
ance):and prx;})osedamen ments therein should
not be entered. Notification that such papers
do not. place the application in condition for
allowance will be made by use of a form letter
(POL"309). e LRI s e
- In ;accordance with : the .above, 'the: Brief
shonld be directed: o the:-claims: and ‘to the

L

record of the case as they appeared upon filing
the .appeal; but it may, of course, with

sues as desired by ant.
Upon timely ﬁli?épﬂ- a

rief, it will be re-

ferred to:the examiner for his consideration of

its propriety as to the appeal issues and for
preparation of an Examiner’s Answer if the
Brief is proper and the application is not allow-
able. e Examiner’s Answer will normally
be of the shortened type referring to and rely-
ing on the final action; it may withdraw
rejection of claims or any objection or require-
ment as desired by the examiner. No new
ground of rejection or objection should be in-
corporated in the Examiner’s Answer without
express approval in each case by the Group
Manager. See 1005. See 714.13 for procedure
on handling amendments filed after final action

and before appeal.
1208 Examiner’s Answer

Rule 193. Ezaminer’'s ansiwcer. (a) The primary ex-
aminer may, within such time as may be dlrected by
the Commissioner, furnish a written statement in
answer to the appellant’s brief including such explana-
tion of the Invention claimed and of the references an:
grounds of rejection as may be necessary, supplying a
copy to the appellant., If the primary examirer shall
find that the appenl is not regular In form or does not
relate to an appealable action, he shall so state and a
petition from such decision may be taken to the Com-
missioner as provided in rule 181.

(b) The appellant may file a reply brief directed only
to such new polnts of argument as may be rafsed in the
exnminer's answer, within twenty days from the date

270-613 047 g

sideration on appeal any claims or is-

y of & e - in ‘the" consideration of the
merits of the issues on s;‘?peul. | '
" 'Where the Primary: Exeaminer has, himself,
examined an application and made the final
rejection a conference relative to such a ease, if

appealed, is discretionary with him.
_ If 5 conference is held, the Primary Exam-
iner should weigh the arguments of the other
Examiners but it'is his responsibility to make
the final decisi ‘ the conference, con-
sideration shounid ' the possibility
dropping eumulaf jons and ‘elim
nical rejections of doubtful valve.
er, the third person
| initials below those
xaminer who prepared the Answer,
hus:' ABC (conf.). 'This does not indicate,
necessarily, concurrence with the position taken

in the Answer. =~

_If the Examiner charged with the responsi-
bility of preparing the Answer reaches the con-
clusion that the appeal should not be forwarded
and the Primary Examiner approves, no con-
ference is held.

Before preparing the answer, the Examiner
should make certain that all amendments ap-
proved for entry have in fact been physically
entered in the application. This is important
to insure that the claims considered by the
Board are the same as those forming the basis
of the appeal. ‘

The Examiner should furnish the appellant
with a written statement in answer to the ap-
pellant’s brief within sixty calendar days after
the filing of the brief,

The answer should contain a response to the
allegations or arguments in the brief and
should cail attertion to any errors in appel-
lant’s copy of the claims. The Examiner
should treat affidavits or exhibits in accordance
with Rule 195, reporting his conclusions only
on those admitted.

If the brief fails to respond to any ground of
rejection advanced by the Examiner, the Ex-
aminer should simply inform the Board of
Appeals of this fact in his Answer and specify
the particular claims affected. Since such lack

211 Rev. 14, Oct. 1087



, ted cl . X M\i:mom of th:l i s
jec aims, or b new claims or fi-
nslly rejected olaims as amended frequently
contain limitations not in the claims treated in
the final rejection. The nts in the ap-
llant’s brief are directed to the new claims.
E‘ender such circumstances the mere reference
in the Examiner’s Answer to the final rejection
for a statement of his position would leave the
Board, insofar as the new claims are concern:
with an uncrystallized issue snd without the
benefit of the Examiner’s view, which compli-
cates the task of rendering a decision. g
It also not quently happens that an
Examiner will state his position In the answer
in a manner that represents a shift from the
position stated in the. final rejection without
indicating that the last stated position super-
sedes the former. Such a situation co

Rev. 14, Oct. 1967
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Only those statements of grounds of rejection as
appear in a single prior action should be incor-
porated by reference. Statements of grounds
of rejectxwrl in actions other than the
aforement singie prior action should be

ted in the answer. The page and paragraph
of the final action or other single prior action
which it is desired to inco! te by reference
should be explicitly identified. ijP course, if
the examiner feels that some further explana-
tion of the rejection is ne - he should in-
clude it in the answer but ordinarily he:may
avoid ‘another recital of the issues and another
elaboration of the grounds of ‘rejection. The
answer should also include-any necessary rebut-
tal of araxmentsa preseznted 1n the appellant’s
brief if the final action does not adequately
meet the arguments. -




in the light of the argur
brief, and should expressi

ithdraw

jections not adhered to. is should be?c-lone

even though any rejection not repeated and dis-
cussed in the answer may be taken by the Board
as having been withdrawn. B

The Board has authority to remsnd a case

to the Examiner for a foller description of the
claimed invention and, in the case of a ma-
chine, a statement of its mode of operation. In
certain cases where the inence of the ref-
erences is not clear, the rd may call upon
the Examiner for a farther lanation. Im
the case of multli.gle rejections of a cumulative
nature, the Board may also remand for selec-
tion of the prefe or best ground. The
Board may also remand a case to the Exam-
iner for further search where it feels that the
most pertinent art has not been cited.

When files are forwarded, soft copies and
prints of references fastened therein should not
be disturbed. The Service Branch of the Board
will discard any unnecessary copies.

A form suitable for the Examiner’s Answer
is as follows:

POL-84
IN RE APPLICATION OF
Ser. No. .. Before the Board of Appeals
Filed ... Appeal No. ...

For e

. EXAMINER'S ANSWER

“This is an appeal from the final rejection of
claims ... Claims ._____ are allowable.”

“A correct copy of the appealed claims ap-
pears on page — of the appellant’s brief.” (If
any claims are incorrect, they should be cor-
rectly reproduced in the answer.)

Statement as to any ground of rejection not
argued or responded to by applicant and the
particular claims affected by such lack of
response.

“The references of record relied on are:

1,736,481 Smith. ... ....6-20
1,804,324 Jones. ... ... 7-23
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 be found. In addition, the citation

- aclearexposition of the rejection. :
description and explanation of the alleged in-

m s
by the precise ‘or pages of the reference
slied on. Omit all references not invelved in

 the appeal.)

8 : e
atement of the grounds of rejection.
Reference to final rejection or prii:? action for

1f necessary,

vention and references to properly present the
Examiner’s case. L .
Response to the allegations and ents in
the brief not already met by the final rejection.

If a new ground of rejection is raised, see
1208.01.

For case having patentability report see
705.01(a).

1208.01 New Ground of Rejection in
Examiner’s Answer

At the time of preparing his answer to an
appesl brief, the Examiner may discover a new
ground of rejection (new reference, double pat-
enting, statutory bar or other reason for re-
jection) which should be used inst some
or all of the appealed claims. order to
introduce this new ground of rejection, it is
necessary to reopen the ex parte prosecution
before the Examiner or to include the new re-
jection in the Examiner’s Answer depending
on existing circumstances. The Group Man-
ager’s approval must be obtained for any new
ground of rejection or objection incorporated
i the Examiner’s Answer. See 1005.

The choice of action to be followed wili
depend on such factors as the history of the
prosecution, the number of claims affected, the
importance of the new ground of rejection,
the significance of the new reference and the
nature of the response to be expected. For
example, if the reference is basic and mate-
rially better in meeting all of the claims, re-
opening of the prosecution would ordinarily
be approved. On the other hand, if the new
reference anticipates some but not all of the
claims or supplies a minor lack in art already
relied on inclusion of the new ground in the
Examiner’s Answer would normally be the
approved procedure. Of course, if the new
ground of rejection applies to any claim stand-
ing allowed the prosecution should be re-
opened. L

Where a2 new ground of rejection is raised
in the Examiner’s Answer, the Appellant, un-
der Rule 193(b) has sixty days within which
he may file a reply. The appellant’s reply,

Rev. 11, Jan. 1867




clearly indicated as such so that the Board of
Appeals can readily identify those applica-
tions where the appellant is entitled to a pe-
riod of sixty days for reply.. The reference
should be cited under the caption “New Ref-
erence(s).” The references of record relied
upon, 1f listed in the Answer, should appear
under a caption to that effect, i.e., “The ref-
erences of record relied on are:” even though
no new references sre cited. :

Likewise when a ground of rejection not in-
volving 8 new reference is raised for the first
time in the Answer after consultation with the
Group Manager the fact that it is a new ground
should be clearly indicated, thus: THIS IS A
NEW GROUND: OF. REJECTIOX,; or some

squivalent statement. '

"The Examiner’s Answer which includes a
new ground of rejection should conclude with
the following paragraph: o

“In view of the new ground of rejection
as)pellant has sixty dasys within which he may
file a reply to this Answer. Such reply may
include any amendment or material appropri-
ate to the new ground and may request remand
to the Examiner to consider such amendment
or material. Prosecution otherwise remains
closed. Failure to respond to the new ground
of rejection may be construed as an acquies-
cence in this rejection.” (Basis: Notice of
March 18, 1852.)

If the Examiner discovers a new ground of
rejection while considering claims presented in
a proposed amendment filed after final rejec-
tion or appeal, he should follow the practice
set forth in Section 1207. (Basis: Notice of
February 14, 1957.)

1208.02 Withdrawal of Final Rejec-
tion

The Examiner may withdraw the final re-
jection at any time prior to the hearing. It is

213.1
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i reining claims to be allowable,
he should notify the Administrative Officer of
the Board of this fact so that the appeal mey
be removed from the records. Moveover, the
Administrative Officer of the Board should be
notified whenever the application is withdrawn
from appeal under any circumstance. See 708.-
07(c) to 706.07(e).

1209 Oral Hearing

Rule 194. Hearing. If no request for oral hearing
has been made by the appeliant, the appeal will be
assigned for cousideration and decision. 'If the ap-
pellant has requested an oral hearing, & day of hearing
will be set, and due notice thereof given to the sppel-
lant. Hearing will be held as stated in the notice, and
oral argument will be limited to one-half hour unless
otherwise ordered before the hearing begins.

1210 Actions Subsequent to Examin-
er's Answer but Before Board’s

Decision

JOURISDICTION OF BoaArp

With the mailing of the Examiner’s answer
on agfml, jurisdiction of the case to the
Board of Ap ; and any amendment, or af-

fidavit filed thereafter but prior to the decision
of the Board will be considered by the Exam-
iner only in the event the case is remanded to
him by the Board.

Divipep Jurispicrion

Where appeal is taken from the final rejec-
tion of a copied patent claim or claims only,
jurisdiction of the rest of the csse remains
with the Examiner, and prosecution of the un-
allowed claims may proceed as though the
entire case was under the jurisdiction of the
Examiner.

Rev. 8, Apr. 1968




10 give, ,
amendment will ba treated in the same way as
an amendment after finsl rejection (see 714.12).

If the proposed amendment is in effect an
sbandonment of the appeal, as, by canceling
the appealed claims, other claims bamf resent
which are patentable in the opinion of the Ex-
aminer, the amendment will be:entered, the
Administrative QOfficer to the Board of Appeals
‘being so notified in order that the case may be

removed from the Board’s docket.
(See 1208.01. |
1212 ' 'Remand To Consider Affidavits
| Rule '195. Afidavits after dappeal. Affidavits or-ex-

hibite mibmitied after the case has been appesled will -

not be admitted without & showing of good and sufi-
cient reagons why they were not earlier presented. ‘

Affidavits filed with or after appeal but be-

fore the mailing of the Examiner’s answer will
be treated in the same manner as affidavits
filed after final rejection. Authority from the
Board is not necessary to consider such affi-
davits. See 1210.

In the case of affidavits filed after the mail-
ing of the Examiner’s answer, the Examiner
is without authority to consider the same in the
absence of a remand by the Board.

When a case is remanded to the Examiner
for the consideration of affidavits. the Exam-
iner, after having given the affidavits such con-
sideration as the facts in the case require, will
return the case to the Board of Appeals with
his report, a copy of which should be for-
warded to the applicant’s attorney.

If an affidavit is not accompanied by the
showing required under Rule 195, the Exam-
iner will not consider the merits of such
affidavit. ,

If, however, the delay in filing such affidavit
is satisfactorily explained, the Examiner will
then admit the same and consider its merits.
If this affidavit is accepted as overcoming the
reference, or references, used in the final rejec-
tion, and 2 new reference having a filing date
prior to the date of invention established in
the affidavit, or having a publication date more

Rev. 1, Jan. 1964

 for recousideration of its deeision. Afi _
submitted for this purpoee, not remanded to

Afidavits

the Examiner, are considered only as argu-
ments.  In re Martin, 1046 C.D. 180; 588 0.G.
7.

1213 Decision by Board

. Rule 196 {first paragraph). Decition by the Board
of Appeals.  (8) The Board of Appeals, In its decision,
may affirm or reverse the decision of the primary ex-
aminer in whole or in part oa the grounds gnd on the
claims specified by the examiner. The afirmance of
the rejection of a claim on any of the grounds specified
cotstitutes a'general afirmance of the decision of the
primary examiner on that claim, except as to any
ground specifically reversed. . SITTSINE S
1213.01 Recommendations of Board
- Rule 196 (third paragraph). Decision by the Board
of dAppeals. (c) Should the deecision of the Board of
Appeals include an explicit statemnent that a claini may
be sliowed In amended form, applicant shall have the
right to amend in conformity with such statement,

which shali be binding on the primary examiner In the
absence of new references or grounds of rejection.

However, if the Examiner knows of refer-
ences or reasons which were not before the
Board, such a favorable recommendation is not
binding upon him. Likewise, should applicant
make any change in a favorably recommended
claim (other than the amendments recom-
mended), the same would tend to destroy the
force of such recommendation. Ex parte
Young, 18 Gour. 24:31.

In the absence of an express recommenda-
tion, a remark by the Board that a certain
feature does not appear as a claim is not to
be taken as a recommendation that the claim
be allowed if the feature is supplied by amend-
ment. Ex parte LeBlanc, 1902 C.D. 1; 98 O.G.
225, Ex parte Norlund, 1913 C.D. 161; 192
0.G. 989.

Applicant’s right to amend in conformity
with the recommendation must be exercised
within the period allowed for seeking court
review, ordinarily sixty days from the date of
the Board’s decision. (Basis: Notice of March
10, 1953.)




#W’ﬂ- (b)&wmmmumlahtm
knowledge of any grounds net iavolved in-the appeal

mwiumawmummmemm ;

decision a stetement te thut offeet with ite ressons. for
s0 holding, chh mmmt m constitute & rejection
of the claims. Theappelmtmubmitlnw

ate amendment of the claims so rejected or a showing
of facts, or both, and have the matter mmtda«i by
the primary examiner. The statement mu be bing-
ing upon the primary examiner unless ab amendment
or showing of facts not previously of record be made
which, in the opinion of the primary examiner, avoids
the additional ground for rejection stated in the deci-
sion. The applicant may waive such reconslderaﬁon
before the primary examinér and have the case re-
considered bytheBoardoprpealsuponthesame
record_before _them. Where request for such recon-

sideration is made the Board of Appenls shaii, if nec-
essary, render a new declsion which shall include 2l
zrounds upon which a patent is refused.- The appumnt
may walve reconsideration by the Bosrd of Appeals
and treat the decision, including the added gr«mnds
for rejection given by ‘the Board of Appeals, as a 8nal
decision in the case.

uest for reconsideration by the Boa.rd
mustbe ed within thirty days from the date
of the decision, the penod set by Rule 197,
second paraimph By in this man-
ner the applicant walves his t to further
prosecution before the Examiner. In re Green-
field, 1930 C.D. 531; 400 O.G. 226
Where the Board’s decision completely re-
moves the Examiner’s rejection as to one or
more claims and substitutes 2 new one under
Rule 196(b), the a gphcant. if he elects to pro-
ceed before the .Kxaminer, must take such
action within six months from the Board’s

decigion. See the decision at 693 O.G. 136
:iliodl the olgogee of March 10, gg&z A

ortened peri T TESpOnEe ma set in
the Board’s decision. o

The applicant may amend the claims in-
volved, or substitute new claims to avoid the
art or reasons adduced by the Board. Ex
parte Burrowes, 1904 C.D. 155; 110 O.G. 599.
Such amended or new claims must be directed
to the same subject matter as the appealed
claims, Ex parte Comstock, 1923 C.D. 82;
317 0.G. 4

ent without amendment of the clgims
so, rejected can result only in a final rejection
.of the claims, since the Examiner is without

authority to,allow the claims unless amended
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1930 [s3> m, 8923 GG
cant avails himself of the third op-
tion, he waives his

nﬁttomonszﬁemnon by
the Board, or by Examiner, discussed
above. InxveHemz 1910 C.D. 292 151 0G.

1014.

1214.02 Procedure After Decision

Rule 197 {fires paragrapk). (&) Aatm fa!lmefw ‘
decision. After decision by the Board of Appals, the
caaeshallberetumedtotheprimaryenmm sub-
ject to the applicant's right of appeal or othq- review,
for such further action by the applicant or by the
primary examiner, as the condition of tke ease may
require, to carryintecli&ctthe decision. .

After an appealtotheBoardofA pea}shas
been decided, a copy of the decxmon is mailed
to the appellant and the ori placed in the
file. The Administrative Officer to the Board
notes the decision on the file wrapper and in
the record of appeals, and then forwards the
file to the Primary Examiner through the of-

fice of the Supervisory Examiner.

1214.03 Rehenrmg and Reconsiders-
tion

Under Rule 197, any request or petition for
rehearing or reconslderatlon, or modification of
the decision, must be filed within thirty days
from the date of the o Emal decision, unless
that decision is so modified as to become, in
effect, 8 new decision, and the Bcnrd of Ap«
peals so states.

Any soft copies in the ﬁle wrapper should
not be removed until the penod of reoonsxdera~
tion expires. , ,

1214.04 Exammer Reverued

A complete reversal of the Examiner’s re-
{)echon brings the case up for immediate action
the Examiner.

The Examiner should never regard such a
reversal as a chall to make 2 new search to
uncover other and better references.: This is .
particularly so where the application has
meanwhile been transferred or gssigned to an *
Examiner other than the one who ﬁnd}ym

the a'p
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‘wringihenewmiecﬁm

1214.05 Gamoellation. of Withdravn

Where an appellant. withdraws some of the
E?puled ‘claims; and the Board reverses the

xaminer on the remaining appealed claims,
the withdrawal is treated as an authorization
to cancel the withdrawn claims. It is not nec-
essary to npotify the applicant. of the cancel-
lation of the withdrawn claims.

1214-.06 EnninerSmuimdinWhole
.. or in Part

R-le 197 (third pammph) {¢) Aetm followlng
dectakm. When ah appesl is or stands dlsmissed, or
whentheﬂmetortmm!mtbemﬂorrev(ewby
civil action (rule 804) has expired and no such appral
or civil action has been filed, proceedings in the ap-
plication are considered terminated as of the dismissal
or expiration date except in those applications in which
claims stand allowed or in which the nature of the
decision requires further action by the examiner, If
an appeal to the court or a civil action has been filed,
proceedings in the application are simﬂarly considered
terminated when the appeal or eivil actton is termoi-
nated.

If the Examiner was sustained either in
whole or in part, it is t-ﬁropm- to notify ap-
plicant of the status of unless asked
to do so. See Ex parte Buchenberg 1924 C.D.
55; 327 O.G. 218. (Notice of Nov. 12, 1923,
revwed

In view of the fact that the time for seekin,
review of a decision of the Board of Appeals
by the C.CP.A. or the District, Court is the
same for both tribunals, that is, sixty days, or
gixty days with the extension provided by
Rule 304 in the event & petition for reconsid-
eration or rehearing is seasonably filed before
the Board, it is no longer necessary to wait
six months after the Board's decision before
taking up the application for further action.

The third paragraph of Rule 197 provides
the basis for this reduction in time in those
cases, where proceedings as to the rejected
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%m;m allm:gdm Ms applz
h‘m. ymeeedmﬁ in the application are
terminated as of the date of the expiration of
the time for filing court action. The applica-
tion is no’ considered as pending. It is
to be stamped abandoned and sent to the Aban-
doned Files without notifying & ‘

B Claime stand allowed in t.

licant.
application.
a plicant is not required to file s response.
xaminer takes the case np and passes it
to lssua on the claims which stand allowed. A
red ink line should be drawn through the re-
fused claims and the notation “Board Deci-
sion™ written in the margin in red ink.

If matters of form n ‘attention remain
in the case, the Examiner should take appro-
priste sction but prosecution is otherwise
closed. A letter such a8 the following is

n v:ew of the fact that the p period for seek-
m court review of the decxsxon by the Board
Fpeals rendered (date of decision) has ex-
g pgln " not,h M e th t‘ktzg
applicant, the as to the rejec
hlrn‘:im are conszﬂi%red terminated ; see Rule 197,
t paragrap
“The application will be passed to issue on
claims (2dentify) which stand allowed pro-
wded the follow formal matter(s) is (are)
Jtly correc Prosecution is otherwise
clo:

(S)et out formal matter(s) requiring correc-
tion

(Set Shortened Statutory Period for re-
sponse,)

C. Claime require action. If the decision of
the Board is an affirmance in part and includes
s reversal of a rejection that brings certain
claims up for action on the merits, such as a
decision allowing generic claims in a case con-
taining claims to nonelected species not pre-
viously acted upon, the Examiner will take the
case up for appropriate action on the matters
thus brought up, but the case is not considered
open to further prosecution except as to such
mattem.

D. 7198(d) rejection. Where the Board
makes a new rejection under Rule 196(b) and
no action is taken with reference thereto by the
applicant within six months, or such s

period ax may be set in the Board’s decision,
the examiner should proceed in the manner




situations A, B, or C, depending on which is
appropriate to the case. See 121301 .
~ he practice under situations A, B, and C is
similar to the practice after & decision of the
Court outlined in Section 1216.01. - ..

In view of the above practice, Examiners
must be very careful that agplicatwns which
come back from the Board of Appeals are not
overlooked because every case, except those in
which all claims stand rejected affer the
Board’s decision, is up for action by the Ex-
aminer in the event no court review has been
sought. Consequently, when a file iz received
a;fter»decisio:ag the Board of Appesls, it
must be examined and appropriate precautions
taken to indicate the presence of allowed
claims, if any. This may be done by writing
the notation “Allowed Claims” on “Contents”
of file wrapper immediately below endorsement
“Decision by Board”,

See Sections 1216.01 and 1216.02 for proce-
dure where court review is sought. -

1214.07 Reopemng ’o,f Prosecution

Rule 198. Rcopening affer decition. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rale 196, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficient cause belng shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecu-
tion of the case is definitely closed, the appli-
cant clearly is not entitled to have such amend-
ment entered as a matter of right. However,
if the amendment obviously places the case in
condition for allowance, the Primary Exam-
ircer should endorse on the amendatory paper n
recommendation that the amendment be ad-
mitted, and with the concurrence of the Group
Supervisor and approval by the appropriate
Director, the amendment will be entered.

Where the amendment cannot be entered, the
Examiner should write to the applicant noti-
fying him that the amendment cannot be en-
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“In the event that claims stand allowed in the
case under the conditions set forth in 1214.06
,(pamgmph’B), thg case should be pnssed to

issue.

1215 ;;:]!;dm‘yql'or Dismissal of Ap-

1215.01 Withdrawal of Appesl

‘Where, after appeal has been filed and be-
fore decision by the Board of Appesls, an
appellant withdraws the appeal more than six
months after the date of the final rejection, the
application is to be considered abandoned as
of the date on which the appeal was with-

drawn unless there are allowed claims in the
- Where a letter abandoning the application is

filed in accordance with Rule 138, the effective
date of abandonment is the date of filing of
such letter. (Basis: Notice, Sept. 3, 1948.)

If a brief has been filed within the time per-
mitted by Rule 192 (or any extension thereof)
and appellant withdraws the a Peal, the case
is returned to the Examiner. there are no
allowed claims in the case, the Examiner writes
a letter of abandonment.

1215.02 Claims Standing Aliowed

If the application contains allowed claims,
as well as claims appealed, the withdrawal of
the appeal does not opernte as an abandon-
ment of the application, but is considered a
withdrawal of the appealed claims and aunthor-
ity to the Examiner to cancel the same. An
amendment canceling the a}:pealed claims is
equivalent to a withdrawal of the appeal.

1215.03 Partial Withdrawal

A withdrawal of the appeal as to some only
of the claims on appeal operates to withdraw
those claims from the case and the appeal con-
tinues as to the remaining claims, with-
drawn claims will be canceled by the Examiner
when necessary without further action by the
applicant.

Rev. 12. Apr. 1067



’pﬂo&‘:to the date of the
nf the dismissal aleme.

the bmf was due. No notxﬁmtxon of the
applicant that the apphcatxon is abandoned is
necessary. If claims stand allowed in the ap-
plication, the failure to file a brief and conse-
quent dismissal of the appeal is to be treated
as a withdrawal of the appeal ‘and of any
claim not standing allowed. . The application
should be passed to issue ‘forthwith when the
file is received from the Board -of Appeals.
However, if formal matters remain to. be at-
tended to, the Examine. should take appropri-
ate action on such matters, setting & shortened
period for: reply, but the apphcatmn is-to: be
considered closed to further pmeecntum exeept
as to such matters.

A letter such as the followmg is snggested
© “Tn view of applicant’s failure to file a brief
within the time prescribed by Rule 192, the
appeal stands dismissed and the proeeedmgs
as to the rejected claims are considered termi-
nated; see Rule 197, third paragraph.

“This appllcal:lon will be passed to issue on
claims (identify) which stand allowed pro-
vided the following formal matter(s) is (are)
corrected. Prosecution is otherwise closed.”

(Set out formal mal:ter(s) requiring cor-
rection.) . .

(Set Shortened Statutory Period for re-
sponse.)

The time for filing the brief can be extended
as set forth in Rule 192. Any petition for such
extension must be received before the date the
brief is due or the expiration of a previously
‘granted extension and must show good cause
for the extension. If the time for filing the
brief has passed and the application has conse-
quently become abandoned, the applicant may
petition to revive the application, as in other
cases of abandonment, and to reinstate the ap-
peal; if the. npphcatlon is not abandoned the
petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in
the petition to revive would be required. Such
petitions will ordinarily be handled by the So-
licitor and Law Examiners on behalf of the
Commissioner.

Rev. 12, Apr. 1067

1216 Aplwals “to Courts

Files of cases carried to the courts, exther by
appeal to the Court of Customs and Patent
Appeals or by civil action in the District Court
for the District of Columbia, are not opened
by the Patent Office to the public. :

During the pendency of & suit, while the file
is retained in the examining group until the
case comes up for trial, the application is mot
under the jurisdiction of the xaminer; and
any amendment, as one eopying claims from
a patent for interference purposes; can be ad-
nntte& only under the pmv:smns of Rule 198.

1216 01‘ To Conrt of Customs and Pat-
ent Appulu

An apphcant dlssatlsﬁed v-xth the decision
of the Board of Appeals ms,y within 60 days
of the date of the Board’s decision file a “Notlce
of A peal’ * in the Patent Office.

the Office of the Solicitor receives the
appeal, it acknowledges receipt of the notice
an requests that an order (called praecipe)
be filed within 20 days. The order or praecipe
states the exact papers to be certxﬁeg which
forms the transcript of record that is trans-
mitted to the court.

The transcript of record, petition and fee
must be filed in the court within 40 days (exclu-
sive of Sundays and legal holidays) from the
date upon which said “Notice of Appeal” was
filed; provided the Commissioner does not
extend such time.

The appesl is docketed in the court if the
petition, transcript and fee are timely filed. If
not timely filed, there is no specific order of
dismissal by the court but the rules of the court
restore jurisdiction to the Patent Office. If no
claims stand allowed proceedings are consid-
ered terminated on the last day the petition,
transcript and fee were due (since up to this
day the case was alive and appellant could take
some action).

After restoration of jurisdiction to the Patent
(ffice the action taken by the examiner will
be the same as set forth in the paragraphs under
“Action Following Decision by Court”.
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~After the court e the

ppesl, 8 o yy of the decision is sen h
P atent’ Oﬁgp :hd one to the afppellant.; Where

the appellant files & petition for rehearing, the
mnttgp:uling thema!;g communicated to the
 Offce and to the appe

3 *

' y, the clerk of the court forwards to

~ the Office a certified copy of the court’s deci-
_sion on the appealed claims. This copy is a
duplicate of the uncertified copy first for-
warded, unless modified as a result of the peti-
tion for rehearing or, possibly, altered to cor-
rect some minor error. 'The receipt of this copy
by the Patent Office marks the conclusion of the
appeal. The decision of the court is published ;
but unless the application becomes & patent, the
public is not given access to the application file
itself. Since a transcript of the application
becomes a part of the court record, it may of
course be inspected there by anyone.

The Solicitor enters the certified copy of the
Court’s decision in the application file and
returns it to the Primary Examiner. The So-
licitor uses the uncertified copy as a basis for

Eublication of the decision in the Official

Acrion Fortowine DecisioNn BY Court

1. All claims rejected. If all claims in the

case stand rejected, proceedings on the applica-

_ tion are considered terminated on the date of
receipt of the Conrt’s certificate and the appli-
cation is not open to subsequent amendment
and prosecution by the applicant. The appli-
cation is no longer considered pending.

2. Some claims allowed. If some claims in
the case stand allowed. either by reversal of the
Office decision by the Court or by having been
allowed by the Examiner or the Board of
Appeals, proceedings are considered terminated
as to the rejected claims. Action by the appli-
cant canceling the rejected claims is not con-
sidered necessary. The Examiner will pass the
case for issue forthwith on the allowed claims,
the applicant being advised of such action.
The rejected claims may be cancelled by the
Examiner with an appropriate notation on the
margin, to avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the Examiner should take appro-
priate action on such matters, setting a short-
ened period for reply, but the application is
considered closed to further prosecution except
as to such matters. If all claims in the case
stand allowed after the Court’s decision formal
matters if any should be taken care of and the
case passed for issue.
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t by the clerk of the

8. Remund. If the dacision of the Cour is
that it brings certain claims up for lﬂi;: ”

generic cwmf:'m a case containing ing elnn?;iat%

non-elected species not previously acted upon,

- the Examiner will take the case up for appro- -

g:iato,acﬁon.on the matters thus brought up,
but tha case is not considered open to further
prosecution except as to such matters.

Disstissar oF AprpeaLr

After the appeal is docketed in the Court,
failure to prosecute the appeal, as by failure
to print the record or failure to file the brief,
will result in dismissal of the appeal by the
Court ; or there may be a dismissal by the Court
at the request of the appeliant. Tge proceed-
ings are considered terminated and the applica-
tion abandoned if applicable as of the date of
dismissal, see section 1215.05.

After dismissal, if no claims stand allowed
the action taken E:y the examiner will be the
same as set forth in ph 1 of the above
section; if claims stand allowed the action is
in accordance with paragraph 2.

1216.02 Civil Suits

When a suit under 35 U.S.C. 145 is filed
& notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.
The file is kept in the Solicitor’s office pending
termination of the snit. When the suit is ter-
minated, a statement indicating the final dis-
position of it by the court is placed on the
original notice by the Solicitor and the appli-
cation is returned to the Examiner, whose
subsequent procedure is the same as his action
following appeal, described in 1216.01, supra.
If the exact date when proceedings were ter-
minated is material, it may be ascertained by
m%}x}il.ring at the Solicitor’s office.

e applicant ordinarily furnishes to the
court a certified copy of the file wrapper and
contents at the time of the trial. If the suit is
dismissed before coming to trial, no disclosure
of the application to the public necessarily re-
sults. Unlike an appeal to the U.S. Court of
Customs and Patent Appeals, the filing of a
civil action does not require the immediate
filing of a transeript of the application. The
complaint, however, is open to the public.

Files subpoenaed by the court may be sent
to the court in care of a Patent Office employee
along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said

employee.
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