~ Cancellation of Claims to N
CToventlon U .
Cancellation of Claims Loat in Interfer-

1802.04(d)

1802.04(e)

130207 Use of Retention Label to Preserve Absn-
-+ -donéd Companion Applications
“Inteérference Search

‘Notations ori File Wrapper

~ Notations on Drawings and on Classification

' Reference to Assignment Branch
‘Listing of References ' ' '
1802.13 ' Signing '
1303 Notice of Allowance
130301 Amendment Received after Allowance
130802 Undelivered S
13030683 Not Withheld Due to Death of Inventor
1304 Withholding From Issue of “Secrecy Order”
1304.01 Amendments After D-10 Notice
1305  Jurisdiction
1306  Public Law 680 Cases -
1307 Change In Classification of Cases Which are in
Issue ; ' '
1308 Withdrawal From Issue
1308.01 - Refection After Allowance
1808.02 For Interference Purposes
1300 - Issue of Patent
1500.01 ‘“Printer Waiting” Cases
1800.02 Protest Against Tssue

1301 Sabstantislly Allowable
Special '

‘When an application is in condition for al-
lowance, except as to matters of form, the case

Case,
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1/302.0\1 General Review

When an apgiwtion is apparently ready for
allowance, it should be reviewed by the Ex-
ammet;n tofomke certain that th; whole case
meets rmsl requirements and particuiarl
that the brief summary of the invention ayg '
the; descriptive matter sre confined to the in-
vention to which the sllowed claims are di-
rected and that the language of the claims
ﬁn&clarmp&ort or -antecedent basis in the
mﬁmﬂm eglect to give due attention to
hese matters may. lead to confusion as to the
m Ofth&]‘tﬂlt, St # S
- Frequently the invention as originally de-
seribed and claimed was of much greater scope
than that defined in the claims as sllowed.
Some or much of the subject matter disclosed
may be entirely outside the bounds of the
claims accepted by the applicant. In'such case
the Examiner should reguire the applicant to
modify his brief summary of the invention
and restrict his descriptive matter so as to be
in harmony with the claims. However valu-
able for reference pu the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined
in their disclosures to the respective inventions
patented, (Rule 71.) Of course enough back-
ground should be included te make the inven-
fion clearly understandable. See 608.01(d}
and 608.01(e). S
There shouid be clear support or antecedent
basis in the ification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the specification;
but sometimes in amending the claims or in
adding new clgims, ap%licant employs terms
that do not appear in the specification. This
may result in uncertainty as to the interpreta-
tion to be given such terms. See 608.01(0).
‘Where & copending application is referred to
in the ification, the Examiner should as-
certain whether it has matured into s patent
or become abandoned and that fact or the pat-
ent number added to the specification.
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o must be erased when the case I8

Mory title is not, supplied
‘khq‘Exammeg;m&egﬁ chnd‘ %
o DY ol [+ 8 1 ’
“pencil notes made by, th Exammexa
pass to 158ue.

1302.01 (n) Fee Exempt Applxcation

See 607.01 for checkmg apee:ﬁcatl" .10
assure presence of ptop&r stipulutmn by

pplxmt

Whenmr mterlmeations or;-amcenatms
hue been made in 'the specification or: amend«
ments which would Jead to confusion and mis-
take, the Examiners should vequire’ ‘the: entire

ification: aﬁecte& to be rewritten

wuon of spec
ore ssmg the case to issue. Sae Rule 125
in 60801 (q) , v

1302.03 Status Leuer of Allowabxllty,
- POL-255 g

This letter is used whenever an apphcatxon
under final rejection has been placed in condi-
tion for allowance as a result of a communica-
tion from or an interview with apphcant.

The date of the communication or interview
which resulted in the allowance and the name
of the person with whom the interview, if any,
was he ﬁ should be included in the letter,

Immediately after determining that a POL
255 letter is necessary, the letter shonld be ef-
fected before preparing the apphcatlon for
allowance See 714.13.

1302. 04 Examiner’s Amendments and
Changes

Except by formal amendment duly mgned or

as hereinafter provided, no corrections, era-

sures, or interlineations may be made in the

body of written portions of the ification

or any other ;ﬁper filed in the application for

patent. ule 121.)
Correctlon of the following obvious errors

and omissions only may be made with pen by

Rev. 12, Apr. 1067 299

Mmmmﬁnm W o

Ty. Pa
t:fv 8 patent; ‘which has heen granted on a
gf ap{zlmtt:on referred to by erial No. in
Six her obvious mmgr matical errors
such as misplsced or omitted commas, improper
parentheses, quotation marks, etc, P
7. Obvious informalities in the application,
other than the ones noted. above, or of purely
The fact that spplicant is entitled under 35
US.C. 120 to_an earlier U.S. effective filing
date is sometimes overlooked,  To minimi
this possibility, the statement that, “This is a
dmsxan (emnnumm, conhnuatxm—m—part)
J) cation Serial No. .., filed
sho appear as the first sentenﬂe after the ab-

o e o e 8

- stract erceé)‘t in the case of design apghcat,lons

where it should appesr as set forth in. Sec.
1503.01. Any such statements ring else-
where in the specification. shonlcf) g?relocated
(The clerk indicates the change for the printer
in the approirmte margin and applicant is
notified of change by an Examiner’s
Amendment.)

Other obvious informalities in the applica-
tion may be corrected by the Examiner, but
such corrections must be in the form of an
amendment, approved and signed by the Pri-
mary Exammer, placed in the file, and made
& part of the record. A copy of the amend-
ment is sent to the applicant. The changes
specified in the amendment are entered by the
clerk in the regular way.

The amendment or cancellation of clenms by
Examiner’'s Amendment is permitted when
passing an application to issue where these

changes have been authorized by applicant (or
his representative) in a telephone or personal
interview, The Examiner’s Amendment should
include a statement indicating that the changes
were authorized, the date and type (personal
or telephone) of interview, and with whom it
was had.

A change in the abstract may be made by

Examiner’s Amendment.




- Where o reference to tha -spplication

m an otherwise M m%

| continuetion case hes in
advsmﬁy been omitted by the 2 tho
Examiner should insert the referencs
by Examiner’s Amendment (ses 201.11).

No other changes may be made by any per-
soi in any record of this office without the
written approval of the Commissioner of
Patents.

References cited as being of interest by ex-
aminers when passing an ication to issue
will not be supplied to cant. The refer-

222.1

h 1302.04

mmwiﬂbecmdmwimmmm
copy of which will be attached to Examiner's
Amendment

form POL-38T.
tion is ready for issue ex-

. defect in the drawing not
involving change in structure, the Examiner
will note in pencﬂ on the drawing the addition
or alteration to be made. He will also prepare
an Examiner’s Amendment indicating the
changes made and send the drawing to the
Draftsman for the required correction.

See also 608.02(w).

Bew. 14, Oct. 1987




: Examiner with
s P (anmy A.co
is sent to a Rphcam ‘even 1
already in the printer’s hands. Apphant can-
not “mt.boﬁze ;an . Examiner’s Amendment to
' ;g.]nceigemm clanns inthe event that others are
ow! e

1302, M(a) Title of Invenhon

Whena the tltle of the invention is not spe-
clﬁc to the mventxon s clalmed see 60601.

1302.04-(b) Cnnoellauon ot Non-Shtn
o utery - Claim.

Whenacasessotberwxsemmdmnn for
ullowance the Examiner may cancel an obvi-
ously non-statutory ciaim such as one to “A
device substantially as shown and described.”
Applicant should be notified of the cancella-
tion ‘of ‘the claim by an Exammer’s Amend-
ment. See 708.03(h).

1302 04((:) Cancellation of Claims to
Non-Elected Invention

See 821.01 and 821.02.

1302.04(d) Cancellation of Claim
_ Lost in Interference
See 1109.02. '
1302.04(c) Cancellation of Rejected

Claims Following Appesl
See 121406, 1215.03, and 1215.04.

1302.04(f) Data of Copending Ap-
plication Referred to

Should Be Brought Up to
Date

Where a patent application which is ready
for issue refers by serial number to a U.S.

2700461 O« 87 - 3

Identification of Claims
entermg an Examiner'’s Amendment in a
chlm, the ongmal number, as well 28 the num-

ber of the claim as it appears in the aliowed
apphmtmn, slmuld be referred to.

1302 04(5)

1302.05 Correeuon of Drawmg

Whem a case otherwxse msdy for issue re-
quires correction of the drawing, the Exam-
iner, before sending the file to the Draftsman,
should attach thereto a slip indicating that the
case ‘iz ready for allowance. Shght ‘defects
may be corrected on the Examiner’s initiative
28 set forth in 608.02(w) and an Examiner’s
Amendment prepared as set forth in 1802.04. .

In view of the relaxed requirements for cer-
tain fine details, the need to correct some slight
defects may be obviated. See 608.02—“Waiving
of Corrections.” _

1302.06 Prior Foreign Application
See 201.14(c) and 202.03.

1302.07 Use of Retention Lahels To
Preserve Abandoned Com-
panion Applications

Rule 14(b). Abandoned applications are likewise
not open to public Inspection, except that if an appli-
cation referred to in a United States patent is aban-
doned and iz avsilable, it may be inspected or copies
obtained by any person on written request, without
notice to the applicant.  Abandoned applications may
be destroyed after twenty years from thelr 8Sling date,
except those to which particular attention has been
called and which have been marked for preservation.
Abandoned applications will not be returned.

Related applications referred to in patent
specifications are preserved from destruction
by a retention label (Form PO-150) which is
attached to the outside of the file wrapper. The

Rev, 18, July 1967
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‘10 cgnge e

able application.

Abandoned for fmlure to pa.y issue fee
- {foefaited) :,
If file has been forwarded fill in label aad
+ sand ‘it to Abandoned Files for: ‘attachment
to the wrap r If noc forwarded treat the
: maspen If the period for fili
a petition for elayed payment has expir
make Examiner’s Amendment adding “now
abandoned” in the allowable apghcatgmg.} A
"tiag not expired, ma “ie
‘ spwﬁeatxon of the a.llowsble application,

Hﬁhm been fomardod;ﬁ,ll m,hlnl,md
send it to Abandoned Files for attachment to
- the: wmpper If not:: forwarded:treat -the
. cage. . Make . Examiner’s
e Amendment addmg “now abandoned” in the
allowable application. -~

Already patented : -

No label is’ n'ed Tnsert pntent num-
ber in speclﬁcatxon if not already present.
Examiner’s Amendment not necessary if this
is only change.

In issue: - - ‘
Fill in label. Make no chan in the specx-
fication of the allowable application. Clip
the label to the Serial Register card of the
_casp inissue, If casein issue is abandoned or
is mthdrawp from issue, it is returned to the
Group, where the Serial Register card is
ulled. The label is attached at this time.
ff case in issue is patented, lhe label is de-
stroyed when the card is puﬂed :

Examiners are reminded that only one re-
tention label is necessary. Thus, if a retention
label is alread, t, 1t is sufficient to merely
add “et al.” to tKe Serml Number cited thereon.

1302.08 Interference Search

Amumm% that the case is found ready for
issue, the Examiner makes an “mterfe{:enoe
search” and notes the date and class and sub-
classes searched in the file wrapper. To do this,
he inspects all the pending prints and drawings
(or all the digests if the invention is not suscep-

Rev. 13, July 1967

13@.09 Noutiom on Fnle Wrapper

~'The Examiner preparing the application for
issue fills out in ink the appropriate spaces on
the face of the file wrapper.

In order to avoid. misunderstanding: on .the
part of the Printing Office or the Issue and
Gazetie Branch, Examiners are urged. to be
especislly. careful to: write.ths class and: sub-
led;?ﬂ on the ot;)t:.&e F?:c hthe file ;vrsah;;g]g; ﬁ

y 8s, possi numers)
“writteli to dhdiente its frécisd nature.
%a decimsl point:should be shown clearly and

mlts prop posmon.
yor 1ate but ‘one

ul{ed

clum on eaeh ‘invention to in the
Official Gazette in- connection: wrth each

inal or reissued patent. The broadest clmm
should be selected.  ‘When a plurslity of in-
ventions are. claimed in an application, addi-
tional claims to a maximum of five may be
designated for publication.

Spqm are provided on the file wrapper for
1d‘entxfym§ data of a prior abandoned applica-
tion for which the instant application is a Sub-
stitute, and for the parent application(s) and
prior forelgn application(s) meeting the re-
quirements of the Statutes.

See 202.02 for notation as to parent or prxor

lication to be placed on file wrapper.
202,08 for notation as to foreign patent
application to be placed on file wrapper.
See 1302.13 for signatures.

The class and subelass and the name of the

Exammer which are written in pencil on the file

r'should correspond to the class and sub-
c!ass n which the patent will i issue and to the
name of the Examiner preparing the applica-
tion for issue.

1302. 10 Nouuons on Drawings and on
| Classification (Issue) Slips

The class and subclass and the name of the
Assistant Examiner which have been written
in pencil in the upper lefthand corner of the
drawing should not he erased. See 717.03.




I] N »

Gazette und also 1 official classification

it

of the:iéase. ; Oid
selected for priniing. This fg
consistent with the claim selec
_the space provided as feasible. -
1f the selected figure is not on the first sheet,
the Examiner should indicate it ‘slso on the
sheet where it does appear. If there is no
illustrative of or helpful in usiderstand-
ing the claimed invention, no figure need be
ected. “None” may‘dbe written ;efter “0.G.
Fig.” 1f, through inadvertence, the stam
leg’i;%nd for O.G. Fig. and class and subclass
appears within the margin of the drawing, the

xaminer; should make the notations outside

of the margins. S i |

The only date entered on the front of the
drawings is the date of ‘mailing of the Notice
of Allowance, which is done by the Tasoe and
Gazette Branch. Under current practice, the
Clerk of the Examining Division does NOT
enter any date when the case is “sent to issue”.
See 203.07 and 903.07(b) for notation to be

;gg»)lied to the Classification Slip (Form PO-

1302.11 Reference te Assignment
Branch

The practice of referring certain applications
to the Assignment Branch when passing them
to issue is no longer followed since title searches
are automatically made in all applications after
payment of the issue fee, See 303.

1302.12 Listing of References

All references which have been cited during
the prosecution, including those appearing in
Board of Appeals decisions, and those submitted
by applicant if they conform to the require-
ments set ferth in 707.05(b) or 708.02, will be
printed in the patent. )

At time of allowance, the Examiner may cite
ertinent art in an Examiner’s Amendment.
uch citation of art is important in the case of

continuing applications where significant prior
art is often of record in the parent case.

In the first action after termination of an in-
terference, the Examiner should make of record
in each agplication all references not already of
record which were pertinent to any motions to
dissolve and which were discussed in the deci-
sion on motion.

225

- and Netherlands printed 'a;plimtions,P ref

to in 901.08(b) should be listed under “OTHE
REFERENCES” vather than “FOREIGN
PATENTS". - Care should be taken to include
the letter or letters immediately preceding the
number. TR

_U.S. patents are listed in. numerical order.
Foreign patents are listed alphabetically by
country and where there is more than one for-
eign patent from the same country these should
be listed: in numeral order. See 707.05 for
citation of references. -~ .. 57

In order to avoid possible errors in the listin
of references, the following procedure shoul
always be followed: . =~ . . . .

o enever ;ﬁ ref?i‘eme h;gbeen iiicorrefctly
cited in any official paper i art of an
application file, and such mtanm been cor-
rectly given in an ensuing Office action, the
Examiner is directed to correct the error, in
ink, in the paper in which the error appears,
and place his initials on the margin of such
paper, together with a notation of the paper
number of the action in which the citation has
been correctly given. .

In any case, otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the Exam-
iner is directed to correct the citation on an
Examiner’s Amendment form.

Where an applicant in an amendatory paper
or in a separate paper refers to a reference
which is subsequently relied on by the Exam-
iner, such reference shall be cited by the Exam-
iner in the usual manner.

Any new reference cited when the case is in
issue, under the practice of 1308.01, should be
added to the list.

1302.13 Signing

The Assistant Examiner who prepares the
application for issue signs his name in the
designated space.

After revision, the face of the file jacket is
signed in the space designated “Primary Ex-
aminer” by the Primary Examiner. A Primary
Examiner who prepares an application for is-
sue himself signs the file wrapper only in the
“Primary Examiner” space. A line should be
drawn through the “Assistant Examiner” box
to make it clear that the absence of a signature
in the box was not an oversight. The signature
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is stam untha ﬁlow the ;
Gmmpﬁdmnch. mpw y e T

1303 01 Amenhent Reeeived After
Allowanee -

If the amendment is- ﬁled under Rule 312,
see 714.15 to 714.16(e). If the amendment
contains claims copi " from a patent, see
1101.02(g) ' T R T

1303. 02 Jndehvered

Incma notice of &llmvanmxsreturned and
anewnoheamsent,assetforthm'w’lls,the

Rev. 13, July 1867

‘The notice of allowance will not be withheld
due to death of the inventor even though the
X&CUior Or . adnmastrator hss not intervened.
See 40901(f) o

1304- Wuhho&hm From lnme of “‘Sa-
_ creey Order” Cases

“Seezeey Order” cases are not sent to issne
even when all of the claims have been allowed.
Instead of mailing an ordinary notice of allow-
ance & D-10 Notice is sent. See 107.02. .

If the “Secrecy Order” in a case is with-
drawn after the D-10 notice is mailed, the case
should then be treated like an ordinary apph-
¢ation in condxt.wn for allowance o
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pplication remains with
Examiner until the notice of aliow-
he Issue and Gazette Branch.
aminer may make Examiner’s
nts correcting obvious errors,  as,
when brought to the attention of the Examine
by the printer, and also may admit amend-
ments under Rule 312 which are confined to
matters of form in specification or claims, or
to the cancellation of a claim or claims. The
Examiner’s action on other amendments under
Rule 312 consists of a recommendation to the
Commissioner. e AT
To regain jurisdiction over the case, the Ex-
aminer must write & letter to the Commissioner
questing it. See 1308 and 1808.02.
nce the patent has been granted, the Patent
Office can take no action concerning it except
as provided in 35 U.8.C. 185 and 35 U.S.C. 251
through 256. See chapter14. -~ -

1306 Public Law 690 Cases
Ses 201.18.

1307 Change in Claésiﬁcation of Cases
Which Are in Issme

See 903.07

1308 Withdrawal From Issue

Rule 313. Withdrewal from {ssue. After the notice
of allowance of an application is sent, the case wiil
not be withdrawn from issue except by approval of
the Commissioner, and if withdrawn for further action
on the part of the Office, & new notice of allowanee will
be sent if the application is again allowed.

YWhen the issue fee or that portion thereof specified
in the notice of allowance has been paid, apd the
patent to be issned has received its dafe and nmmber,
the application will not be withdrawn from ixsme on
account of any wmistake or change of purpose of the
appli¢ant, his attorney or his agent. nor for the parpose
of enabling the inventor to procure & foreign pateut,
nor for any other reasons except mistake on the part
of the Office, or because of fraud or illegality iu the
application, or for iuterference. Express abandon-
ment of the application (rule 138) may not be recug-
nized by the Office unless it is actually received by
appropriate officials in time to act thereon Lefore the

date of issue,

¢ of the
i %nmm file
: ng cabinet to take the place of the
the drawing Pk U R i s v ‘plm
rawing cabinet during the peri appli-
f‘aﬂgam mb:; -revised f'fr issuaed and lliztlf the
copy of t ent is received in the group
or the ap xcut,:%:lt becomes forfeited. The
docket clerk should, of course, add any neces-
sary notations on the print at the time the appli-
cation is forwarded to the Issue and Gazette
Branch. :
This practice will insure that the drawing or
a print of the drawing is available at all times
in the drawing cabinet for interference searches.
This is of particular importance in groups
where there may be a backlog of applications
awaiting revision for issue. ; (Basis: Notice of
March 28, 1962.) ) s

1308.01 ' Rejection After Allowance

A claim noted as allowable shall thereafter
be rejected only with the approval of the Pri-
ml:elz Examiner. Great care should be exer-
ci in authorizing such rejection. (Basis:
Order 3157.)

When a new reference is discovered, which
obviously is applicable to one or more of the
allowed claims 1n an application in issue, and
where 2 sufficient portion of the statutory pe-
riod for payment of final fee remains, the
Examiner is suthorized to enter a letter in-
forming applicant of the proposal of request-
ing withdrawal from issue for the Yurpose of
rejectinz the claim or claims as fully met by,
or obviously unpatentable over, the new ref-
erence. The letter should apply the reference
in detail and should slso set a time limit
(within such statutory period}, within which
applicant may respond by way of argument
or amendment under Rule 312 to overcome the
reference and avoid the necessity for with-
drawal from issue. Such a letter, with the
reference and file, should be submitted to the
Group Supervisor before mailing. (Basis:
Notice of March 15, 1950.)

If insufficient time remains to carry out the
above, or if no response is received, or if a
response is filed and it fails to overcome the
reference, or if the above appears fruitless, a
letter is addressed to the appropriate Director,
requesting that the application be withdrawn

Rev. 8. Oct. 1965




“Withdrawn” over the allowance signatare of
the Primary Exsminer. It is thmmmretnméd to
- the group from which it came; the withdrawal -

" from the issue is entered on the register, and
 the spplication is thus restored to its former

status as a pending application awaiting action
by the Examiner. The Examiner at once writes
a letter in the case stating that the application
has been withdrawn from issue, citing the new
reference, and rejecting the claims met thereby.
The letter is given a paper number and
placed in the file. a R
~T1# the Examiner's proposed action is not ap-
proved, the letter mt&uesnng withdrawal from
issue should not be placed in the file. :

1308.02 * For Interference Purposes -
It may be necessary to withdraw a case from

issue. for . reasons. connected with an interfer-

ence. For the procedure to be followed see

1101.01{0) and 1112.04. -

1309 Issue of Patent

The files of allowed cases {not patented files)
are kept in the Issue and Gazette Branch, ar-
fin %

in the serial number order. When the
al fee is paid within the time allowed by
law, the file is given a patent number and date.
The file then goes to the Assignment Branch
for examination as to assi nts after which
it is sent to the Government Printing Office
for printing of the specification.. A bond
paper copy of the drawing and specification is
ribboned and sealed in the Yssue and Gazette
Branch and finally signed.

25 U8.C. 153. How {ssued. Patents shall be issued
in the name of the United States of America, under the
seal of the Patent Office, and shall be signed by the
Commissioner or have his signature placed thereon
and attested by sn officer of the Patent Office desig-
nated by the Commissioner, and shall be recorded in
the Patent Office.

In accordance with the Commissioner’s No-
tice of July 2, 1952 (661 O.G. 13) various
officials including the head of the Issue and

Bew. 8, Oct. 1966

- absence or unavailsbility of the head wof the

- 1309.02

mmm igaatedax stisst-
attest to the name of the Commis-
f the Issue m

- After printing of the specification the proof

loyees of the Government Print-

is read by ewg en
“ing Office. ere apparent error is found, the
~ file with the proof is transmitted to the Exam-

iner, attention being called on an attached
“printer waiting” shp (Form PO-97) to the

supposed errors. _ ,

. m:-inter waiting™ cases must receive im-
mediate attention be returned to the Issue
and Gazette Branch as soon as possible (pref-
erably within three hours). (Basis: Notice of
December 6, 1920.)

If the Examiner concurs in the criticisms,
the errors should, if possible, be corrected in
clean red ink and initialed or be corrected by
Examiners’ amendment. See 1302.04. r

If the required correction cannot be cured
by Examiner’s amendment, the application
may have to be withdrawn from issue. This
may sometimes be avoided if the attorney or
his representative is in Washi n.. In such
cases, he should be called in immediately, and
the error may perhaps be corrected by amend-
ment under Rule 312.

If the Examiner finds the specification cor-
rect as it stands, he endorses the slip to that
effect. -

After correction or checking, the application
file and proof should be promptly returned to
the Issue and Gazette Branch.

Protest Against Issue

Rule 281. Protests to the grant of a patent, The
patent statutes do not provide for opposition to the
grant of a patent on the part of the public. Protests
to the grant of a patent are ordinarily merely ac-
knowledged, and flled after being referred to the ex-
aminer having charge of the subject matter involved
for his information.

When a protest is filed against the issuance
of a patent the same shall, after consideration
by the Examiner, be forwarded to the Super-
visory Examiner and shall not be entered in
the file of the application to which it refers.
(Basis: Order 1805.)






