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401 Patent Office Cannot Aid in Selec-
tion of Attorney

Rule. 31. Applicanis May Be Represented by Attor-
ney or Agent. An applicant for patent may flle and
prosecute his own case, or he may be represented by
an attorney or agent authorized to practice before the
Patent Office in patent cases. The Patent Office can-
not aid in the selection of an attorney or agent.

402 Power of Attorney

Rule 34. Power of attormey or authorization. Be-
fore any attorney or agent, original or assoclate, will

“attorney or agent, must be filed in that particular ap-

in the case of an assoclate

ding.

Usually & power of attorney is-made a part
of the petition, see 601.02. In order that this
power may  be. valid, the attorney.or agent
appointed must be registered.... . . .. ...

- When an application for patent is filed ac-
companied by & power of attorney. or authori-

zation of agent to a person not registered to
_practice before the United States Patent Office,

the . Application jBianchihwill 'send the official
with an explanatory letter.. .X ;copyrof\,tﬁ‘:té -
ter will be sent to the person named in
power of authorization and & copy placed in
the file without being given a paper number.
The name of the unregistered person will not
be placed on the face of the file, and the ex-
aminer will communicate only with the appli-
cant directly unless and until the ﬁ)lmant
appoints a recognized practitioner. asso-
ciate power of attorney or authorization from
the unregistered person will not be recognized
or accepted. If a request for special recogni-
tion accompanies the application, the Appli-
cation Branch will forward the file to the
Chairman of the Committee on Enrollment.
(Basis: Notice of March 29, 1949.) o

See also 1702. If power of attorney is filed
after application is filed, see 410.

402.01 Exeeptibns as to Registration

Rule $42. Limited recognition. Any person not reg-
istered and not entitled to be recognized under rule
341 as an attorney or agent to represent applicants
generally may, upon a showing of circumstances which
render it necessary or justifiable, be recognized by the
Commissioner to prosecute as attorney or agent a spec-
ified application or applications, but this limited recog-
nitfon shall not extend further than the application or
applications specified.

Sometimes in a joint application one of the
coinventors gives to the other the power of
attorney in the case. Such power will be rec-



#1 behalf of the firm and by the individ
~ Note that, in the case of a po

mplify the procedure relative
to new powers of ‘attorney filed in connection
with the formation, dissolution or reorganiza-
the attorney or firm originally empowe p;

t- appointi nbstitut y or fi

bsti ,
vided. tha
ovid

ney includes ‘at least one person who

was empowered to act under the original power
of sattorney. © : e

Except as indicated above, no appointment
of a substitute attorney will be accepted unless
it is signed or concurred in by the afplicant or
the assignee of the entire interest. In all cases
where the substitute power of attorney is ac-
‘cepted, the name of the replaced attorney or
firm will be cancelled from the file.

The Docket Clerk of the examining division
will enter all proper substitute powers of at-
torney filed in ex parte cases which are signed
by the principal attorney or firm. Other sub-
stitute powers ‘of attorney should be for-
warded immediately to the Docket Branch for
acknowledgment, acceptance and entry when
property signied or for return when not in
compliance with this Notice. (Basis: Notice
of April 23, 1957.)

See 402.07.

402.04 Power of Attorney to a Firm

Rule 346. Bignature and certificate of attorney.
Every paper filed by an attorney or agent representing
an applicant or party to a proceeding In the Patent
Office must bear the signature of such attorney or
agent, except papers which are required to be signed
by the applicant or party in person (such as the appli-
cation itself and affidavits required of applicants).
The signature of an attorney or agent to a paper filed

l;qa certifica

ney to a firm, Rule 346 requires (1) the sig-

nature of the firm, or (2) the signature of
‘an individual member of the firm, or (3)
- the signature of an individual registered at-
~torney or agent employed

duly suthorized to sign on behalf of the firm.
Under (3), above, the name of the firm must
appear but may be either written or typed.

he name of the firm may be used on the
drawing as in the past. (Basis: Notice of
March 7, 1949)

402.04(a) Firm of Attorneys Changes
Name , :

Where a firm having power of attorney in
a case its irm name, due, for exam-
ple, to the addition of a new member or the
withdrawal or death of one of the members
the Eroeecution of the case may be continued
in the name of the original firm, if desired.
(Bagsis: Notice of Szgt;.l 4, 1894.)

A mere of name will be accepted

rdless of whether or not authority to sub-
stitute another attorney was included in the
original power of attorney. It is entered by
the docket clerk of the division by amending
the old firm name on the face of the file wrap-
per. See 402.03 and 410. A notice of the
change of firm name should be signed in the
name of the firm as constituted 1mmediately
before the change. , ,

Notation of change of firm name must be
filed in each application involved. It is not
sufficient merely to notify the Clerk, Committee
on Enrollment.

402.05 Revocation

Eztract from Rule 86. Revocation of power of attor-
ney or authorization; withdrawal of atiorney or agent.
A power of attorney or authorization of agent nay
be revoked at any stage in the proceedings of a case,
and an attorney or agent may withdraw, upon appli-

ﬁn the firm and
f




| ( ) '
Revocatlon of the power of
attorney revokes powers gmnted by him to
other attorneys. ‘

Revocation of the
comes effective on the
is RECEIVED in the Office
tinction to the date of ACCE!

.05(:) Eummer Must Notify Aa-
nocute of Revounon ,

ywer of ‘af

ANCE)

~An assocmte attomey whoae power ‘has been
revoked shall be formally notified of such
revocation by - the Exumner unless the case
is in interference or on a If the case
is in interference, the et Branch notifies
the attorney, the reason being that all parties
to the interference must be notified. Such
notice addressed to the associate attorney will
take the form of the usual letter from the ex-
aminer on blank (POL-90) and will be in
the following language:

You are hereby informed that the associate

power of attorney to_... . ________ in the
;bove-entltled case was revoked -
Y —e—m
o Ezaminer.

This letter will not be counted as an action
on the application in which it is entered.
(Order No. 2024, Revised.)

Nore: Docket Branch always notlﬁes prin-
cipal attorney of his revocatxon, see 402.05.

402.06 Attorney Withdraws

See Extract from Rule 36 in 402.05.

In the event that a notice of withdrawal is
filed by the attorney or attorneys of record,
the file will be forwarded to the Docket
Branch where appropriate procedure will be
followed pertaining to the withdrawal. (Ba-
gis: Notice of May 15, 1934.)

e pnx_xclpal_ .

‘ uuon‘prevm given, but the uslxnee of the entlre ;

interest may revoke previous: powers and be repre-

‘sented by an attomey or agent of his own selection.

A power of attorney by the ass:gne’e of the
whole interest, if the assignment is recorded in
the Office, revokes all’ powers, ngen by appli-
cant.

402.08 Applwuhon in Interference
While an ‘applicktion is involved din inter-

| ference, no power of attorney of any kind
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should be entered in such apphcauon J ‘the
Docket Clerk of the Group.
randum of March 31, 1950. )

If a fpower of attorney or revocatmn is re-
ceived plication while in interference,
it should be forwarded to the Docket Branch -
because all ies to the interference must

be notlﬁed See 410.

403 Correspondence——With w hom
. Held

‘Rule 35 states that when an a.ttorney has
been duly appointed to prosecute an appli-
cation correspondence will be held with the
attorney. Deuble correspondence with an ap-
plicant and his attorney, or with two repre-
sentatives, will not be undertaken. See 403.01,
403.02 and 714.01(d). _

In a joint application with no attorney, the

applicant whose name first ap re in the
papers receives the corresponden unless
sther instructions are given. All appbcants

maust sign the responses. See 714. 01 (n).

403.01 Corrupondence Held With As-
sociate Attorney

Where the attorneys bear relation of princi-
pal attorney and associate attorney, the
correspondence will be had with the associate
attorney unless the principal attorney directs
otherwise. Ex parte Eggan, 1911 C.D. 213;
172 0.G. 1091.




~ sttorney. whose power: is not of record, see

‘ 406]) |o fA ey ,

Death of an individual attorney does not
terminate a power of attorney to his firm.  See
5 J.POS. 337, 838. See 402.04(a) for
change of firm name due to death of an

When an attorney listed as deceased by the
Committee on Enrollment still appears: as the
sole attorney of record at the time of taking
the next Office action, the Examiner will. as a
precautionery measure, mail the carbon copy
of the action (labeled COPY) - directly to
the applicant, the other copy -being mailed
to the office address of the deceased aitorne
with the following statement: The Patent Of-
fice having received notice of the death of the
sttorney of record thus terminating his power,
8 copy of this action is being mailed directly
to the applicant. Applicant may appoint a

new attorney. ' (Basis: Notice of December 12,

1949.)

When, after the death of the attorney of
record, an amendment is filed by an attorney
whose er is not of record, the amendment
should ';;wplaced in the file and the applicant

Rev. 2, Nov. 1064

filed and the

f the pr attorniey car
and should be treated as d
in_t,h; case of an _

amen

hould not set a definite tinx;% o
within - ! tion must be ﬁle;il, but the

in the notification. ' The stion of prompt-
ness or undue delay in ratification should be
left for determination when' the ratification is
| q'illilasthn.ofﬁ_entry of the amend-
ment arises. - In forming a judgment as to
whether any particular ratification has ‘been
filed promptly, consideration should be given
to the place of residence of the applicant and
other pertinent circumstances. - {Basis: Memo-
randum ‘of June 28, 1948.) SRR :

407 Disbarred Attorney
See105.
408 Telephoning Attorneys

Attorneys have been encouraged to go on
record as requesting a telephone call from the
Examiner in the event that a forthcoming Of-
fice action will be “other than allowance’”, If
the Examiner is of the opinion that it would be
useless to discuss the case by telephone prior to
making  the oontempiawi final action, he
should not call the attorney by phone but
should proceed to make the action and should
state therein that the request for a telephone
call has been noted but has not been complied
with for the reason that it appeared to the Ex-
aminer that the requested telephone interview
would not be effective to advance the prosecu-
tion of the case. This will apply not only to
situations in which the Examiner feels that the
a-rplication contains nothing patentable, but
a

30 to those in which the issues are of such a na-




the attorney in the case
‘him to come to the Office.

representatives of out-
re kept in the offices of the
rs cf Operatmns.

th, Insamty, cr Unavaalability E
, 1)’ ; Inventor .
‘;Multlphclty (706 03(1)) ‘7*; e If the nventor is dead insane or otherwise
o legally incapacitated, refuses to execute an

: Many attomeys have oﬂica or representa-"f f'fapphcatxon, or cannot be found, an application
tives in Washington and it sometxmes expe- ‘may be made by someone other than the in-

l ' 26.1 Rev. 11, Jan, 1967



)s ﬂz& death ¢ ventor (or one of

trators, , ,
see 409.01(f)) and also a. tion “ of any
amendment filed after the d f the inventor
by the first-appointed attorney. Such an
amendment may, however, save the case from
abandonment. Therefore ratification is called
for with proof of au
rati _
C.D. 490; 179 O.G. 853. See following para-

409.01(a) Prosecution by Adminis-

. ‘trator or Executor

Rule §2. When the inventor is dead. In case of the
death of the inventor, the legal representative (execu-
tor, administrator, etc.) of the deceased inventor may
sign the application papers and make the necessary
oath, and apply for and obtain the patent. Where the
inventor dies during the time Intervening between the
filing of his application and the granting of a patent
thereon, the letters patent may be issued to the legal
representative upon proper intervention by him.

One who has reason to believe that he will
be appointed legal representative of a deceased
inventor may apply for a patent as legal rep-
resentative in accordance with Rule 42. Such
application will be considered as having been
made on the date of receipt of all its required
parts, or of the part which renders it com-
plete, (Rules 51 and 53) provided proof of
applicant’s authority as legal representative
is subsequently filed. The filing date corre-
sponding to said date of receipt will be can-
celed if another person is appointed legal rep-
resentative. In the latter case, the application
will be given an application date no earlier
than the date on which the properly appointed
legal representative actually executed the
papers. The foregoing applies to the legal
representative of a d sole or deceased
joint inventor.

Application may be made by the heirs of the'

inventor, as such, if accompanied by a certifi-

joint inventor) terminates the power of attor-

ney and a new power from the heirs, adminis-

executors or assigns is necessary (but
ratificati

entor, the right of

 yentor, the right of applying
ng a patent Tor an . invent:

ority of the one
the action. See In re Mattullah, 1912

- executor or administrator desi
- prior to the fgrant;ing of a patent, proof of the
~suthority o

Patent Office by filling
.. recording in the assignment reco

an executor or sdministrator, or whenever i
, desires to intervene
such executor. or administrator
je of record in: the
the. ax:glicuti_on or
‘ nme s a certifi-
e of the clerk of a _competent court .or the
register of wills that his appointment is still
in full force and effect. Such certificate shall
be signed by an oflicer and authenticated by
the seal of the court by which the same was

O
should in all cases

cate of

“issted. ' The authority of other legal repre-
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sentatives of the inventor ‘must be similarly
mablished. il

‘Should such certificate of appointment be
found to be insufficient: for any reason, there
may be required to be filed or recorded:a cer-
tified and properly authenticated copy of the
letters testamentary or of the letters of ad-
ministration, in order that the scope of author-
ity of the persons who seek to intervene may
be a matter of record in this Office. ,

All applications filed by an executor or
administrator are initially referred to the
Assignment Branch to - ascertain whether
proper authority has been recorded or “filed
in the application” (Rule 44) and for suitable
endorsement on the file. If the authority is
insufficient, corresg;mdence is conducted by the
Assignment Branch. When a reply is received
to such correspondence and also 1n cases where
the executor or administrator intervenes (after
filing) the case should be sent immediately to
the Assignment Branch.

In any case in which the Chief of the As-
si nt Branch reports that the authority of
the executor or admiinstrator of record in the
case ig insufficient, the Examiner will require
the filing in the application or the recording
in the Assignment Branch of a certificate of
such appointment or a certified copy of letters
testamentary or of letters of administration in
such case before finally passing the case to
issue. (Basis: Order No. 1838.) :

- In the case of foreign executors or adminis-
trators, it was formerly the practice to have
the following form executed by a consular
officer of the United States and filed in the




necessary  for ~the; Admmrstrator or: Execntor
to take out new letters of administration in
order that he 'may ﬁle 8 Dew appllcatmn of
the deeeased 1nventor.

40901(&) Excephon in' Some For-
_eign Countries

The terms “Executor” and “Admxmstmtor
do not find an exact counterpart in all fo
countries and the procedure is govemed
the necessity of construing those terms to
the cxrcumstancl:,s of the c}g.se Hence the
son or s having authority correspon
to that of Executor or Admnfx"s;trator are per-
mitted to make application as, for example,
the heirs in Germany. The authority of such
peni%ns must be proved by an appropriate
certificate. '

409.01(e) If Applicant of Assigned
Appliution Dies

Where an appllcant, carrying on the prose-
cution of an application after assignment, dies,
his administrator may carry on the prosecu-
tion on filing letters of administration unless
and until the assignee intervenes.

.lt« is

15 ‘a plicable to- an ap licati
pl ~in condition for all¢ "
to issue prior to notxﬁcatlon of,theﬁ' desth of

the mvento ‘See 40901

(guardian; ' consérvator,’ ete.) of such inventor ‘may
sign  the application papers and: make the neeeuary»

, oath, und apply for and obtain the patent

The prmnsxons of Order No. 1838, Revxsed
(9e6 40901 (b) )’ are applicable in case ‘of insan-
ity or other legal meapacity of an inventor.

' 409.03 Unavailability of Inventor

Rule 471. Piling lm other thtm inventor. (a) If a
jolnt inventor refuses to join in an application for
patent or cannot be found or reached after diligent
effort, the application may be made by the other in-
ventor on behalf of himself and the omitted inventor.
Such application must be accompanied by proof of the
pertinent facts and must state the last known address
of the omitted inventor. The Patent Cfice shall for-
ward notice of the filing of the application to the
omitted inventor at said address. Should such notice
be returned to the Office undelivered, or shonld the
address of the omitted inventor be unknown, notice of
the filing of the application shall be published in the
Official Gazette, The omitted Inventor may subse-
quently join in the a.ppl!catlon on: filing an oath of
the character: required by rule 85. ‘A patent may be
granted to the inventor making the application, upon a
showing ssatisfactory. w the Commissioncr, smubject 10
the same rights wh!ch the omimd invmtor would
have had if he had been joined.

(b) Whenever an inventor: remu to execate an
application for patent, or cannot be found or reached
after diligent effort, a person to ‘whom the inventor
has assigned or agreed in writing to assign the inven-

tion or who otherwise shows suffictent proprietary in-

terest in the matter justifying such action may make
application for patent on behalf of and as agent for
the inventor, Such application must be accompinied

mn Whuﬁeimﬂwuimuwuwawa ~
capacitated.  In: ‘cAme ‘an inventor is insane or other-
wise legally lnumcluted. the legal: representative.




~ quired by rule 65.

' last known address, and the a.pphcatl

the, ;ppuauéﬁ :

- inventor upon a sho
sioner.

Rule 47(a) and 35 US C. 116 permxt a joint
inventor to file an apphcatlon “on behalf of”

pers. Rule 47(b)
and 35 U.S.C. 118 allow a pe
onstrated proprietary interest to msake apph-
cation “on behalf of and as agent for” the in-
ventor under the same cxrcumstancw. Neither
section of Rule 47, however, is intended as an
alternative to Rule 42 since the language “can-
not be found or reached after diligent effort”
'has no reasonable application to a deceased in-
_ventor. In re Application Papers filed Sep-
tember 10, 1954, 703 O.G. 434. See Rule 42
and 400.01. ,
Application papers submitted under Rule 47
are forwarded by the Application Branch to
the Office of the Solicitor for determination
whether the papers are proper and complete
and whether the verified sbowing justifies ac-
ceptance under either parugraph of the rule.
Where a refusal of the inventor to sign the
application papers is alleged, the circumstances
of this refusal must be specified in the affidavit.
Where inability to find or reach an inventor
“after diligent effort” is the reason for filing
under Rule 47, the affidavit should include the
exact circumstances which are relied upon to
establish that a diligent effort was made.
Where the application is made under Rule
47(b) and 35 U.S.C. 118, the papers must also
show the necessity for so filing and must be
accompanied at filing by papers establishing
an assignment or written agreement to assign,
or by other satisfactory evidence of proprie-
tary interest.

Rule 65(b) requires that in Rule 47 applica-
tions the joint applicant in applications under

aatlsfactory to the Commls

himself and 2 joint inventor who “cannot be

found or reached after diligent effort” or who quirements of Rule 65 including

erson with a dem- -

a serial nu

. $ppli :
that pspers ﬁled by an inventor who dzd not
originally join in the application and papers
relating to its Rule 47 status will be forwarded
to the Solicitor’s Office for consideration.

The Office of the Solicitor will determine, in
such event, whether the papers meet the re-
the require-
ment, implicit in that rule, that the oath be
made on the basis of actual knowledge of the
application papers on file. This knowledge
may be demonstrated by reference in the oath
to an attached copy of the application. i

The “inventor designee” may protest his des-
ignation as an inventor and offer evidence to
support his position. The Office in such case,
although it will allow the “inventor designee”
to make his position of record in the file of the
application and will grant him access to the
application, will not institute inter partes pro-
ceedings in the Rule 47 application. The
rights of said inventor are protected by the
fact that that in an application filed under
Rule 47(b) and 35 U.S.C. 118 the patent must
issue to the inventor aund in an application filed
under Rule 47(a) and 35 U.S.C. 118 the in-
ventor has the rights of a joint applicant. In
re Application of Hough et al., 703 O.G. 200.

The Office of the Solicitor, after indication
by the Examiner that the case is allowable
(unless completely executed papers have mean-
while been filed) will notify the inventor des-
ignee and set a period of time, usually thirty
days, in which he may take any action he con-
siders appropriate. At the same time the rec-
ord will be finally reviewed to determine
whether it shows an adequate effort has been
made to obtain his signature. If the applica-
tion meets the requirements of Rule 47, the
Examiner at the expiration of the perxod set,
will be so notified by memorandum and the
application may be passed to issue. The fact
that the application was made under Rule 47
will be indicated in the heading of the patent.




of . (See 402.08. ervator or other s 1

All powers of ‘attorney cation of po of the inventor if proof authonty is_re-

ers of attorney in apphcat;ons corded and not merely “filed * in the applica-
terference (See 40208) o tlon. See40901(b) and 40902 ,






