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60502 Residence
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60504 (g) Correction of Name, Send File to Appiica-
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resentative

605.05(s) Signature
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60701 Fee Exempt
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608.01(1) Original -

60801(m) - - Form =~
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608.01(8) Restorantion of Canceled Matter
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608.02 Drawing

608.02(a) When New Drawing Is Required

608.02(b) Informai )

608.02(¢) Or Print Alwaw Kept in Examining Divi.
sion
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608.02(e) Examiner Determines
608.02(f) Modification
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608.02(1) To Countinuation or Substitute
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008.02(p) Correction of

008.02(q) Conditions Precedent to Amendment of
Drawings
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608.02(s) Estimating Cost of Correcting Drawings

008.02(t) Cancelation of Figures

608.02(u)y Changing Name of Attorney on Drawing
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i plications for patents mnst be
sioner of Patents. A complete application comprises:

‘ama(a) mmmu of

 '908.04 New Matter

W{a) Matter Not in omsm
S " or Drawings.

: ons.mm By Preliminary Amadwt
: M{c) Reviewotnnmi s Fok

Bule 51. General

or request for & patent, see rule 61
ation, lncludin ‘a claim or claims, see
rules l] to T7.
{c) An oath or declaration. aee rnle 05

(d) Drawings, when necessary, see rules 81 to 88

- dress should be given in every
ney or authority of agent.

{(2) The prescr!bed filing fee. (See rule 21 for ﬂllng
fees.) ' ;,
Tma Armcumx
tmon, specification, ar
in the nglish language and- must be e‘gxbly

ngntten ‘written or- prmba& in permanent
See Rule 52 and 608.01. :

The parts of the application may be included
in a single document, and an appmved m“‘le-
signature form' mag’ be used. L ,,

termination o completeness of an'apph-
cation is covered in 508. @ -

The petition, speclﬁcatlon and oath are se-
cured together in a file wrapper, bearing ap-
propriate identifying data including the serial
number and ﬁlmg date (717).

Norte

Reissue patents, 1401.

Design patents, Chapter 1500.

Plant patents, Chapter 1600.

A model, exhibit or specimen is not required
as part of the application as filed, although it
may be reqR uired in the pmsecutmn of the ap-
plicstion (Rules 91-93, 608.03).

Rule 59. Papers of oomplete opplication not o be
returned. The papers in & complete applicaiion will
not be returned for any purpose whatever. If appli-
cants have not preserved coples of the papers, the
Office will furnish copies at the usual ccat. See rule
87 for return of drawing.

See, however, 604.04(a).

601 Petition

Rule 61. Petition. The petition must be addressed to
the Commissioner of Patents and request the grant of a
patent. The residence, and post office nddress of the
petitioner must appear in the petition if not stated else-

Rev. 11, Jan, 1967

Those portxons at tha petition other than the
office address (see 605.08) may be

post
a.mended by the attomey.

601 02 Power of Attomey or Author-

" ization of Agent

The attomeys or agent's full post office ad-
wer of attor-
“The prompt de-

~livery of commumcatmns will thereby be

facilitated.

Usually a power of attomey or authorization
of agent is incorporated in either the petmon
or single signature form. See and

605.04(a). :
602 Original Oath (or Declaration)
Rule 65.  Statement of Applicant. (a) (1) The ap-
plicant, if the inventor, must state that he verily be-
lieves himself tc be the original and first inventor or
discoverer of the process, machine, manufacture, com-
position of matter, of hoprovement thereof, for which
he soliclts a patent; thet he does not knoew and does
not believe that the same was ever known or used
hefore his inventlon or discovery thercof, and shali
state of what conutry he iz a citizen and where he
resides, and whether he is & sele or joint inventor of
the invention clnimed in his application. In every
originai application the applicant must distincily state
that to the beat of his knowicdge and belief the iuven.
tion has not been in public use or on sale in the United
States more than one year prior t6 his spplication, ov
patented or deseribed in any printed publication in any
cotuntry before his invention or more than one yenr
prior to his application, or patented in any forelgn
country prior to the date of kis sppiication on an appli-
ration filed by himself or hiz legal representatives or
assigns more than twelve months prior to hia appli-
catlon in this country. He shall state whether or not
any application for patent on the same invention has
been flled in any foreign country, either by the appli-
cant or by his legal representatives or assigns, If any
such application has been filed, the applicant shall
name the country in which the earilest such application
was filed, and shall give the day, month, and year of




app!lcatlon has not been filed in the Patent Office within
a reasonable time after execution of the origingl state-
ment.

Rule G8. Decclaration in Liew of Applicatiorn Oath.
(a) The applicant may, in lieu of making an oath or
afirmation in the manner provided by -Rule 68, set
forth in the body of the statement required from him
by Rule 65 his written declaration that all statements
made of his own knowledge are true and that all state-
ments made on information and bellef are believed to
be true, if, and only if, the applicant: is, on the same
paper, warned that wilifol false statements and the like
are punishable by fine or imprisopment. or both (18
U.8.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon.

276-268 (3 - BT - 4 34.1

Note that a Rule 68 Declaratmn need not be
ribboned to the other papers, even if sxgned ina
country foreign to the United States. When a
Declaration is used, it is unnecessary to appear
before any official in connection with the mak-
ing of the Declaration. It must, however, since
it 1s an integral part of the aplghcahon, be main-
tained together therewith. rther details are

iven in 29 F.R. 18502; 811 O.G. 2. (Basis:

otice of March 4, 1965. )

By statute, 35 U.S.C. 25, the Commissioner
has been empowered to prescnbe instances when
a written declaration may be accepted in lieu
of the oath for “any document to be filed in the
Patent Office”™.

The filing of & written declaration is not ac-
ceptable in lien of the authentication of an
original a plication oath that is informal in
that it lacks authentication by a diplomatic or
consular officer of the United States. See
604.04(a).

Rev. 10, Oct. 1068




months
ble to give £n S
filing date of the first
pplication, especially if the inven-
tor’s name will not appear in a certified copy of
said foreign application, It should be noted
that an oath in the form proper before Janu-
ary 1,1953 isstill acceptable, = _
The single signature form mentioned in
605.04(a) includes. the o .
An oath which refers to applicant as “the
petitioner” need not contain applicant’s name

rd “sole” or “only” must
ut one inventor, and “joint” i
inventors. oot oo L0
‘When joint inventors execute separate oaths,
each oath should make reference to the fact
that the affiant is a joint inventor together
with each of the other inventors indicating
them by name. This may be done by stating
that he does verily believe himself to be the
original, first and joint inventor together with
“A or A & B, etc.” as the facts may be.

A seal is usually impressed. See 604 and
Rule 66. However oaths executed in many
states including Alabama, Louisiana, Mary-
land, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina and Virginia
need not be impressed with a seal.

If » claim is presented for matter not orig-
inally claimed or embraced in the original
statement of inveniion in the specification o
supplemental oath is required. Rule 67, 603.

602.01’ Oath Cannot Be Amended

The wording of an oath cannot be amended.
If the wording is not correct or if all of the
re:;:xired affirmations have not been made or if
it has not been properly subscribed to. a new
oath must be require(i However, in some
cases a deficiency in the oath can be corrected
by a supplemental paper and a new oath is
not necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the

h?pear if there
i two or more

270613 Q47—

RS l i
S ber and the date of filing.

~stitute oath is complete in itself, but the two

In the oath, th ]uratmnst ﬁlled out,and

ment an attention to the fact that the
application of which it is to form a tpart
must be properly identified in the body of the
new oath, preferably by giving the serial num-
, is is done in the
first action by means of attachment Form PO-
152 (rev. 6/67) (see T07.07()). i
neither the original cath, nor the sub-

‘neit

taken together give all the required data, no
further oath /is'feeded. SR :

602.02 New Oath or Saubstitute for

In the first Office uction the Examiner must
point out, making use of attachment Form PO-
152 (rev. 6/67) (see 707.07{a) ), every deficiency
in a declaration or oath-and reguire that the
same be remedied. However, when an appli-
cation is otherwise ready for issue, an Examiner
with full signatory authdrity may waive the
following minor deficiencies:

1. A delay of somewhat more than five weeks
plus mailing time in filing after the time
of making the declaration, or the time of
execution in the case of an oath.

2. Residence of an applicant if a post office
address is given.
3. Mir}xlo‘r deficiencies in the execution of an
oath.
If any of the above are waived, the Examiner
should write in the margin of the declaration or
oath 2 notation such as *Date of declaration
waived ; application ready for issue™ and initial.

602.04 Foreign Qath

An cath executed in a foreign country must
be properly authenticated. See 604 and Rule 66.

602.04(a) Foreign Oath Is Ribboned
to Other Application
Papers '

Extract from Rulc 66. (b} When the oath is taken
before an officer in a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribbon passed oue or
more times through all the sheets of the application,
except the drawings, and the ends of sald ribbon
brought together under the seal before the latter is
affixed and hnpressed, or ench sheet must be ippressed

Rev. 14, Oct. 1967



,d&ta_of the applica-
liance with

»:Gﬁ(c) If , - time " has

‘the Examiner should call for a new
What constitutes a reasonable time is a
uestmn of judgment to be determined by all
%e circumstances in the particular case. (Five
weeks. plua time of transmission in the: mails
was considered reasonsble under;the circum-

stances of Ex parte Heinze, 1919‘(‘ D. 67; 265

0.G. 148). : Note €02.05(a). ‘

“If no date of ‘execution appears, apphcant is
required to file either a new oath or a certifi-
cate from*the notary: glvmg the actual date

when the oath was taken. (o
.Oa(a) " Qath in Dlmmn and Con-
tinuation Cases

“Where the date of filing the a phcatzon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as
concerns the acceptability of the oath how
long a time intervenes between the execution
of the oath and the filing of the application.

When a divisional application is identical
with the original application as filed, signing
and execution of the oath in the divisional case
m_aﬂl be omitted. (See Rule 147, 201.06.)

a streamlined continuation npphcatlon, the
~oath or declarstion of the parent application
- can be used. Therefore, signing and execution of
2 new oath or declaration in the streamlined

continuation is not required. See 201.07.

603 Supplemental Oath

.- Rwile 8%, Bupplemental oath for matter nol originglly
damwd (2) When an applicant presents a claim for
matter originally shown or described bnt not substan-
tially emnbraced in the statement of invention or claim
originally presented, he shall file a supplemental oath
to the effect that the subject matter of the proposed
amendment was part of his invention : that he does not
know and does not believe that the same was ever
known or used before his invention or discovery thereof,
or patented or described In any printed publication in

Rev. 13, July 1067

' 'than inventor.

~for the ori

mdemmtormmmmtbymammmm

" Rule 67 requires in the supplemental cath
substannan a!l the data called for in Rule 65
inal oath. As to the p to be
served by the supplemental oath, the xaminer
should bear in mind that it cannot be availed
of to mtroduce new matter into an apphcanon

603.01 illxlpy m;.:"‘m Filed Aﬂer

Smca the decision in Cutter Co. v. Metro—
politan Electric Mfg. Co., 975 Fed. 158, many
supplemental oaths covering the claxms in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received their will be placed in the
file by the Issue Branch, but their receipt will
not be acknowledged to ‘the party filing them.
They should not be filed or considered as
amendments under Rule 312, since they make

no change in the wording of the papers on

file. See 714.16.

604 Admmlstratmn or Execution of
Oath

Ezxtract From Rule 66. Oficers authorized fo ad-
minister oathe. (a) The oath or affirmation may be
made before any person within the United States au-

. thorized by law to ndminister oaths, or, when made in

a foreigm country, hefore any dipiomatic or consular
officer of the United States authorized to administer
caths, or before any officer haviug an official seal and
anmthorized to administer orths in the i’oreign eountry
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consuiar
offiver of the United States, the c¢ath being attested

in all cases in this and other countries, by the proper .

official seal of the officer before whom the oatk or
affirmation is made. Such oath or affirmation shall be
valid as to execution If it complies with the laws of
the state or country where made. When the person
before whom the oath or affirmation is made in this
country I8 not provided with a seal, his official charac.
ter shall be established by competent evidence, as by




officer 'hngn
noted m 604.03{a), in'w ‘
is' necessary. - When the issue concerns the

thority of the person administering the oath,
the Examiner shouid reqnilz‘:apl‘o‘)f’bf Author-
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamy

latter should not be confused with a stan
legend indicating only the date of expirati
the notary'scommission.
_and seal. ' In some jurisd
the officer must be on the. his app
-Alabama, California' (certain notaries), Lo
isiana, Maryland, Massachusetts, New Jersey,
New York, Ohic, Puerto Rico, Rhode Island,
South Carolina and Virginia. ,

604.02 Venue

‘That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. . If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements b'{ the notary agé)enringrm the
oath, or from the listing at 604.03. Venue and
notary jurisdiction must correspond or the
cath 1s 1mproper. The oath should show en
its face that it was taken within the jurisdic-
tion of the certifying officer or notary. This
g(!)zay he given either in the venue or in the

oy of the jurat. Otherwise, a new oath, or
a certificate of the notary that the oath was
teken within his jurisdiction, must be required.
Ex parte Delavoye, 1506 C.D. 320; 124 O.G.
ggfli, Ex parte Irwin, 1928 C.D. 13; 367 O.G.
701,

604.03 Notaries and Extent of Juris-
dietion
The extent of the jurisdiction of the notaries
in the various states is given below.

executed oath
the seal of the

‘official title of
... This applies to

ich situations no seal

37

 evidence, as by a cer- |
court of record or
& seal, except as

et
- A other states
~(a) Alabama and Nebraska notaries are ap-

_pointed for counties and for state at large.

' (b) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.
; éc) In Hawaii it is generally limited to the
judicial circuit. R '
(d) In Yowa, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any other county. ‘ o
~ (e) The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint-

-

“ment and adjoining counties.

(f) InOhio, notaries other than attorneysare
appointed by the Governor for a term of 5 years
and have power to act only in county for which
appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature, ‘

(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exercise the
function of his office in such other county. In
such cases, however, notary must sttach to his
certificate a statement that he is qualified in the
county in which he acts, Notaries st large are
commissioned by the Secretary of the State.
Notary's signature must indicate that he is so
qualified. glpecial seal is prescribed by the Sec-
retary of State. ‘

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act In county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at large,

Rev. 12, Apr. 1967



uld be napec ,d‘?bsie”wuﬁ
xecution of the oath.

506 (81st Ccm%m,
136.»»7((&) The - followh

ive duty in the armed fo

. have general powers of a not
of a consul of the Urited States, he e‘ixr—
~ formanee of all notarial acts to be executed by
members of any of the armed forces, wherever
~ they may be, and by other persons subject to
this code [Uniform Code of Military Justice]
ide the continental limits of the United

‘l,judge advbcﬂtés of the Army and

3 , :
2 lax specialists; - o

(8). All summary courts-martial;.

%4 ~All adjutants, assistant adjutants, act-
_ing adjutants, :a,nd.slersonnel ndjutants;
~..(5) All._ commanding officers of the Navy
and Coast Guard; = ki
(8) All staff judge advocates and legal offi-

. cers, and acting or assistant staff judge advo-

- cates and legal officers; and .

(7) All other persons designated by rogula-
tions of the armed forces or by statute.

(d) The signature without s2al of any such
person acting as notary, together with the title
of his office. shall be prima facie evidence of

his authority. =

604.04 Consul

When the oath is made in a foreign country,
the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer caths must be proved
bz certificate of a diplomatic or consular officer

- ofthe United States. Rule66,604.  This proof
may be through an intermediary; ez, the con-
sul may certify as to the authority and jurisdie-
tion of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the
officer before whom the oath is taken.

604.04(a) Consul-Omission of Cer-
tificate

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenicnied. the application
is nevertheless given a filing date for purposes
of examination. The examiner. in his first

Rev. 12, Apr. 1967 as

nied

‘Director of the Patent Examining ‘Operation.

ing date. Appl ‘
Rk, ¢t return of,&atoa.th for
purpose. Such request must -be accompa-
by an order for a copy of the oath topl:e
retained in the file until the properly authenti-
cated oath is returned. See section 604.04(z),
MPEP. After the oath has been authenti-
cated, it should be returned promptly to the
Patent Office.” R R

At the time of the: next Office action the

. request for return of the oath, together with

the application file and the copy of the oath,
is submitted through the Group Manager to the

If the request is approved by him, the oath will
be returned by the examining division. - = -

.. The filing of a declaration by the applicant
in liex of an authentication of the original oath

- cannot be accepted since the authentication is

essential to preserve the original filing date.
604.05 Consular Fee Stamp

All papers executed on or after June 28, 1955.
that formerly required the consular fee stamp,
are acceptable without such stamp.

60£.05(a) Omission of Consular Fee
Stamp

In applications executed abroad prior to June
28, 1955 before a counsular officer and in which
a consular fee stamp is uired but from
which the required stamp is lacking, the Ex-
aminer shoald not require a consular fee stamp
to be furnished. The applicant should be in-
formed that the oath or authentication, as the
case may be, dees not carry the required con-
sular fee stamp and that the applicant should
obtain a statement from the consular officer
that 8 fee stamp had been affixed when the
paper was executed.

604.06 By Attorney in Case

The language of Rule 66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of Lis
authority and jurisdietion and will not know-




See rule 147,

Unless the contrary is indlcated the word: appll-
cant™ whin -usid: i tHed rtdes peférs to'the in ;
joint inventors who have applied for a patent, or to
the person mentioned: m ulm 42. 43, or 47 who has

entire numbér. can’ apply for a patent tor an inven-
tion !m'ented by them jointly. except as provtded in
rule 47, ¢

For convertxblhty from a ]omt to sole or sole
to joint application, see 201,03,

Rule §6. Assigned mcenm»u Md patenta In case
the whole or a part interest in the Invention or In the
patent to be Issued is assigned, the appﬂcation must
stiil be made by the inventor or one of the persons
mentioned in rules 42, 43, or 47. - However, the patent
way be {ssued tv the nssigoee or jointly to: the inventor
and the aasignes &9 provided in Tale 334. ;

This section concerns filing by the acmal in-
ventor. If ﬁled by csther, see. 409 03.
‘Nore
Streamlined continuation apphcntxon, 201.07.

Disposition of application by inventor, 301.
Inventor dead or &sane, 409, ’

605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an

phcant whe he U S. Aroy or U

4 stafémient 'td ‘that” effect 'is’ suﬂiéien‘t

605 03 Appllcant Post OﬂioeAddn:u
Apphcant s post: oﬂiee addresa Theans under

~Rule 61 that address at w}uch he cnstomanly :

recenves his mail.
The ‘objeet of - nqumng app!xcxmt’s post of‘ ‘
"’ble the Ojﬁce to eommum-

fice: ddtess is to

struchons to ‘send con mumcatlons to pphcant
in_care of the attorn

,,,,,

cant’s own signature. Where, however, havmg
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted that the city and state of his resi-
dence are the city and state of hxs post office
address.

Any amendment of the post oﬁice address re-
quires the signature of the applicant himself.

605.04 Applicant’s Signature and
Name = ‘

. Rule 57. Signoture. The application must be signed
by the applicant in person. The slgnature of the osth
will be accepted ns the signature to the app!icntion
provided the oath is attached to and refers to the
petition, specification and claim to which it appliea.
Full names must be given, Including the full first
name without abbreviation. and the middle initial or
name {f any.

Rule 6. Signature to the apecification. When the
oath 1s attached to and refers to the petition, specifica-
tion and claim to which it appiies, the specification
need not he signed. Otherwise it must be signed by the

applicant in person.

Rev. 18, July 1967




All appl Se
and last names with middle initial or name,

if any, of the apphcant at any place in the
ie;.ﬁon : ived and

a sufficient .cbmplmnoe i
‘the Bules of Practfx

t be filed over the apj
ure setting forth that his

OWDSI

name is as signed or what is in fact hls full f

first name.
" No affidavit should be required. -

- The requirement should be made only when
for the first name in the signatnre & mere ini-
tial appears or what can be only an abbrevia-
tion of a name.

Rule 57 requires “full names” The full first
name must appear somew here in the papers as
filed. redOthem approprnate amendment is

ni

n an application where the name is type-
written with & middle name or initial, but the
signature is witheut such middle name or ini-
tial, action should be taken as follows:

Iﬂ the first Office letter, call attention to the
lnck of wniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary

amendment.

' If applicant, in reply, gives the name with-

 out the middle name or initial unm,ﬂompamed

by any instructions to amend the typewritten
name, the reply may be interpreted as a direc-
tion to cancel the middle name or initial from
the preamble; though such amendment is not
material. since the preamble is no longer
printed in the patent. It is necessary how-

Rev. 13, July 19067

;,C(Ilf V

c:nt'

there are inconsiste
There should be uni

605 04-(e) Apphcant Chnngu Name

In cases where an applicant’s name has been

: changed after his application has been filed

and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an affidavit signed with
both names and setting forth the procedure
whereby the change of name was effected, or a

- certified copy of the Court order. Such papers

are recorded by the Ass:gnment Branch where
the new name is added on the file wrapper.
The Assignment Branch forwards the file to
the Application Branch for & change in their
records. . _
No change is made on the fwe of the file
by the Clerk of the examining group. A suit-
able endorsement being made by the Assignment
Branch. . When resdy for allowance, the case
should be sent to the Drafting Branch for the
addition of the new name to the drawing.
Where the change of name is merely by
amendment, such as the addition of a full first
name or a mldd]e initial ‘and no affidavit is
required, the file is sent to the Application
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assignment record.




thc ‘ume order in the sxg-ntturas to the pehhon,
ion, oath, and dray
agfer of' npmeg of j ’

ords in the Office. Since the parﬁcular order
in' which the names appear is of no conse-
quence insofsr as the legal rights of the joint
applicants are concerned, no changes will be
made except for good reasons and by permis-
sion of the Commissioner. It is suggested that
all typewritten and signed names appearing
in the application papers should be in the same
order as the typewritten names in the oath.

In those instances where the joint applicants
file separate oaths, the order of names is taken
from the order in "which the several caths ap-
pear in the application papers unless a differ-
ent order is requeeted at the time of ﬁlmg

605.04(3) When Name In Correaed,
Send 20 Applieation
ane!l

When the name is corrected by amendment,
the file should be sent to the Appiication
Branch for correction of the name in ite vec-
ord. When the name is changed, see 605.04(c).

605.04(h) Signatare to Drawing

Rule 82. Signature to drawing. Signatures are not
required on the drawing if it sccompanies and 1a re-
ferred to in the other papers of the application, other
wigse the drawing must be signed. The drawing may
be signed by the applicant ic person or have the name

‘ l‘ e S i ‘\,.11.. T g
sp hed in pencll by the Mail Branch.
en the drawing is sxgned by the inventor

in person the name of the not

mitted to a)
Th ppw

' ey wing 18
at 608 02(11) For return of drawing to appli-
cant for signature see 608.02(y).

The name: or signature of ﬂn Ainventor must
be identified as such by an riate legend.
Each sheet must be sxgned en the signature
is necessery. The printed name of the in-
ventor without & signature ‘is also acceptable
and may appear, if desued, only on the first

605.05 Administrator, Executor, or
- Other Legal Representative

In an application filed by a legal representa-
tive of thep inventor, the speexﬁtmn ‘should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.”

For prosecution by admlmstutor or sxecu-
tor, see 409.01 { a}

For uon by heirs, see 4&901(& and
409.01(4).

For proseeutwn by mpmsentatxve of legally
incapacitated inventor, see 408.02.

For presacutlon by other than inventor, see
409.08.

605.05(a) Signntnre of Legal Repre-
sentative
If the drawing is signed by the legal repre~
sentative it must follow this form:

John A. Jones, deceased,
by Mary A. Jones, Administratrix.

Rev. 11, Jan. 1967




606.01 ExmmerMay Req’uireﬂhange

- 'Where tho tltle is not descmptlve of the in-

vention claimed; the Examiner should require
the: substitution of a new title that is cleariy
indicative of the invention to which the claims
are directed. .This may result in .sli htl

v titles, but the loss ‘in" ‘brevity of tit

wﬂ ‘b thore than offset ‘by the’ gain in lts
informative value in .indexing, classifying.
searching, etc. If a satisfactor title is not
supplied {:y the applicant, the Examiner may
change the title by Exammer 8. Ammdment an
or after allowance.

1f a change ip title is the unly o betng
made by the Examiner at the time:of “allow-
ance & separate Examiner's Amendment need
ot be prepared. The change in title will be
incorporated in the Notice of Allowance. This
will be accomphshad by adding the typewrii-
ten notwtion in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
tering thereunder: the titla as changed 'by the
Examiner who should initial the face of the
file wrapper.

“However, if an Examiner’s Amendment must
be prepared for other ressons any change in

title will be incorporated therein.

Rev. 13, July 1067

Iazms alrendy for SRS
.a,$2..-for each -clzgim pending in eXcess of the
- totak numberaimd ‘paid for.. (It
- should: be that the basic
$65 fee ‘E‘avs for ten (10)-claims, one
~ of which may be independent; re-
: gsrdhm of ths number aotnn.lly

b - filed.) -

Amendments before the ﬁrst acuon, or not
filed in response to an Office action, presenting
additional claims in excess of the number al-
resdy paid for, not accompanied by the full ad:
ditional fee due, will not bie entered in whole or
in:part and applicant - will be so advised. * Sach
amendments: filed in reply to an Office action
will be regarded as not responsive thereto and
the practme set forth in sectlon 71403 mll be
followed.

The addxtmna] fees, if any due thh an
smendment! aré caleulated on’the basis ‘6% the
claims;: (total rnd independenty which would be
present, if the amendment were entered. The
amendment of a ciazm, unless it changes s de-
dendent claim to an independent claim, and the
replacement of & claim by 4 claim of the same
type do not require any additional foes,

For p(gg»mes of determining the fee due the
Patent ce, a claim will be treated as de
dent if it eontains reference to one othet im
in the application. A claim dstermined to be
dependent by this test will be entered if the
fee paid reflects this determination,

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for




st
; amendment tmle& ich claims are cancel i
' The additional fees, if any, due thh an
~ amendment are required prior to any consider-
- at.lon of the amendment by the Examiner.
 Money paid in connection with the filing of
: a‘proposed amendment will not be refunded
v reason of the nonent *f[of the amendment.

‘607 01 Fee Exempt
There were two types of Fee Exempt appli-
cations: (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b) those
- filed under a ruling of the Comptroller Gen-
“eral’s Opinion B—lll 643 a’so abrogated as of
the samme date:

FrLep Uxper 35 U.S.C. 266

35 U.8.C. 266. Issue of patentc soithout fees to Gor-
ernment employees. The Commissioner may grant,

- specification should

~manufactured and used Iv
ernment for governmenta

~ should be entered,

421

memmmmmn is used or
Mum!lnthembnctnmtandmenppu

_cant in his application states that the [avention de-

stribed therein, If patented, may be manufactured and
used by or for the Government. for governmental pur-
poses without the payment te him of any royalty

 thereon, which stipuirtion shail be included in the
patent. (Based on Act May, 4, 1883, amended Apr, 30,

1928. Repealed October 25, 1963.)

In revising such applications for issue, the
checked to assure the
presence of the substance of the following
statement therein:

“The invention descnbed herein may be
or for the Gov-
purposes without
the payment of any royalty thereon.”

If the SubStﬁmi:ie of such a 1statf«an!)lemt, dogs
not a 1 as the first para 1 of the specifi-
Catl()lll)l‘)::ftel‘” the abstp;actg{:l{) is presenti;)zlse-
where in the speclﬁcatlon or record, the same

Examiner’s Amendment,
as the first paragrapi of the specification after
the abstract.

If the substance of this statement is not
present at any point in the record of the ap-
plication, an action should be made requiring
such statement, signed by the applicant, and an
amendment directing insertion of same as the

Rev. 13, July 1067




« mventxon and mﬁplxamon

ceilt of recoaich and B
y the Gmmment under contract or
agreementf requiring that the results thereof
be made available to the public, and the appli-
“vontains & clause dedicating the inven-
patent to be granted to the free use
sople in the tem ry of the United

October 25, 1965, there are no
watmns w'hxch are exempt from

ance is dated on or after October 25,1965.
The following two sections (607T. Ola, 60? Olb)

are applicable only to old cases.
607.01(a) Inventor Leaves Semce of
United States

An opinior of the Attorney General, dated
January 14, 1936, rules that an application
filed under the Act of 1883, as amended, now
35 U.S.C. 266, which meets the requirements of
this statute as to the status of the inventor at
the time of filing, is sufficient warrant for the
issuanee of & patent to the inventor if the in-
vention claimed therein is found patentable,
whether or nol he is in the service of the
United States at the time the patent issnes.

607 01(b) Fee Exempt Changed to
ee Filed

Where an application was filed under 35
U.S.C. 266, the regular filing fee can be subse-
quently paid and proper amendment made by
the inventor, concurred in by the Head of the
Department corcerned, cancelling the offer of
dedication, the fee being entered on the file
and e(tlhe original date of the application re-
tain

payment of the lssueyfee if the netice of aﬂow- :

of the mvengon for which he seeks

closure
rotection. All amendments or claims must
d basis in the original disclosure, or they

involve new matter. Ap hcnnt ma t{ rely for ‘

disciosure the s original
claims and wmgs,allasﬁledoomplete. See

Bule 118, 608.04

608.01 Speeiﬁeation -

Rule ?LMM!&»M WMionafm
invention.  (a) The specification must inclede a writ-
ta:dmiptiou’ £ the invention or discovery and of
the manper und: process of making and miax the
ume.anéism!redtobelnmmll.chr con-
cise, mmwmsastomblemmmskmed
in the art or science to which the. invention or dis-
covery appertains, or with which it is most nearly
connected, to make and use the same. .

- {b) The gpecification must set forth the prec!ae in-
vention for which a patent is solicited, in such manner
as to distioeuish it from other inventions and from
what is old. - It must describe completely a specific
embodiment of the process, mackine, manufactare,
composition of matter or improvement invented, and
must explain the mode of operation or principle when:
ever appiicable. The best mode contemmplated by the in-
ventor of carrying out his invention must be set forth.

(¢} Iuthe case of an improvement, the specificsation
must particulsrly point out the part or parts of the
process, machine, menufscture, or composition of mat-
ter to which the improvement relstes, and the deserip-
tion should be ¢onfined to the specific improvement and
to such parts as necessarily cooperate with it or as may
be necessary to a complete understanding or descrip-
tioat of it.

.Certain cross notes to other related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should be re-
quired to be cancelled. Rule 78, 202.01.

Rule 52. Language, paper, writing margine. {a)
The petition, specification, and oath must be in the
English language. Al papers which are to become a
part of the permanent records of the Patent Office must
be legibly written or printed in permanent ink.

Rev. 11, Jan. 1067




” orms' of repro
1! provu{ed the paper éﬁ
' that amendments may be
n° ink. So-called “Ess:ly
having a special coating so
thaﬁ,msuresm be made more easily may not
: ‘ ’ copy.  Rule 52(a). ' If
8 hght' pmssu e of an ordinary (pencil) eraser
removes the imprint, the examiner should, as
soon ss this becomes evident, notify applicant
thabxthllbeneoessary for him to order a copy
of the tion and claims to be made by
the Patent Office at lns expense for incorpora-
tion in the file. It is not necessary to retum
this eopy to applicant for signature. '

See in re Benson, 1959 C.D. 5; 744 ()G 353.‘
1ve,hec~ ‘

Reproductions prepared by haat-se‘ 8i
| rit’ _ciuphcatxo Ocesses are

 Asstated in Rule 52 the speciﬁcatmn £ Weﬂ

as petition and oath must be m the Engl.sh
ln s

| Engl;sh that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence should
not be: mqmred or aooepted exoept in extreme
cases,

The reqmrement that the speclﬁutxon must
be in the English language is not satisfied by
the filing of a signed speclﬁeatlon in a foreign

Rev. 11, Jan. nm

- dmwing if there are dmwings

" The spemﬁcatmn is sometxmw in such faulty ‘

. 4d)- 4 Brief summarv of thé invention. :
{e) ‘Briet deseription ot ‘the several views ot ﬂm

. {f) Detailed description.

ih) Signature. - (ﬁeemlem)
- Note

legn p-atent specxﬁca.tmn, 1503.01.
Plant patent specification, 1601.5.
Reissue patent speclﬁmtlon, 1401.06.

The fcilowmg order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettercd
items should ‘be. prereded by the headmgs

’ indicated.

(a,ﬂ Title of the Invenuun. |
- {b) Abstiact of the Disclosure. =
~Ae) Cross—Referenoes to Related Apphf'a-

‘ ‘nons (if any).

( d) Buckgmund of the Invention.
1. Field of the Invention.
‘2, Description of the Prior Art.
(e) Summary of the Invention.
(f) Brief Description of the Drawing.
{g) Description of the Preferred Embodi-
ment(s).
(h) Claim(s).




_abstract is also )
" tions already on fil
- first Office action
iner by November
“to issue on the first

 The Exa .
~ technical disclosure in th tmeﬁi?‘xcai:i«;m, he ab-
stract to appear immediately after the title of
the invention andﬁ»1 i ' ;
separate paragraph unde e
stract of the Disclosure.” = = i
Responses to such actions should be treated
under Rule 111(b) practice like any other for-
mal matter. o

Upon passing the case to issue, the Examiner
should see that the abstract is an adequate and
clear statement of the contents of the disclosure
and generally in line with the guidelines in the
following paragraphs; the abstract shall be
changed by the Examiner’s Amendment in those
instances where deemed necessary. -

1. The purpose of the abstract is to provide a
nonlegal technical statement of the contents of
the disclosure. The abstract should be an ob-
jective condensation (rather than a description)
of the disclosure, in clear and concise language.
Statements as to the relative merits or value, or
speculative applications of the invention should
be omitted. L ,

2, The abstract should be especially designed
to serve as a searching-scanning tool for the
scientist, engineer or regearcher in the particu-
lur art, and therefore should serve to indicate
whether there is a need for consuiting the full
specification for details.

3. The abstract should be as brief as the sub-
ject permits. A single paragraph of 50-100
words should be sufficient.

4. Especially in the chemical field, the ab-
stract should include a statement of the utility
of the subject matter of the disclosure, particu-
larly that which is related to the invention.

comprises two parts.

state of the Frior art known to the applicant,

require the su f a brief abstract of the -appropriate.

The f the Invention ordinarily
(1) Field of the Invention: .

the field of art to which the

1is statement may include a par asing of
icable U.S. patent classification defini-

. 'The statement should be dir to the
oct matter of the claimed invention. =

(2)  Description of the Prior Art: A para-

- graph(s) describing to the extent practical the

erences to specific prior art where
] ; ‘Where applicable, the problems
involved in the prior art, which are solved by
the applicant’s invention, should be indicated.

Seeals ()

~ Brief Summary of Inven-
tion =

Rule 73. Summary of the invention. A brief sum-
mary of the invention indicating its nature and sub-
stance, which ma¥ include a statement of the object of
the invention, should precede the detailed description.
Such summary should, when set forth, be commensurate
with the invention as ciaimed and any object recited
should be that of the invention as claimed.

Since the purpose of the brief summary of
invention is to apprise the public, and more
especially those interested in the particular art
to which the invention relates, of the nature of
the invention, the summary should be directed
to the specific invention being claimed. in con-
tradistinction to mere generalities which wonld
be equally applicable to numerous preceding
patents. That is, the subject matier of the in-
vention should be described in one or more
clear, concise sentences or paragraphs. Stereo-
iyped generzl statements that would fit one
case as well as anothier serve no useful purpose
and may well be required to be canceled as
surplusage, and, in the absence of any illumi-
nating statement, replaced by statements that
are directly in point as applicable exclusively
to the case in hand.

The brief summary, if properly written to
set out the exact nature, operation and purpose
of the invention will be of material nssistance
in aiding ready understanding of the patent

Rev. 14, Oct. 1967




. contain a ‘reference

, same \ applicant 0

Rule 74 Reference to dmw ,
drawings, there shall be a brief descriptlon ot the
several views of the drawings and the de tled, de-
seription of the inventlon shall T

views by specifying the numbers of the figures, and
to the different parts by use of retemnce letters or
numerals (preferably the latter\_ '

. The Examiner should see to it that the fig-
ures are correctly described in the brief de-
scription of the drawing, that all section lines
used are referred to, and that all needed sec-

tion lines are used

608.01 (g) Detalled Description of In-
venhon

A detailed descrlptlon of the inv entlon and
drawmgs follows the gen
vention and brief descmptlon of the dmwmgs
This detailed description, required by Rule
608.01, must be in such partwulanty as to en-
able any person skilled in the pertinent art or
science to make and use the invention without
involving extensive experimentation. Au sp-
plicant 1s ordinarily permitted to use his own
terminology, as long as it can be understood.
Necessary grammatical corrections, however,
should be required by the Examiner, but it
must be remembered that an examination is
not made for the purpose of securing gram-
matical perfection.

The reference characters must be properly
applied, no single reference character heing
nsed for two different parts or for a glvon part
ard a modification of such part. Tn the Iatter

Rev, 14, Oct. 1187

for the
~ ample o t

eral statement of in-

Current practice is to ac-
'ple as suﬂiclent to meet

,,Nm

tinetly claiming the subject n er which the apj)lieant
regards as his invention or discovery. .

{b) More than ope claim may be presented prov(ded
they differ substantiaily from each oﬁler
undu]y multipiied. ‘

{¢) When more than one claim iy presented thev
may be placed in dppendent form in which a claim
may refer back to_and further restrict a single preced-
ing claim. Claims in dependent form shsil be con-
strued to include all the limitations of the claim
incorporated by reference into the dependent claim.

{d)¢1) The claim or claims must conform to the in-
vention as set forth in the remainder of the specifica-
tion and the terins znd phrases used in the claims must
find clear support or antecedent basis in the desecrip-

jon so that the meaning of the terms in the claims may
he ascertainable by reference to the gescription.

(2} See rules 141 to 147 as to clalming different in-
ventions in ohe application. ‘ ' ‘

fe} Where the nature of the case admits, as in the
csse of an improvement, any independent claim should
coptein in the foliowing order, {I) a preamble com-
prising a general description of all the elements or
steps ‘of the claimed combinaticn ‘which are conven-
tional or kuown, (2) a phrase such as “wherein the
improvement comprises.” and (3) those elements, steps
andsor relationships which constitute that portion of
the claimed combination which the applicant considers
as the new or iimproved portion,

No

Numbering of Claims, 608.01(j).
Form of Claims, 608,01 (m).




allowance; the ¢
the claims con
appear or in speh
by applicant.

~ Sec. 33 US.C. 1

cant shall particula
 claim the subject matter which he regards as
his invention. The portion of the application
in which he does this forms the claim or
~claims. This is an important part of the ap-
‘plication, as it is the definition of that for
which protection is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may
rely not only on the specification and drawing
as filed but also on the original claims if their
content justifies it. - _

‘Where subject matter not shown in the draw-
ing or described in the specification is claimed
in the case as filed. and such original claim
itself constitutes a clear disclosure of this sub-
ject matter, then the claim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter,  The c¢leim should not be a

C. 112, requires that the appli

either by objection or rejection because this
subject matter is Jacking in the drawing and
specification. It is the drawing and specifica-
tion that are defective; not the claim. :
It is of course to be understood that this dis-
closure in the claim must be sufliciently specific
and detailed to support the necessary amend-
ment of the drawing and specification. ‘

608.01(m) Form of Claims

While there is no set statutory form for
claims, the present Office practice is to insist

- drawings may be used i

_ recitation of the same ele;
- ments in the claims, The ¢ aracti
however, should be enclosed within parentheses

y point out and distinctly |

L1

‘characters which may

-

ponding to ele-
escription and the
junction with the

The r

so as to avoid confusion

her numbers or
r in the claims.
The use of reference ch ers is to be consid-
ered as having no effect on the scope of the
t:laixln-'?- R L e i

. Claims shou .arranged in or-
der of scope so thl;i;- the first cla
the broadest. Where separate species are
claimed,: the claims of like ssiiecxes should be
grouped together where possible and physically
separated by drawing a line between claims or
groups of claims. oth of these provisions
may not be practical or possible where several
sFecies claims depend from the same generic
claim.}  Similarly, product and process claims
should be separately grouped. Such arrange-
ments are for the purpose of facilitating classi-
fication and examination,

The form of claim required in Rule 75(e) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this form of claim is considered to positively
and clearly include all the elements or ste%s -
cited therein as a part of the elaimed combina-
tion. ‘ R ,

‘See Rejections not based on Prior Art
706.03. L ‘
608.01(n) Dependent Claims

Rule 75(c). reads as follows:

‘When more than one claim is presented, they may
be placed in dependent form in which a claim may refer
back to and further restrict a single preceding claim.
Claims In dependent form shall be construed to inciude
ali the limitations of the claim incorporated by refer-
ence into the dependent claim.

Rev. 14, Oct. 1087



- for examp!

f any

pendent
rly required. ;l)phcant may
nd ‘the claims to place them in
dent form, or may redraft them as

pendent claims, u

‘would not also infringe t

her

ced further limit
nis or added still o

elements. - R R SRR
The fact that a dependent claim which is oth-
erwise proper might require a separate search
or be separately classified from the claim on
which it depends would not render it an im-
proper dependent claim, ‘although it might
result in a reguirement for restriction. .
The fact that the independent and d?endent
claims are in different statutory classes does not
in itself, render the latter improper. Thus, if
claim 1 recites a specific product, a claim for the
method of making the product of claim 1 in a
particular manner would be a proper dependent
claim sinee it eould not be infringed without in-
fringing claim 1. Similarly, if claim 1 recites a
method of making a product, a‘claim for a prod-
uct made by the method of claim 1 could be a
me)er dependent claim.  On:the other hand
if claim 1 recites a method of making a spemﬁe(i
product, a claim to the product set forth in claim
1 wonld not be a proper dependent claim if the
product might be made in other ways. Note,
that since Rule 75(c) requires the dependent
claim to “further restrict” the preceding claim,
this Rule does not apply to product-by-process

claims.

BRev. 14, Oct. 1967

- the ge ce of claims and, in’

60801

cla o
~ Nodependent claim should be separated from
its base claim by another claim dependent on a
different base claim. A claim which depends
from a dependent claim should not be separated

“therefrom by any claim which does not also
: g:pend from said “dependent” claim. It should

lmﬁcm ‘mind that:a :dependent claim may
er back to any preceding independent claim.
e are the only restrictions with respect to

appli-
. Dee

e

general,

hould not be Changed

- Reecroxw anp OBIEcTION

" If the base claim has been cancelled, a claim

which is directly or indirectly dependent thereon
should be rejected as incomplete. If the base
claim is rejected, the dependent claim should be
objected to rather than rejected, if it is otherwise
allowable.. - . . oo
- Examiners sre reminded ‘that a dependent
claim 'is directed to a combination includi
everything recited in the base claim and what is
recited in the dependent claim. 1t is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
peadent claim. A :
Dependent clsims should be carefully checked
when claims are renumbered (Rule 126).

608.01(0) Basis for Claim Terminol-

-ogy in Description oo

The meaning of every term: used in any of
the claims should be appavent from the de-
seriptive portion of the specification with clear
disclosure as to its import, and in mechanical
cases it should be identified in the descriptive
portion of the specification by reference to the
drawing, designating the part or parts therein
to whicﬁ the term applies, . A term used in the
claims may be given a special meaning in the
description. No term may be given a meaning
repugnant to the usual meaning of the term.

, in turn, refers to an-

. |




amendment of his specification so
therein clear support or anteceden
the new terms :sepea n

: Newly ‘ﬁ]ed‘ apf)

. are discussed in 702.01. : ,

A disclosure in an application, to be com--

~ plete, must contain such description and details
“as to enable any person skilled in the art or
~ science to which the invention pertains to make
. and use the invention. = L

‘While the prior art setting may be men-
tioned in general terms, the essential novelty.

in such details, including proportions and tech-
niques where necessary, as to enable those per-

sons skilled in the art to make and utilize the

invention. o
Specific operative embodiments or examples
of tﬁz invention must be set forth. Examples
and description should be of sufficient scope as
‘to justify the scope of the claims. Markush
claims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitution and formula of
a chemical compound is stated only as a proba-
bility or speculation, the disclosure is not suffi-
cient to support claims identifying the com-
pound by such composition or formula.

A complete disclosure shouid include a state-
ment of utility. This usually presents no prob-
lem in mechanical cases. In chemical cases,
varying degrees of specificity are required.

A disclosure involving a new chemical com-
pound or composition must teach persons
skilled in the art how to make the compound
or composition. Incomplete teachings may not
be completed by reference to subsequently filed
applications. If the starting material is old

48.1

lications obviously failing to
~filing date, subsequent publications or subse-

_ disclose an invention with the clarity required |
- quently filed applications cannot be relied upon

the essence of the invention, must be described

tor adequately discloses the prepa
6 starting’ material, and refere :
 such application by serial number at the
of filing, further reference may be
mendment for a statement on a genersl’
reparation of the starting material.

different inventor may not o . Iy be made
for the purpose of completing the disclosure.

Al essential claimed features of an invention
must be fully disclosed in the application with-
out depending upon a reference to a copending

,,amﬁon nor to a foreign patent for com-
P ‘

the disclosure. ,
Since a disclosure must be complete as of the

to establish a constructive reduction to prac-

tice.

Nore—Trade-marks and = trade names

608.01(v). :

608.01(q) Substitute or Rewritten
Specification

Rule 125. Substitute specification. If the numher or
nature of the amendments shall render it gifficult to
consider the case, or to arrange the papers for printing
or copying, the examiner may require the entire speci-
fination or claims, or any part thereof, to be rewritten.
A suhstitute specification will ordinarily not be ac-
cepted unless it has been required by the examiner.

The specification is sometimes in such faulty
English that a new specification is necessary.
but new specifications cumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases.

A substitute specification that has not been
required. and is not needed. is not entered. See
714.20. :

New matter in amendment. see 608.04.

Application prepared for issue, see 1302.02.

608.01(r) Derogatory Remarks
About Prior Art in Speci-
fication

The applicant may refer to the general state
of the art and the advance thereover made by

Rev. 14, Oct. 1087



The exprasszons “trademarks” and "namas
trade” ss usnd below have the follow-

1 t;fy and dlstmgmsh his product

from those of others. It is a proprietary word

ah : ' s  pointing disti tly to the product of one pro-
may bebmnsfenedfmm \ pnora plication toa  ducer.

later case by the sa Y {1 Names Used in Trade . nonproprietary

. to 608 02(]) T 7w name by whmh an artufle or product is known
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 timeto

- ‘producer,

Nsmes used i

 ent applications
(1) 1 s ;
accompan

~precise and defini

trary. The form ¢har-

es of the product may
: , time and yet it may continue to be sold
- under the same trademark. In patent specifi-
. cations, every element or ingredient of the
~product should be set forth in positive, exact,
intelligible language, so that there will be no
uncertainty as to what is meant. Arbitrary
trademarks which are liabie to mean different

constitute suc langurgge. ‘ S

However, if the product to which the trade-
mark refers is otherwise set forth in sach lan-
guage that its identity is clear the Examiners
are authorized to permit the use of the trade-
mark if it is distinguished from common de-
scriptive nouns by capitalization. If the trade-
mark has a fixed and definite meaning it con-
stitutes sufficient identification unless some
physical or chemical characteristic of the article
or material is involved in the invention. Inthat
event as also in those cases where the trademark
has no fixed and definite imeaning, identification
by scientific or other explanatory language is
necessary. :

Where the identification of a trademark is
introduced by amendment it must be restricted
to the characteristics of the product known at
the time the application was filed to avoid any
question of new matter. (Basis: Notice of
Ns')%;en)nber 18, 1947 and Notice of January 23,

If proper identification of the product"rsold,

under a trademark, or a product referred to
only by a name used in trade, is omitted from
the specification and such identification is
deemed necessary under the principles set forth
above, the Examiner should hold the disclosure

from

things at the pleasure of manufacturers do not

ween a't_r'adéx'nark‘ and
es is sometimes indefinite,

49

tive name) sold under the trademark Y” is

hc&tlon.
Al “ug}..l e k

anguage
fact that the latier:

out the A
: such as “the product

(2

permissible. : R
The use of a trademark in the title of an
application should be avoided as well as the
use of a trademark coupled with the word
“type”; le., “Band-Aid type bandage.”

Partiar Last oFr TRADEMARKS

Nore: Any question as to whether or not an
apparent trademark is in fact a registered
trademark or not should be referred to the
Trademark Classification and Search Division
(Ext. 5165) for determination. If a regis-
tered mark, it should be capitalized.

Acoustical Labyrinth e
Adrenalin ,
Aerosol (wetting agents)
Alemite

Alpha (Protein)

Al Si Mag

Alumel

Alundum

Ameripol

Anchor (fence)

Aguadag

Areskap

Aresket

Aresklene

Atraumatic

Bactratycin
Bakelite
Band-Aid
Bathinette
Benzedrine
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Caterplllar (tmd), ,

%}lmlve o G : s : Il“’&l' tt )
; . Ingy}
Cellucotton '(surgxcal dressmg) e Iron- d {ngfse g
gz?‘?;:d (plastlcs) . ‘ Ironclad ¢ Batterles)
% ;
Chevron (machmery paekmg) o ~ Jeep
"Chlorex e - Jet Lme,
‘Chloromycetin : :
Chromax . -
Chromel (al oy)
Coke (beverage)
Corex

0 Cumar
' Cyclone (fenee)

Dacron ~7, PRI AT
II))anf]orth (anchor) ‘ , e ‘ﬁiﬁﬁmt& , o

ecalin EER [ oniirinmpans . g N :
Dee freeze ( home freezer) , Eg}:t){;? iner) T e
De- ~ L o L
Dl,-Phenohc Acid s | ﬁggg Lead (ink)
Dry Ice Lux
Dual-Seal ,
Dulux ' Masonite
Duraloy =~ . Methocel
Duraplex Micarta

Microballoon(s)

Eidophor — . Modutrol
%}ectro—%ﬂxcon Monel

on : Mono
Emulphor L My ca]tev?e
Erector  Mylar
Fascinator ~ ND.G.A.
Fathometer N'ekel =
Fiberglas Neon (signs)
Filtrol Nichraae
Flexowriter Nico-fume
Fiuorophene ' Ni-Resist
Foamite Nitralloy
Formica Nonex
Freon .

.. Otilgear

Gantrisin Orlon
ggm Paraplex
Glyptal Perbunan
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_ Ripple so]e
R la.th ( laster-board)
Rockwell ester)

Roquefort -

Santomerse
-~ Scintillometer

Scotch (pressure sensitive tape, ete.)
Shakeproof

Sheetrock

Snap-on

Solvesso

Speed-Nut (£

ed-Nut astener)

S&il-Flex

teri-Pad (surgical dressing)
Stiflex g
Storm Choke
- Straddle Truck

Styrofoom

Sylphon
“Sylphrap

Synchrotester

Synpor

Syntron

nﬁ)alonfastener)

Tec moolor
51

1 Nistae

. _V‘zstanex (-\Iedxum)
Yotator
Vultex

Veather-Ometer

Zipper (heels)

608.02 Drawing

"Rale 81. Drawinigs required. "The app!icant for pat-
ent s requirved by statute to furnish a drawing of his
invention whenever the nature of the case admits of
ity this drawing must be filed with the application.
Hlustrations facilitating an anderstanding of the in-
vention {for example, flow sheets in eases of processes,
and disgrammatic views} may alss be Turnished in
the same manner as drawings and may be required by
the Office when considered necessury or desirabie.

Rule 86. Draftsman to make drawisgs. {(a) Appli-
cante are advised to emplm mmpetent draﬁsmen to
make their drawings.

(b} The Office may furnish the drawlngs at the sp-
plicant’s expense a8 prompily as itg draftsmen can
make them, for applicants who cannot otherwise con-
veniently procure thom. ( See rule 21.)

i NoTE
Standards for drawings, Rule 84.

A booklet “Guide for Patent Drafts-
men” is available from the Superintendent
of Documents, U.S. Government Printing
Office, Washington, D.C. 20402, price 20
cents.

Design patent drawings, Rule 152, 1503.02.

Plant patent drawi Rule 185.
Reissue application drawings, 608.02(k).

Rev, 14, Oct. 1967




~iner to be placed on drawings see 717.03.

provisions of the second sentence
(unexecuted case), does not obvia
for formal Bristol board drawiz
narilg;,ugrints of the original formal
will suffice for examination.
Applications filed without dra

fore the applicant can be giv
Doubtful cases are referred to the Office of the
Director for decision as to the need for such a
drawing. It has long been the practice to
accept a process case (that is, a:case. havimg
only process or method claims) which is fil

without a dra .. The same practice has been

followed in composition cases. Other situa-

tions where drawings are usually not consid-
ered essential for a filing date are: :

L. Coated articles or products. Where the
invention resides solely In coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition, the
. application containing claims to the coated or
~ impregnated sheet or article, unless significant
- details of structure or arrangement are in-

volved in the article claims.

XL Articles made from a partwular mate-
ricl or composition. ere the invention con-

- gists in making an article of a particular mate-

rial or composition, unless significant details
of structure or arrangement are invelved in
the article claims.

- YII. Laminated structures. Where the
‘claimed invention involves only laminations of

 sheets (and coatings) of specified material un-
- less significant details of structure or arrange-

ment (other than the mere order of the layers)
are involved in the article claims,

. IV. Articles, apparatus or systems where
sole distinguishing feature is presence of a par-
ticular material. Where the invention resides

Rev. 14, Oct. 1967

requiring an illustration in the form of a

~ In requiring such & drawing, the Examiner
should clearly indicate that the
~is made under the second sentence of Rule 81,
- and be careful not to state that he is doing

i-  so “because the nature of the case admits” of

The filing of a divisional case under tﬁéi

- response even though a claim has n

ance of an spplication without a
dm pmi:!x"xdep ghe Examiner from

drawing under the second sentence of Rule 81.

uirement

a drawing, as that might give rise to an erro-

o ‘neous impression as to the completeness of the

application when filed. 'While such a require-

770 ment should ordinarily not be made unless
1( Liex drawing are -
tially inspected to determine whether or not
a drawing, under the statute, is necessary be-

filing ‘date. -

patentable subject matter has been found, the
examiner may require applicant to submit a
sketch of the proposed addition, together with
an authorization for its entry, w s

lowed. This will afford the examiner an early
opportunity to determine the sufficiency of the
illustration and the absence of new matter. See
Rule 118. The deseription should of course be
amended to contain reference to the new illus-
tration. This may obviate further correspond-
ence where an amendment places the case in
condition for allowance, except for the formal
requirement relating to the drawing. In the
event of a final determination that there is
nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Branch.

Puomocrarus

Clearly, photographs are not drawings.
Photographs are not acceptable for a filing
date nor for any purpose except as exhibits
unless they come within the special categories
set forth in the persgraph immediately below.
Photolithographs of photographs and photo-
graphs mounted on proper size Bristol board
are never acceptable. See In re Taggart et al.,
1957 C.I». 6; 725 O.G. 397 and In re Myers,
1959 C.D. 2; 738 O.G. 947.

SrrciarL CATEGORIES

The Patent Office is willing to accept black
and white photographs or g otomicrographs
(not photolithographs or other reproductions
of photographs) printed on sensitized paper in

_ lien of India ink drawings, to illustrate inven-




~ Such photographs to be acceptab

‘made on photographic ﬁg r havi

lowing characteristics which are ge:

- ogmized in the photographic t

~ weight paper with a surface
smooth; tint, white. - 000 i d

If the drawings are: informal, but may

man indicates on 8-part form, PO-948, what the
rected or whether new

ings, after being microfilmed, a eturne
to the Application Branch to which Branch
form PO-948 is also sent for i on in the

appropriate application.

NoTiryYING APPLICANT

The Examiners are directed to advise the
applicants (see 707.07(a)) in the first Office ac-
tion of the conditions which render the draw-
ing informal, and when indicated, that such
drawings can be corrected so as to be acceptable,
but will not, in any case, require new drawings
because of their execution unless the necessity
therefore shall have been indicated by the Head
of the Drafting Branch. T

As soon as allowable subject matter is found,
the lsyxt‘muirement for new drawings should be
insi upon. Before writing the action, the
Drafting Branch should be consulted to ascer-

if so, the estimate of cost should be included
in the action. Otherwise, the action should
sfate: I T I
“Applicant is advised to empioy the serv-
ices of a competent patent draftsman out-
© side the Office, as the Drafting Branch of
" the Patent Office does not have the facilities
at the present time, for preparing new
~ drawings”.
This procedure, by avoiding a fruitless request
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the
patent.:

~ admitted for examination purposes the Drafts-

informalities are ;and_wléi;he; they can be cor-

tain if, at that time, the new drawing could
be prepared by the Paient Office on request and,

33

(2) Heavy shade ]ipo;gmquired.

(4) Lines rough and blurred. )
. %5;'*?&10 lines (if the prints indicate the lines

_reproduce sufficiently). .
(s)qu):)rpaper (if drawing is qthermge

w0 following objections if made the
fte ‘ B corrected and cantx?cr)t be
(1) Space for ng ired.
 (2) Ink drawings required.
- (3) Paper undersize.
(4) Signature on wrong ead of sheet.
(3) Insufficient margm. -
(6) Borderlinenot inink.

" Apprriowar ILLESTRATION

If there is only one figure. it should not be
designated “Fig. 1.” The Examiner may re-

uire additional drawings for the purpose of
illustrating the disclosure.
< 'When a necessary additionsl illustration is
small and msay be added to the drawings on
file, an additional sheet of drawing should not
be requiredi but the Examiner will ask that the
proposed illustration be shown in a sketch,
which showing will be transferred to one of the
sheets of the drawings. ,

'For the handling of additional, duplicate, or
substitite drawings, see 608.02{h}.

608;02(3) New Drawing—When Re-
' quired

PHoTOPRINTS As DRAWINGS

If photoprints are submitted with a new case
in lieu of formal drawings and such prints are
not only readable but reproducible, the Appli-
cation Branch notifies applicant that the case is
accepted for filing only and that, to be entitled
to examination, formal drawings complying
with Rule 84 must be filed within 60 days from
the date of the letter of notification. The for-
mal drawings when received are compared with

Rev. 14, Oct. 1967



stamps on each shee Appm

man.

608. 02(b) Info”
Rule 85. _Informe? drawlnm

Rule 84 relating to drawings will be strictly enforeed;
A drawing not executed in contormity ,thmﬁu may be

admitted for purpose of examination but
the dnwlu must be corrected or a
as required. The necessary correcti
by the Office upon applicant’s reques!
pense (See Rule 21.): .+ . &,

In instances where'th ravy
~the prosecution can be ¢
corrections, applicant i i
why the drawing is objecte
drawing is admitted for examination
only (see 707.07(a)). To be fully responsiv
an amendment must include a request for draw.
u;F corrections when there is an indication of
owable subject matter. See_Rule lll(b)‘,and
832 O0.G. 1785 : i :

608 02(¢) Dramngs or Prmt Alvmys

Kept in Exammmg Gmp

The photocopies of the drawings mu
be kept on top of the papers on the rl
file wrapper so as to be visible “Upon ‘openix
the wrapper and easily detached. This phe

8} (or “print”) is placed

met when the wnesptm&mg drawing

moved. When the examiner removes the draw-
ing from the cabinet to prepare an application
for issue, the print of the drawing must
taken: from the application file and placed i
the drawing cabinet to take the. u.e of the
original drawing. The print should remain in
the dmwm%e cabinet during the period the a
rllratlon is being revised for issue and until t

ard copy of the patent is received in the group
or the application becomes forfeited.  The
clerk should, of course, add any n nota-
tions on the print at the time the application
is forwarded to the Issue and Gazette Branch.

This practice will insure that the drawing is
available at all times in the drawing cabinet

Rev. 14, Oct. 1067 ‘

' suﬁclent

leemse, any stmetural detail that is of
‘zmportam:e to be described should be
drawing (Ex parte Good. 1911

n thez

’er Determlnes
- ComPleteness of Drawmgs

The Examiner should see to it that the fig-
ures_are correctly described in the brief de-
scription of : the specification and that the

: x refarence characters are properly applied. no

le reference character being used for two

Yerent parts or fora given part and & modi-
ﬁcu( jon ‘of Suck ‘part. Every feature covered
by the claims must be illustrated, but there
should be no: superﬂuous ﬁlustmtxons.

608.02(f) g-.l!odzﬁahons in Drawings

Modifications may not be’ shown in broken
lines on’ figures’ which show in solid lmes
another form of the invention. Ex
Badger, 1901 C.D. 195; 97 O.G. 1596.

- All modifieations: described must be illus-
tmted,orthetextcmeeled. (Ex parte Peck,
1901 C.D. 136; 96 O.G. 2409.) This require-




~ ever, where needed to understand apy
_ invention, they may be retained if de
by a legend such as “Prior Art.”

, A onal, an

of drawi
not bee??lgasnsmitted to
the docket clerk in the

-

are, fled and such drawi
P i he ‘ 2 s

they will be stam “APPROVED BY

DRAFTSMAN™. When such drawings are

considered by the Examiner, it should be kept
in mind that the “APPROVED?” stamp applies
only to the size and quality of paper, lines rough
and blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and consistency with other sheets. Clerks
will routinely “enter™ ali additional and sub-
stitute sheets on the file wrapper. If the Exam-
iner decides that the sheets should not be
entered, applicant is so informed, giving the
reasons. The entries made by the Clerk will
be marked “(N.E.}".

If an additional sheet of drawing is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proflered additional sheet, the latter may
be used in lieu of the usmal sketch required in
making the correction of the original drawing.

For return of drawing, see 608.02(y}.

608.02(i) Transfer of Drawings From
Prior Applications

Rule 88. Use of old drawings.
new application are to be identical with the drawings

54.1

' cations under Rule 88 ‘“W, o

L S

the same time substitute or additional sheets

' have
vision,

division

through the Drafting Branch where any defects
in execution will be noted. If there are none,

If the drawings of a

‘in the Ex-

amining Groups uniess the later filod case is &

_newly submitted application that has not been
forwarded to an Examining ] '

. Transfer of all drawings from one ding
o :!;l)phmtxon to another%sba made ms;n afte; 0

e one application has been abandoned.
"~ Newry SuBMITTED ArrLiCATION

- The transfer of drawings to newly submitted j

applications that have not been forwarded to

_the Examining Group will be effected by the -

Application Branch if the application is other-

wise entitied to receive a filing date. A new
application filed without drawings but having
a request for transfer of drawings from a pend-
ing application must be accompanied by a writ-
ten declaration of abandonment under Rule 138.

- In order to insure copendency, such an abandon-
'ment may be worded as to become effective only

after the transfer of the drawings has taken
place. Since the drawings will be transferred
from the earlier application to the new applica-
tion as of the filing date of the new application,
it is not necessary to submit or order photoprints
for the new application.

The above practice applies to transfer of
drawings from sny application except where
the issue fee has been paid, in which case an
express abandonmeni {(Rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier. See Rule 313.

The name of the attorney on the drawing
being transferred is not changed. See 608.02
(u).

When an application becomes s patent, any
canceled sheet of drawing then in the case is
sent to the abandoned files. Such canceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, except as provided in Rule 174,

‘drawings printed in a patent may not be trans-
ferred to a subsequent case.

Rev. 12, Apr. 1967




Eztmct frrm ‘Rule 17} 'rbe drawings upon 'lrhich
the ‘original patent was iss ‘may be used in reissue
applications ff no chan tsoever are to be made
.. in the drawings. Tn sue ‘ when the reissue ap-

" plication is filed, the app must submit a tempo-
rary drawing which may consist of a copy of the printed
drawings of the patent or a photoprint of the eriginal
drawings securely’ ‘mounted’ ‘by ‘pasting on sheets of
drawing board ‘of the size required for original draw-
ing, or an order for thesame i

In a reissue applxcatlon, the prints of the
original or patented drawing may be used for
examination purposes, and the forma! transfer

~ of the original drawing to the reissue applica-

tion made when the reissue application is ready
for issue, provided no change whatever, even so
much as the priming of a reference chamcter,
or correction of an obvious error, is made in
the drawing. If there is to be any change

56

But Abandonment Delayed

Un&er the old policy, transfer of drawings
was permitted thh L ) ietter of abandonment
being filed at a later time or allowing the earlier
filed application to become abandoned. In ap-
lications which have had their drawings trans-
erred under this old policy and have not been
abandoned by the time it is normally taken up
for action, a letter limited to the followmg
statement should be vmtt.m themm by the
exalniner:
: “Inmwofthetransferon_.ofthe draw-

ings from this apphcatlon toa gphcatmn Serial
No. __, pursuant to applicant’s request under
Rule 88 and the intention to abandon this ap-
plication, the filing of the express abandonment
of the instant apphcatlon is required.

A SHORTENED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER.

Rev. 12, Apr. 1067




‘Report cases having draw-
whom the case is as-
signed. t uplicate set of prints of

the drawing for filing in the group to which
the case is referred. .

When a case that has had Patentability Re-
port prosecution, is passed for issue or becomes
abandoned, notification of this fact will at once
be given by the group having jurisdiction of
the case to each group that submitted a P. R.
The Examiner of each such reporting group
will note the date of allowance or abandonment
on his duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608.02 (6) Dates Eatered on Brawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are tm-
pressed on the back of the drawings.

Rev. 12, Apr. 1967

" change in the drawing may be

~ struction shown in any drawing may be made oniy by
. the Office. A sketch {n permanent ink showing pro-
- posed changes, to become part of the record, must be

Rule 123. Amendments to the drawing. . (a)
nge - except by permis-
sion of the Office. Permissible changes in the con-

fiied. The paper requesting amendments to the draw-
ing sheuld, be separate from other papers. The draw-

- ing may not be withdrawn from the Office except for

" (b) Substitute drawings will not ordinarily be &d-
mitted in any case unless required by the Office.

- Nore~Correction is deferrable, see 608.02

- (b), correction at allowance and issue, see

608.02(w) and 180205.
A canceled figure may be reinstated. An

.amendment shouid be made to the specification

adding the brief description.

608.02(q) Conditions Precedent to
.. Amendment of Drawing

Correction and alterations in the disclosure
of the drawings of a pending application may
be made only under the supervision of, or by
the Chief Draftsman.

No alterations as above indicated will be

rmitted unless required by an Examiner’s
etter in each case, or proposed in writing by
arplicant or his attorney. In either case the
aiterations or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the request of the applicant
or his atforney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman.

Nore.—Disposition of Orders for Amend-
ment of Drawing, 608.02(x).




mgs is done by Mmymg
per” in the top right corner of tha duwmg
within the murginal line. : ‘
When the cancelation of some of t.he figures
from - on%gs;met of drawings has left the re-
main with an inartistic arrangement,’
th e n should be consulted as to
: ning figures should be trans-
- sheets already in the case or
: ditional dra.wmgs. Cancelation of
& figure may necessitate ren of the
( mmammg ﬁgump asis: Order N 1862.)

 608.02(u) Changing Name of Attor-
 meyon Drawmg Forbidden

to the (‘Dmftsxﬁan.giﬁeir’g:l]l)emﬁfltg:;;f v;l;]'l! note. Wmmg upon the drawings the mames of

_ the estimate on the order and also on the attorneys subsequently appommd ‘sop 8s to

 drawing. If the application is not up for ac- make it appear that their names were present

tion the Draftsman sends the estimate to the when the drawings were originally filed. is
Applicant. If the application is up for action prohibited.

the Draftsman does not send an estimate, but This prohibition applies also where a draw-

ing is transferred from one case to another

the Examiner should include the estimate in
the next action. (Basxs Notice of July 13. having a different attorney. (Order No, 480,
1906.) Revised.)

When glvmg an estimate in a case where no
allowable subject matter has been found the 608.02(v) Drawing Changes Which

Examiner should inform the applicant that no *
correction will be made until a? I(:hum is found Require Sketches
to be allowable. If specificall raq When changes aré to be made in the drawing |

the applicant, the drawing wi corrected itself, other than mere changes in reference
Kh:gx:gfo% eli)or‘;x : r;l:mllg}’sg i;uOWﬂblﬂ (Basis: chamcters, desxgn;twns of figures, or inking
1f an application is ready for allowance ex- ﬁrgkg::hpziz:&gmszgg :hal,)l?gr; ?;p:;ia:ﬁ;
cept for a correction required by the Official be filed. Ordinarilv. broken B .
Draftsman, such as in a case where the lines ﬁ“ﬁ’mn ged to full ;?&";Luz* ’f;etﬁ ines may
are rough and blurred, the Exsminer will sscer- Sketches filed b fs t and b
tain (by calling Ext. 2589 or 2887) whether eiches y an applicant and used by
or not the attorney in the case has a De- the draftsman for correction of the drawing
posit Account. If there is no such account. Wil not be returned. All such sketches must
the Examiner will obtain an estimate of the be in ink or permanent prints. (Basis: Or-
cost of this work from the Draftsman even  der No. 4009).
though applicant has not requested such an A pencil sketch that is otherwise acceptab]e
or a blueprint with the changes indicated in

estimate. Including the estimate in the fingl
requirement for !'ormchon of the drawing may  pencil, may be inked in by the Office Drafts-

avoid prolonging the prosecution. man at applicant’s request and at his expense.
57 Rev. 4, Apr. 1085




”mme (notnim

Order No.

changes are time consuming, an Exammers
Amendment should not be made.

608. 02(x) Dlsposmon of Orders for
Amendment of Drawing

Where the ordered correction of the dra.wmg
in a case up for action by the Examiner is ap-
proved, the application and drawmﬁ are for-
warded to the draftsman provided there is an
allowable claim or there bas been a specific
request by a licant that the drawing be cor-

rdiess of whether or not a claim has
bem allowed (608.02(s). Applicant’s letter
to the draftsman ic attached to the outside of
the file and the Examiner writes on said let-
ter “approved”, with the date of approvai and
his initials, attachmg, if appropriate, a “Spe-

Rev. 7. Jan, 1968

9 Correcii"jog msspeﬂed legends. (Basxs |

In the event thnt several different kinds of
changes are required or any of the listed

"'Nm Daumms PrerarEp BY Pm Olncz

When new drawings have been tumd in
pending u olicati e been pr M d by
the : ftsm ‘ ‘

apphcant for his
is sent to him for

but a rint)
file. The e:fn’;e(gf the

roneous, or involve new matter or {although
otherwise proper) do not include all niecessary
oomectmns, the case and request for correction
of drawing are not sent to the draftsman. The
Examiner’s reasons for not approving the cor-
rections to the drawing should be set forth
in the Office action. ({ Basxy Notice of Febru-
ary 1, 1932, Revised.) -

608. 02(}) Return of Drawing

Rule 8. Return of drawings. {(a) The drewings of
an accepted application will net be returned to the ap-

plicant except for signature.
A photographic print is made of the drawlng of an

accepted application.
If there is an accepted drawing in the case,
other drawings (except those originally filed)

that bave been finally denied admission will be

returned to the applicant ouly at his request.

Such & request must be filed within a reason-
able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

z)wﬂl be prmted on the drawmgs by

‘ Wherethe oormctmn is not appmved for-
example, because the proposed changes are er-




hxge to be k opt i during prosecu
tion of case, it may hesanttotheModglRoom
with mstructwns to indicate whether exhlblt is
to be held or returned to sender.

n ,RuzeuReNmofmldc,ahmaorm
clently full and Models, exhibits, or specimens in applications thlch
ood to dizclose have become sbandoned, and s1so0 in otheér appueatlons
on conclusion of the prosecution, may be returned to
the appl!cant upon demand and at hls expense, unless ;

the patent. Such models are
' qnlred (the dwcrlptlon ot the

be returned to the p :
e chimedwithlnammmb!eﬁme,tbeymybedm
Wlth the exoeptl of at the discretion of the Commissioner. ‘

petual motion, a - 'When & model is to be mturned ﬁ. lettsr
uired by the Office should be written to applicant by the Exam-

?‘mme& of a device.. ogentl ining Division stating that it is being returned
device is questioned, the applicant must estab-  under separate cover and the model room

lish it to the satisfaction of the Examiner, but
he may choose his. own way of so doing. m be properly notified to return the
A physical exhibit, not to be part of the case, Nore.—Disposition of exhibits which are
is generally not refused except when bulky or part of the record, 715.07(d).
dangerous. - 2 Models, exhibits and specimens may be pre-
Rule 93. Specimens. When the invention relates to sented to the Office for purposes of intervier
a compositicn of matter, the applicant may be required and taken away by the attorney at the erd »Ff
to furnish specimens of the composition, or of iis in- the interview. See 713.08.
gredients or intermediates, for the purpsse of inspec- Xore—~Plant specimens, 1607, Rule 163.
tion or experiment. , Rule 95. Copies of echidbits. Coples of models or
other physical exhibits will not ordinarily be furnished
608.03(a) Handling of Models, Ex- by the Office, and any model or exhibit in an applica:
hibits and Specimens tion or patent shall not be taken from the Office except
B in the custody of an employee of the Office specially
Al models received in this Office, whether  authorized by the Commissioner. -
forming part of an application, or filed upon
request from the Examiner, must be received  608.04 New Matter

from the Model and Receiving Room and not
from the apphcant or hxs agent It lq neces- Rule 118. Amendment of disclosuye. Yo original ap-

sary that all models should be taken to the plications, all amendments of the drawings or specifi-
Model Room for proper recording in order  cations, and all additions thereto, must conform to at
that they mayv be located under subsequent least one of them as it was at the time of the filing of
mqulr:y and for final disposition. The Exam- the application. Matter not found in either, involving
iners should, therefore, refuse to accept models 8 departure from or an addition to the original disclo-
from mventors or attorneys. Models properly  sure, cannot be added to the application even though
received and entered in the records of the  supported by a supplemental oath, and can be shown
Model Clerk will be delivered by a representa-  or claimed only in a separate application.
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c",xm 3 in = e&’be ore
kept. mthm ‘the limit nnposed by

.v flhng dm - sometimes ﬁlad S

No 1,581,937, and Ex
No. 1,?89 921,

, specxﬁcatmn, review of the Ex-
‘aminer’s reqm:mcnt for cancellation is by
« \wings is usually new matter.  way of ion. But where the alleged new
ing on’ circumstan ' p ade-  matter is ix mdneed into or affects the claims,
f the original disclosure, the addltl ) " thus neceeszta&ng their - rejection on this
: aracteristics such as chemical or - uestion becomes an appealable
phy ical properties, a new st ] one, an shou d not be considered on petition
' use may be new matter. ' even though that new matter has been intro-
al et al., 1956 C.D. 11 705 OG. duced into the ‘specification also.  Rules 181
( hysical properties), Ex parte Fox, 1960 C. D, -and 191 afford the explanation of this seem-
761 0.G. 906 (new formula) and Ex parte ingly inconsistent practice as affecting new
Ayers et al, 108 U.S.P.Q. 444 (new use). For  matter in the specification.

Rev. 12, Apr. 1967 60






