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" A patent fssuitig on an application with respect to which

, ﬁmde, or on an application ﬁ!ed as a result of
- such a requirement, shall not be used as k| reference
either in the Patent Office or'in the courts against )
divisional application or ‘against the orig{nal ‘applica:

tion or any patent issued on either of them, if the

. divistorial applicatioti ia filed before the iseusnce of

the patent on the other application. If a divisional |

application g directed so!ely to snbject matter de-
scribed and elaimed in the origlnal appllcatfon as ﬂled‘
the Commissioner may dispenqe with signing and exe-
" cution by the inventor. The validity of a patent shall
not be guestioned for failure of the Commissioner to
require the appllcation to be restrictéd to one invention

. Rules 141 through 146, which will be quoted
under -pertinent topics, outline Otﬁce practice
on questlons of restrlctwn. :

802 01 Meanmg of “Independem”
~ “Distinet”

35 U.S.C. 121 guoted in the preceding section
states that the Commissioner may require re-
strlctlon if two or more “independent and dis-

Rev. 2, Nov. 1964

5 i ‘xfestrlctlon and' d(m Ie patent-
ing practice i found in the 'foﬂ’mng statute

- of changes.”

‘& _requirement for restriction under this sectlon has

consxdermg' the
patent laws indicate that Sectio
ag Jaw existing practice with respe
‘'sion, at the same time introducin

The report on the, hearmg‘é d

| as a. change that is introduced, the s 1bj ects be-,y :

tween which the Commlss
unire division,.

e term “mdependent” as. already pomted; :
A Jarge number of =
subjects between which, in.the ‘past, division -
has been proper, are dependent. subjects, such,

out, means not de

for example, as combination and a subcombma.—
tion thereof; as process and apparatus used in
the practice of the process; as composition and
the process in which the composition is used;

as process and the product made by such. roc

ess, ete. If Section 121 were intended to

the Commissioner never to approve dwlsmn
between dependent inventions, the word “inde-

ndent” would clearly have been used alone

f the Commissioner has authority or disere -

tion to divide independent inventions only
then division would be improper as between
dependent - mventlons, e.g., such as the ones
used for ose of illustration above. Such

was clear v, owever, not the intent of Con-

gress. Nothmg in the language of the statute
and nothing in the hearings of the committees

indicate any intent to change the substantive
law on this subject. On the contrary, joinder -

of the term “dlstmct” with the term “in-
pendent”, indicates lack of such intent. The
law has long heen established that dependent
inventions (frequently termed related inven-
tions) such as used for illustration above may




The term “independent” ot depend
ent) means that there is no disclosed relation-
ship between the. r more subjects

i.e., they are unconnected in design, o

or effect, e.g.; (1) species under a gen which

species are not usable together as disclosed or
(2) process and apparatus incapable: of being
used in practicing the process, etc. . .. . .. .
 The term “distinct” means that two or mere
subjects as disclosed are: connected in design.
operation; or effect, i.e., they are related, for
example as combination and part (subcombina-
tion) thereof; process and apparatus for its
ractice;” process and product: made; -etc.,
t “are capable. of ‘separate manufacture. use
or sale as- claimed, and 'are ‘patentable over

is m% i

for the same invention. Therefore
against  this possibility

restriction.

804 Definition of Double Patenting

each other (though they may each be unpatent- -

able becaunse of 'the prior art). It will be noted
that in this definition the term “related” is
used as an-alternative for “dependent™ in re-
ferring . to ‘ subjects other than independent
subjects. : N

It is further noted that the terms “inde-

pendent” and “distinct™ are used in decisions

with varying meanings. All decisions should
be read carefully to determine the meaning
intended. o

802.02 Definition of Restriction

Restriction, a generic term, includes that
practice of requiring an election between dis-
tinet or dependent inventions, e.g., election be-
tween combination and subcombination inven-
tions, and the practice relating to an election
between independent inventions, e.g., an election
of species.

803 Restriction—When Proper

‘Under the statute an application may prop-
erly be required to be restricted to one of two
or more claimed inventions only if they are
independent (806.04-806.04(j)) or distinet
(806.05-806.05(g) ).

Where inventions are neither independent
nor distinet one from the other their joinder
in a single application must be permitted.

119

The term “double patenting” is properly ap-
plicable only to, cases involving two or more
applications and/or, patents wherein an inven-
tion claimed 'in one case is the same as, ‘or not
patentably distinet from, an invention already
claimed.. The cases must have the same inven-
tive entity and should not be-applied to situa-
tions 'involving commonly owned cases of
different inventive entities. S

Sole and joint inventors cannot econstitute a
single entity, nor do two or more sets of joint
inventors constitute a single entity if any ndi-
vidual is included in either set who is not also
included in the other.-

When a patent is involved, a rejection on the
ground of double patenting may be overcome
by filing a Terminal Disclaimer if the claims
involved do not overlap. . When only applica-
tions are involved and the claims do not overlap,
the rejection may be overcome by allowing the
applications to issuc on the. same date. See
804.02 for the definition of overlap. Also see
706.03 (k), 822 and 822.01. :

804,01 Naullification of Double Patent-
ing Rejection

35 U.8.C. 121, third sentence, provides that

where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other.
This apparent nullification of double patenting
as a gronnd of rejection or invalidity in such
cases imposes a heavy burden on the Office to
guard against erroneous requirements for re-
striction where the claims define cssentially the
same. inventions in different language and
which, if acquiesced in, might result in the issu-
ance of several patents for the same invention.

Rev. 12, Apr. 1967

o ‘the Primary Exam:
personally review all requirements for:



the neric or other lin]
claims and ;g&‘ah linking claims are subse-

. M A 5. M RS PN ol P

osed as usable together, between
process and apparatus for its practice, between
process and product made by such process and
between apparatus and product made by such
spparatus, etc., so long as the claims in each
case filed as @ result of such requirement are
. limited to its separate subject. ‘

804.02

Terminal Disehimer Avoiding
Double Patenting Rejection

If two or more cases are filed by a single in-
ventive entity, and if the expiration dates of
the patents, granted or to be granted, are the
same, either because of a common issue date or
- by reason of the filing of one or more terminal
disclaimers, two or more patents may properly
be granted, if the claims do not overlap, even
though the subject matter to which the claims
of one case is directed may be obvious in view
of the subject matter claimed in the other case.
In re Robeson, 1964 C.I). 561, 141 U.S.P.Q. 485.
In re Kay, 1964 C.D. 630, 141 U.S.P.Q. 829.

Claims overlap within the meaning of this
statement if it is possible for them to be in-
fringed by the same process, machine, manufac-
ture, or composition of matter; cross reading is
not necessary to constitute such an overlap.

Overlapping claims should not be allowed in
cases filed by the same inventive entity if they

Rev, 12, Apr. 1067

In view of 35 U.S.C. 185, it is necessary to

different inventive entities are claiming a single
inventive ' concep is is true rdless of
ownership, and “provision of Rule 201(c)
that interferences will not be declared or: con-
tinued between commonly owned: cases unless
good causeis shown therefor, . "
Accordingly, the assigniee of two.or more

cases of different inventive entities, containing =

conflicting .claims: must maintain a line of de-

marcation between them. - If such a line is not

maintained and one of the cases is in condition
for allowance, claims covering the zconﬁictiﬁ
subject matter should be ted as provided
in: Rule '203; care being taken to insure that
such claims cover -all the conflicting matter.
The assignee should be called on to state which

entity is the prior inventor of that subject mat-
“ter and to limit the claims of the other applica-

tion accordingly. If the assignee does not
comply with this requirement and presents the
interfering claims in both cases, an interfer-
ence should be declared. Attention is directed
to Rule 208 if there is a common attorney. If
suggested claims are not presented within the
time allowed, rejection should be made on the
ground of disclaimer as indicated in Rule
203(b). |

~If after taking out a patent, a common

‘assignee presents claims for the first time in a

copending application not patentably distinet

- from the claims in the patent, the claims of the
‘application should be rejected on the ground

that the assignee, by taking out the patent at

‘a_time when the application was not claiming

the patented invention, is estopped to contend
that the patentee is not the prior inventor.

If a patent is inadvertently issued on one of
two commonly owned applications by different
inventive entities which at the time when the
patent issued were claiming inventions which
are not patentably distinct, the assignee should
be called on to make a determination of priority
as in the case of pending applications. If the
determination indicates that the patent issued

determine priority ‘of invention whenever two




double patentmg of egther 8
sional case (where the divisi
because of a requirement to

ne udmg

a requirement to elect species, made by the

Office) must be submitted to the Group Man-
ager for approval prior to mailing. When the

rejection on the ground of double patenting is.
806.03  Single Embodlment, Clmms

dlsapproved it shall not be mailed but other
appropriate actmn shall be taken. See 1005.

805 ‘Eﬁect of lmproper Joinder in

Patent

#The validity of a patent shall not be ques-
tioned for failure of the Commissioner to re-
quire the application to be restricted to one
invention.” In other words, under this stat-
ute, no patent can be held void for improper
joinder of inventions claimed therein.

806 Determination of Distinciness or
lndependence of Claimed Imven-
tlons

The general principles relating to distinet-
ness or independence ate elementary, and may
be summarized as follows:

1. Where inventions are mdependent (i.e.,
‘no disclosed relation therebetween), restriction,
to one thereof is ordinarily proper, 806.04-
806.04(j), though up to 5 species may be
claimed when there is an allowed claim generic
thereto, Rule 141, 809.02-809.02(e).

2. Where inventions are related as disclosed
but are distinct as claimed, restriction may be
proper.

3. Where inventions are related as disclosed
but are not distinet as claimed, restriction is
never proper. Since, if restriction is required
by the Office double patenting cannot be held,
it is imperative the requirement should never
be made, where related inventions as claimed
are not distinct. For (2) and (3) see 806.05-
806.05(g) and 809.03, 809.03(a).

"o ctlI:m, and for this purpose only, the

35 US C. (1952) 121, last sentence prowdes. o

of a decision onthe questlon

claims are ordinarily assumed to be in proper
form and patentable over the prior art,

This assumption, of course, is not continued
after the question of restriction is settled and
the question of patentability of the several -
claims in view of pmor art is taken up. :

Defining Same Essential Fea-" ,_
tures ‘

“Where the claims of an application define
the same essential characteristics of a single:

- disclosed embodiment of an invention, restric- - ’:/; "
tion therebetween should never be uired.

This is because the claims are but different
definitions of the same disclosed subject mat-
ter, varying in breadth or scope of definition.

Where such claims a dp%ear in different appli-
cations optionally file godhe same inventor,
disclosing the same embodiments, only one
application can be allowed.

806.04 Independent Inventions

Rule 141. Different inventions in one application.
Two or more independent and distinct inventions may
not be claimed in one application except that more than
one species of an invention, not to exceed five, may be
specifically claimed in different claims in one applica-
tion, provided the application also includes an allow-
able claim generic to all the claimed species and all the '
claims to each species in excess of one are written in
dependent form (Rule 75) or otherwise include all the
limitations of the generic claim.

If it can be shown that the two or more

‘inventions are in fact independent applicant

should be required to restrict the claims pre-

"sented to but one only of such mdepen ent
- inventions.

For example:

1. Two different combmutlons, not disclosed
as capable of use o# ether, having different
modes of operation, different functions or differ-
ent effects are mdep@ndont An article of ap-
parel such as a shoe, and a locomotive bearing

~would be an example. A process of painting a

120.1

Rev, 12, Apr. 1067




1k’ Are TrEATED EXTENSIVELY 1IN THE
-/ FoLLOWING SECTIONB. % -
1 5 "." P K " /."’r',‘ .

_The statute laﬁdown the general rule that

pyleny

restriction may be required to one of two or
more independent inventions. Rule 141 makes

an exception to this, providing that up to five
species may be claimed in one application if
the other conditions of the rule are met.

806.04(b)  Species May Be Related

i Inventions

Species, while usually independent may be
related under the particular disclosure. - Where
inventions as disclosed and claimed, are both
(a) species under a claimed genus and (b)
related, then the question of joinder must be
determined by both the restriction practice ap-
plicable to election of species and the practice
applicable to other types of restrictions, If
restriction is improper under either practice it
shounld not be required. ' :

For example, two different subcombinations
usable with each other may each be a species of
some common generic invention. In ex parte
Healy 1898 C.D. 157; 84 O.G. 1281, a clamp for
a handle bar stem and a specifically different
clamp for a seat post both usable together on
a bicycle were claimed. In his decision, the
commissioner considered both the restriction
practice under election of species and the prae-
tice applicable to restriction between combina-
tion and subcombinations.

As a further example, species of carbon com-
pounds may be related to each other as inter-
mediate and final product. Thus these species
are not independent and in order to sustain a
restriction requirement, distinctness must be
shown. Distinetness is proven if it can be shown
that the intermediate product is useful other
than to make the final product. Otherwise, the
disclosed relationship would preclude their
being issued in separate patents,

of a joint, is not a.

ear]

was early recognized in Ex p: xfteS;riith',
D. 181; 44 OE . 1183, wherep'a \ I

 that a subcombination was not generic to the

different combinations in which it was used.

- To exemplify, a claim that defines on

subcombination, e.g., the mechanical structure
generic. or genus claim to
two forms of a combinstion, e.g., two different
forms of a doughnut.cooker each of which
utilize the same form of joint. Co

806.04(d) Definition of a Generic
‘ Claime e

In an a fﬁc&ti‘mﬁ }’.,l‘esenting‘ three_species
"1Q e,

illustrated, for example, in' Figures 1,2 and 8

generic ‘claim should read on

ctively,’
each of thece views;. but, the fact that a claim

does so read is not conclusive that it is generic.
It may define only an element or subcombina-
tion common to the several species.” = . .

It is not possible to define a generic claim
with that precision existing in the case of a
geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-
tion covered in each of the species. . -

For the purpose of obtaining claims to more
than one species in the same case, the generic
claim cannot include limitations not present in
each of the added species claims. Otherwise
stated, the claims to the species which can be
included in a case in addition to a single spe-
cies must contain all the limitations of the
generic claim.

Once a claim that is determined to be generic
is allowed, the claims restricted to species in
addition to one but not to exceed four addi-
tional species, provided they comply with the
requirements, will ordinarily be obviously al-
lowable in view of the allowance of the generic
claim, since the additional species will depend
thereon or otherwise include all of the limita-
tions thereof.

When all or some of the claims directed to
one of the species in addition to the first do
not include all the limitations of the generic
claim, then that species cannot be claimed in
the same case with the other species, see

809.02(c) (2).
Rev. 12, Apr. 1967




but not always mdepe

sed (See gos 04(b)) since there is usa- -

no disclosure of relationship therebetween.
act that & Fenus for two different embodi-
_ments is capab)
fined, does not affect the independence of the
embodlments, where the case under considera-
tion contzins no disclosire of any commumty
of operation, functlon or effect.

.04( £y Clmms 'Restricted 1o Spec
B cies, by Mumally Excluawe
Characteruucs

C!Iﬁms to be restncted to. different specles
must be mutuslly exclusive. The general test
as to when claims are restricted respectlvely to
different species is the fact that one claim re-
cites limitations which under the dwalomre are
found in a first species but net in & second,
while a second claim recites limitations dis-
closed only for the second species and not the
first. This is frequently expressed by saying
that claims to be restricted to different species,
must recite the mutually exclusive characteris-

ties of such species.

806.04(h) Species Must Be Patentably
- Distinet From Each Other
and From Genus

Where an applicant files a divisional appli-
cation claiming a species previously claimed
in the parent case, pursuant to and consonant
with a requirement to restrict, there should be
no determination of whether or not the species
claimed in the divisional application is pat-
entable over the species retained in the parent
case.

In an application containing claims directed
to more than five species, the Examiner should
not, require restriction to five species unless he
is satisfied that he would be prepared to allow
claims to each of the claimed species over the

Bev. 12, Apr. 1867

of ‘being conceived and de-

18 am 8 owed apphcant
may claim in the same application species not

to exceed five, as provided by Rule 141. As to

these, the patentable distinction between the

species or between the species and genus is not

rigorously investigated, since they will issue'in -
- the same patent. However, the practice stated

in 708.03(k) may be followed if the claims
differ from the allowed genus only by subject
matter that can be shown to be old by cntatmn
of prior art,

Where, however, an apphcant optlonally files

another application for a different species, or

for a species discloged but not claimed in a par-
ent case as filed and first acted upon by the Ex-
aminer, there should be close investigation to
determine the presence or absence of patentable
dnﬁerence See 804. 01 and 804.02.

806. 04(1) Genenc Claims Rejected
 When Presented for First
Time After Yssue

Where an applicant has separate applica-
tions for plural species, but presents no generic
claim until after the issue of & patent for one
of the species, the generic claims cannot be al-
lowed, even though the applications were

ccpendmg
806.04( j) Generic Claims in One Pat-

ent Only (Generic Claims

in Application Rejected)

Generic claa/ms covermg two or more species
which are separately claimed in two or more
patents to the same inventor issued.on copend-
ing applications must all be present in o single
one of the patents. If present in two or more

patents, the generic clmms in the later patents

are void. Thus generic clasims in an applica-
tion should be rejected on the ground of dou-
ble patenting in view of the generic claims of
the patent.




:Ylnmng 'restmctlon,‘ or. for a. holding  that
ere would be no double patentmg, ust be
- material. N

306 05(a) Combmanon or. AW
tion and Subeombinaﬁon

A combination or an. tlon is an or-
ization. of which a subcombmatmn (or
element) 1s.a
The dlstxnctwn between combmatmn and ag-
gregatlon is not material to guestions of re-
striction or to questions of: double patenting.
Relative to questions of restriction where s
combination is al y the claim thereto must
be assumed to be a lowable as pointed out in
806.02, in the absence of a holding by the Ex-
aminer. to ‘the contrary. When & claim is
found in a patent, it has already been found
by the Office to be for & combination and not
gn aggregation and must be treated ‘on that
asis.

806.05(b) Old Combination—Novel
Subecombination

Restriction is never proper between a com-
bination (AB) that the examiner holds to be

old and unpatentable and the subcombination

(B) in which the examiner liolds the novelt
if any, to reside, ex parte Donnell 1923 C.
54, 315 0.G. 398. (See 820.01.) ~

806.05(¢) Criteria of Distinctness

In order to support a requirement to restmct
between combination and subecombination in-
~ventions, two-way distinctness must be demon-

strated,

If it can be shown that a combination, as
claimed

(1) does not require the particulars of the
suticombmatlon as clmmed for patentability,
an

276268 (¥ = 87 = |}

’ 806 05 )( | §ubcombmauons | Usabiea

Two or more claimed subcombmatmns dls—
closed as isable together in a. le combina-
tion, and which can be shown to. cﬁumtely’
usable, are usually’ distinct from ea other
Care should always be exercised in this situ-
ation to determine if the several subcombina-
tions are generically clalmed (Sea 806 M(b) ).

806 05( e¢) Process and Apparatus for.
' Its Pracuce s

paratus for xts prwcwa can'
istinet inventions, if either or

Process and
be shown to be

- both of the following can be shown: (1) that

the process as claimed can be practiced by an-
other materially different apparstns or by
hand, or (2) that the apparatus as claimed can
be used to practice another and materxally dif-
ferent process.

806.05(f) Process and Pr_oduct Mhda |

A process and a product made by the process
can be shown to be distinct inventions if either
or both of the following can be shown: (1)
that the process as claimed is mot an obvious
process of making the product and the process
as claimed can be used to make other and dif-
ferent products, or (2) that the product as
claimed can be made by another and materially
different process.

806.05(g) Apparatus and Product
Mede ‘

The criteria are the same as in 80&05(f) sub—
stituting apparatus for process.

807 The Practice of Making Patents
bility Reports Has No Effect Upon
Restriction Practice

Patentability report practice (705), has no
effect upon, and does not modify in any way,

Reov. 12, Apr. 1067




of concluszo ) why t
1y \dependen

Where the inventions ¢ axmed are mdepex(lid- '
e

ent, ie., where they are not connected in. ¢
sign, operation or effect under the disclosure of
the partienlar application ‘under consxderatmn
(806.04), the facts relied upon for this con-
qlumm @re. in essence the reasons for insisting
upon restriction. [’ ituation, except for
species (treated in the following section) is but
rarely. presented, since few persons will file an

application contammg dlsclosures of mdepend- :

ent: thmw«] ,
.01 (a) Specles

Where there is no dlsclmure of relatlonshlp
between specles (see 806.04(b) ), they are inde-
pendent inventions and election of one is man-

datory even though applicant disagrees with

the Examiner. Where the Examiner decides
that there is a patentable distinction between
the species as claimed, see 806.04(h). Thus
the reasons for insisting upon election of one
gpecies, are the facts relied upon for the con-
clusion that there are claims restricted respec-
tively to two or more different species that are
disclosed in the application, and it is not nec-

essary to show a separate status in the art or.

separate classification.

A single disclosed species must be elected as
& - prerequisite to applying the provisions of

tule 141 to four additional species if a generic
claim is allowed.

Even though the examiner rejects the generic
claims, and even though the applicant cancels
the same and thus admits that the genus is un-
putentable, where there is a relationship dis-
closed between species such disclosed relation
must be discussed and reasons advanced leading
to the conclusion that the disclosed relation
does not prevent reqtru'hnn, in order to estal)-
lish the propriety of restriction.

Rev. 12, Apr. 19647 P

are classifia

upon restriction: - -
( 1) parate classification thereof
This shows that each dlstmct, subject has at-
tamed a separate status in the art as a sepa-
rate  subject : for:: mvantave eﬁ'ort, and ‘also a
separate. field . of. & 1

(2) A segarate status m the art when they
le together; *

‘Even' though they are classxﬁed together,
shown by the appropriate explanation each
subject can be shown to have formed 'a sepumto
subject. for inventive effort when an explanation
indicates » recognition of sepamto inventive ef—
fort by inventors.

{3) A separate ‘field of search:

Where it is necessary to search for one of the
distinct subjects in places where no pertinent
art to the other subject exists, a separate fleld
of search is shown, even though the two are
classified together. 7'he indicated separate field
of search must in fact be pertinent to the type of
subject matter coversd by the claims.

YWhere, however, the classification is the same
and the field of search is the same and there is
no clear indication of separate future classifi-

cation and field of search, no reasons exist for
dividing among related inventions. This.is
particularly true in the manufacturing arts
where manutacturing processes and the result-
ant product are classified together, e.g. Carbon
Compounds Class 280. - Under'these circum-
stances, applicant may optionally restrict to
one of plural distinet inventions since double
patenting will not be held, but it‘is Office policy
not to require restriction.

809 Claims Linking Distinct Inven-
tions
Where upon examination of an application

containing elaims to distinet inventions linking
claims are found, vestriction should be required.
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= To ba oomplete, sponse to-a
made acéording to. hmswhmmeed
Y proper election: ,
‘basic: policy of the stt
rogmm'x -that the second acti ]
should be made final. In'those applications
wherein a requirement for restriction or election
complete action:on:
merits of all the clmms, such action will be con-
sidered to be an action on the merits and the next

“action by thek examiner should be madé ﬁﬁnal

requirenwnt for rwtrlctwn,

ty)
as by stagmg the g group is drawn to process, or
to subcombination, or to product, etc., and
should ‘indicate the classification or separate
status of each group, ¢ as for ex'lmple, by class
and subclass. :

The linking claims must be exammed with-

the invention elected, and should any kazng
claim be allowed, re]omder of the dxv1ded in-
ventions mmt be permltted

809.02 Generlc Claim Lmkmg Specles |

Under Rule - 141, an allowed generic. claim
n};;y 'l;;k up to ﬁve disclosed species embmced
there ‘

The practlce is stated in Rule 146: ,

Rule 146. Election of species. In the firgt action on
an application containing a generic clzim and clajms
restricted separately to each of more than one species
embraced thereby, the examiner, if of the opinion after
4 complete search on the generie clalms that no generie
claim presented is allowable, ghall require the appli-
cant in his response to that action to elect that species
of hig invention to which hig claims shall be restricted
if no generice claim is finally held allowable. However,
if such application containg claims directed to more
than five gpecles, the examiner may require restriction

he

Where ‘generic’ clmms are presen

: cludmg‘ only a restriction requiremen r &t 'tele

present. -
~ generic claim.”

phoned requirement to restrict (the latter being
encoum d) should be effected.  See 812.01 for
telephone practice in restriction reqmremmts.
Action as follows should be taken: -~/
(1) Indieate generie claims not allowable’ m*
view of cited art or-that no generic claims are
‘Ses” 806 04(d) for deﬁmtmn of a

(2) Clearly xdentlfy each ( or in aggravated*
cases at least exemplary ones) of the disclosed
species, fo which. claims are restricted. The
species are preferably 1dent1ﬁed as the species
of figures 1, 2 and 3 or the species of examples
I, IT and III, respectively. In the absence of
dlstmct ﬁgures or examples. to identify the sev-
eral species, the mechanical means, he’ par-
ticular material, or other distinguishing char-
acteristic of the species should be stated for
each species identified. If the species cennot
be more conveniently identified, the clmms may

-be grouped in accordance with the species. to

125

which they are restricted. .

(3) Applicant should then be requlred to
elect a smgle disclosed species, and advised as
to the requisites of a complete’ Tesponse and- lus
rights under Rule 141.

For generic claims, a search should be made

" and art cited. However, the generic claims will

not be rejected but merely indicated as not al—
lowable in view of the cited art (Rule 146).

- A 30-day shortened statutory period will be;
set for response when a written requirement is
made. Such action will not be an “action on the
merits” for purpose of the second action final
program.

o be complete, n response to a requirement
made according to this section need only include
a proper election.

In those applications wherein a requirement
for restriction is accompanied by an action on
all claims, such action will be considered to be
an action on the merits and the next action
should be made final. ‘
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nonrespvomsnvel"1 f h g
18 ;thealowanceo agmnc‘ claim
ponw:ll ‘be ‘entitled to  consideratio

cant must m cate wluch are mdnble n

The followmg text is ordmanly suﬂiclent m
uiring' election of species: =

Applicant is required’ (1) to. elect o single
disclosed species even though this requirement
be traversed and (2) to list sil claims readable
thereon, including any claims

bsecgentl
added. Section 80902(a) Manual of atent'k

Exammmg ure.”

This may be used instead of the three quoted
paragraphs in part (3) of thls section except
where applicant is prosecuting his own case or
there are other reasons for believing that the
short form would not be understood.

It is still necessary to (1) indicate generic
claims not allowable in view of cited art or state
that none are present, and (2) to clearly 1dent1fy
each species involved.

Where the search develops prior art which
meets all the claims, action on merits of all

claims should be glven. Electzon may also bn g

teqmred

.02(b) Election Required—Ge-
, neric Claim Aﬂowed

When & claim generic to two or more claimed
species is found to be allowable on the first or
any subsequent action and election of a single
species has not been made, applicant should be
informed that the claim is allowable and ge-

Rev. 12, Apr. 1067

npph~ :
the

: § _ to each, pl'OVI
chums to each ditional species are 'writte
therwise ;}d’ 11

fro fm'th T con deratlon under Rule 142(b)
as not readable on the elected species,” =

(2) When a generic claim is subsequently
found to be allowable, and not more than 4
additional species are claimed treatment should
be as follows: ,

When any claim directed to one of snid addl-
tionsl species embraced by an allowed generic.
claim is not in the required form, all claims to
that species should be held to be. w1thdrawn
from further consideration by the examiner.
The holding should be worded somewhat as fol-
lows: “Clalms ____________ directed to species
~msimmew’- 8re Withdrawn from further consid-

eration in this case, since all of the claims to

this species do not depend upon or otherwise
include all of the limitations of an allowed
generic claim as required by Rule 141.” When
the case is othermwoise ready for issue, an addi-

tion worded somewhat as follows should 'be
. added to:the holding: “This a

plication is in
condition for allowance except for the presence
of such claims. Applicant is given one month
from the date of this letter to amend the claims

" in conformance to Rule 141 or take ather ac-

tion (Rale 144). Failure to take action dur-
ing this period will be treated as authorization
to cancel claims to the nonelected species by
Examiner’s Amendment and pass the case to
issue. The prosecution of this case is closed




Generic Claims Allowable

Whenever a generic claim is found to be al-
lowable in substance, even though it is objected
to or rejected on merely formal grounds, action
on the species claims sh‘fﬂl;,theréuson ‘be given
as if the generic claim were allowed. .

‘The treatmeént of the case should be as indi-

caied in sections 809.02 (b), (c), or (d).
S0908 Lok B,

There are a number of situations which arise
in which an application has claims to two or
more properly divisible inventions, so that a re-
quirement to restrict the application to one
would be proper, but presented in the same case
are one or more claims (generally called “link-
ing” claims) inseparable therefrom and thus
linking together the - inventions otherwise
divisible. ’ , ' R

"The most common types of linking claims
which, if allowed, act to prevent restriction be-
tween inventions that can otherwise be shown to
be divisible,are:

Genus claims linking species claims.

A ation or combination linking two sub-
combinations. ‘

Claims to a product defined by process of
making the same linking proper product claims
and process claims. :

A claim to the necessary process of making a
product linking proper process and product
claims. | -

A claim to “means” for practicing a process
linking proper apparatus and process claims.

Where linking claims exist, a letter in¢ludin
a restriction requirement onfy or a telephon
requirement to restrict (the latter being encour-
aged) will be effected, specifying which claims
are considered to be linking,

£09.02(c)

127

or_inven I - L
. If-a linking claim is allowed, the Examiner .
must ‘thereafter examire species not to exceed

. ‘When.a, fins] requirement is conti

 defer his petition until the;

nerje o othertgo i
nt is entitled to ré,tiﬁ' :
’ lected invention

five if the linking claimn is generic¢ thereto, or
he must-examine the claims to the nonelected
inventions that are linked to the elected inven-
tion by such allowed linking claim. e
tion
the non-allowability of the linking claims, ap-
plicant may petition from the requirement. un-
der Rule 144 without waiting for a final action
on the merits of the linkin%’ claims; or he may
etition until the linking claims haye
been finally regg.c,ted,;but not later than appeal,
Rule 144, 818.03(c). = o
810  Action on Novelty -
In general, when a requirement to restrict is
made, no action on novelty and patentability is

given. :
‘When generic claims are present see
809.03(a). ‘

810.01 Not Objectionable When Cou-

pled With Requirement

Even where action on novelty and patentabil-
ity is not necessary to a requirement, it is not
objectionable, ex parte Lantzke 1910 C.D. 100;
156 O.G. 257. - o

However, except as noted in 809, if an action
is given on novelty, it must bé given on all
claims. o AR

810.02 Ususlly Deferred

- The office policy is to defer action on novelty
and patentability until after the requirement is
complied with, withdrawn or made final,

Ex parte Pickles, 1904 C.D. 126; 109 O.G.

1888
Ex parte Snyder, 1904 C.D. 2425 110 0.G.

2636
Ex parte Weston, 1911 C.D. 218; 173 0.G.

285
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" Rule 149( eno
ness and in ependence 03

clear, such requirement (i.e lection of the in- claims consi 4,
vention to be clxumed j a search should be made and art cited.

ection of the linking claims should be
. )_ﬂbut in the case of generic claims the ex-
aminer should in he generic claims
are not allowable'over the cited art. Thereupon.
- he should telephone the attorney of record an(i
ask if he ‘will make an oral efection, with or
mthout traverse‘ if desired, after, the attorney
nsk e restriction’ reqmre-‘
] should arrange for a sec-
ond telephone call within a reasongble time,
generally ‘within three working days. " If the
sfttttlssrney ob]ecfls tﬁ maklrlxg an oral. e]lectlon, :)111'
ails to respond, the usual restriction letter w.
Since tﬂ‘e "“slte P"g;"des si‘gfw;“m"tt;"gnﬁ be mailed, and this letter should NOT contain
proper at any stage ok ‘pro up . any reference to the unsuccessful telephone call.
action, a second requirement may be made when See 809 and 809.02(a).
it hecomes proper, even though there was a When an oral election is made, the examiner
prior requirement with which apphcant com- il then proceed to incorporate into his letter =
plied (Ex parte Benke, 1904 C.D. 63; 108 0 G.  a formal restriction requirement including the
1588). date of the election, the attorney’s name, and a
complete record of the telephone interview, fol-
811.03 Repeatmg After Wlthdrawal-— lowed by a complete action on the elected claims
Proper. . . . including linking or generic claims if present.
o o If on examination the examiner finds the
Where a reqmrement to restnct is- made and ~ elected claims to be allowable and no traverse
withdrawn, because improper, when it becomes  was made, the letter should be written on POL~
proper at a later stage in the prosecutmn, re-- 37 (Examiner’s Amendment) and should in-
striction may agam be requxred Yo clude cancellation of the non-elected claims, a
statement that the prosecution is closed and that !

~ a notice of allowance will be sent in due course.
81104 Proper Even Though Grouped Correction of formal matters in the above-noted

Together in Parent Case ‘situation which cannot be handled by a tele-

" Even th inventions are d together - Phone call and thus requires action by the ap-
in'a requivement n 3 parontoouss restgesion  plicant should be handled wnder the o pars

ractice, using POI~90; these would
thereamong may be required in the divisional usu %’1}, & drawh ng c g" ookions or the Jike re-
c

case if proper. DT o qulsrmg puy}vlmet;t 0 ht,n' ges.
: e : : . hould the elected claims be found allowable
812 Who Should Make the Require- in the first action, and an oral traverse was
' ment - , " noted, the examiner should include in his action
a statement under Section 821.01, M.P.E.P,,
The reqmrement should be made by anexam-  making the restriction final and giving appli-
iner who would examine at least one of the  cant one month to either cancel the non-clected
inventions, claims or take other appropriate action (Rule

early as X ‘
action if possxb]e otherw:se 48 900N as n proper '
reqmrement develops
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2 ) transfer
signed memorandum of
ment and a record o
ceiving group will in rate the substance of
this memorandum in'its official létter as indi-
"cated above. Differences ' as to restriction
shiould be settled by the existing chain of com-
" mand, e.g. Supervisory Primary Examiner or

813 C!ta ion of Art

" A. Linking  claims.. For generic claims a
search should be made and art cited, No art
will be cited for che‘xj-“ty:lpes of linking claims.
B. Independent or distinet inventions—no
linking claims. No art is cited to show sep-
arate status, separate classification, divergent
searches, or separate utility. See 809.

814 Indicate Exactly How Application
- IsToBeRestricted |

A. Species. The mode of indicating how to
require restriction between species is set forth
in Section 809.02(a). o

' As pointed out in ex parte Ljungstrom 1905
C.D. 541; 119°0.G. 2335, the particular limi-
tations in the claims and the reasons why such
limitations are considered to restrict the claims
to a particular disclosed species should be men-
tfioned’ if necessary to make the requrirement
clear.

B. Inwentionis other than species. It is nec-
essary to read all of the claims in order to de-
termine what the claims cover. When doing
this, the claims directed to each separate sub-
ject should be noted along with a statement of
the subject matter to which they are drawn.

This is the best way to most clearly and pre-
cisely indicate to applicant how the application

linked inven
“fact should

When making: & requirement every effort
should be made. to. have the requiresnent com-

plete.. - If some of the claimed: inveritions are

“classifiable in-another division and the exam-
_iner has any doubt as to:the proper line among -

. the same, he should refer the application to the

- examiner of the other division for.information

“on-that point and such examiner should render

the necessary assistance.

816 - Give Reasons for Holding of Inde-
. pendence or Distinciness

‘The particular reasons relied upon by the
Examiner for his holding that the imventions
as claimed are either independent or distinct,
should be concisely stated. A mere statement
of conclusion is inadequate. The reasons upon
which the conclusion is based should be given.

For example, relative to combination and a
subcombination thereof, the examiner should
point out the reasons why he considers the
subcombination to have utility by itself or in
other combinations, and why he considers that
the combination as claimed does not rely upon
the subcombination as its essential distinguish-
ing part. - . el '

Each other relationship of claimed invention
should be similarly treated and the reasons for
the conclusion of distinctness of invention as
claimed set forth. =

The separate inventions should be identified
by a grouping of the claims with a short descrip-
tion of the total extent of the invention claimed
in each group, specifying the type or relation-
ship of each group as by stating the group is
drawn to a process, or to subcombination, or to
product, etc., and should indicate the classifica-
tion or separate status of each p, as for
example, by cluss and subelass.  See 809,
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1 ;,‘restmctwn requir
related inventions mcludmg
ing claims. AP

A. Statement of the:requiremeént - i°

Identlfy each group by Boman nnmeral

List claims in each group.
Check ccuragy of: numbenng

| Separate status in the art

‘Different classification - = ..

: Ssme classification but recogmtnon of d:-

% -wergent subject matter

vaergent fields of search T
' INTINEY Search required for one group not re-

Identl Whether combination, subcom-‘ quired for the other

mcees., appuatns or prod- E. Summary statement
™ P P ‘Summarize (1) distinctness and (2) rea-

Classnfy each group - - _sons for insisting upon restriction.
B. Take into account claims not gronped mdl- Include paragraph adwsmg as to response
catin &theu' chspomtmn. ‘ : required.
Ti claims - ' ‘ , Indicate effect of allowances of linking
Indlca,ta—-(make No Actlon) claims, if any present.

Statement of groups to wluch lmkmg
claims may be assngned for examina- 818 Election and Response

tion
Eztmct from Rule 142 (a) If two or more Inde-
O?ﬁlwgfped t(il:nm ' pendent and distinct inventions are claimed in a single
Wl lected, stat application, the Examiner in hig action shall require
e.g., previously- none ect nonstath- - ¢pe applicant in his response to that action to elect
tory, canceled ete. ) ' ; that invention to which his claims shall be restricted,
C. Allegatlon of dISthtnm ' this official action being called a requirement for re-
Point out faﬂt& which show distinctness striction (also known as a requirement for . .ision).

Treat the inventions as claimed, don’t  1If the distinctness and independence of the inventlons
merely state your conclusion that in-  be clear, such requirement will be made before any

ventionsg in fact are distinct action on the merits; however, it may be made at any
( 1) Subecombination — Subcombmatmn time before final action in the case, at the discretion
(disclosed) as usable together) of the Examiner.
Each usable alone or in other identified Election is the desig atlon of the particular
combination . one of two or more disclosed inventions that
Demonstrate by Examiner's sugges-  will be prosecuted in the application.
tion . A response is the reply to each point rajsed
(2) Combination—Subcombination by the examiner's action, and may include n
Combination as claimed does nof require  traverse or compliance.
subcombination A traverse of a requirement to restrict is a
AXD statement of the reasons upon which the appli-
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: Whlch‘f mwarei)13 8
- in the ¢ ‘ge

: tha

5 Electmn.becomes ﬁxed when the clwns in an
‘application have received an actlon on then'
merits by the Office.

reqmrement, applicant, be-
fection must also dis-
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Y P - &
‘upon by the Oﬂicgem on their merits determine
the invention elected by an applicant, and sub-
seqaently - ‘ : ¢laims’' to ‘an’ -invention
other than that acbed u
as provxded in sechon 8 1 08.

813 02(1)) Genem Clalms Only,_
Elecuon of Spemes

- Where onl
and prosecuts 'in an apphc;t
a.single invention has been made., ¥ plicant
later presents.claims:to more,tl
of the invention he must at th
an election ;of a single species. .

818 02(c) By Optlonal Cancellatlon

Where apphcant is c]axmmg two or more
inventions (which may be species or various
types of related inventions) and as a result of
action on the elaims he cancels the claims to
one or more of such inventions, leaving claims
to one invention, and such claims are acted
upon by the examiner, the clalmed mventxon
thus acted upon is e]ected

818.03 Express Electxon and Traverse

Rule 148. Reconsideration of reqm‘remen,t.-’ If the
applieant dlsagrees with the requirement fof restric-
tion, hie may request reconsideration and withdrawal
or modification of the requirement, giving the reasons
therefor (see rule 111). In requesting réconsideration
the appllcant must indicate a provisional election of
one invention for prosecution, which fnvention shall
be the one elected in the event the requirement be-
‘eomet fingl.  The requirement for restriction will be
reconsidered on such 4 reguest. If the requirement is
repented and made final, the examiner will at the same
time act on the claima to the invention elected.

Election in regponse to a requirement may
be made either with or without an accompany-
ing traverse of the requirement.

ame(clmms/ ﬁrst resented

n should be treated

133

.sm.os (b) ‘Must! Elect, Even :When .

v,d asia. proper reason fo such
reconsldemt.lon.”- St

conclusmn that a -
rror, A mere broa allegat
ment is in, emi%r does

1

Requirements Is Traversed

As noted in the second sentence of Rule 143,
a provisional election must be made “even
though the requirement is traversed.

‘All requirements should have as 4 éonclud:
ing paragraph a sentetice statihg in substance:

“Applicant is advised that his response to be
complete must “include an_election consonant
with the requirement, see Rule 143.” :

The s é;gested concluding statement should '
be reworded to fit the facts of the particular
requirement, e.g., as in 809 02(a). second form
paragraph under (3).’ .

818. 03(c) Must Traverse To Presex've
Right of Peutmr '

Rule 144 Pchtcon f:om mquzrement fo: :extrwtaon
After a final requirement for restrictlon, the applicant, '
in addition to making an) Tesponse due’ on the re-
mainder of the action, may pet!tion the Commiasionex
to review the requirement Petition may be deferred
untfl after final action on or allowance of claims to
the Invention elected, but must be filed not later than
appeal. A petition will not be considered if réconaid-
eration of the requirement was not requested {See
rule 181 ) ‘

818, 03(d) Traverse of Rejechon of
Linking Claims

A traverse of the rejection of the linking
claims is not s traverse of the requirement to

Rev. 12, Apr. 1967
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'tothe Fopriety o
p ngre’ there is

thanmdmuddltlon to thelmkmg peclm"

requirement are contested omd not
Amnme ’E partmular sltuatlon of p ‘

petltlon is prese
c]alms gre canceled

818 03(e) Appheant Mu&t Make Hls

Applicant must make his ovm election. The
examiner will not make the election for him,
Rule 142, Rule 143, second senfence.

819 Office Generally Does Not Perzmt
- Slnft

" The general polmy of the. Ofﬁce is not to
permit the applicant to shift to claiming an-
other invention after an election is once made
and action given on the elected subject matter.
When claims are presented which the Exam-
iner holds are drawn to an invention other
than elected he should treat the claims as out-
lined in 621.08. . .

Where the inventions are distinet and of
such a nature that the Office compels restric-
tion, an election is not waived even though the
examiner gives action upon the patentability
of the ¢laims to the non-elected invention, Ex
parte Loewenbach 1904 C.D. 170, 110 O.G. 857,
and In re Waugh 1943 C.D. 411; 553 O.G. 3

(CCPA).

eyen thongh all lmkmg'

‘such combination claims if they are reasserted.
Final rejection of the reasserted “old combina-

134

_f {
anice  with" Rule '141, this not’ constxtutm%_
0.

that also prevents restriction, he mérite of Iw 820 Notnn,Elec _on., PermnunbleSluff |

' Where the Office’ re]ects on the ground tha
the rocess is obvious, the only invention being
e product made nesentmg claims to the
uct is ‘not’ s
1901 C.D: 170197 ©.6:: n'm)‘ u
Product elected—-—-no shift where examiner

- holds “invention ‘to 'bé in Process’ (Ex ‘parte
Grmr, 1923 C.D. 27; 309 O.G. 228).

“Genus’ allowed; appheant may elect up to
‘additionsl species thereunder, in 'sccord-

shift (Ex parte Sharp ‘et al., Patent
2,232 739).

820.01

Not an Electxon

Where an apphcatxon ongmally presents
claims to a combination (AB), the examiner
holding the novelty if any, to reside in the sub-
combination (B) per se (see 806.05(b)) only,
and these claims are rej on the ground of
“gld. combination,” subsequently  presented
claims to subcombination (B) of the originally
claimed combination should not be rejected on
the ground, of previous election of the combi-
nation, nor should this rejection be applied to

tion” claims is the action that should be taken.
The combination and subcombination as de-
fined by the claims under this special situation
are not for distinct mventlons.  (See

806.05(c).)

320.02 Interference Iesues—Not ah
Election

Where an interference is instituted pmor to

an applicant’s election, the subject matter of

the interference issues is not elected. An ap-
plicant may, after the termination of the in-

Ex ‘parte’ Trevette, . |

oM Combmm mmmea-—,




averse. iy unlicakitiis. nok. s
(where suc, holdmg is not challenged),
809.02(c) through 800,02(e). :

The propnety of & requiremen
traversed, is revmwv,ble by petmon under Rule

All clalms that the Exa.mmer holds are not
dlrected to the elected sub; (t‘matter should be
] ‘ sideration by the

821.01 through 821.08. "As to one or more of

such claims the applicant may traverse the Ex-

amiiner’s holdifig that they are not directed to

- the elected subject matter. Theé'propriety of
 this holding, if traversed, is appealable Thus,
if the Examiner adheres to his position after
such traverse, he should reject the claims to
which the traverse applies on the ground that
they are not directed to the elected. subject
matter. Claims for which no traverse ig pre-
sented should be withdrawn under Rule 142(b)
as indicated in the other, above noted sectmn.

| 821. 01 After Electlon Wuh Traverse

‘Where the nutml reqmrement is traversed it
should be reconsidered. If, wpon reconmdera—
‘tion, the Examiner is still of the opinion that
restriction is proper he shall repeat and make
final the requirement in the next Office action.
(See 803.01.) In doing so, the Examiner
should reply to the reasons or argument ad-
vanced by applicant in his traverse. If the
Examiner, upon reconsideration, is of the opin-
ion that the requirement for restriction is im-

to r'estnct, if

“Examiner as set forth in section 809.02(c) and -

proper he should state in the next Office action

that the requirement for restriction is with-
drawn and give an action on all the claims.
If the requirement is repeated and made

final, in that and in each subsequent action,

the clalms to the nonelected invention should
be treated substantially as follows:

“Claims stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or

136

be filed “not Iiter: than aﬁpeal
strued to mean ap

‘should simply cancel the non-elected ¢l

cel the noted claxms or take other app; prxate‘
action (Rule 144). Failure to take action dur-
ing this period will be treated as sathorization
to cancel the nonelected claims by Exammer’s
Amendment and pass the case for i
The prosecution of this case is closed ex-
for - consideration of thé above matter.”
ote that the petition under Rule 44 'must

J to't
If the case is y for allowanes after appesl -
and no petition has been filed, the Exammer

Examiner’s Amendment, “ealling | attentwn

: the provmwns of Rule 144-

821.02 After Election Without Trav-
erse

Where the initial requlrement is not tra-
versed if adhered to, appropriate action should
be given on the elected claims and the claims
to the nonelected invention should be, treated
substantxally as follows:

“Claims stand w1thdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or .
species). Electlon was made fwzthou,t traverée
in paper No. .

This will show that appllcant has not ve-
tained the right to petition from the requlre-
ment under Bule 144. =

Under these clrcumstances, when the case is
otherwise ready for issue, the claims to the
nonelected invention, including nonelected spe-
cies, may be canceled by an Examiner's
Amendment, and the case passed for issue.
The Examiner’s Amendment should state in
substance:

“In view of the fact that this apphcatlon is
in condition for allowance except for the pres-
ence of claims to an invention (or
species) nonelected without traverse in paper
No. , these claims have been canceled.”

- .o - -
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i The action
owing form: ...

“I. Claims L~ are dirscted t0 +onnuue-
(identify the invention): elected by v e

(indicate how the invention- was elected, as by
original presentation .of -claims, election with
(or without) travérse mpe?enxfm ~iemmy €hC,

PN

S

~Tessons. why, as: claimed, it is distinct . fro
elected mvex;tlon, show separate -classification

or status, etc., i.e., make complete showing of
_propriety of requirement in manner similar ¢o
‘an ori aireqmrementg S

Aﬁp icant is required to restrict the claims
to the invention previously elected, and thus
the claims of group IT are held withdrawn
from further consideration by the examiner
by the prior election, Rule 142(b).” -

Of course, o complete action on all claims to
the elected invention should be given. -

Note that the above practice 1s intended to
‘have no effect on the practice stated in 1101.01.

822 Claims to Inventions That Are Not

Distinet in Pla

°© Same Inventor o

The treatment of plural apgliéations of the

same wmwentor; none of which has become a
patent, is treated in Rule 78 as follows:

RBev. 11, Jan. 1967

-

ral Applichtiojgg of

136

eata, ol o st gl «
- See 709.01 for one applicationin interference. -
. Bee: 806.04(h) :to :806.04(j) . for species and
genus in separate appliestions, - - o
Wherever ‘a,glpropnate, such_conflicting :ap-
Pl,ications;s};o Id be_joined. This:is particu-
arly true, where the two or more applications
are due to, and consenant with, a requirement
restrict which the examiner now considers
to be improper.. = . .. ’
822.01 Co-pending Before the Exam-

to res

~ Under Rule 78(b) lt,he,%ract,ipﬁ'.li'elaﬁy‘e ‘to
qverlap’;{]' 1g ‘claims in ag)p‘ ications ‘(‘:"Op,en'ding
before the examiner (and not the result of and
consonant with a requirement to restrict, for
which see 804:01), is as follows:
- Where claims in one application are unpat-
entasble over claims of another application of
the same inventor  (either because they recite
the same subject matter, or because the prior
art shows that the differences do not impart a
patentable distinction), a complete examina-
tion should be made of the claims of one appli-
cation. The claims of the other application
may be rejected on the claims of the one exam-
ined, whether the claims of the one examined -
are allowed or not. e
In aggravated situations no other rejection
need be entered on the claims held unpatentable
over the claims of the other application. How-.
ever, any additional claims in the one applica-
tion that are not rejected on the claims of the

other should be fully treated. -






