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- T15.0%7(d)’ -Disposition: of . Exhibits ... 7
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717  File Wrapper

717.01  Papers in File Wrapper - T
7170t (a) Arrangement of Papers in File Wrapper
717.01(b} Prints .

717.02. Date Eatered on File Wrapper
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717.62(b) Xame or Resldence of Inventor or Title
71703 Ciassification During Examination

71704 Index of Claims

717.05 Field of Search: ' . .

717068 _Foreign Filing Dates .,

717.07 Related Applications -

701 Statutory Authority for Examina-
tion |
35 U.8.C. 131. The Commissioner shall ¢ause an ex-
amination to be made of the application and the alleged
new invention; and if on such examination it appears
that the applicant is entitled to a patent under the law,
the Commisgioner shall issue a patent therefor.

The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 US.C. 101, 102, 103. =~

702 Requisites of the Application

The Examiner should be careful to see that
the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments. how-
ever, must not include new matter.

702.01 Obviously Informal Cases

When an application is reached for its first
action and it is then discovered to he imprac-
tical to give a complete action on the merits
because of the paucity of disclosure, the fol-
lowing procedure may be followed: (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, ob}'ects of invention and claims and
any apparently pertinent art cited; (2) Infor-

malities noted by Application Branch and de-
ficiencies in the drawing shonld be pointed out

diomatio. English, end

s rejected 68

practice;:(4) The claims should b
ail,ing‘st’:xdefm the invention. in the manner

!'e%uimdby 35,U.8.C. 112 if they are informal.
A blanket rejection is usually sufficient. .. . .-
. The Examiner should not attempt to peint
out. the specific points. of informality .in. the
specification and claims., The burden is on the
applicant to reviseithe application :to. render
it 1n proper:form for & complete examination.
Applicants should make every effort to follow
U.S. practices and terminology when pre({mring
a case for filing. If this has not been done, a
prompt amendment should be made, avoiding
the introduction of new matter, but putting the
case in proper form. N C
For the procedure to be followed when only

333 drawing. is informal, see 608.02(a) -and

703 “General Information Concerning

. Patentis” Sent Instead of “Rules of

. Practiee” . . . .

The pamphlet “General Information Con-

cerning Patents” may be sent to an applicant

handling his own case when the Examiner
deems it advisable.

704 Search

After reading the specification and claims,
the Examiner searches the prior art.,

The subject of searching is more fully
treated in Chapter 900. e 904 through
904.02. The invention should be thoroughly
understood before a search is undertaien.
However, informal cases, or these which can
only be imperfectly understood when they
come up for action in their regular turn are
also given & search, in order to avoid piece-
meal prosecution.

- Previous ExaMinNer’s Searca

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second Exam-
iner should not take an entirely new ap-
proach to the case or attempt to reorient the
point of view of the previous Examiner, or
make a new search in the mere hope of finding
something. See 717.05.

Rev. 14, Oct. 1067
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orie examining group, is found to contain one
or more claims per ¢e classifiable in one or more

sther groups; which ' claims’ are not divisible
nter se or from the claims which govern classi-
fication of the dpg‘iication in the first group, the
application may be referred to the other group
or groups concerned for a report as to the '&:t-
entsbility of certain d‘esi‘%’ated claims. - This
rt will be known as a Patentability Report
(?.R.) and will be signed by the Primary Ex-
aminer in the re VmF group.
The report, if legibly written, need not be

gote that the Patentability Report practice
is suspended, except in extraordinary circum-
stances. See 705.01(e).

705.01 Tustructions re Patentability
Reports "

" Yn the prosecution of an ai})plit:atiqn under
conditions authorizeéd in the Notice of Novem-
ber 10, 1948, relating to Patentabilitis‘eReports,
the following procedure should be observed.

en an application comes up for any ac-
tion and the Primary Examiners involved
agree that a Patentability Report is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, For Patentability Report from Group
........ as to Claims ..______.

705.01(a) Nature of P.R., Its Use and
Disposal

The Primary Examiner in the group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a case has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the application is
regularly assigned.

The Examiner preparing the Patentability
Report will be entitled to receive an explana-
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" tion of the disslosurs-from the Exsminer to
- whom the case is assigned to av oidmi"du i

porting ‘group is ‘of the opinion: that a ‘Pat-
entabiﬁty Report is not in order, he should so
advise the Primary Examiner in the forward-
ing group. ' : : ‘

Di1sAGrREEMENT A8 TO CLASSIFICATION

Conflict of opinion as to classification may
be referred to an Examiner of Classification
for decision.

If the Primary Examiner in the up
having jurisdiction of the case agrees with the
Patentability Report, he should incorporate the
substance thereof in his action, which action
will be complete as to all claims. The Pat-
entability Report in. such a case will not be
given a paper number but will be allowed to
remain in the file until the case is finally dis-

of by allowance or abandonment, at
which time it should be removed.

Di1sacreEMENT ON PATENTABILITY REPORT

If the Primary Examiner does not agree
with the Patentability Report or any portion
thereof, he may consult with the Primary Ex-
aminer responsible for the report. If agree-
ment as to the resulting action cannot be
reached, the Primary Examiner havinﬁ juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
%r;tability Report should be removed from the

e.

Arpear TAREN

When an appeal is taken from the rejection
of cluims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s answer.
At the time of allowance, the application may
be sent to issue by said group with its clas-
sification determined by the controlling claims
remaining in the case.

705.01(b) Sequence of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdiction of the
ease will direct that a complete search be made




is expedient; the orderof search should be eorre-
Counting and Recording

k)
. s L

705.01(¢)

The forwarding of the application for & Pat-
entability Report is not to be treated as a
transfer by the forwardi g'roué). When
the P.R. is completed and the apphesation is
ready for return to the forwardmggroup,
it is not counted either as a Teceipt or action
by transfer. Credit, however, is given for the
time spent. See 1705. o B

A box is ided on each file wrapper
headed “P.R. Div. ...__."” and the number of
the fmup making the 'P.R. is entered in
peneil. - e B E T A
“'The date status of the application in the
reporting group will be determined on the
bagis of the dates in the group of original
jurisdiction. ' To insure orderly progress in the
reported dates, & timely reminder should be
furnished to the group making the P.R.

705.01(d) Duplicate Prints of Draw-
ings

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnishk to the group to which the
case is referred, prints of such sheets of the
drawings as are ’;ﬁpﬁcable; for interference
search purposes. at this has been done may
be indicated by a pencil notation on the file
wrapper. ‘ ' '

When 2 case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each gronﬁ that
submitted a P.R. The Examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use

The above outlined Patentability Report
practice is not obligatory and should be re-
sorted to only where it will save total examiner
time or result in improved quality of action

7 na £ 40

examinstion otéa& ap hlistm is of
ortance. - Patentability = Report

single examiner can give a complete examina-

tion of as “quality on all claims, and in
less total examiner time than woulé be con-
sumed by the use of the Patentability Report
practice.

Where claims are directed to the same char-
acter of invention but differ in scope- only,
prosscution by Patentability Report 1s never

xemplary situations where Patentabilit
Reports are ordinarily not proper. are as fol-

lows: . I o

(1) Where the claims are related &s a manu-
facturing process and a product defined by the

rocess of manufacture. The examiner having
jurisdiction of the process can usually give a
complete, adeguate examination.in less total
examiner time than would be consumed by the
use of a Patentability Report.

(2) Where the claims are related as a prod-

uct and a process which involves merely the
fact that a_product having certain characteris-
tics is made. The examiner having jurisdic-
tion of the product can usually make & com-
plete and adequate examination.
- (3) Where the claims ar: .clated s a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination se. The examiner having
jurisdiction of the subcombination can usually
make a complete and adequate examination.

Becausge of the high percentage of new ex-
aminers, sitnations frequently arise where the
Patentabilify Report would of necessity be
made by an examiner who knows less about the
art than the examiner secking the Patentabil-
ity Report. Then there are also situations
where the examiner seeking the report is suffi-
ciently qualified to search the art himself.

In view of these conditions which are ex-
pected to prevail for some time to come, it is
felt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a Patentability Report will save total
examiner time, exceptions may be permitted
with the approval of the Group Manager
of the group to which the application is as-
signed. The “Approved” stamp should be im-
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il oborting goun may be
called on. for asslsta.nco Jat the interview when
it concerns claims treated by them. (Basis:
Notice of November 12, 1948,) See 13 to

713.10 regarding mtervmws in general

706 lle)ection of Clainu

Al this part of the Manual explams
the p re in rejecting claims, the Examiner
should never overlook the importance of his
role in allowing claims which pmperly deﬁne
the invention. -

Rule 106. Rejection of claims. (a) If the lnvention
is not considered patentable, or ot considered patenta-
ble as clalmed the clalms, or thme consldered nnpat-
entnble will be’ rejeceed.

(b) In rejectinx claims for want of nove!ty or for
want of invention, the examiner mmust cite the best ref-
erencenathlscommand. When & reference is complex
onhowsordescribealnventiomotherthanthntdnmed
by the applicant, the particular part relied on must be
designated as nearly as practicable. The pertinence
of each reference, if not obvious, must be clearly ex-
plained and each rejacted claim specified.

When an application discloses patentable
subject matter and it is apparent from the
cleims and the Applicant’s arguments that the
claims are mtend to be directed to such pat-
entable subject matter, but the claims in their

resent form cannot be allowed because of de-

ects in form or omission of s limitation, the

Examiner should not stop with & bare ol)]eco
tion or rejection of the clsims. The Exam-
iner's action should be comstructive in nature
and when ible he should offer a definite
suggestion for correction.

If the Examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claime may be given
favorable consideration.

Rule 112, Reezamination and reconsideration. After
response by applicant (rule 111) the application will
be reexamined and reconsidered, and the applicant will
be notified if claims are rejected, or objectlons or re-

Rev. 7, Jan. 1008

mummmmmmmmmm-r
without amendsent, bt sny amendments ufter the
second Office action muet ordinarily be restricted to
mmﬂmummmﬂumﬁtmm
and the application will be sgain considered, and se on
repeatedly, unless the examiner hag indicated that the
gction 1s final.

706.01 Contrasted With Objection

The refusal to t claims because the sub-
ject matter as claimed is considered unpatenta-
is called & “rejection.” The term “rejected”
must be applied to such claims in the Exam-
iner’s letter. If the fo& of t)he claim (as dis-
t.mgmahed fwm its substance) is improper, an
“objection” is made. The practical di erence
8 rejection and an ob]ectxon ia that a
ﬂui’ecl:mn, mvolvmgbthe merits of the claim, is
to review the Board of Appeals,
wlule an objection, 1f reisted in, ma) be
reviewed only by way of petition to the

missioner. .
- An example of & matter of form as to whwh

ab)actlon is made is dependency of a claim on a
rejected claim, if the ndent claim is other-
wise allowable. See 608.01(n).

706.02 Rejection on Prior Art

By far the most frequent ground of rejection
is on the ground of nn tentability in view of
the prior art, that is, that the claxmed matter
is neither novel under 35 U.S.C. 102 nor non-
obvious under 35 U.S.C. 103. The language to
be used in rejecting claims should be uneguivo-
cal. See T07.07( dg

A U.S. patent is a valid reference against an
application even though the patent date is af-
ter the date of an application provided
that the filing date of the patent is prior to the
filing date of the application. It is proper to
use such a patent as a basic or an auxiliary ref-
erence and such patents may be used as both
basic and auxiliary references. The doctrine of
the Alexander Milburn Co. v. Davis-Bournon-
ville Co. decision, 1926 C.D. 303; 844 O.G. 817,
has been thus construed In re Youker
(C.C.P.A.), 1935 C.D. 658; 461 O.G. 10, and in
Minn. Mining & Mfg., Co. v. Coe (C.A.D.C.)
1938 C.D. 100; 497 O.G. 766. See also Detrola
Corp. v. Hazeltine (U.S.S.C.) 1941 C.D. 811;
528 O.G. 245 and In re Gregg (C.C.P.A.), 1957
C.D, 284; 720 0.G. 227. The Milburn case doc-
trine has been restated and reaffirmed by the




" Things believed to be known to those skilled
in the art are often asserted by the Examiner
to be “well known” or “matters of common
knowledge”. If justified, the Examiner should
not be obliged to spend time to produce docu-
mentary proof. If the knowledge is of such
‘notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-

colm, 1942 C.D. 589; 543 O.G. 440. If the ap-
plicant traverses such an assértion the Exam-
iner should cite'a reference in support of his
position.. | 3 N

~ Failure of the applicant to seasonably chal-

lenge such assertions establishes them as ad-
mitted prior art.. See In re Gunther, 1042 C.D.
332; 538 O.G. 744; In re Chevenard, 1944 C.D.
141; 500 O.G. 196. This applies also to asser-
tions of the Board. In re Selmi, 1946 C.D.
525; 691 O.G. 160; In re Fischer, 1842 C.D.
295; 538 0.G. 503.

Rejections Not Based on Prior
Art

The primary object of the examination of an
application is to determine whether or not the
claims define a2 patentable advance over the
prior art. In too many instances this consid-
eration is relegated to a secondary position,
while undue emphasis is given to technical re-
jections. Where a major technical rejection
is proper (e.g. aggregation, lack of proper dis-
clogure, undue breadth) such rejection should
be stated with a full development of the rea-
sons rather than by a mere conclusion coupled
with some stereotyped expression.

Certain technical rejections (e.g. negative
limitations, indefiniteness) should not be made
where the Examiner recognizing the limita-
tions of the English language, is not aware of
an improved mode of definition.

Rejections not based on prior art are ex-
plained in 706.08(a) to 706.03(y). IF THE
ITALICIZED LANGUAGE IN THESE

706.03

706.08(a) = Nonstatutory Subject Mat-

Patents are not granted for all new and unse-~
ful inventions and discoveries.. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 U.S.C.
101, which permits patents to be granted only
for “any new and useful process, machine,
manufacture, or composition of matter, or any
new and useful improvement thereof.

The term “process” as defined in 85 U.S.C.
100, means process, art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or material.

Judicial decisions, have determiried the lim-
its of the statutory classes.  Examples of sub-
ject mautter not patentable under the Statute
follow: o e o
Printep MaTTER |

For example, a mere arrangement of printed
matter, though seemingly a “manufacture,” is
rejected as not being within the statutory
classes. ~ :

Narvranry OQCCURRING ARTICLE

Similarly, a thing occurring in nature, which
is substantially unaltered, is not a “manufac-
ture.” A shrimp with the head and digestive
tract removed is an example. Ex parte Gray-
son, 51 USPQ 413.

Merraop or Doine Business

Though seemingly within the category of a
process or method, the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. Hotel Se-
curity Checking Co. v. Lorraine Co., 160 Fed.
467.

ScrenTiFIc PRINCIPLE

A scientific principle, divorced from any
tangible structure, can be rejected as not
witg;n the statutory classes. O'Reilly v. Morte,
15 Howard 62.

This subject matter is further limited by the
Atomic Energy Act explained in 708.03(b).
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tlon or dlleonry which is uoefn{ aplely ln the utmn

mutomlcvupon. vt et
mmﬁf“atomlcemm” and “mchlnnclm

= material” mdeﬂnedinﬂecﬂonuottheAet (nusc

2014). :

&cﬂm lﬂl(c) and 151(d) (42 ms.c. 2181¢ and d)
set up categories of pending applications relating. to
atomle energy that must be brought to the attention
of the U.S. Atomic Energy Commission. Under Rule
14(c), applications for patents which disclose or which
appear to discloge, or. which purport to disclose, inven-
tions or discoveries telating to atomic energy are re-
ported to the Atomic Energy Commission and the Conr-
mlnionwﬂlbcglvenncceutomchapﬁluﬂmm
such reporting does not constitute & determination that

m-:bjeetmmrotmhapplmuon-ow lﬂp
fact useful or an Iinvention or discovery or that such

application In fact discloses subject matter in cate
gories specified by the Atomic Energy Act.

Applications MUST be inspected promptly
when received to determine those which appear
to relate to atomic energy and those so related
MUST BE PROMPTLY FORWARDED to
the Patent Security Division for processing
under Rule 14(c), in order for the Commis-
sioner to fulfill his responsibilities under Sec-
tion 151(d) of the Act.

All rejections based upon Sections 151(a)
and 155 of the Atomic Energy Act MUS'T be
made only by Divisions 10, 44 and 46.

706.03(e) Functional

See Ex parte Ball et al.,, 1953 C.D. 4; 675
O.G. 5§ In re Arbeit et al, 1953 C.D. 409;
677 O.G. 843 and Ex parte Stanley, 121 USPQ
621.

Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-
lows:

The specification shall contaln a written description
of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled In the art
to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out hig invention.

Rev. 7, Jan, 1966

68

" of function. However .

¥y ‘ penden ‘
An element In & claim for a cowbination my be

tion of q)edal puclear maﬁerhl or ntomic a\ergy ln ; expreuaed as a means or step for performing a specified

function ‘without the recital of struéture, maiterial; or
acts In support thereof, and such; ¢laim shall be con-
strued to cover the corresponding structure, material,
or.acts. described in . the. speclﬂmtion and equivalents
thereof.

Pnragraph 3 of sectlon 112 has the effect of
rohibiting the rejection of a claim for a com-
ation of elements (or steps) on the ground
that the claim distinguishes from the prior art
solely in an element (or step) defined as a
“muns” (or “step”). coupled with a statement
is provision of para-
graph 3 must always be considered as subordi-
mte to the provision of paragraph 2 that the
articularly point out and distinctly
cltum the subject matter. If a clalm be founid
to contsin language app ragraph 3
such ¢laim should always be tested addltlomﬂv
for eothance with paragraph 2 and if it fails
to comply with the requirements of paragraph
2, the claim should be so rejected and the rea-
sons fully stated.

Paragraph 3 of section 112 makes no change
in the established practice of rejecting claims
as functional in situations such as the fol-
lowing:

1. A claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a claim of this character may be
found in In re Fuller, 1929 C.D. 172; 388 O.G.
279. 'The claim reads:

A woolen cloth having a tendency to wear
rough rather than smooth.

2. A claim which recites only & single means
and thus encompasses all possible means for
performing a desired function. For an ex-
ample, ses the following claim in Ex parte
Bullock, 1907 C.I. 98; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable

support.

706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




Yoy ch'definé the pateittable novelty

i ‘of particularity end
tude iri ‘the manner of
mess'of terms shodld be
o claim language is

ise ‘a5 the Examiner might desirei
th claiﬁsﬁ ‘vague and ‘indefinite or incom-
plete. In non-chemical cases, a claim may, in
ﬁml,‘bq drawn as broadly as permitted by

rior art. e

e rejection of a claim as indefinite would
appear to present no difficulties. - On occasion,
however, a great deal of effort is required to
explain just what is wrong with the claim,
when writing the Examiner’s letter, - Although
cooperation with the attorney is to be com-
mended, undue time should not be spent trying
to guess what the attorney was trying to salm
the claim. Sometimes, 8 rejection o8 indefinite
plus the statement that 2 certain line is mean-

ess “is sufficient.  The Examiner’s action

should be construetive in nature and when pos-
sible he should offer a definite suggestion for
correction. Inclusion of a negative limitation,
such as a “metal, excepting nickel”, may make
& claim indefinite. Expressions such as: “an-
hydrous”, “colorless” and “non-poisonous” have
been Kermitted because they are definite and by
far the least cumbersome way to express the
limitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 O.G. 1797.

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper.

Still another way in which a claim can be in-
definite is where a non segquitur occurs. For
examﬁ;‘)lle, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no antecedent in
the claim to a lever. An indirect limitation
also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim,
“said aluminum lever” is recited, the claim is
rejected as indefinite.

706.03(e) Produet by Process

An article which cannot be described in any
other manner, may be claimed by a process of
making it. In re Moeller, 1941 C.D. 316, 527
0.G. 559. Applicant must, however, make a
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con! - As ‘s rule, the product-by-process
claims should ‘be:limited :to one, unless it ap-
pears that there are materisl “differences. be-
tween the products produced by the processes
recited in the different claims. - See also “Prod-
gsc; by Process Claims™ (Wolffe) 28 J.P.O.S.
706.03(f)  Incomplete

A claim can be rejected as incomplete if it
omits essential’ elements, steps or necessary
structural cooperative relationship of elements,
such ommission amounting to a gap between the
elements, steps or necessary structural connec-
tions. Greater latitude is permissible with re-
spect to the definition in a claim of matters not
essential to novelty or operability than with
respect to matters essential thereto. See also
706.03(d). ; ' '
706.03(g) Prelix

Claims are rejected as proliz when they con-
tain long recitations of unimportant ils
which hide or obscure the invention. Ex parte
Iagan, 1911 C.D. 10; 162 O.G. 538, expresses
the thoutght that veliy long detailed claims set-
ting forth so many elements that invention can-
not possibly reside in the combination should

be rejected as prolix. See also In re Ludwick,
1925 C.D. 806; 339 O.G. 393.

4t 1 A 1
-@re in-

706.03(h) Nonstatutory Claim

- Some applications when filed contain an om-
nibus elaim such as A device substantially as
shown and described.

Such a claim can be rejected as follows:

Claim is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112.

For cancellation of such a clain by Examin-
er’s Amendment, see 1302.04(b).

706.03(i) Aggregation

Rejections on the ground of aggregation
should be based upon 8 lack of cooperation be-
tween the elements of the cluim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(706.03(j)). Confusion as to what is meant

Rev. B, Jul. 1668
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( sbls ot un able):if there.
chine associated with a dial talaphone.?g:
i Eaample of old combination: An improved

carburetor claimed in combination with a gaso-

A’ claim is not necessarily aggregative be-

cause the various elements do not function si-
multaneously. A writer, for example, is a
: combination. leig:; isa cllaim necessar-
ily aggregative merely because elements which
do ggoperate are set ¥‘rth in specific detail.

706.03(j) Old Combination

The rejection on the ground of old combina-
tion (synonymous with “exhausted combina-
tion") rqulres the citation of a reference, but
is treated here because of its relation to aggre-
gation. 'The reference (not a combination of
references, of course) is cited, not to antici-
pate the claim, but to anticipate the broad
combination set forth in the clasim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
i8 in the claim.

Example: An improved (specifically recited)
carburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
8, carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the carbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only because
of the improved carburetor. The carburetor
has separate status, since entire subclasses are
devoted to carburetors, claimed as such. A
reference is preferably cited to show the sepa-
rate status and development. (See 904.01 (dg.)

Old combination rejections ordinarily are
based on 35 U.S.C. 112 (failure to point out the
invention).

706.03(k) Duplicate Claims; Double
Patenting

. Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.

Rev. 5, July 1665

y . When two.claims in an_sppli-
cation are duplicates, or else are so close in
content that they both cover the same thing,
despite. s slight difference in . wording, it is
proper after allowing one claim to reject the
other as being a substantisl duplicate of the
allowed claim.. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art. The lat-
%er ground of re]?lctlon isedset forth ilr‘:lx,the; fol-
owing paragraj from arte
Whitelaw, 1915 eD. Tg;(ms 0.G. 1287: ? |

“Claim 54 is not patentable over claim 51
and claims 53, 55 and 56 are not patentable
over claim 50 in view of Comsteck, No. 590,657,
which shows that it is old to employ an engine-
casing in tools of this character. The claims
held patentable are considered as fully cover-
ing applicant’s invention, and applicant can-
not be permitted to multiply his claims by
presenting slleged combinations which distin-

ish from the real invention only by including
elements which are old in the art and perform
no new function.” L

This rejection (the ex parte Whitelaw doc-
trine) is usually not apg}led if there are only
a few claims in the application.

Situations related to that given above are as
follows: ,

Conflicting subject matter in two applica-
tions of the same inventor, one of which 1s as-
signed, see Section 304.

Where there is 2 common assignee for two
or more applications by different inventors, see
Section 305.

Where the same inventor has two or more
applications for species or for related inven-
tions, see Chapter 800, particularly Sections
804-804.02, 806.04(h), 822 and 822.01 for dou-
ble patenting rejections of inventions not pat-
entable over each other.

Arrrication Frep Uwoer 35 U.S.C. 121

The Commissioner has determined that un-
der 35 U.S.C. 121, the Patent Office cannot re-
ject a divisional application on the parent pat-
ent if the divisional application is filed as a
result of a requirement for restriction made by
the Office even though the requirement for re-
striction relates to species. re Joyce, 1958
C.D. 2; 727 O.G. 4. See also In re Herrick et
al,, 1958 C.D. 1; 727 0.G. 4 where the Com-




ing tm
the opinion that
ously unpatentable over one

- ~Rule T5(b). More than one- ehhmy be presented,
provided they differ substantially from each other and
sre not unduly multipHed. 0 Do oo o

An unreasonable number of claims; that is
unreasonable in view of the nature and sco
of applicant’s invention and the state of
art, affords a basis for 2 rejection on
ground of multiplicity. A rejection on
ground should include all the claims in the case
masmuch as it relates to confusion of the issue.

To avoid the possibility that an application
ghich‘lliap‘ ltgegn re'ecltegl on the groun ci:dmtl-

ue mulfiplicity of claims may appes. 0
the Boudpof tAyppeals prior to an examination
on the merits of at least some of the claims
presented, the Examiner should, at the time of
making the rejection on the ground of multi-
plicity of clsims, indicate the number of claims
dgment is sufficient to prop-

uire

the

crly Hofine Applicants iavantion and
) e Applicant’s invention and requi
the Applicant to select a number of claims, not
to exceed the number i for. examina-
tion on merits. The Examiner should be rea-
sonable in setting the number to afford the
Applicant some latitude in claiming his inven-
tion. :

If & rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the claims are unduly multiplied and
will be rejected on that ground. He should
request selection of a specified number of claims
for of examination.

If time for consideration is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

When claims_are selected, 2 formal multi-
plicity rejection is made, including a complete
record of the telephone interview, followed by
an action on the selected claims.

When applicant refuses to comply with the
telephone request, o formal multiplicity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call.

The Applicant’s response to a formal multi-
plicity rejection of the Examiner, to be com-
plete, must either:

1. Reduce the number of claims presented to
those selected previously by telephone, or if no
previous selection has heen made to s number
not exceeding the number specified by the Ex-
aminer in the Office action, thus overcoming the

(§!

ep revious selection
has been made, select certain claims for purpose
of examination, the numbeér of which is not
greater than the number indicated by the exam-
mer. ' If the rejection on multiplicity is adhered
to, all claims retained will be included in such
:?ectmn and the selected claims only will be
p

ditionally examined on their merits. This
rocedure preserves spplicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals. g '
See also 708.03 (k).
706.03(m) Nonelected Inventions
See\smh tof;8§;i0f3. % particularly the last
paragraph of 821 for the necessity of rejecting
elaims, which stand thhdram:y, becau:x'ae not
resdable on the elected species, where appli-
cant has traversed the Examiner’s holding.

706.03(#). Correspondence of Claim

Rule 117. Amendment end revision requived. The
specification, claims and drawing must be amended and
revised when required, fo correct inaccursclez of de-
scription and definition or unnecessary prolixity, and
to secure correspondence between the claims, the speci-
fication and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, 2 claim may be 30 broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
sverments in & claim do not correspond to the
averments or disclosure in the specification, &
rejection o the ground of inaccu may be
in order. .t must be kept in,ml';:? that an
original claim is part of the disclosure and

ight adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant 1s required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the Ex-
aminer should in the interest of expeditious

rosecution call attention to Rule 118. If sub-
ject matter capable of illustration is originally
claimed and it is not shown in the drawing, the
ciaim is not rejected but Applicant is required
to add it to the drawing. See 608.01(1).

See 706.03(z) for rejections on undue breadth.

Rev. 12, Apr. 1067



‘on: the ground that it is

new mal; "Neiv ﬁmtter mclndns not only

-additio wholly. un§npp°md
matter, but also, adding specific pe s or
compounds after a ,broader om;mn
or even the omission of a step fro

mamethod
See 608.04 to 608.04(c). o

706.03(p) No Utility

A rejection on the ground of Zack of util:ty
includes the more specific grounds of éwpera
twenest, iwolving perpétual mo frivolows,

udulm? against lic pols

ractice of affording ieant: o,n poﬂm:t:y
or a refund of the ﬁh’ggfee in
tion cases was dlscontmued See 608 01 (p)

706.03(q) . Obviows Method

An Applicant. may invent a new and useful
article of manufacture. Once the article is
conceived, it often happens that anyone skilled
in the art would at once be aware of a
of making it. In such a case, if applicant as-
serts both article and method claims, the arti-
cle claims are allowed but the method claims
may be rejected as being drawn to an obrious
method of makmg the article.

706.03(s) Statutory Bar |

Another category of rejections not based on
the prlor art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him.

AnAnnoxmxT or INVENTION

Under 35 U.S.C. 102(c), abandonment of
the “invention” (as distinguished from sban-
donment of an applmatlon) resu]ts in loss of

right to a patent.

Owx Prior Forricx PATENT

85 U.8.C. 102. Conditions for patentadilily,; novelty
and loss of right to patent. A person shall be entitled
to a patent unless—

® * [ ] [ ] ®

(d) the invention was first patented or caused to

be patented by the applicant or his legnl representatives

Bev. 11, Jan. 1967

T oy
“Section 102(d) of ?i‘ltle , 88 enacted by section 1
heveof, shall not apply ‘to existing patesits snéd pending
application; but the iaw previously in effect, mamely
the first paragraph of R.S. 4887, shall apply to .such
patents and applicatlons Yoo

‘The statntory bar of puor forelgn patentmg
heen, change a5 srpreesd 1 paragraph (1) of

n ¢ as ex in para o
Section 102 of the new law. 4 Angz;ap lication
for United States patent filed more than one
year after the filing of an apphca.txon for the
same invention in a foreign country is mno
longer barred unless the foreign patent 1ssued
befom the United States application is filed. .

The::statute : above .quoted estsblishes. four
eondltmns which,; if all are.present; establish &
bar: agalmt the gmntmg of a ptbent in: tins
ootmt.ry

(l)Theforeagna hcatwnmmtboﬁled
more than one' ﬁa - in the
gﬁlﬁg States ¢ odzﬁed by Pubh w 690,

(2) Itmustbe ﬁled by the a.pphcant his legnl

representatlws or assigns.
(8) The foreign patent must be actually
%mnted (e.g., by sealing of the papers in Great
ritain) before the filing in the nited States.

Ex parte Gruschwitz et al., 138 U.S.P.Q. 505
discusses “patented” as apphed to German
procedures.

(4) The same invention must be mvolved

1f such a foreign patent is discovered by the
Examiner, the rejection is made on the ground
of etatutory bar.

The new law only applies to appllcatxons
filed after J anuary 1, 1953. ,

Snnmssxow TO Lisrary vancwsAnY

Such appllca.tlons [those filed after Janu-
ary 1, 1953] should not be submitted as a rou-
tine matter to the Library to ascertain if the
foreign application has become a patent. Since
the foreign patent to be a bar under 35 U.S.C.
102(d) must have been granted before the filing
date in this country, the probability of the
foreign patent having issued after the date of
execution of the original oath and before the
U.S. filing date is so slight as to make such a
search ordinarily unproductive. The practice
with reference to cases filed before January 1,
1953 remains unchanged.




 Foamox Fruve Wrrmovr Licesz

85 USG 18§. Piling of appHoation in forelgn coun-
try. Except when authorized by a license obtained

from the Commissioner a person shall not file or cause
or authorize to be filed in any forelgn country prior to
six months after filing in the United States 2n applica-
tion for patent or for the registration of a utility model,
industrial design, or model in respect of an invention
made In this country. A license shall not be granted
with respect to an invention subject to an order issued
by the Commissioner pursuant to section 181 of this
title without the concurrence of the head of the depart-
ments and the chief officers of the agencies who caused
the order to be issued. The license may be granted
retroactively where an application has been inadvert-
ently filed abroad and the application does not disclose
an invention within the scope of s2ction 181 of this titie.

The term “application” when used in this chapter
includes applicatlons and any modifications, amend-
ments, or supplements thereto, or divisions thereof.

35 U.8.C. 185. Patent barred for filing without license.
Notwithstanding any other provisions of law any per-
gon, and his successors, assigns, or legal representa-
tives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or
legal representatives shall, without procuring the
license prescribed in section 184 of this title, have
made, or consented to or assisted another’s making,
application in & foreign country for a patent or for the
registration of a utility model, industrizl design, or
model in respect of the invention. A United States
patent issued to such person, his successors, assigns, or
legal representatives shall be invalig.

If, upon examining an application, the Ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the agplication to Licensing
and Review Section of Group 220, calling at-
tention to the foreign a Flication. Pending
investigation of the possible violation, the ap-
plication may be returned to the Examining
Group for prosecution on the merits. When it
is otherwise in condition for allowance, the ap-
plication will be again submitted to Licensing
and Review Section of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
application.

If it should be necessary to take action under
35 U.8.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applica-
tion to it.

Oruer StaruTory Bars

Further, claims to an invention in public use
or on sale in the United States more than

72.1

| EXAMINATION OF APPLICATIONS

mimmonths before theeﬂeetiva U.S. filing
dste sre also rejected. 85 U.S.C. 102(b).

7%133( t) Other Assigned Application

As pointed out in 304, assignment of one of
several overlapping applications may be a
ﬁ;?md of rejection. also 305 and 706.03

706.03(u) Disclaimer

Claims may be rejected on the ground that
applicant has disclaimed the subject matter in-
volved. Such disclaimer may arise, for exam-
ple, from the applicant’s failure:

{a} to make claims suggested for interfer-
ence with another application under Rule 203
(1101.01(m)),

(b) to copy a claim from a patent when sug-
gested by the Examiner (1101.02(f)), or
_ {¢) to respond or appeal, within the time
limit fixed, to the Examiner’s rejection of
claims copied from a patent (see Rule 206(b)
and 1101.02(f)).

The rejection on disclaimer applies to all
claims not patentably distinct from the dis-
claimed subject matter as well as to the claims
directly involved.

706.03(v) After Interference or Pub-
lic Use Proceeding

FTor rejections following an interference, see
1109 to 1110,

The outcome of public use proceedings may
also be the basis of a rejection. (See Rule 292.)

Upon termination of a public use proceedings
including a case also involved in interference.
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedings.

706.03(w) Res Judicata

A prior adjudication against the inventor on
the same or similar claims constitutes a proper
ground of rejection as res judicata. See Ex
parte Budde, 150 U.S.P.Q. 469; 828 O.G. 409.

The rejection should only be used when the
earlier decision was a final, appellate one, such
as a Board of Appeals decision where the time
limit for further remedies has expired, or a
decision by the Court of Customs and Patent
Appeals. But see 201.11, last paragraph, for a
special situation.

“When making a rejection on res judicata,
action should ordinarily be made also on the
basis of prior art.”

See also 201.07.

Rev. 12, Apr. 1967
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m two years from:the ;

original patent. This is an absolute bar and
cannot: hep.exwaed -This prohibition has been

interpreted -to apply to any claim which is

broader in any respect than the claims of the
original patent. Such claims may be rejected
as being barred by 35 U.S.C. 251. However,
the reissue is applied for within two
years, the Examiner does not go into the ques-
tion of undue delay. . o .

'The same section permits the filing of a re-
issue application by the assignee of the entire
interest only in cases where it does not “enlarge
the scope of the claims of the ortifinal patent”.
Such claims which do enlarge the scope may
also be rejected as barred by the statute.

‘A defective reissue onth affords a ground for
rejecting all the claims in the reissue appli-
cation. See 1401.08. o

" Note that a reissue application is “special”
and remains so even if applicant does not make
a prompt response. =

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G.

839, sanctions, in chemical cases, c’himing a
genus expressed as g grou'l% consisting of cer-
tain specified materials. is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the apqlicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacoiogy
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising” instead of “consist-
ing of’. Ex parte Dotter, 12 U.S.P.Q. 382
Regarding the normally prohibited inclusion of
Markush claims of varying scope (generic and
subgeneric for example) In the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.

The use of Markush claims of diminizhing
scope should not, in itseif, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue maltiplicity,
an appropriate rejection shonid be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-
cal or chemical class or to an art-recognized

276-268 () - 67 - 7

ours in & claini reciting a process or 4 combi-
nation (Misiian%&oomfgmnd)yiﬁis: nfficient
if the membars of the group are disclosed i

| 05 . O

0! i1

“erty im common ‘ which is mainly

for their function in the elaimed relationship, ..
and it is clear from: their very natare or from
the prior art that all of them possess this prop
erty. The test should be applied as liberally
aa]l:omble “Where & Mu-Ensh expression is
applied only to a portion of a chemical com-
pound, the propriety of the grouping is deter-
mined by a consideration of the compound as
a whole, and does not depend on there being
a community of properties in the members of
the Markush expression. C

A rejection of & Markush type claim based
on any of the grounds pointed out above relates
to the merits and is appealable.

Suseenvus Craim

A situstion may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support s generic claim and yet a
court may subsequently hiold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection.

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any wa,
detracting from the rights of the public. Su
a subgenus claim would enable th> applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate leve] of
protection in the event the true fenus claims
should be subsequently held invalid.

The examiners are therefore instructed not
to reject a Markush type claim merely because
of the presence of a true genus claim embra-

cive thereof.
See also 608.01(p) and 715.03.

706.03(z) Undue Breadth

In mechanical cases, broad claims may prop-
erly be supported by a single form of an ap-

aratus or structure. In re Vickers et al., 1944

.D. 324; 564 0.G. 174.

In chemical cases, however, the disclosure of
a single species usually does not provide an
adequate basis to support generic claims. In
re Sol, 1938 C.D. 723; 407 O.G. 546. This is
because in chemistry it is not obvious from the
disclosure of one species, what other species
will work. In re ‘reﬂhfzield, 1940 C.D. 351;
518 O.G. 255 gives this general rule: “It is well

Rev. 12, Apr. 1067
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mical mmbmitwm lkli:.

mg t}m dmmd mlt. “The article “Broader

than :the - Disclosure -in - Chemlcal Cases™, 81

J.P: Q.S.f5 ; by Samuel S. Levm covers this sub—
Ject m detall Fou

706.04 ’Rejeehon of Prevmnsly Al-
“lowed Claims

A clmm noted as allowable shall therufter
be rejected only after the proposed rejection
has been submitted to the Primary Examiner
for consideration of all the facts and approval
of the proposed action.

Great care should be exercised in authorizing
such a rejection. See Ex parte Grier, 1923
C.D. 27; 309 0.G. 223; Ex parte Hay, 1900
C.D 18; 139OG 197 ~

P:mvmus Ac»nox BY Dmm:x'r Exuam

Full faxth and credlt should be ngen to the
gearch’ and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In general,an
examiner should not take an entire y new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in the mere hope of finding something.

Because it is unusual to reject a_previously
allowed claim, the Examiner should point out
in his letter that the claim now being rejected
was prevxously allowed.

706.05 Rejection After Allowance of
~ Appliecation
See 1308.01 for a rejection based on a refer-

ence.
For rejection of claims in an allowed case

which has falled to make the date of a senior
application in correspondence under Rule 202,

see 1101.01(i).

706.06 Rejection of Claims Copied
From Patent

See 1101.02(f).

706.07 Final Rejection

Rule 113. Final rejection or action. (&) On the
second or any subsequent examination or consideru-
tion, the rejection or other action may be made final,

Rev, 12, Apr. 10467

'thexmeatmjecﬁénofany

3 ) ‘or io

amendnient an speeified in fulé: ﬂf& Mm mr be

lnvél'md e ihe‘rwm otm
datm {rule’ a8 ‘Respotise to-a fina) rejéction or
aetton must: me&ade‘mnellattou of, or appesl from the
mjeetlon of; etcza clalw so: rejected and, # any claim
stands ullowed, enmplimce wlth any requlxemem or
objection as to forti. -
by In making sueh final re,}ection, the mm!ner'
shall repent or state all’ gmunds of rejection then con-
sidered ‘applicable to the ¢laims In the: cm, clearly
stating the reasons therefor.

Before final rejection is in order a clear issue
should be deve]o§d between the Examiner and
applicant. ring the prosecution. to as

speedy conclusion as possible and at the same
time to deal Justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully appl ed
and in response to this action the app
should amend with a view. to avoiding all the
grounds of re?)ectxon and objection. Sw:tchmg
rom one subject matter to another in the
claims presented by applicant in successive
amendments, or from one set of references to
another by the Examiner in re]ectmg in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue for an early termination; i.e., either an
allowance of the case or a final re]ectxon

While the Rules no longer give to an appli-
cant the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Examiner to that
end, and not be prematurely cut off in the
prosecution of his case. But the applicant
who dallies in the prosecution of his case, re-
sorting to technical or other obvious subter-
fuges in order to keep the application pending
before the Primary Examiner, can no longer
find a refuge in the Rules to ward off a final
rejection.

The Examiner should never lose sight of the
fact that in every case the applicant is entitled
to a full and fair hearing, and that a clenr issue
between applicant and Examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However, it is to the interest of the
applicants as a class as well as to that of the
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~+ " confers any nght onang

; 'prosecutlon Ex parte

ated. They must also be clearly developed to
such an extent that applicant may readily
the advisability of an appeal w1
(single). Office action contains s oomplete state-
ment supporting the rejection.

However, where a single previous Office ac-
tion contains a complete stafement of a ground
of rejection, the final rejection may tefer to
such a statement and also should include a re-
buttal of any arguments raised ‘in the 2 Eh-
cant’s response. If appeal is taken in suc
case, the examiner's answer should contsin a
complete statement of the examiner’s position.

A summary indicating the final disposition
olf each claim is desirable and also a statement
that:

“The above re]ectlon is made FINAL”, or
“This is a FINAL rejection”,

For amendments filed after final rejection,
see 714.12 and 714.13. o

706.07(a) Final Rejection, When
Proper on Second Action

Due to the change in practlce as aﬂ’ectmg
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice.. Under procedure which
became effective July 1, 1964, .and modified on
September 1, 1966, second actions on the merits
shall be ﬁnal except where the examiner intro-
duces a new groun of rejection not necessitated
by amendment of the application by applicant,
e.g., a rejection of any claim not amended by
applicant where that rejection relies on newly
cited art.

See 809.02(a) for actions which indicate
generic claims not allowable.

In the consideration of claims in an amended
case where no attempt is made to point out the
patentable novelty, the Examiner should be on
guard not to allow such claims. See 714.04.
The claims, however, may be finally rejected
if, in the opinion of the Examiner, they are
clearly open to rejection on grounds of record.

Tha perxod for response set in.a first action
final should correspond to the mod that would
have been set:had the action. made in the
parent case

706.07(c)i;m Fmalllejeenm, ,,Prema-
: turc

Any questxon a.s to re ] at mnws of a ﬁnal
rejection: shoul ta?ed, ;f at; nﬂ, while the
case is still pendmg before the y Exam-
iner. is is purely a questlou of practice,
wholly distinct from the tenability of the re-
jection. If may therefore not be & vanced asa
ground for apﬁea] or made the basis of com-
plaint before Board of Appeals. It is re-
v1ewable by petltlon

706.07(d) Final Rejection, With-
drawal of, Premature
If, on request by applicant for reconsidera-
uon, the Examiner ﬁn s the final rejection te
have been premature, he should withdraw the
ﬁnahty of the rejection.

706.07 (e) Withdrawal of Fmal Re-
jection, General

See T14.12 and 714 13 Amendments ‘after
final rejection.

Once a final re]ectxon that is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will place the case either in condition for al-
lowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
Rule 116(a). While the Office will continue
rigorons enforcement of Rule 116, citation of
new art by the Examiner in a final rejection

Rev. 12, Apr, 1007




rejection for "purpoaeofentznnganaw
gr]oundofreiacﬁmx,thmprwh«mtobehmtad
Yo situations where a new reference sither fully
meets at least one claim or meets it ex for
differences which are shorwn to be completely
obvious.  Normally, vious rejection
should be wlthdrawn thh respect to the claim
or claims involved.
ractice should not be used for applica-

tmo subsidmryreerenees,arofcum ative
or of references which are merel
to be better than those of
j "‘thopmctlceshouldnotbeused
for entenngnnw non-reference or so-called “for-
mal” g of rejection such as those under
35 U.S.C. 112.

‘When a final rejection is withdrawn, ali
smendments filed after the final rejection are

ordinarily entered.

707 Examiner’s Letter or Action

Eztract from Rule 105. (b) The applicant will be
notified of the examiner’s action. The reasons for any
adverse action or any objection or reguirement will
be stated and such information or references will be
given as may be useful in aiding the applicant to judge
of the propriety of continuing the prosecution of his

application.

707.01 Primary Indicates Action for
New Assistant

After the search has been completed, action
is taken in the light of the references found.
Where the assistant Examiner has been in the
Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
oughly. The usual procedure is for the as-
gistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or
whether the claims are to be considered on
their merits. If action on the merits is to be

Rev. 12, Apr. 1067

707 01 (a) Parﬁd Signntory Amllorily

‘Examiners who are dele partml signe-
tory aathority are ‘their own
actions with: tha exception of t - followi

actions which require the signature of the Pri-
mary Examiner:

Allowances

Quayle actions

Finsl rejections

Actions on amendments submitted after final
re]ectxon

Examiners’ answers on appeal

Interference declarations or modifications

Decisions on interference motions

Actions suggesting claims for interference

purposes
Actions mvolvmg oopled patent claims
(1101 f(f))

purpom

Actions reopen prosecution

Rﬁuests for withdrawal from issue

Rule 312 amendments

Rejection of previously allowed claim

Final holding of abandonment for insufficient
response

Actions based on affidavit evidence (Rules 131
and 132)

Suspension of examiner’s action

Reissue cases (decision on reissue oath)

Requests for an extension of time

707.02 Actions Which Reguire the
Attention of the Primary
Examiner

There are some questions which existing prac-
tice requires the Primary Examiner to be per-
sonally responsible for. The following actions
fall in this category:

Third action on any case (707.02(a)).

Action on a case pending 5 or more years
(707.02(a)).

Final rejection.

Initiating an interference (1101.01(c)).

( g’)m:t request for extension of time (710.02
e

Disposition of an amendment in a case in
interference looking to the formation of an-
other interference involving that application
(1111.05).

]unsdactlon for interference




tion (Rule 103).

T s?‘plication which

o?viously?*fails to comply with 85 U.S.C. 112

02.01). - - TIE R ARTIE ST
( Conm)deration of the advisability of a pat-
entability report (705.01).

Requirements for restriction 5803.01).

Withdrawal of final rejection (706.07(d) and
706.07 (%)). \ ,
~ All Examiner’s Answers on appeal (Rule
193). Note also 1208.01 where a new ground
of rejection or objection is raised, or & new refer-
ence 18 cited, in the Answer. e

Decision on reissue oath.

Decision on  affidavits under

(715.08) and under Rule 132(716).

*Treatment of newlyv filed:

Rule 131

(4

; The,Suzﬁepvism_‘y Primgry Examiners should
impress their assistants with the fact that the
shortest path to the final disposition of an ap-
plication is BK finding the best references on

the first search and cl?tgefully pplying them.
- The Supervi
to

Primq,(tiy Examine; mlg,re ex-
personally consider avery application
which is up for the third oiﬁcial?ctigg with &
view to finally concluding its prosecution.
Any case that has been pending five, years
should be carefully ‘studied by the Supervisory
Primary Examiner and every ‘effort made to
terminate its prosecution. In order to accom-
plish this result, the case is to be considered
“special” by the Examiner,

Rev. 15, Jan. 1968



o tmumpii application, all thé;'réferen ted E
- during the prosscution of the parent application

It should be noted, how

before October 25, 1965 in

of the number supported by the filing fee are
presented before the first official action in the
case, action is given only on the claims originally
presented and applicant advised accordingly.

707.05 Citation of References =

Rule 107. Oitation of references. 1t Gomestic pat-
ents be cited, their numbers and dates, the names of
the patentees, and the classes of inventions must be
stated. If foreign patents:be cited, their nationzlity
or country, numbers and dates, and the names of the
patentees must be stated, and such other data must be
furnished as may be necessary to enable the applicant
to identify the patents cited. In citing foreign pat-
ents, the number of pages of specification and sheets
of drawing must be specified, and In case part only
of the patent be involved, the particular pages and
sheets containing the parts relied upon must be {denti-
fied. If printed publications be cited, the author (if
any), title, date, pages or plates, and place of pub-
lieation, or place where a copy can be found, shall be
given. When a rejection is based on farts within the
personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such affidavit shall
be subject to contradiction or explanation by the affl-
davits of the applicant and other persons.

707.05(a) Copies of Cited References
Provided by Reference Or-
der Center

Copies of cited references (except as noted
below) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited, Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,
and by applicant in accordance with 707.05(b)
and 708.02 are not furnished to applicant with
the Office action. Additionally, the practice of
furnishing, automatically and without charge,

Rev. 15, Jan. 1968

isted at allowance for printing in the
Other continuing glicationis, includ-
tinuation-in-part and divisional applica-
are not affected by this change. . .

service is furnished by the Reference
rder Center (R.0.C.) which is in charge of
1) ordering copies of the cited U.S. patents;
2) microfilming foreign and other references
supplied by the examiner; (3) mailing the ac-
tion with one copy of each cited reference; and
& promptly returning to the appropriate

up the foreign and “other references”, and

(5) after mailing, returning to the Group the
ribbon copy of the mailed action together with
a copy of each reference to be pl in the ap-
plication file, . - o

To assist in providing this service, the Ex-
aminer should: o e

(a) Write the citation of the references on
3-part form PO-892, “Notice of References
Cited”. (The rest of the action is written as
heretofore.)

(b) Place the original copy of PO-892 in the
file wra%)er and give to the clerk with the com-
pleteld office action for counting and typing as
usual.

(c¢) Write the application serial number on

~ the plastic index tab of a special folder. Insert

into the folder the two carbon copies of PO~
892 together with any Foreign and Other Ref-
erences cited in the action. (Do not enclose any
U.S. patents.)

(d) Place the folder in the “Out Box for
R.O.C.”

Form P0-892 is completed, and the folder
prepared and forwarded to R.O.C. in all cases
in which a reference is to be provided, regard-
less of the type reference cited.

Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from
the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such. Both copies are inserted into
the folder for forwarding to R.0.C.

If one copy of a reference is to be used for
two or more actions simultaneously, the folders
involved must be fastened together with an
explanatory note on top.

f Special Handling is desired, a “special”
sticker should be attached to the top of the
folder. ,

Jumbo U.S. Patents will be furnished to the
applicant, but will not be placed in the appli-




L The Examiner when fpm'paring

to spend time in considering art which is ob-
viously less pertinent, but which he would have
been required to consider if he were starting
without such advice. The Patent Office, if it uses
such art, will not rely in any way on the fact that
it was cited by the applicant or attorney, but will
treat it in. exactl game manner as art dis-
covered in the official search. It is definitely to
the applicant’s advantage to have all pertinent
art :f record. Any citation should be selective
and should avoid unmecessary duplication or
the inclusion of art of comparatively little
relevance.

Prior art cited by applicants, attorneys, or
agents within thirty days of the filing of an
application, or prior to the first Office action,
whichever is later, will be fully conslderedll‘){
the Examiner, will be part of the official record,
and will be included in the list of references
cited in the patented file and in the printed
patent provided : :

(a) the number of references cited is limited
to not more than five separate items, unless a
satisfactory explanation is given as to why
more than five citations are necessary ;

79

287-430 O - 66 - 3

listed under 4 separate heading as heretofore.

, / ¢ action, will
fill-out form PO-892 as usual with the rfo'llow-
ing exceptions. The Examiner will enter the sub-

‘mitted citations in the appropriate columns,
' omitting the class and subclass. For references

other’ than patents, the Examiner will apply &
heading entitled “Applicant’s Non-Pat. Cita-
tions” on form PO-892 ahead of the citaticn
data of the publication. In: actions where no
references are to be provided (Allowance, Ex
parte Quayle, applicant submitted refer-
ences; relied upon), the Examiner will list the
submitted citations as usual with class and sub-

- class on form PQ-892. Since the file record will
* indicate the presence of the submitted citations,
~'the Examiner does not have to point out in the

action the reasons for the citation of those refer-
ences not relied upon. - Cohen

Reference Order Center (R.0.C.) will not
furnish copies of any patent for which the class
and subeclass have been omitted on form
PO-892, or of any publication cited under the
heading “Applicant’s Non-Pat. Citations.”

‘References cited by a Plicants, attorneys, or
agents under the “special” examining p ure
for certain new applications (Section 708.02)
will be included in the list of references cited
in the patented file and printed patent.

‘Where applicant’s submitted citations do not
comply with the above procedures, the paper
wntaini% the citations will not be entered in
the file. The Examiner will not notify applicant
of non-compliance. The references will be cited
only if relied upon by the Examiner in his ac-
tion. Applicant will no¢ be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file.

All references appearing in Office actions will
he listed in the patent under a single heading
entitled “References Cited”.

See 1302.12.
707.05(¢) Grouped at Beginning of
Letter

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References

Rev. 15, Jan, 1968




61‘81@ patents 'are then to be hsted, E‘hﬂ -

betlca]ly arranged by countr wlth
each country in numerical e

Other references are then lmed, alpha.betl-
cally arranged by author. (by title, if no.author
is given). Included. in.this category are re Ger-
man allowed applications, Belgian and N ether-
lands printed specifications, cts ,lbb
tures and other pubhcatmns Sec 7,; t

707.05(d) Reference Cited in "Sulne-
s gquent Actioms

Whereiﬁapphcantmanamendnto ‘ r
refers to- &’ reference which is su rypalzl;
relied upon by the Examiner, such reference
shall be clted bry the Enmmer in the usuul
manner. .

707.05(e) Data Used in Citing Refer-
ences ’

‘Rule 107 (707.05 and 901 05(a)) requires the
Examiner to give certain data when citing ref-
erences. The patent number, patent date, name
of the patentee, class and subclase (except ap-

plicant submitted citations), and the filing da
1f appropriate, must be given in the cltatlon of

. patents. - See 901.04 for details concerning
the various series of U.S. patents and how to cite
them. Note that patents of the X-Series
(dated prior to July 4, 1838) are nof to be
cited by number. Some U.S. patents issued in
1861 have two numbers thereon. The larger
number should be cited.

If the patent date of a U.S. patent is after
and the effective filing date of the patent is
before the effective U. ﬁlmg date of the ap-
plication, the fili date of the patent must
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-

sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

Rev. 15, Jan. 1968

8 oﬁcml it,albne is enclosed /s
in the citation 266—41(A)

cited by the Exammer, the typist omits all par-
enthetmally demgnated clasmﬁcatmn data, -

Fonmnx PA‘!’ENTS AND Pmausnm Aprmcanons

In citing £ atents; the’ atent number.
cimnmmf "fi;‘,%’;ﬁf th;s’cwn g 4

Vies ek the enti

ff";,m AP S

and pages of’ specification ‘muist be mclud
(except apphcant submitted citations) ; (2) the
entire disclosure is relied upon, the total number
of sheets and pages are not mcluded and the
riate columns on PO-892 are left blank.
actions where no references are furnished,
the total number of sheets and paﬁes should be
included except for apphcant itted cita-
tions.

Publications such as German allowed  ap-
plications and Belgian and Netherlands printed
specifications should be similarly handled. If
the total number of sheets and pages in an
publlcatlon to be furnished (other than U.
patents) exceeds 15, the authorizing 31gna-
ture of the Group Managm- on PO-892 is re-
quired. If the total mumber exceeds 80, the
signature of the Operation Director is requlred
Apphcants who desire a copy of the complete

foreign Jmtent or of the portion not “relied on”
must order it in the ususl manner.

Ses 901.05(a) for a chart in which foreign
lmx age terms indicative of foreign patent and

blication dates to be cited are list Forexgn
an age terms indicating printed apphcaho
which are to be cited as publications, are ke, eci
to footnote (3) of said chart.

Pusricarions

See 711.08(a) for citation of abstracts and
abbreviatures. See 901.06(c) for citation of
Alien Property Custodian publications.

At the time of
-allowance, when preparing the list of references

Q
g
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g 'm 05) mm f
rehed on :dent:ﬁed toget
IFIC LIBRARY call num- |

ber will suffice. The call number ap
“spine” of the book if the book is t

ﬁg&m

ick enough

‘course. THI‘% NUMZBER SHOULDN )
CITED. If the copy relied upon is- loeatad
only in the Group making the action {there
may be no call number), the additional infor-
mation, “Copy in Group ”” should be given.

Rev. 15, Jan. 1968
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i

tion. . N.Y., |

TH7663.W5, .« 1 &0 o

Ajr and Ventila:

Singer, T.E- R Information and Communi-.

cation Practice in Industry. N.Y., Reinhold,
1958, " Chapter 8, p. 157165, by
Patent Searching. " T175.85.

“Machinery's Hendbook, 16th ed. N.Y., In-
1959. p. 1526-1527. TJ151L.M3

dustrial Press,
1959, o
Calvert, R. Patents (Patent Law). In En-
cyclopedia of Chemical Technology, ed. by R. E.
Kirk and D. F. Othmer. N.Y., Interscience

Encyelopedia. Vol. 9, 1952, p. 868-830. TP9.

Eé8.
Hine, J. S. Physical Organic_Chemistry.
N.Y., McGraw-Hill, 1056, p. 81. QD#76.H5.
Noyes, W.A.,Jr. ' A Climate for Basic Chem-

ical Research. In Chem. & Eng News. 38(42):

p- 91-95. Oct. 17,1960. TP1.1418.

- Niére:/In this cifation, 38 is the volume hum-.

ber, 42 the issue number, and 91-95 the page
numbers. T A

1f the original publication is Jocated outside
nﬁ\eﬂ Examiner should immediately.

the Office, the |
order a photocopy of at least the portion relied
u(])on and indicate the. class and subclass in
which it will be filed. The Office action MUST
designate this class and subclass. ,

Whenever, in citing references anywhere in
the application file the titles of periodicals are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
tions: (1) the abbreviation for the Berichte der
deutschen chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where a ('oxlxlth' or city of origin is a necessary
part of a comple :
city of origin should be added in parentheses;
e.g., J. Soc. Chem. Ind. (London).

Eﬁ'ectivé Dates of Declassi-
fied Printed Matter

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public.* 1f

707.05 (f)

3. F. Smith,

te identification, the country or

81

nén the use of any oﬁtﬁ:ﬂ%%m&wddamm;
ial as an snticipatory publication, the date ¢
rlease Tolowing dechasifation ' the efec.
tive: date. of publication within the meaning
For the purpose of anticipation predicated
upon prior knowledge under 35 U.S.C. 102(a)
the above noted declassified material may be
taken as prima facie evidence of such prior
knowledge as of its printing date even though
such material was classified at that time.
When so used the material does not constitute
an absolute statutory bar and its printing date
may be antedated by an affidavit under Rule

131 | o
*See Ex parte Harris et al., 79 U.S.P.Q. 438.

i

707.05(g) Incorrect Citation of Ref-

Where an_error in citation of a reference is
brought to the attention of the Office by appli-
cant, a letter correcting the error and restarting
the previous period for response, fogether wit!
a correct copy of the reference, is sent to appli-
cant. Where the error is discovered by the Ex-
aminer, applicant is also notified and the period
for response restarted. In either case, the Ex-
aminer is directed to correct the error, in ink,
in the paper in which the error appears, and
place his mitials on the margin of such paper,
together with a notation of the paper number
of the action in which the citation has heen cor-
rectly given. See710.06. ; ‘

Form PQOL-316 is used to correct an erro-
neous citation or an erroneously furnished
reference. Clerical instructions are outlined in
the Manual of Clerical Procedures, See. 410.C
(2)(3). o

In any case otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the Ex-
aminer is directed to correct the citation on an
Examiner’s Amendment form POL-~37.

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent.

To correct a citation prior to mailing, either
before or after sending the typed action to
Reference Order Center ( R.(Y).C.), sec the
Memorandum of March 29, 1967, distributed t>

Rev. 14, Get. 1967




US CC
cxtatxon should also be gman when it ls ‘con-
venient to dofsor‘ E

In citing a manuscnpt declslon whlch is
available to the public but which has not been

published, the’ tribml rendering the decision
aper should

‘Board ' of

and oomplete data identifying the
be given. Thus, a decision of the
AK peals ' which hus ‘not been pubhshed ‘but

ich is available to the ‘Publm in the patented
file should be cited, as
sion of the %oard of Appeals, Patent No.
...... ,paper No. .., .o pa

Diien fousd oniy i priente) B
be cited only when them is:no published deci-
gion on the same point. Any such decision
which 'is frequently cited should be called to
the ‘attention of the %rl?mate Director to

~ termine 'if it would
published. -

The citation of manuscript decisions which
are. not available to the public should be
avoided. If an Examiner believes that a
tlcular manuscnft decision not open to pul hc

spection would be useful, he may, call it to
the attention of the appmprmte Director who
will determine whether steps should be taken
to release it for pubhcatlon

When a Commissioner’s Order, Notice or
Memorandum is cited in any official action, the
- date of the order, notice or memorandum or
the Official Gazette in which the same may be
found should also be given.

707.07 Completeness and Clarity

Rule 105. Completeness of examiner’s action. The
examiner’s action will be complete as to all matters,
except that in appropriate circumstances, such as mis-
Joinder of invention, fundamental defects in the appli-
cation, and the like, the action of the examiner may be
limited to such inatters before further action is made.
However, matters of forms need not be raised by the ex-
aminer untfi a claim is found allowable.

Whenever, upon examination, it is found that
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly connected, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of

Rev. 14, Oct. 1087

‘the mvgngi

citation should be given if the
gomd in ‘thess’ publimnons. 'I‘hej
A, ‘Fedenl Reporter or USP.Q.

Ex parte ____, deci-

files should’

isable to have it

the disclosi
may be limit
be the mdst
requem that appliea
of his SP;QC‘ ication with art»acce t&d tem!‘
nology: before: further action is made. .
A suitable form for this action is.as fpllows _
SA prelimi examination of this.applica-
tlon mdxca.tes that the followi m§ terminology
roperties or. umt.s of test ats, efc) . . .
wlnc appesr(s) at (s) .. . of the specl-
fieation IS (are) so ifferent from those gen-
erally accepted in the art to which this inven-
tion pertains that it is difficult or 1mposslble
to m e a reliable search. '
% plicant is therefore: requested to provxde
n sufficient elucidation of these terms (or prop-
erties or test data) or correlation thereof with
art-accepted temlmology so that a proper com-
parison with the prior art can be made.
A SHORTENED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE (daee) oo T

707.07(a) "Action on Formal Mnueu

In every insfance requirements to correct in-
formalities noted on Form PO-152 (rev. 6/67)
by the Head of the Application Branch and
Draftsman’s criticisms of the drawings noted on
Form P0O-948 should be made in the first letter.
The aforementioned forms comprise three
copies each, the second and third copies being
ma.lled to the applicant along with the Exami-
ner’s letter in which they are referred to as at-
tachments. Other informalities noted by the
Examiner should also be made in the first fetter.

Every action on the merits should be com-
plete and thorough as to the merits.

707.07(b) Requiring New Qath
See 602.02.
707.07(c¢) Draftsman’s Requirement

When a copy. of Form PO-948 contammg the
Draftsman’s criticism of the drawings V07 .-
07(a)) is attached to the first Ietter by the Ex-
aminer, he should also state in'the letter that
correction as indicated or submission of the new
drawing may be deferred pending the indica-
tion of allowable subject matter. See also 608.-
02(a), 608.02(e), 606.02(s).

707.07(d) Language To Be Used In
Rejecting Claims

Where a claim is refused for any reason re-

lating to the merits thereof it should be “re-

jected” and the ground of rejection fully and
clearly stated, and the word “reject™ must be




:of each ground of rejection.
I the claim is rejected us too'broad; the reason
for so holding should be given; if rejected as
indefiniite-the Kxaminer should point out where-
in the indeﬁmtengggfgscg@esjmgxfm cted as in-
complete, the element or elements lacking should
be specified, or the applicant be othertise ad-

vised as to what the claim requires to render it
collnpletma ] the it st i P'l d f 5, T
n genersl; the most usual ground of rejec-
tion ifﬁsed on prior art under either 35 U.S.C.
1020r35 U.S.C.103.. - : o

35 U.S.C. 102 (AxncﬁAnox or Lack  or
: o Noverry) ~ :

The distinction between rejections based on
35 U.S.C. 102 and those based on 35 U.S.C. 103
- should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is: present. It may be ad-
visable to identify a particular part of the ref-
erence to support the rejection. If not, the
expression. “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate. .

35 US.C. 103 (OnﬁovsSms) |

In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more others. After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied references, (2) the
proposed modification of the applied references
necessary to arrive at the claimed subject mat-
ter, and (3) an explanation why such proposed
modification would be obvious,

Eve?thi of & personal nature must be
avoided.’ tever may be the Exzaminer’s
view as to the utter lack of patentable merit
in the disclosure of the application examined,
he should not express in the record the opinion
that the apg;]icatlon is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt has been re-
golved in favor of the applicant in granting
him the claims allowed.

The Examiner should, as a part of the first
Office action on the merits, identify any claims
which he judges, as presently advised, to be
allowable and/or should suggest any way in
which he considers that rejected claims may be
amended to make them allowable. If the Ex-
aminer does not do this, then by implication it

 ablecla m nor anything

joct maiter o which the claims an oL
. Borzorss Rermorons

An omnibus rejection of the claim “on the
references and for the ressors of record” is
Sfefeﬂtyrd and, usually not informative and
should therefore be avoided.  This is especially
true ‘where certain claims have been' rejected
on one ground and ‘other claims on another

A plurality of claims should never be
g}l"«:uped together in a common rejection, unless
that rejection is equally applicable to all claims
in the group. « ‘

Cumulative (multiple) or “pyramid” rejec-
tions should ordinarily be avoided, the 1
references only being used. Of course, if the
ground of rejection seems likely to be antedated
under Rule :\_13.1‘5;543,1"@&3 rejection utilizing
other art, may be employed. In addition, when
a rejection is under 35 U.S.C. 102, it may be
proper to further reject the claim under 85

S.C. 103 if (1) the 85 U.S.C, 102 reference
does not discloze the applicant’s “inventive con-
cept”, or (2) the propriety of the 35 U.S.C. 102
rejection depends upon a particular interpre-
tation of the claim. =~ -~ = |

707.07 (e) Note All Oulstanding Re-
quirements

In taking up an amended case for action the
Examiner should note in every letter all the
requirements ~ outstanding inst the case.
Every point in the prior action of an Exam-
iner which is still applicable must be repeated
or referred tc, to prevent the implied waiver
of the requirement.

As soon as allowable subject matter is found,
correction of all informalities then present
should be required. ,

707.07(f) Answer All Material Trav-

ersed

Where the requirements are traversed, or
suspension thereof requested, the Examiner
should make proper reference thereto in his
action on the amendment. o :

Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it.

Rev. 13, July 1987



Whi HES ) mj
should be given. )

tion to making amendn (eie. ), JORY  Lre:
q&enﬂ&mcludfﬂ gumen tswdmm*stothe
effect that the prior art cited by the

does not teach how to obtain or does not in-
herently yield one or more advantages (new
or improved results, functions or effects),
which advantages are ur to warrant issue
of a patent on the allegedly novel subject mat-
ter claimed. IR R

If it is the Examiner’s considered “opinion
that the asserted advantages are without ség-
nificance in v‘deteﬁrmini,::f patentability of the
rejected claims, he should state the reasons for
his_position in the record, preferably in the
sction following the ssertion of argument
relative to such advantages.. By so doing the
Applicant will know that the ssserted ad-
vantages have actually been considered by the
Examiner and, if appea] is taken, the Board of
Appesis will also be ndvised. _*

e im

rtance of answering such argu-
ments is illustrated by In re Herrmann et al,
1959 C.D. 159; 739 O.G. 549 where the appli-
cant urged that the subject matter claimed
prod new and’ useful results. The court
noted that since Applicants’ statement of ad-
vantages was not questioned by the Examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-
fore found certain claims to be allowable.

707.07(g) Piecemeal Examination

Piecemeal examination should be avoided
as much as ible. The Examiner ordi-
narily should reject each claim on all valid
grounds available, avoiding, however, undue
multiplication of references. (See 904.02.)
Moreover, when there exists a sound rejection
on the basis of prior art which discloses the
“heart” of the alleged invention (as distin-
guished from prior art which merely meets the
terms of the claim), secondary rejections on
technical grounds ordinarily should not be
made. ere a major technical rejection is
proper (e.g., aggregation, lack of proper dis-
closure, undue breadth), such rejection should
be stated with a full development of the rea-
sons rather than by a mere conclusion coupled
with some stereotyped expression. Certain

Rev. 13, July 1947

" easily traceable.

07.07) Each Clim To Be Men

. tioned in Each Letter

In every letter each claim should be men-
tioned by number, and its treatment or status
given.  Since a claim retains its original nu-
meral throughout the prosécution of the case,
its history through successive actions is thus
: rac ach action should conclude
with s summary of rejected, allowed and can-
celled claims. R I R I
_Claims retained under Rule 142 and claims

ained under Rule 146 should be treated as

set out in 821 to 821.08 and 809.02(a).
* See 1109.02 for treatment of claims in the
ar;g in interference.
ould be kept up to

application of losing’ p
ghe Index of Clnag-imlo’s
date as set forth in ’717.04.

707.07(j) State When Claims Are Al
- lowable '

Avrowssrte Exceer as 7o Forx

When an application discloses patentable
subject matter and it is apparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defects in form or omission of a limitation,
the Examiner should not stop with a bare ob-
jection or rejection of the claims. The Exami-
ner’s action should be constructive in nature
and when gossible he should offer a definite
suggestion for correction. Further, an Exam-
iner’s suggestion of allowable subject matter
may justify his indicating the possible desira-
bility of an interview to accelerate early agree-
ment on allowable claims.

If the Examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the Applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patent-
able invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.




pa P & dalln
‘claim would be allowabl
‘pendent o

iuod 3 .‘A;:'w LE BY

rior art has been fully de °f’°d and some of
e claims are clearly allowable, he should not
delay the allowance of such claims. The prac-
tice of some Examiners of never allowing a
claim in the early actions, when the afore-
mentioned conditions ‘exist, is a handicap to
attorneys or agents. Such practice is also a
hardship on the inventor in his attempts to
negotiate for the exploitation of his invention.

707.07(k) Numbering Paragraphs

It is good practice to number the pa phs
of the letter consecutively. This facilitates
their identification in the future prosecution of
the case.

707.08 Reviewing and Initialing by As-
sistant Examiner

The full surname of the Examiner who pre-
ares the Office action will, in all cases, be typed
low the action on the left side. The telephone

IR
It 3

Craius

5

. Pit

number below this should be called if the case.

is to be discussed or an interview arranged.
After the action is typed, the Examiner who
frepared the action reviews it for correctness.
f this Examiner does not have the authority
to sign the action, he should initial the action
above the typed name, and forward to the au-
thorized signatory Examiner for signing.

707.09 Signing by Primary or Other
Authorized Examiner

Although only the original is signed, the word
“Examiner” and the stamped name of the signer
should appear on the original and copies.

707.10 Entry

After the original copy has been signed by
the authorized signatory Examiner, the typist
rlaces it in the file wrapper and enters in black
ink on the outside of the wrapper, under “Con-
tents”, the character of the action.

707.11 Date

The date should not be typed when the
letter is written, but should be stamped on all

5 4 that the

” i ; ! p o
es are mailed by the.
si -and: 8 by the authorized s ry.
Examiner, has been placed in the file. 1gmtory

-In cases where cited references are to be pro-
vided, the original and copies after signing ave
forwarded by the cletkmﬁfﬂ rence Order Cen-
ter (R.O.C.) for mailing. The file with a copy
of the action is retained in the Group. After the
copies.are:mailed by R.O.C., the original is re-
turned for placement in the file, :
707.13 Returned Office Action

Letters are sometimes returned to the Office
because the Post Office has not been able to de-
liver them. The Examiner should use eve
reasonable means to ascertain the correct ad-
dress and forward the letter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. If the Office letter was
addressed to an attorney, a letter may be writ-
ten to the inventor or assjl?ee informing him
of the returned letter. e period runnin
against the application begins with the date o
remailing. (Ex parte Gourtoff, 1924 C.D. 153;
329 O.G. 536.)

If the Office is not finally successful in de-
livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-
munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination

Rule 101. Order of examination. {(a) Applications
filed in the Patent Office and accepted as complete ap-
plications (rules 53 and 53) are assigned for examina-
tion to the respective examining divisions having the
classes of inventions to which the applications relate.
Applications shall be taken up for examination by the
examiner to whom they have been asgigned in the or-
der in which they have been filed.

(b) Applications which have been acted upon by
the Examiner, and which have been placed by the ap-
piicant in condition for further action by the Examiner
(amended applications) shall be taken up for action
in such order as shall be determined by the Cominis-
sioner,

Effective July 1, 1064, each Examiner will give vri-
ority to that application in his docket, whether amended

Rev. 18, July 1087



. poliey appuen to all uppﬁetm e

'Whether a given amﬂlutimhmgueﬂecﬂwe Ug
filing date earlier than its actual filing date is deter-
mined by whether: the disciesure of & parent cace hd-
mmmmmmdmammumeum
case. “Examinerd are responsidle for making this de-
termination. | nnemy timemnnminetdetermxm
that the “effective filing date” status-of'any:applica:
tion differs’ from ‘what ‘the recorgds show, he st.o~1d so
taform the Clerk of Group; whe should promptly amend
the records’to: show : tbe correet mtns. with the daw
of correction. ! i

The new order of: euminum tor each Exammer
wifl contimie top priority for those special ckses hav-

ing & fixed 60-day due date, such as Examiner’s An-

swers and Decisions on Motions. Most other cases
still remaining in the “special” category (for éxample,
refamea. interference cases, cases made speclal _by
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70801 List of Special

Rule 102, () Adohmt ‘of eﬁan“naﬂom Appli-
cations will not be advanced out of turn for examina-
tlon or ‘for fqrt);sr ction, excapt ai: rovided by these

whlch{l_ 'the oplmou of the Cammlssloner, ‘will justify
80 advanclng it.

(b) Appllcatlons whemln the inventlons are deemed
of pecullar lmportance to’ some branch of the publie
service and the head of some department of the Gov-
ernment requests {mmediate aetlon tor that reaaon, may
be advanced for examination.

Certain -procedures by the Examiners take
precedence over actlons even on speclal cases.




Y -pe: riod. axpu:es,,to guarmtae
completion mthm tha 60-day limit. -
Ifa.nExammerhasacasewhlchhamm
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give: such action: forthwith msmd of
making the case await its turn. -

The following is a list of special cases (those
ﬁwhmh) are advanced out of turn for examun.-

on

. () Ap})lxcatlo" wherem the inventions are

uliar 1m;;ortance to some branch
of the. pubhc service and when for that resson
the head of some . dapartment of the Govern-
ment requests immediate action and the Com-
missioner so orders (Rule 102).

(b) Cases made special as a result of & peti-
tion. (See 708.02.)

Subject alone to diligent prosecution by the
applicant, an application for patent that has
once been made special and advanced out of
turn for examination by reason of a ruling
made in that particular case (by the Commis-
sioner or an Assistant Commissioner) will con-
tinue to be special throughout its entire course
of prosecution in the Patent Office, including
appeal, if any, to the Board of Appeals; and
any interference in which such an application
becomes involved shall, in like measure, be
considered special by all Patent Office officials
concerned.

(c) Applications for reissues (Rule 176).

(d) Cases remanded by an appellate tribunal
for further action.

(f) Applications which appear to interfere
with other applications previously considered
and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (Rule 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters.

(h) Cases which are in condition for final
rejection. (See Order 3084 above.)

(i) Cases pending more than five years,
including those which, by relation to a prior

276+268 O ~ 87 - ¥

s petition to make

-verified showing

: Anamdmfosm cortain cases may be:

‘ Hor'examination: o:lt otmt\un aﬂamsult 0§
1 catego! es

su speculcamaz?fotedbdow‘ it

Mw*uucrm on Imxmamm

Petitions to make s'pecml may be based on the
grounds of prospective manufacture or actual
infringement (as.explained in. Form PO-94)
or the inebility of the spplicant to interest
capital due to the lack of a patent or of an
Oﬁioe action indicating patentable sub]wt

e Ace onImme.m

" Petitions to make special may be based on a
that the age (65 or older) or
state of health of the applicant is such that he
might not be available to assist in the prosecu-
tion of the application, if it were to run its
normal course, or be alive at the time of the
grant to derive any benefit from his patent.

CowTiNUING APPLICATION

Petitions to make special a continuing appli-
cation may be based on an allegation that the
application contains only claims which have
been held allowable in the parent case or claims
differing therefrom only in matters of form
or by immaterial terminology. The Examiner
is requested to make a report stating whether
the allegation in the petition is correct and
including a list of the references over which
the claims were allowed, unless such references
have been listed in the petition. If, in the
opinion of the Examiner, the claims in the ap-
plication do not qualify it for special staius
as above noted, but he is able to determine from
inspection that the application is allowable in
matters of substance or that the claims are oth-
erwise such as would, by reason of the previous
prosecution, be clearly subject to immediate
final action, he should report the fact.

SpeciarL Examyine Procepure ror CrerTain
NEw APPLICATIONS—ACCELERATED EXAMINA-

TION

A new application may be granted special
status provided that applicant (and this term

Rev. 12, Apr. 1967




slection will be entared anly if the spec
(2) Presents all claims directed to s single

is
invention or if the Office determines that all the
claims presented are not obviously directed to
‘a single invention will maké an election without
traverse as a prerequisite to the grant of special

- 'The election may be made by applicant at the
time of filing the petition for special status.
Should applicant fa1l to include an election with
the original papers or petition and the Office
determines that a requirement should be made,
the established telephone restriction practice
will be followed.: oo o

- If ‘otherwise proper, examination on the
merits will proceed on claims drawn to the
elected invention. ~: - < o oo

If applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time.. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion will await action in its regular turn.

Divisional applications directed to the non-
elected inventions will not automatically be

iven special status based on papers filed with
the petition in the parent case. Each such
application must meet on its own all require-
ments for the new special status.

(d) Submits a statement that a pre-examina-
tion search was made, and specifying whether
by the inventor, attorney, professional search-
ers, etc., and listing the field of search by class
and subclass, publication, chemical abstracts,
foreign patents, etc.

(e) Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the claims.

(f) Submits a detailed discussion of the ref-
erences, which discussion points out, with the
Earticularity re({uimd by Rule 111 (b) and (c),

ow the claimed subject matter is distinguish-
able over the references. Where applicant indi-
cates an intention of overcoming one of the ref-
erences by affidavit under Rule 131, the affidavit
must be submitted before the application is
taken up for action, but in no event later than
one month after request for special status.

Rev. 12, Apr. 1067
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A nest' has been granted, prosecution -
ed according’ tothe sedure set
forth below; there is no provision for “with-
drawal” from this special status. ©~ -

&Faliomg{ ing is the special examining proce-

1. The new spplication, having been granted
special status as a result of compliance with the
requirements set out above will be taken up by
the Examiner before all other categories ofa.p-
plications except those clearly in condition for
allowance and those with set time limits, such as
Examiner’s Answers, Decisions on Motions, etc.,
and will be given a complete first action which
will include 277 essential matters of merit as to

all claims. The Examiner’s search will be re-
stricted to the subject matter encompassed by

the elatms. 'This first action will terminate wit
the setting of a three-month- _horten‘ed period

for response. e
2. During the three-month period for re-
sponse, applicant is enco to arrange for

an interview with the Examiner in order to re-
solve, with finality, as many issues as possible.
In order to afford the Examiner time for reflec-
tive consideration before the interview, appli-
cant or his representative should cause to be
placed in the hands of the Examiner at least one
working day prior to the interview, a copy
(clearly denoted as such) of the amendment
that he proposes to file in response to the Exam-
iner’s action. Such a paper will not become a
part of the file, but will form a basis for discus-
sion at the interview.

3. Subsequent to the interview, or responsive
to the Examiner’s first action if no interview
was had, applicant will file his “record” re-
sponse. The response at this stage, to be proper,
must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field
will be treated as not a proper response.

4. The Examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispe-
sition. This disposition will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. No further response will be
made by the Examiner after a final action with

quest for this

‘dossnotmest all the prevequisites
6ve, Applicant will be notified and
; request be stated. ‘The
!.‘mamﬁ it ] -?t‘ el N
g action in its reguls
; uegt 18




‘ in OWer: mkphomﬁnte jew
will-be--permitted. where appropriate :for. the
purpose of correcting. any mnmr tters lnch
remain: dutstandmg :
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- Each regardlees of

ition to ma]m specm
the grouﬁ?lt gon which the petltmn is based and

the nature of the decision, is placed of record
in the apﬁhcahon file, together with the decision
thereon. xtmw”and the decision will be
entered in the e‘f)phcatlon by the Office where the
petition is ruled on. The petition, together with

attached papers and supporting affidavits,
w:ﬁ be given a single paper number and entered

that number in tfa “Contents” of the file.
’I'Ym decision will be accorded a separate paper
irixlumber and so entered in the “Contents” of the

e.

In order to insure entrxes in the “Contents”
of the application file in proper order, the clerk
in the examining oup mIl _be expected to
make certain that a or to a petition
have been entered in the app tlon file before
forwarding lt for consideration.

708.03 Examiner Tenders His Resng-
nation

Whenever an Exammer tenders his resigna-
tion, the Supervisory Primary Examiner should
see that he spends his remaining time as far as
possible in winding up the old complicated cases
or those with involved records and getting as

ny of his amended cases as pas:zble ready for
ﬁna, disposition.

If the Examiner has considerable expenence
in his particular art, it is zlso advantageous
to the if he indicates (in pencil) in the
file wrappers of cases in his docket, the field
of searcg or other pertinent data that he con-
siders appropnate

709 Suspension of Aection

Rule 108. Suspension of action. (a)} Suspension of
action by the Office will be granted at the request of
the applicant for good and sufficlent cause and for a
reagonable time specified. Only one {such] suspension
may be granted by the primary examiner ; any further
suspension must be approved by the Commissioner,

(b) If action on an application is suspended when
not requested by the applicant, the applicant ghall be
notified of the reasons therefor.

oM n 03) shqql@g;ot
: : i 'of time' for reply
(Rule 136) Itist "bé’ﬁolé& that a suspension
of action applies to an impending Office action
by the examiner ‘whereas an extension of time
for reply ap lles to action by the applicant.
~ The secon ragra&hﬁ of the Rule provides
for a suspension of Office ‘action by the ex-
aminer on his own mmatlve, as in Secs 709.01
and 1101.01(i). .

709.01 overlappmg Applications by
Same Applicant or Owned by
Same Assignee =

Exammers should not consider ex parte,
when raised by an applicant, questions which
are pendmg before the Office 1n nter partes
_involyin, the same applicant or
5 arty of Interest. (See ex parte Jones, 1924

D. 59; 327 0.G. 681.)

Because of this where one of several a ph-
cations of the same inventor or assignee which
contain overlapping claims gets into an inter-
ference it was formerly the practice to suspend
action by the Office on the other applications
in accordance with Ex parte McCormick, 1904
C.D. 575; 113 O.G. 2508.

Now, partly in view of In re Seebach 1937
C.D. 495; 484 O.G. 503 the prosecution of all
the cases not in the mterference is required to
be carried as far as possible, by treating as
prior art t?e countsh ofdthe inte frence anlﬁ
rejections forcing the drawing of pro mes
of division. Set;gllll 03. - e P pex

709.02 Actions Following co;respan&.
ence Under Rule 202 ,

See 110L.01(i).

710 Period for Response

Sec Chapter 1200 for period for response
when appeal is taken or court review sought.

710.01 Statutory Period

Eztract from Rule 185. (a) If an applicant falls to
prosecute his application within six months after the
date when the last official notice of any actlon by the
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. The peri pute ay of the
mailing of the Ofcs action to the 5&‘% of re-

ed from th

ceipt by the Office of applicant’s response. No
cognizance. is tﬂkmofgwtmna of a day and
applicant’s response s due on the corresponding
ay of the month six months or any lesser num-
ber of months specified after the Office action.
nse to an Office action dated August

30 is due on.the following Fébruary 28 /(or 29
if /it is .8, & ,;YW)”W Ie 8. response to an

Office action dated February 28 is due on Au-
gust 28 and not on the Tast day of August. Ex

sams reasoning would apply for any period Jess

than six months, ..

"The date of receipt of a response to an Office
sction is given by the “Office, date” stamp

;vg;ich ‘appears on the responding

In some cases the Examiner’s letter does not
determine the beginning of a statutory re-
sponse period. For example, the Examiner
may write a letter adhering to a final rejection,
in which case the statutory response period
running from the date of the final rejection is
not disturbed. In all cases where the statutory
responsge period runs from the date of a previ-
ous action, a statement to that effect should be
included at the end of the letter.

710.02 Shortened Statutory Period
and Time Limit Actions

Under Rule 136 (35 U.S.C. 133) an appli-
cant does not always have six months within
which to respend to an Office action. He may
be required to respond in a shorter period, not
less than 30 days, whenever it is deemed “neces-
gary or expedient”. Some conditions deemed
“necessary or expedient” are listed in Section
710.02(b). '

In other situations, for example, the rejection
of a copied patent claim, the Examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of
35 U.S.C, 6. Some situations in which time
limits are set are noted in Section 710.02(c).
The time limit requirement should be typed in
capital letters,
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2 person looking merely for the mailing date
of the action and not reading the action as a

whole' cannot ' reasonably avoid seeing the
710.02(b) Shortened Statutory Pe-

riod: Situations in Which
Used |
Under the authority given him by 35 U.S.C.
133 (Sec. 710.02) the Commissioner has di-
;ected,the Examiners to set a sh%liltenfd pe}flog
or response to every action. e length o
the shortened statutory period to be used de-
pends on the type of response required. Some
specific cases of shortened statutory period for

response to be given are:
- Tamry Davs

- Reguirement for restriction or

- ion of species—no claim re-
jected .o ___ 814

To file express abandonment—
~ drawings transferred_.....__. 608. 02(1)

Two MoNTHS

Winning party in terminated in-
terference to reply to unan-
swered Office action_ . ___. 1109.01

Where, after the termination of an inter-
ference proceeding, the application of the
winning party contains an unanswered office
action, final rejection or any other action, the
Primary Examiner notifies the applicant of
this fact. In this case response to the Office
action is required within a shortened statutory
;Sagziod running from the date of such notice.

Ex parte Peterson, 1941 C.D. 8: 525 0.G. 3.

Ex parte Quayle ,

When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or ification, a
new oath, etc., the case will considered
special and prompt action taken to require cor-
rection of formal matters. Such action should
include a statement that prosecution on the
merits is closed in accordance with the deci-
sion in Ez parte Quayle, 1935 C.D. 11; 453
0.G. 218, and should conclude with the setting
of a shortened statutory period for response.

Multiplicity rejection—no other

rejection .o 706.03(1)




s Rulles of Practice. T

~ applicant will still have 60 da
'months)- to' respond to a new ground of

** jection in the Examiner's Answer (Rule 193).

A shortened statutory period may not be

| lessthan30days. -
. 710.02(c) TimeLimit Actions: Situ.
| " ationsin Which Used . .

Aﬁs stated in 710.02, 35 U.S.C. 6 provides
authority. .for, t aInission
rules anﬁ“ me“}ﬁbﬁ for the conduct of pro-
- ceedings in: the ‘Patent - Offiee. - Among ‘ the
.Rules - are - certain.-situations:. in; which the
Examiner sets a time limit within which some
?wﬁed action should be taken by applicant.
ome situations in which a time limit is set are:
. {8) Rule 203 provides tha
claims for interference: = . o
The parties to whom the claims are suggested will be
required to make those claims (I e., present the sug-
gested clalma in their applications by amendment)
within a specified time, not less than 30 days, in order
that an interference may be declared.
See 1101.01 (j), and 1101.01(m).
(b) Rule 208 provides:
Where claims are copled from a pateat and the ex-
aminer is of the opinion . . . that none of the claims
can be made, he shall state in his action why the appli-
‘cant cannot make the claims and set a time limit, not
less than 30 days, for reply. If, after response by the
spplicant, the rejection is made final, a similar time
limit shall be set for appeal. '

See 1101.02(f). _

(c) When applicant’s action is not fully re-
responsive to the Office action, the Examiner
may give applicant one month or the remainder
of the set statutory period, whichever is longer,
to complete his response. See third paragraph
of Rule 135 which reads as follows:

When action by the applicant 18 & bona fide attempt
to advance the case to final action, and is substantially
a complete response to the examiner's action, but con-
sideration of some matter or compliance with some re-
quirement has been Inadvertently omitted, opportunity
to explain and supply the omlission may be glven before
the questlon of abandonment is considered.

t in suggesting

ioners to establish.

(e) To 1
- signed : amendment, .

. month or the re

fed’ for the sibmission of an
ponse to'an Office sétion

52

‘To" ratify or othérwise corr et anun-
16y, ?let ~is,./given. one
mainder:of the set statutory
period, whicheverisjonger. .. . .. .

" See 714.01(b).. : . ' -

(@) If there is. a defect

(). Where application is otherwise allowable
but contains a-traverse of a requirement to re-
strict, one month. is given to cancel claims to
nonelected .invention or species: or take other
gggmpnmmction. See Rules 141, 144, and

02(c), 821.01. . IS
in the format of a

- streamlined continuation application which can

‘be corrected

; applicant is given one month to

- correct the defect, .

90.1

See 201.07,

710.02(d) Difference Between Short-
ened Statutory and Time-
Limit Periods '

The distinction between a limited time for
reply and a shortened statutory period under
Rule 136 should not be lost sight of.” The pen-
alty attaching to failure to reply within the
time limit (from the suggestion of claims or the
rejection of copied ‘mtent claims) is loss of the
subject matter involved on the doctrine of dis-
claimer. A rejection on the ground of dis-
claimer is arpealable. On the other hand, a
complete failure to respond within the set stat-
utory period results in abandonment of the
entire application. This is not appealable, but
a petition to revive may be granted if the ciela)'
was unavoidable. Further, where applicant re-
sponds a day or two after the time Yimit, this
may be excused by the Examiner if satisfac-
tortly explained; but a response one day late
in a case carrying a shortened statutory period
under Rule 136, no matter what the excuse.
resnlts in abandonment ; however, if asked for
in advance extension of the period may be
granted by the Examiner, provided the exten-
sion does not go beyond the six months’ period
from :the date of the Office action. See also
1101.02(f).

710.02(e) Extension of Time

Eztract from Rule 136. (b) The time for reply, when
a time less than slx months has been get, will be ex-
tended only for good and sufficlent cause, and for a
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mere; filing: of the request.effect gny rxtension.  On:

one extenslon may be granted by the primary examiner

.in his discretion; any further extension must he ap-
proved by the Commissioner.. . In no, case can any ex-
tenslon carry the date on which: response to an setion
is due beyond six months from the.date of the aetion.

+It:should'be very carefully noted that neither
thé Primary Examiner nor the Commissioner
has authority to extend the shortened statutory
period unless request for the extension is filed
on or before the day on which n;fphcgnt’s ac-
tion is due. 'While ‘the shortened period may
be extended within the limits of the statutory
six months’ period, no extension can operate to
extend the time beyond the six months.
Compare, however, Rule 135(c) and 714.03.
Any request under Rule 136(b) for extension
of time must state a reason in squor_t thereof;
under the present. rolicy the application of the
Rule will entail only a limited evaluation of the
stated reason. e
This liberality will not apply t
i+ (1) : any retjuests: for more than oné:month
.. extension,and
(2) second;and

| mere. Aling

| subsequent requests for ex-
tension of time. =

All first requests for extension of time regard-
less of the number of months involved will be
decided by the Primary Examiner. All re-
quests subsequent to the first re%xwt for exten-
sion of time to respond to an office action will
be forwarded to the Group Manager for action.

If a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. Utilization of this
procedure is optional on the part of applicant.

In implementing this procedure, the action
taken on the request should be noted on the
original and on the copy which is to be returned.
The notation on the original, which becomes a
part of the file record, should be signed by the
person granting or denying the extension, and
the name and title of that person should also
appear in the notation on the copy which is
returned to the person requesting the extension.

When the request is granted, no further ac-
tion is necessary; when it is denied, a formal
letter of denial, as presently used, giving
the reason for denial, should be forwarded
promptly after the mailing of the duplicate.

Bev. 14, Oct. 1087

il the “which has béen fled,
Only

. The filing of a ti ‘
jection having a shortened statutory period for

rextension sf:tiine may be made by
cate copy of a request
hich has ~ Prompt consideration is
given and the' action’thken’ communicated to
applicant at the earliest practicable time; if an

attorney’s copy as: well. as: the' duplicate copy is
gubmitied, it 1 suffcient to mere %eindica&y on
‘both copies that the extension will be gran
est, for ext s not presel
nd In writing regarding action taken
estsotha:‘aer%amo d will be com-

”’Afppe‘x.’xdix 111, form para. 25.)
f a timely response to a final re-

response will operate to extend the period for
appeal or filing of a continuing case an addi-
tional month, but in .no case to exceed six
months from the date'of the final action. (See

413y
710.04 Two Periods Running

. There sometimes arises 4 situstion where two
different periods: for - response are running
against an application, the one limited by the
regular statutory period, the other by the lim-
ited period set in a subsequent Office action.
The running of the first period is not sus-
pended nor affected by an ex parte limited
time action or even by an appeal therefrom.
For an exception, involving suggested claims,
see 1101.01(n).

710.04(a) Copying Patent Claims

Where, in an application in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different periods for response are running
against the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for response to the re-
jection (either first or final), established under
Rule 206. The date of the last unanswered
Office action on the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.O.S. 564.) See also
1101.02(f).

902




day, Smday, or houday Whenever perlods o!.‘ ttme
are gpecified in these rules in days, calendar days are
intended. When the (}ay or the last day, &!

uté or By 5 imider thede rules for: ‘taking any-o &rdr

pdying ahly fes fh the Patent Offibe falis on Saturday,

Sunday, or on a holiday within the District of Colum-
" bia, the action may be taken, ortlmteepnld ‘on ‘the
next spcceeding day: which is not & Saturday, Sunday,
or & holiday. Seemlesmmr tumfor appeal ortor

comendnz elvil action::

" The holidays in the District of Columbxa
are: New Year’'s Day, January 1; Washing-
ton’s Birthday, Febrnary 22; 3 orml Day,
May 30; In ependenoe Day, July 4; Labor
Day ( first Monday in Se ptember) ; Veterans’

Day, November 11; Th Da “(fourth
Thursday in November) mtmas ay, De-
cember 25; Inauguratmn January .20,

every four years). Whenever a_ holiday falls
on a Sunday, the follomng day (Monday) is
also s holiday. Ex.Order 10,358; 17 F.R. 5269.

. 'When a holiday.fallson 2 Sa.tunds,y, any ac-
tion or fee due. on;the preceding day (Friday)
must be filed on that day even though, by reason
of Public Law 86-362, the Pwtent Office is
closed.

When an amendment is filed a day or two
later than the expiration of the period fixed by
statute, care should be taken to ascertain
whether the last day of that period was Satur-
day, Sunday or a holiday in the District of
Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not 2 Saturday, Sunday or a
holiday.

An amendment received on such succeeding
day which was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunda;y
and/or holiday is also mdlcated

710.06 Miscellaneous Factors Deter-
mining Date

Where the citation of a reference is incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter giving the correct
citation. The previons period is restarted re-
gardless of the time remaining. See 707.05(g)
for the manner of correcting the record where
there has been an erroneous citation.

16.711

T thm for dny reagon-it (beedmes -

to remail any aotxon (707.18), the action nhtmid
be correspendingly redsted gﬁ@ﬁs it is the resmeil-

ing-date that embhm ;lnegummg of the
riod for response.:! wpar e Gourtofl; 1924
L. 153; 329 O.G. 586., TR
A supplemeatary: action ﬁmr'o maouon ox-

:the-referances: mm rexplicitly or giv-
ing the reasons more: fully, even  though -no
further: references. are: ci éstahhshee & new
date from which the smwtory ganod TUns.:

- 1f for any: other: reason  an Office ‘action is
ive in Some matter necéssary for a proper
applicant’s time to respond %egl
‘the:date of correction of such defect. - An
mmple is an action rejecting a claim on a
reference which is not cited at all nor already
of moord , .

711 Abandonment

Rule 135, Abmldonment for fauure ¢6 respord soithin
time limiit. () If an appllcant fails to ‘prosecute his
application ‘within’ slx moiths: nfter the date when the
last official'niotice of- dny ac‘t!on by the Office was malled
to h!m, ‘or within such’ shorter time as'may be' fixed
(rule 186), the application’ will become bphdoned ’

tb) ‘Progecution ot an apblication to save it from
ahanﬂonment must include such’ comp!ete and preper
action as the condmon ‘of ‘the case may requlre The
admisslon ‘of ‘an amendment not responslve to the last
oﬂ!cial ‘aetion, or refusal to admit the same, and any
pmcwdlngs ‘relative thereto, shall not operate to save
the applieation from abandonment.

(c) When action by the uppllcant is a bona fide at-
tempt to advance the case to ‘final actlon. and Is sub-
stantially a complete response to the examiner 3 action.
but consideration of some matter or compliance with
some requlrement has heen inadvertently omitted, op-
portunity to explain and supply the omissior neay be
ziven before the question of abandonment is considered.

(@) Prompt ratification or filing of a correctly signed
copy may be accepted in case of an unsigned or im-
properly signed paper. '

{See rule 7.) ‘

Rule 138. Ezprees abandonment.. An application may
be expressly abandoned by filing in the Patent Office a
written declaration of abandonment, signed by the ap-
plicant himself and the assignee of record, If any, and
identifying the application. Except as provided in
Rule 262 an application may also be expressly aban-
doned by filing a written declaration of abandonment
signed by the attorney or agent of record.

Abandonment may be either of the invention
or of an application. This discussion is con-
cerned with abandonment of the application

for patent.
An abandoned application, in accordance

with Rules 135 and 138, is one which is re-
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" by the aemgneost tharsbosnnhyoe
b. by the attorney or agent of record, or
- 2. failure of applicant to take appropriate
action within a specifi at some stage in
the prosecution of the case.: ...coqv oo

. -an applicant, himself, formally aban-
dons an application and:there is a corporate as-
signee; the- acquiescence:must be made through
an officer whose official position is indicated. -

See 712 for abandonment for failure to pay

711.01 Express or Formal Abandon-

ment S :

Applications may be expressly abandoned
as provided for in Rule 138. ‘When a letter
expressly abandoning an aip]lcaUQn (not. in
issue) is received, the FExaminer should
acknowledge receipt thereof, indicate whether
it does or does not comply with the require-
ments of Rule 138, and if it does comply, state
that the application is abandoned and that it
is being sent to the Abandoned Files Unit.
However, in the case of an application in issue,
express abandonments which are received be-
fore the issue fee is paid are acknowledged by
the Head of the Issue and Gazette Branch; in
those cases where the issue fee has been paid
and the patent to be issued has received its
date and number, express abandonments must
be approved by the Commissioner, and under
these circumstances, approval depends upon a
of sufficient cause for waiting so long
before deciding to abandon the application.

In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 29 O.G. 861, an amend-
ment canceling all of the claims, even though
said amendment i3 signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-
garded as non-responsive and should not be

showin
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i tzihmﬁw notified a3
in 71408, 714,05. . But peo 608.02(1)
application is abandoned

to & new appli-

nlong with transfer of drawi

71102 Failure To Take Required Ac

‘Rule 135 specifies that &n- application be-
comes aba if applicant “fails to prose-
cute” his: ication within the fixed statutory
period. s failure may result either from

1. failure to respond within the statutory
P \nenficiency of response, i, fail
2. i tency of response, i.., failure to
take “complete and prop'ep:mon, as the condi-
tion of the case may require” within the statu-
toz peried (Rule 135)." o

bandonment by entire failure to respond
presents no problems. . -

Nor is there ordinarily any particular diffi-
culty when an amendment reaches the Office
(not ‘the Grot;s.) after 'the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it.. The Ex-
aminer chould potify the applicant or attorney
at once that the application has been aban-
doned. The late amendment is endorsed on the
file wrapper but not formally entered. (See
714.17.) s o

To pass on questions of abandonment, it is
essential that the Examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
mailing of the Office letter.  (See 710 to 710.06.)

711.02(a) Imsufficiency of Response

Abandonimment may result in a situation
where applicant’s reply is within the statutory
period but is not fully responsive to the Office
action. But see 710.02(c), par. (c). See also
714.02 to 714.04.




' The following' situations’ involving questi
of abandonment often arise, and should be spe-
cially noted : RS
1. Copying claims from a patent when not
suggested: by the Patent Office 'does not consti-
tute a response to the last Office action and will
not save the case from abandonment, unless the
last Office action relied solely on the patent for
the rejection of all the ¢laims rejected in that
action. © '
- 2. A case may become abandoned through
withdrawal of, or failure to prosecute, an ap-
gal (t)g the Board of Appeals. See 1215.01 to
15.04. o
8. Likewise it may become abandoned
through dismissal of appeal to C.C.P.A. or
civil action, where there was not filed prior to
such dismissal an amendment putti case
in condition for issue or fully responsive to the
Board’s ‘deeision. / Failure to’ perfect: an ‘ap-
eal as required by CCPA Rule 25. See 1215.05
and 121601. .
4. Where claims are suggested for interfer-
ence near the end of the statutory period run-
ning against the case, see 1101.01(n).
5. When drawings are transferred under
Rule 88. See 608.02(1).

711.02(e¢) Termination of Proceed-
ings

“Termination of proceedings” is an expres-
sion found in 35 U.S.C. 120. As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before
(a) the patenting, (b) the abandonment of, or
(c) other termination of proceedings in the
earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
than”. , '

- In each of the following situations, proceed-
ings are terminated :

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See 712.

2. If an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the interfer-
ence a8 to all the claims, then proceedings on
that application are terminated as of the date

} or civic aotion was filed. - ;
edings are termineted in an applics-

-

tion after decision by. the ‘Board ‘of ‘Appoals

as 4: lained in Section 1214.06.
md 16.0 o
71103 Recousideration of Holding of

When advised of the: abandonment of his
application, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there 1s no abandenment in
fact; or petition for revival under Rule 137,

711.03(a) Holding Based on Tneufs-
ciency of Response

Applicant may deny that his response was
incomplete. IR C e

While the Examiner has no authority to act
uBon an application in which no action by ap-
K@'canb was taken during.the statutory ?‘emod,

may reverse his h ﬁmg as to whether or
not an amendment received during such period
was responsive and act on a case of such char-
acter which he has previously held abandoned.
This is not a revival of an abandoned appli-
cation but merely a holding that the case was
never abandoned. See also 714.03.

711.03(b) Holding Based on Failure
To Respond Within Period

When an amendment reaches the Patent
Office (not the Examining Group) after the
expiration of the statutory period and there is
no dispute as to the dates involved, no question
of reconsideration of a holding of abandonment
can be presented.

However, the Examiner and the applicant
may disagree as to the date on which the statu-
tory period commenced to run or ends. In this
situation, as in the sitwation involving suffi-
ciency of response, the applicant may take issue
with the Examiner and point out to him that
his holding was erroneous.

711.03(e) Petitions Relating to Aban-
domment

Rule 151, Revival of abandoned application. An ap-

plication abandoned for fallure to progecute may be

rovived as a pending application if it is shown to the
satisfaction of the Commisnicner that the delay was
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to mfmsﬁilponii, writhin “ﬂmm MOd follow-

an office action.
m%hm the holding of abandonment is predi-
cated ‘on ‘the insufficiency of the response, or

disagreement s to con “dates: the peti-
tion ‘from such holding' comes under Rnle 181

and ‘does not: require a fee.

Where the applicant acquiesces in the hold-
ing;.of ?abnn&nnmmt, .or/. where the petition
from such, ,b ngas en.\edi applicant’s only
recourse, o far'as concerns the partlcular case
involved, is by petition to revive. ..

See 712 for 2 petltlon for late payment of tbe
issue fee.

. ON Pm'rrmzv To Bzvm:

When an apphcatwn is received by the Ex-
aminer accompanied by both: the petition to
revive and the accompanying form (POL-
269), the Examiner will complete the report
form which will then be forwarded to the
Commissioner. No c¢omimunication will be sent
to the applicant by the Examiner and no credit
will be given for an action.

ON Pm'non To Ser Asme ExaMiNer’s
. Horpine

Rule 181 states that the Examiner “may be
directed by the Commissioner to furnish a
written statement within a specified time set-
ting forth the reasons for his decision upon the
matters averred in the petition, supplying a

copy thereof to the petitioner”. Often, how-
ever, the question is passed upon without a
statement_being requested, if the issue raised

is clear from the record. Unleq.s requested,
q%g a statement shon]d not be prepared. See
1 {i,172%1) SR

711.04 Disposition of Abandoned Ap-
plications

Eztract from Rule 14, Abandoned applications may
be destroyed afier twenty years from their filing date,

Rev. 18, July 1507

] ﬂ!tt?;glp .

N‘% ‘imt‘fb%\' mtnrned.

Afiles of" bandoned applics
txons Aare pulled xmd orwarded. to. the: Kbam
doned Files Unit, on a bi-weekly basis in ac-
cordance with the chart in Sectmn 505.E(1) of
the Manual of Clerical Procedure.

‘They should be carefully scrutinized. b} the
approimate examiner to verify that they are
actually abandoned. A check should be made
of files containing a decision of the Board. of
Appeala for the presence of allowed claims to
avoid their being erroneously sent to the Aban-
doned FilesUnit. , o ,

711.04(b) Ordcring Abandoned Filec

Abandoned ‘files miay be ordered by Ex-
aminers by sending (through the Mwsen,%r
Service) a ‘completed Form PO-125 to t
Abandoned Files Unit. ' The name and art unit
of the individual Examiner ordering the file
should appear on the form and the file will be
sent to him through the Messenger Service.
~ Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for files in this group
require at least two days for processing. The
file should be returned promptly when it is no

longer needed. -
Expnm'm) SERVICE

Examiners may expedite service by ordering
abandoned files by temone.

711.05 Letter of Abandonment Re-
ceived After Application Is
Allowed

Receipt of a letter of abandonment while an
application is allowed, is acknowledged by the
Issue and Gazette Branch. When the issue fee
has been paid and the patent to issue has re-
ceived its date and number, the abandonment
may not be accepted without a showing of the
reasons for such a late abandonment. Ap

roval of the Commissioner is necessary. (See
Eulo 313.) If a letter of abundonment is re-
ceived after the due date of the issue fee, the
Docket Branch prepares and sends the sac-

knowledgment.




ﬁéludes 2 s’ummary af t‘he dis-

losur e abandorned application, *m&mag
slicatio ving drawings, a figure of the

rawing. The pu hcatlon of such abstracts wis
dxscontmued in 1953. o

85
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n%% (3 10%3{?;
" Each abbrevia-

 ture: eantam B spemﬁ@ pmxm .of the disclos-

uté of the sbandoned: application, preferably
o detailed: repmsen,taﬁm claim, and, in applicas
tions having-drawings, a figure of the drawing.
The: pubhcnttdn of ‘such: abbreviatures ‘was/dis-
contmued in’ 1965 Reqﬁests must hive’ been

SIdératfwn for pubhéatxon e

Rev. 18, July 1967




R ” 7 Py
Itis: important that thess publications not be
referred to as patents or as spplications.: The
effective date is not the filing date but the date
of publication in:the Official Gagette. ' They

prior.art: in rejecting claims.  In any case in
ﬁhich,mmgr in the application file is used as a
reference it should be used only as evidence of
matters of public knowledge on the date of che
publication of the abstract or abbreviature.
Abstracts and abbreviatures, as Publications,
are listed with “Other References” in the cita-
tion thereof.

Citation of abbreviature:

Brown, abbreviature of application Serial
No. ... , Published _________ y mmmm————
0.G. , (List classification as usual).

Citation of abstract :

Smith, abstract of application Serial
No. -.—___ , Published _____ y mmmmm 0G. ..___ ,
(List classification as usual).

See 901.06(d).

712 Abandonment for Failure To Pay
Issue Fee (Forfeiture)

Rule 316. Applicetion abandoned for failure to pay
issuc fee. If the fee specified in the notice of allow-
ance js not paid within three months from the date
of the notice the application will be regarded as aban-
doned. Such an abandoned application will not be
considered as pending before the Patent Office.

If the issue fee or portion thereof specified in the
notice of allowance is not timely paid but is submitted,
with the fee for delayed payment, within three months
of its due date with a verified showing of sufficient
cauge for the late payment, it may be accepted by the
Commissioner as though no abandonment had ever
occurred.

Rule 317. Delayed payment of balance of the issuc
fee; lapsed palents, Any remaining balance of the
issue fee is to be paid within three months from the
date of notice thereof and, if not paid, the patent lapses
at the termination of the three-month period. If this
balance is not timely paid but is submitted, with the
fee for delayed payment, within three months of its
due date with a verified showing of sufficient cause for
the late payment, it may be accepted by the Commis-
sioner as though no lapge had ever occurred.

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to

as a forfeited application.
When the three months’ period within which

the issue fee might have been paid hag expired,

Rev. 13, July 1967

- may be used alone or in combination with other

The applicati
if ﬂwg&ue;t@e is later accep

aﬁ)'plicatiq 18 in a sense rev

ion js in a sense revived). - During the
three month peried following ‘such abandon-
ment, it is possible to petition the Commissioner
to have the application issued as a patent. Such
petition must be supported by a verified show-
ing of sufficient cause for the late payment, and
accompanied by the groper issue fee and the fee
for late payment. If such a petition accom-
panied by the required fees is not filed within
the three month period following the abandon-
ment (six months after the date of the notice of
allowance) and granted, such abandoned appli-
cation cannot be revived. In this respect an
abandoned application that has passed through
the six months’ period indicated in Rule 316
differs in status from an application that has be-
come abandoned under the provisions of Rules
135 and 136 in that the latter may be revived
under the provisions of Rule 137,

713 Interviews

The personal appearance of an applicant,
attorney, or agent before the Examiner pre-
senting matters for the latter’s consideration
is considered an interview.

713.01 General Policy,
ducted

Rule 133. Interviews. (a) Interviews with exam-
iners concerning applications and other matters pend-
ing hefore the Office must be had in the examiners’
reoms 4t such times, within office hours, as the respec-
tive examiners may designate. Interviews will not
be permitted at any other time or place without the
authority of the Commissioner. Interviews for the
discussion of the patentability of pending applications

How Con-

. will not be had before the firr official action thereon.

Interviews should be arrangec Jr in advance,

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telegram or phone
call, in order to insure that the Primary Exam-
iner and/or the Examiner in charge of the ap-
plication will be present in the Oﬁﬁfe. When a
second division is involved (Patentability Re-
port), the availability of the second Examniner
should also be checked. (See T05.01(f).) An




effective inte
notified immediately so that substitus
ments may be made.  When & telephone call is
made to an Examiner and it becomes eviden
that a lengthy discussion will ensue or that the
Examiner needs time to restudy the situstion,
the call should be terminated with an agree-
ment that the Examiner will call back at a speci-
fied time. Such a call and all other calls origi-
nated bg the Examiner may be handled
the FTS (Federal Telecommunications Sysmnl)
even though a collect call had been ized.
It is helpful if amnendments include the complete
telephone number with area code and extension,
mmbly near the signature of the writer.
une ‘appearance of an attorney or
applicant requesting ‘an interview without any
previous notice to the Examiner may well jus-
tify his refussl of the interview at that time,
particularly in an involved case. An Examin-

..

er’s ion of allowable snb)'l;t]st matter may
justify his indicating the possibility of an in-

terview to accelerate early agreement on allow-
able claims.

An interview should be had only when the
pature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the Examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it i3 obvious that the attorney is not so
prepared, an interview should not be permitted.

The Examiner should not hesitate to state, if
such be the case, that claims presented for con-
sideration at the interview require further
search and study. Nor should the Examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an addi-
tional action by the Examiner.

It is the duty of the Primary Examiner to
gee that an interview is not extended beyond a
reagonable period even when he does not per-
sonally participate in the interview,

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the Examiner may make
suggestions that will advance the prosecution

g7

allowed for such
"To offset a
under the proc
Kxaminers may grant one i
rejection. SeeT13.08. ~ ot
“Where the response to a first complete action
includes & request for an interview or a tele-
phone consultation to be initiated by the exam-
iner, or where an out-of-town attorney under
similar ciccumstances requests that the exam-
iner defer taking any further action on the case
until the attorney’s next visit to Washin%ton
(ﬁrovided such visit is not beyond the date
when the Office action would normally be
givén), the examiner, as soon as he has consid-
ered the effect of the onse, shoulid grant
such request if it appears that the interview or
consultation would result in expediting the case
to a final action.

‘Where agreement is reached as a result of an
interview, applicant’s representative should be
advised that an amendment pursuant to the
agreement should be promptly submitted. If
the amendment prepares the case for final ac-
tion, the examiner should take the case up as
special. If not, the case should await its turn.

Consideration of a filed amendment may be
had by hand delivery of a duplicate copy of said
amendment. y

Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-
ment; initial and date both copies.

Although entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
cate copy. The extent of processing will depend
on each amendment.

re offective July 1; 1664

Examinarioxy 2y Exasraner Oraer Tran Tur
One Wro Coxpucrep Tue InTERVIEW

Sometimes the Examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another Examiner. If there is an indication
that an interview had been held, the second
Examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
Examiner should take a position consistent
with the agreements previously reached. See
812.01 for a statement of telephone practice in
restriction and election of species situations.

Rev. 11, Jan, 1067



in the Kxsminy ’cdimm%q imited amount
of time may be spent in indicating the ficld of
mmh to; en. attorney, searcher. or . inventor.
"""" . Seamoutiéa iy Gaoe

. Searohmg -'\in( the group should h permit-
ted only with the consent of the Primary Ex-

aminer.
. ExrouNDING PATENT LaAW

The ‘Patent Office cannot act as an ex-
gounder of the patent law, nor as a counsellor
or individuals. .
713.03 Interview for “Sounding Om”
E Examiner Not Permitted
. Interviews that are solely for the purpose of
“sounding out” the Examiner, as by a local at-
tarney . acting for an out-of-town attorney,
should not be permitted when it is apparent that
any agreement that would be reached is condi-
tional upon being satisfactory to the principal
attorney. S '
713.04 Substance of Interview Must
Be Made of Record

The substance of an interview must always
be made of record in the application, particu-
larly where agreement between attorney and
the Examiner is reached. Rule 133 (second
paragraph) specifically requires that:

(b} In every instance where reconsideration is re-
questeG in view of an interview with an examiner, a
complete written statement of the reasons presented at
the Interview as warranting favorable actlon must be
filed by the applicant. An interview does not remove
the necessity for responsge to Office actions as specliied
in rules 111, 135,

This i further brought out by the following
Rule:

Rule 2. Busincss to be transacted in writing. All
business with the Patent Office should be transacted n
writing. The personal attendance of applicants or
thelr attorneys or agents at the Patent Office is un-
necessary. The actlon of the Patent Office will be based
exclusively on the written record in the Office. No at-
tention will be paid to any alleged oral promise, siipu-
lation, or underatanding in relation to which there 8
disagreement or doubt. -

To insure that any mutually acceptable con-
clusions reached at an interview are understood
by both parties, a memorandum summarizing

Rev. 11, Jan. 1067

i is compl
however, reli
ity ‘under the se

5

In those cases where an interview is had but
no agreement is reached, the examiner should
place an informal memorandum:in the file to
this effect. The meémorandum should be suffi-

viently complete to make clear to others the

iw resolved and/or discussed in theinter-
view, S .
Some Examiners prepare, for their own in-
formation, informal notes setting forth what
occurred at the interview., ‘These informal
notes -do not become sn official part of the
record. A convenient arrangement is to make
the notes on 4 by 6 cards which may be. re-
tained with the file wrapper by means of the
glits in the flap.. All notes should be removed
from the file at the time of allowance. -
The memoranda discussed above are not-an
official part of the record, and should be re-
moved from the file if and when the case is
passed to issue. 2
ExaMiNer 70 CHECE FOR ACCURACY

Applicant’s summarﬁéof what took place at
the interview should carefully checked to
determine the accuracy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed out in the next Office letter. If
the claims are allowable for other reasons of
record, the Examiner should withhold allow-
ance by means of an Ex garte Quayle action
until the record is clarified. (b) If the inac-
curacy does not bear directly on the question
of patentability, the case may be sent to issue,
if allowable for reasons of record, but the Ex-
aminer should send a letter setting forth his
version of the statement attributed to him.

An inaccuracy with respect to an argun‘wnt
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in (a) or
(b) above.

713.05 Interviews Prohibited or
Granted, Special Situations
Saturday interviews, see 713.01.
Except 1n unusual situations, no interview is

permitted after the brief on appeal is filed or
after a case has been passed to issue.




- An interview may be appropriate before ap- - disbarred stto ng en  application
plicant’s first response whes tﬁ? Examiner has  unless it be one in which attorney is
ted that allowsble subject matter is licant. See 105,
present or where itwﬂlawstapghcanb in judg- srview ently requested by per-
ing the pxg&rie&y of cominuing the prosecution, sons whose credentials are of such informal
atent Office employees are forbidden to hold  character that there is serious question as to
either oral or written communication with a  whether such persons are entitled to any infor-

98.1 Rev. 11, Jan. 1967



THE APPLICATION,
wever, interviews
sons who are known to |
tives of the attorney in the
their power of attorney be n
particular application. Wh
18 important an interview with the
sentative may be the only way, to
plication from abandonment. :
If the perscn secking the interviey
known to the Examiner but has in his
sion a copy of the application
ner may accept his sta
person named as the at
emrx;}oyee of such attorne

nterviews normally she

unless the i al
bind the pr ‘concerned. .
The availability of personal interviews in the
the filing of applicant’s thorough first response
and a lclgmcludm‘g action by the examiner, for at-

torneys resident or frequently in thmgon
is obvyious. For othe::q more gemote, telephone
interviews may prove valuable. . However, pres-
ent Office policy places great hasis on tele-
Bhom interviews initiated by Examiner.
or this reason, it is no longer deemed neces-
sary for an attorney to request a telephone
interview as specified in the old Optimum Ex-
amining Procedure memos. See 408.

The Examiner, by making a telephone call,
may be able to suggest minor, probably guickly
acceptable changes which would result in
" allowance. If there are major questions or

suggestions, the call might state them concisely,
and suggest a further telephone or personal
interview, at a prearranged later time, giving
applicant more time for consideration before
discussing the points raised. '

For an interview with an examiner who does
not have negotiation authority, arrangements
should always include an examiner who does
have such authority, and who has familiarized
himself with the case, so that authoritative
agreement may be reached at the time of the
interview.

Grourep INTERVIEWS

For attorneys remote from Washington who
prefer personal interviews, the grouped inter-

brings it up

, o case special
%r!mmedm special

The Examiner may not discuss inter partes
questions ez parte with any of the interested
parties. For this reason, the telephone number
of the Examiner should not be typed on Deci-
gions on Motions or any. other interference

papers. See1111.01. S

713.07 Exposure of Other Case

Prior to an interview the Examiner should
arianga ‘his desk "s‘o':t;hut: files, drawm%?l and
other papers, except those necessary in the in-
terview, ﬁ?placoﬁut of view. See 101.
713.08 Demonstration, Exhibits,

- Models - : _

The invention in question may be exhibited
or demonstrated during the interview by a
model thereof which may be sent to the Office
prior to the interview where it is received in
the model room and forwarded to the group.
A model is not to be received by the Examiner
directly from the applicant or his attorney.
See 608.03 and 608.03&). ‘

Oftentimes a model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney solely
for inspection or demonstration during the
course of the interview. This is permissible.
Demonstrations of apparatus or exhibits too
large to be brought intc the Office may be
viewed by the Examiner outside of the Office,
(in Washington) with the approval of the Pri-
mary Ezaminer. It is presumed that the wit-
nessing of the demonstration or the reviewing
of the exhibit is actuaily essential in the de-
veloping and clarifying of the issues involved
in the application.

713.09 Finally Rejected Application

Normally, one interview after final rejection
is permitted. However, the intended purpose
snd content of the interview must be presented
briefly, either orally or in writing. With the
approval of the Primary Examiner, an_inter-
view may be granted if the Examiner is con-
vinced that disposal or clarification for appeal

Rev. 15, Jan. 1068



After a case is sent to'is
no:longer; under the. jurisdi of the Pr-
ma iner, Rule 312, An interview with
an 1.E‘.xmminer that would involve a detailed
consideration of claims sought to be entered
and perhaps entailing a discussion of the prior
art‘fg: determining whether. or not the clai
are allowable should not be given. Obviously
an applicant is not entitled to a greater degree
of consideration in an amendment presented
informally than is given an applicant.in the
consid:ergt’ion of an’ ainendment Whﬁn;tfaorm“albfr
presented; pearticularly since consideration o
an nmen&ent filed under Rule 812 cannot be
demanded as 2 matter of right. . .

uests for interviews oncasesalmsd}y;

73 to issue lslégﬂlgbbé gmnﬁd, only with
specific approval of the Group Manager upon
a showingll,n writing of extraordinary circum-

714 Amendments, Applicant’s Action
Bule 115. Amendment by applicant. The applicant
may amend before or after the first examination and
action, and also after the second or subseguent exam-
ination or reconsideration as specified in rule 112 or
when and as specifically required by the examiner.

See also 714.12.

714.01 Signstures to Amendments

To facilitate any telephone call that may be-
coIne necessary, it 1s recommended that the com-
plete telephone number with area code and ex-
tension be given, preferably near the signature.
Note 605.04 to 605.05(a) for a discussion of sig-
natures to the application.

714.01(a) Unsigned or Improperly
Signed Amendment

An unsigned amendment or one not properly
signed by a person having authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is mgne& by
one only of two applicants and the one signing
has not been given a power of attorney by the
other applicant. An amendment signed by a
person whose name is known to have been re-
moved from the registers of attorneys and

nts under the provisions of Rule 347 or
Rule 348 is not entered. The file and un-

Rev. 15, Jan. 1948

iction ~of the Pﬂ“‘

file wrapper and notify the applicant of the
status of the case. o R
The Examiner in carrying out the provisions
of the asbove paragraph gives applicant one
month to furnish a duplicate amen(llx)nent prop-
erly signed, or to ratify the amendment ‘alrea;y'
filed. [See Rule135,711] =~
Informal amendments which are to be re-
turned will be forwarded to the Correspon
ence and Mail Branch with |
ing the name and address of the attor
other person to whom correspondence is to be
sent (from file wrapper), the date of the last
Office action in the case and & statement as to
why the r is to be returned. The Corre-
spondence and Mail Branch will cancel the
impression of the receiving stamp and conduct
the co: dence incident to the return of
the papers. Note 717.01 on return of papers

‘entered on File Wrapper.

Before returning unsigned or improperly
signed amendments, the Examiner should call
in the local representative of the attorney if
there be one, as he may have authority to sign
said attorney’s name to the amendment.

714.01(¢) Signed by Attorney Not of
Record

Where an amendment is filed, signed by an
attorney whose power is not of record, he
should be notified that the amendment cannot
be entered and similar notification sent to the
applicant in person and to the attorney of
record, if there be one. If thisis after the death
of an attorney of record, see 406.

714.01(d) Amendment Signed by Ap-
plicant But Not by Attor-
ney of Record

If an amendment signed by the applicant
is received in an application in which there
is a duly appointed attorney, the amendment
should be entered and acted upon. Attention
should be called to Rule 35. The customary

100




71402 Must Be Fully Reuponsive

Rule 111. Reply by appuoant (n) Aﬂer the Oﬂlce
action, iIf adverse in any respect, the applicant, if he
persist in his ;ppllmtlon for a patent, must reply
thereto and may request re-examination or reconsid-
eration, with or without amendment. : :

(b) Inoldertnbeenﬂtledmre-mmimﬂonorre-
conaldemtlm the applicant must make mquelt there-
for ln vmﬂu. md he mult dhtlnctly and meclﬂcglly

tion and mjectim fn the prior Office aetion (ueept
thatrequutmybemadethat objections or require-
mgntsastotomnotneceuarytomrtherconudem-
tion of the ciaims be heid in abeyance until allowable
subject matter is indicated), and the applicant’s action
must appear throughout to be a bona fide attempt to
advance the case to final sction. A generai allegation
that the cisims define invention without specifically
pointing cut kow the langauge of the claims patentably
distinguishes them from the references does not com-
ply with the requirements of this rule. ‘

{¢) In amending an application in response to & re-
Jection, the applicant must clearly point out the patenta-
ble novelty which he thinks the clazims present in view
of the state of the art disclosed by the references cited
or the objections made. He must also show how the
amendments avoid suc 1 references or objections. (See
rules 135 and 136 for time for reply.)

Compliance with or discussion of a require-
ment for the correction of formal matters may
be deferred by applicant until allowable subject
matter is indicated. See 707.07(a).

Formal matters generally include drawmﬁ
corrections, correction of the specification an
the presentation of a new oath. However, the
line between formal matters and substance is
not sharp, and the determination of the merits

of a case may sometimes require that drawi
corrections, corrections of the s&cnﬁcatlon ::g
the presentation of a new oath be insisted upon
prior to allowance of a claim.

Rule 119. Amendment of claims. The ciafms may be
amended by eanceling particular claims, by presenting
new claims, or by rewrlting particular claims as in-
dicated In Rule 121. The requirements of Rule 111 must
be complied with by pointing out the specific distinc-

development. of a clear issue re-’ ,
the responses of the applwant meet '

suppo

closure. See’lOﬂO"i(n)
Responses . to reqmrements to restnct Aare

trea.ted nnder 818

7 14 03 Aimmaments Not Fnlly Re-
o :wpondve, Aetwn To Be’Tnken

six months’ statutory perxod or:set shortened
period when apphclmt’s amendment is found
to be mot fully ‘responsive to the last Office
action, a letter should at once be sent applicant
pointing out wherein his amendment fails to
fully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the questlon of aban-
donment. See 714.05.

Where 2 bona fide response to an Examiner’s
action is filed before the expiration of a.per-
missible period, but through an apparent over-
sight or inadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involved or signature to the
amendment,—the Examiner, as soon 2s he
notes the omission, should require the appli-
cant to complete his response within a specified
time limit '(one month) if the period has
already expired or not sufficient time is left to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the prescribed
period has expired. See Rule 135(c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional claims in a case filed on or after October
25, 1965, the applicant is notified by the clerk
on form POL 319. See 607 and 714.10.

The Examiner must exercise discretion in
applying this practice to safeguard against
abuses thereof.

Rev. 18, Jan. 1948



last Office action.

714.04 Claims Preaented in Amend-
ment With No Attempt To
. Point.Out Patent Novelty

ion of claimsin an amended

case where no attempt is made to pomt out the

paéembh mnovelty, the clainis; .should: not ‘be
(See: Rue. 111, 71402) -

An amendmemt fuh%to point out the pa.t-
mhble novelty which the applicant believes to

exist in his case may be held to be nonresponsive

and a time limit set to furnish a proper. re-
3onse if the statutory period has expired or

expired (714.03). However, if the
claims as amended are clearly open to rejection
on grounds of record, a final re]ectwn should

generally be made.

714.05 Examiner Should Immedmtely
Inspect

Actmns b m licant, especially those filed
near the en statubory period, should be
inspected immedlately upon filing to determine
whether they are completely responsive to the
preceding Office action so as to prevent aban-
donment of the application. If found inade-
quate, and sufficient time remains, applicant
shonld be notified of the deficiencies and
warned to complete the response within the
statutory period. See 714.03.

All amended cases when put on the Exam-
iner’s desk should be inspected by him at once
to determine:

If the amendment is properly signed
(714.01).

If the amendment has been filed within the
statutory period, set shortened period or time
limit (710).

If the amendment is fully responsive. See
714.03 and 714.04.

RBev. 15, Jan. 1008 102

‘not reiterate all portions of the ]

If apphmnt has clted mferenoes See
707.05(b) and 1302.12.
If a terminal dlsclalmer has been ﬁled See

A supplemenhl actlon is usually neoessary
when an amendment is filed on or before the

_ mall" g date ‘of 'the regular action but reaches

g group later. The supplementa,l
be promptly prep ‘

that are still applicable but it sh,w id. specxfy
which portions are to be disregarded, pointing
out that the period for Tesponse runs. from the

-of the supplemental action. .. The ac-
tion should be headed “Responsive to amend-
ment of (date) and supplemental to the action
mmled (date)”.

714.06 Amendments Sent to Wrong
Group

See 508.01.

714.07 Amendments Not in Perma-
nent Ink

Rule 52(a) requires “permanent ink™ to be
used on papers which will become part of the
record and In re Benson, 1959 C.D. 5; 744
0.G. 853 holds that documents.on so-called
“easily erasable” paper violate the requirement.
The fact that Rule 52(a) has not been com-
plied with may be discovered as scon as the
amendment reaches the examining group or,
later, when the case is reached for action. In
the first instance, applicant is promptly noti-
fied that the amendment is not entered and is
required to file a permanent copy within 1
month or to order a copy to be made by the
Patent Office at his expense. Physical entry
of the amendment will be made from the per-
manent copy.

If there is no appropriate response within
the 1 month period, a copy is made by the




' good carbon copms on satis-

fu:tory paper are acceptable. But see In re
“Application Papers Filed Jan. 20 1956, 706

0. .4

714- 08 Telegtapluc Amendmem

When a telegraphic amendment is mved,
the telegram is placed in the file but not mtmd
If confirmation of this amendment by a properly
mgned formal amandment does ‘not fa

former ‘Office action.
promptly, the amendment is entered. - (See Ex

parte Wheary, 1913 C.D. 253; 197 O.G. 534.)

The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See 714.02.

714.09 Amendments ‘Before First
Office Action

An amendment filed before the first Office
action, even one fi'ed along with the original
application, does not enjoy the status of part of
the original disclosure. See 608.04(b).

In the case of Rule 147 (unexecuted) appli-
cations, an amendment stati that “This is a
division of ay&hcatlon Serial - filed

ould accompany the apphcatnon,

but no other amendments to the specification

or drawing should be requested until the appli-

::lal;:)m has received its serial number and filing
a

714.10 Claims Added in Excess of
Filing Fee

The new Fee Act, effective Qctober 25. 1965,
provides for the presentation of claims added in
excess of filing fee. On payment of an addi-
tional fee (see 607), these excess claims may be
presented any time after the application is filed,
which of course, includes the time before the firsf

102.1

~ ordinarily will not be enter :
pait) if the new totaliof aims wou]d exceed
‘the number covered by the filin
~of, and reasons for, nonentry

If he’ doesq eonﬁrm}

pr nglmnsaﬁofﬁhng hutl |
before : the" applmmtmm 5 rerched for ‘action
{in whole or in

all be included -
in the ﬁrst actlon. ,‘ :

714.11 " Amendment Filed Dnrmg In-

- terference Proeeedmgs
See 111105 |

714 12 Ame-dments After Final Re-
jectlon or Action

Rule 116 Amendmenta afier M action. (a) After
fina) rejectlon or action (rule 1‘!3) amendmenu may
be made cancenlng clalms or complying wlth any re-
qulrement of form whtch hag been mde, and amend-
ments presenting rejected claims in better form for
consideration on. appeal may be admitted but the ad-
mission of any such amendment or itl refusal, and any.
proceedings relative thereto, s!nn not operate to re-
Heve the application from its condition as subject to
appeal or to save it from abandonment under rule 188.

(b) If amendments touching the merite of the appli-
cation be presented after final rejection, or after ap-
peal has been taken, or when such amendment might
not otherwise be proper, they may be admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earller presented.

(¢) No amendment can be made 25 a matter of right
in appealed cases. After decision on appeal, amend-
ments can only be made as provided in rule 198, or
to carry into effect a recommendation under rule 1986

Once a final rejection that is not premature
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered. Also, amendments
complying with objections or requirements as
to form are to be permitted after final action in
accordance with Rule 116(a). ()rdmarlly,
amendments filed after the final action are not
entered unless approved by the Examiner. See
706.07(e), 71413 and 1207.

Rev. 16, Jen. 1068
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currently of re
notified ‘ mmpély of this fact by means of form
‘.‘7,\.* e K R A T g PR

Such a.letter is important because it may act
as a safeguard against a holding of abandon-
ment. It may avoid an unnecessary appeal.
Every effort should be made to mail the letter
before the statutory period expires. e

-FixarL Resecrion—Tme ‘vor RESPONSE

..The filing of a timely response to a final re-
]w‘mh‘gg a shortened statutory period fo!

esponse will operste od for
appeal or filing of a continuing case an addi-
tional month, but in no case to exceed six months
from the date of the final action.

An object of this practice is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. ‘

Present practice relating to the treatment of
amendments after final rejection will continue
to apply and failure to file a response during
the three-month period will, as heretofore, re-
sult in abandonment of the application. In
any case where this one-month extension ap-

lies and an amendment is officially received
uring this additional month, the amendment
will not be entered or responded to unless it
prima facie places the application in condition
for allowance (e.g., cancels all rejected claims,
fully complies with all examiner suggestions,
requirements, etc, .
lso, during this additional month no ap-
plicant- or attorney-initiated interview will

permitted.

Extay Nor A Marrer or Rieur

It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final
rejection (see Rule 116) or reinstate previously
canceled claims. Except for the provisions of
items 3 and 4 of 714.20, aﬂplicant’s failure to
properly respond within the statutory period
resuits 1n abandonment.

See also 1207 and 1211.

Rev. 14, Oct. 1967

Yowznce o{ would s

- & ,r:}
to extend the period for

claims io

WANCO | implify the issues on appeal.
Ordinarily, 'the 'specific ‘deficiencies of  the
amendment need not be discussed. The reasons
should be concisely expressed. For example,

(1) theclaims, if amended as proposed, would
not avoid any of the rejections set forth in the
last Office action, and. thus the amendment
would not place the case in condition for allow-
ance or in better condition for appeal, ,

(2) the claims, if amended as proposed,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references..
The amendment will be entered upon the filing
of,ana;gpeal, e e R
_(8) the claims as amended present new is-
sues requiring further consideration or search,

(4) since the amendment presents additional
claims without canceling a corresponding num-
ber of finally rejected claims it 18 not consid-
ered as placing the application in better con-
dition for appeal; Ex parte Wirt, 1905 C.D.
247; 117 0.G. 599. :

Applicant should be notified, if it is a fact,
that certain portions of the amendment would
be acceptable as placing some of the claims in
better form for appeal or comply with objec-
tions or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
gistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order. ' )

The use of POL-303, 303a as outlined in a
memo to all Examiners, dated October 27, 1965,
expedites the practice after final rejection.

f no appeal has been filed within the statu-
tory periodpfeor response and no amendment has
been submitted to make the case allowable or
which can be entered in part (see 714.20), the
case stands abandoned.

FinaL Action AND PReE-APPEAL

T he prosecution of an application byore the
examiner should ordinarily be concluded with
the final action. However, one personal inter-

102.2




- be entertained after such final action if circum-
stances warrant. ’l‘imsl only one request by ap-
_plicant for a personal interview after final
~should be granted, but in sxceptional circum-
stances, n second personal interview may be
initiated by the ezxaminer if in his judﬁment
this would materially assist in placing the ap-
plication iii condition for allowance.

Any amendments submitted under Rule 116
(}t:) and Rule 116(b) for purposes of appeal
should be presented 1in the first response after
final action and will be considered as heretofore;
if any amendments are submitted after the ex-
aminer’s reply to such first response, they should
be refused entry as not warranted at this stage
of prosecution, even though such amendments
allegedly present rejected claims in better condi-
tion for appeal. (See 1207.) Similarly, no afhi-
davit should be considered if presented later
than with the first response after final unless a
showing is made under Rule 116(b). How-
ever, if an affidavit is presented with or as a first
response after final and prior to a Notice of
Appeal it should be entered and considered
without requiring a showing under Rule 116 (b).

The practice will be continued of advisin
applicant by means of the recently introduc
form letter (POL-303) as to the disposition of

102.3

onse by applivant may

. 7418

proposed amendments to the claims and as to
the effect of any argument or affidavit sub-
mitted in the firs¢ respcnse after final action.

Ifa nse subsoquent to the first onse
after final action is received before appeal and
which on ifs face clearly places the application
in condition for allowance, it should be entered
and a notice of allowability (POL-255)
promptly sent to applicant; if such subsequent
response does not on ifs {ace place the a,g lica-
tion in condition. for allowance, it should not
be considered further (unless, in the examiner’s
judgment, there are only minor matters which
could be readily cleared up in a telephone inter-
view leadinguto a notice of allowance) and
should be refused entry. A form letter (POL~
309) will be used for notification that such
subsequent responses do not place the applica-
tion in condition for allowance. -

Requests for extension of the shortened statu-
tory period for reply after final action, under
Rule 136(b), will be considered by the Prima
Examiner; petitions for further extensions will
be decided {ethe Group Manager.

It should be noted that, under Rule 181 (f),
the filing of a Rule 181 petition will not stay
the ieriod for reply to an Examiner’s action
which may be Tunning against an application.
See 1207 for appeal and post-appeal procedure.

Rev. 14, Oct. 1967



may ﬁ“‘“ “‘“5?;; °‘°"“‘f I objections
may outstan ormal objections’
preclude making the action final.

Amendments touekmg the Mum mm
in & manner similar to ummuhnen&i m final
rejection, though the prosecution msy be con-
tinued as to t formal mutters. | Se 714 12
and 714.13. , '

‘Ses 607 for addi

714.15 Ameudmem
But Received
vaismn Af

by 38%1081“ prior to ail wance; does not ¥

ce until after the notice oi znawm
hu been mailed, such ‘amendment’
status of one filed under Rule 312, I
is a matter of grace. For discussion of ame
ments filed under Rule 312, sw 714.16 to
714.18(e).

If, however, the amendment is ﬁ]ed in the
Oﬂice, but is not received by the Examiner
prior to the mailing out of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been mailed.
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, epplicant may be entitled to have such
amendment entered even though’ it me be‘
necessmg' to withdraw the applieation 1
issue. Such withdrawal, however, is unneéces-
sary if the amendatory ‘matter is such as the
Examiner would recommend for entry m&er
Rule 312.

As above implied, the case mll not be mth-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendment,
i.e., by indicating the pat)mtablhty of all o
the claims, or by allowing some and finally
rejecting tine remainder.

108

2370-341 O - 87 - 4

f muhr tho )u

o 3 ',,oner has delegated - ap-
1 of such reeommendatlogg:f) the Grotgj

-

mdmﬂon of the Pgmary
aminer. - He .can however, make’ (3
Amendments. {See 1302.04) and has authontvf
to enter amendments submitted after:Notice of
Ailowame .of.&n . application_which embody
he correction of formal matters in the
:ﬁc ion or drawing, or formal matters in a
im without. the scope thereof, or the
cancellation of claims from. the .
without forwardmg to the Group. M‘a)nager for‘
approval. (Basis: Order 3311.) '
Amendments other than these reqmre ap-
proval by the Group Manager. He salso
t_astabhshes ‘Group policy with respect to the
treatment of Order 8811 amendments directed
to trivial informalities which seldom affect sig-
nificantly the vital formal requiremeénts of any
patent; namely, (1) that its diselosure be ade-
quately clear, and (2) that any inventicn pres-
mt be defined with sufficient clarity to form an

iate basis fot an enforcedable contract.
Mmﬁm of wn amendment under Rule
812 cannot be demanded as-a matter of right.
Progecution of a case should be conducted be-
fore, und thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However,
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no

Rev. 13, July 1867



rd
l;gpcloswww
Vm::» the re-
ment must
hcz,; r)easgsthon ,whli,‘ch
1). why the amend-
vhy . the proposed
; require no additional
(%Whyf the claims are
they were not earlier

amended or new claim
search or examination;
patentable and, (4) why
presented.

Nor To Bz Useo ror CoNTINuED PRosEcuTION

Rule 312 was never intended to provide a
- way- forthe continued ‘prosecution of appli-
cation after it has beéni passed for issue. 'When
the recommendation is against entry, a detailed
statemient of 'reasons is not necessary: in su
port of such recommendation.’ The simple
statement that the d claim is not obvi-
ously allowable and briefly the reason why is
usually adequate. 'Where appropriate, any one
of the following reasons is considered suffi-
cient: (1) an additional search is re%t:md, or
(£) more than & cursory review of the record
is necegsary, or (ti‘) the amendment would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims.

Where claims added by amendment under
Rule 312 are all of the form of dependent
claims, some of the usual reasons for non-entry
are less likely to apply although questions of
new matter, sufficiency of disclosure, or undue
multiplicity of claims could arise. :

See 607 and 714.16(c) for additional fee
requirements.

714.16(s) Amendments Under Rule
‘ 312, Copied Patent Claims

Ses 1101.02(g) for the procedure to be fol-
lowed when an amendment is received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a
patent. .

The entry of the copied patent claims is not
a matter of right. See 714.19 item (4).

See 607 and 714.16(c) for additional fee
requirements.

Bev, 13, July 1967

the amendment is not entered unless and

714.16(c) ; , Amendment N Ijider Rule
T 313, Aaditionl Claime

_ If the spphatmn was filed on or after Ooto-

ber 25, 1965, and the améndment under Rule 312

adds claims ‘(total and independent) in excess
of the number previously paid: for, additional
fees are required. The amendment is not oon-
sidered by the Examiner unless accompained by

the full fee required. See 607 and 35 U.S.C. 41.

714.16(d) Amendments Under Rule
" 312,Handling

) ® ¥ 5 4 . ey PP,
G, bow g1 B ' SRS ELT o IR g g i
s Nor'U: Ofver 38117
i I E § i Gy i

ts junder : Rule. 312, are sent by
rrespondence Branch to the
Issue and Gazette Branch which, in turn, for-
wards the proposed amendment, ﬁle,,and draw-
ing (if any) to the group which allowed the
a n&lication.‘ . In the event that the class and
subclass in which the application is classified
has been transferred to another group after
the application was allowed, the proposed
amendment, file and drawing (if any) are
transmitted directly to said other group and
the Issue and Gazette Branch notified. If the
Assistant Examiner who allowed the agplica-
tion is still emgloyed in the Patent Office but not
in said other. rovilﬁ), he may be consulted about
the propriety of the proposed amendment and
given credit for any time spent in giving it
consideration, , R
The amendment is PROMPTLY considered
by the Examiner who indicates  thereon
whether or not its entry is recommended. It
should be kept in mind that the words “rec-
ommended” or “not recommended” are used
instead of “entered” or “not entered”.
_ If the amendment is favorably considered, it
is entered and a notice of entry (POL~271) is
I:re ared. An “Entry Recommended under
tule 312” stamp is then applied to the amend-
ment. and to the notice of entry (under the
printed word “Report”). The Primary Exam-
mer indicates his approval by signing under
the recommendation on the amendment and by
stamping and signing his name under the rec-
ommendation on the notice of entry.
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mn wm’ o & Taport giving the o for

J‘%& 3 & PORE0NS X0T

r M& pgth ﬁg notics of dm& nl
ssgﬁed by t}m Pmmwy

fils, dmwm g and mmﬂed noum
aam farmm to: t:ho Gmup Mamger for ‘eon-

approval,

« ”"or mﬁ:ﬁm pani see Zli lﬁse)
filling out o form by

‘the clerk does not mgmfy m amendment
has been admitted; for, though actually en-
tered it is gz}t oﬂiclally adnutted unless and
rO
Se:p(ig? and 714 16(c) for uddmonal fee
requlrements.

Ammmn'rs UNDER Omoen 3311

Amendments concerning merely formal mat-
ters do not require submission to the Group

Manager grmr toentry. See714.16. The notice
of entry (POL-271) i 1s dat,e stamped and mailed
by the examining ‘It such amendments
are disapproved eit} er m ‘whele or in part, they
are han like those not ,der Order 3311

7’14 l6(e) " Amendments Under Rule
. 312, EnlrymPart ERR

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxedp but when, under Rule 312, an
amendment, for example, is proposed contain-
mg a p]umh of claims or amendments to
claims, some of which may be entered and some
not, the acceptable c]alms or amendments
should be entered in the case. If necessary,
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

‘The Examiner should then submit a report
(POL-271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. The claims entered
should be indicated by number in this report.

Handling is similar to complete entry of &
Rule 312 amendment.

If the application was filed on or after Octo-
ber 25, 1965, entry in part is not recommended

unless’ the full additional fee required, if
‘See 607

any, accompanies the amendment.
714.16(¢).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

When an application is not prosecuted
within the period set for response and thereafter

. bﬁ aadxmsedam tlm% w’%‘!
. Aun?bﬁtmﬁfomny ents
- smendment was:not filed

¢ filed within the
.and tl&grefex'emnothammd. Th‘;?&mnt
Bhﬂvlil 8

714 18 Entry of Amendmenu B

R i

ithe applicant that the

1l immediately noti

be notxﬁod that tho a hcat is
shandoned.: - pp m

Amendments are stnmped w;th the dato of
thezr ‘receipt-in’ the It is im &
to observe the distinction whxch exists between
the stamp which shows the date of recsipt
of the amendment in the group (“Group Date”
stamp) and the stamp bearing the date.of re-

_coipt of the amendment by the Office. (“Oﬂice

Date” stamp).. The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his
amendment. .

The amendment or letter i is placed in the file,
given its number as a paper in the application,
and its character endorsed on the fi lg Wrapper
in red ink,

When several amendments are made in an ap-
phcatlon on the same day no particular order
as to the hour of the receipt or the m of
the amendments can be assumed, but considera-
tion of the case must be given as far as pos-
sible as though all the papers filed were a com-
posite single paper.

After entry of the amendment the applica-
tion is “up for action.” It is placed on the
Examiner’s desk, and he is responsible for its
glroper disposal. The Examiner should imme-

iately inspect the amendment as set forth in
714.05. After inspection if no immediate or
special action is required, the application
awaits re-examination 1n regular order.

Amendments or other papers filed in cases
before the Law Examiner should be promptly
forwarded to him.

714.19 List of Amendments, Entry
Denied

The following types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose

prosecution before the Primary Examiner has
en closed, as where

(s) All claims have been allowed,

(b) All claims have been finally mwcted (for
exceptions see 714,12, 714.13, and 714.20(4))

(cs Some claims allowed and remainder
finally rejected. See 714.12 to 714.14.
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4. While:oopiéd: patént cleims are genérally
admitted even thouggah the case is under final
rejection or on a’ppulgéunderv ‘certain condi-

tions;ut?e)claitns may be refused entry. See
1101.02(g). o
- 5. ‘An unsigned or improperly signed amend-
ment or oné signed by mﬁamdg::gmey- or
any person having no authority. ‘

6. "An amendment filed in the Patent Office
after the expiration of the statutory period or
gset time limit for response. See 714.17.
<7, An amendment so worded that it cannot
be entered with certain accuracy. See 714.23.
'8, "An’ amendment cancelling all of 'the
‘claims ‘and greeenting no substitute claim or
ims, (T1101) -

9. An amendment in a case no longer within
the Examiner’s jurisdiction with certain ex-
ceptions in applications in issue (714.16), ex-
cept on approval of the Commissioner. "

10. Amendments to the drawing held by the
Examiner to contain new matter are not en-
tered until the question of new matter is set-
tled. This practice of non-entry because of
alleged new matter, however, does not apply
in the case of amendments to the specification
and claims.

11. An amendatory paper containing objec-
tionable remarks that, in the opinion of the
Examiner, brings it within the condemnation
of Rule 3, will be submitted to the Commis-
sioner with a view toward its being returned
to applicant. See 714.25.

12. Amendments not in
Amendments on so-called “easily erasable
paper.” See In re Benson, 1959 C.D. 5; 744
0.G. 353. o

13. In an application filed before October 25,
1965, an amendment filed before the first ac-
tion increasing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. See 714.10.

14. In an application filed on or after October
25, 1965, an amendment presenting claims (total
and independent) in excess of the number pre-
viously paid for, and

(a) not accompanied by any portion of the
fee required, or

ermanent ink.
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of the statatory period. Thus

ml(?jéﬂa ; mmmfwammﬁgsinkta
Deposit Account is not in the form of a separate
< Wiils nents fa ~within any-of the
fo categories’ should not be entered by
the Examiner’ at the time of filing, a ‘subse-
(quent shows Jead to entry

714.20 List of Amendments Entered in

 Part

To avoid confusion of the record the general
rule prevails that an amendment should not be
entered in part. As in the case of most other
rules, the strict observance of its letter ma
sometimes work more harm than would result
from its infraction, especially if the amend-
ment in question is received at or near the end

" (1) An “amendment” presenting an un-
ca]S‘ d-for and unnecessary substitute specifica-

tion slong with 9m9géayogénetter, as amend-
‘ “ 2

ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. The substitute specification should be
denied entrv and so marked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the applicant being advised that the substitute
specification has not been required and is not
necessary and therefore has not been entered
and that any desired chang:s in the original
specification must be made by specific amend-
ments. See also Rule 125, 608.01(q).

It may be noted in this connection, however,
that the fact that a substitute specification, in
the opinion of the Kxaminer, contains new
matter is not in itself a proper reason for re-
fusing entry thereof.

(2) An amendment under Rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See 714.16(e).

f(i3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
statutory geriod cancelling the finally rejected
claims and presenting one or more new ones
which the Examiner cannot allow, the amend-
ment, after the statutory period has ended, is
entered to the extent only of cancelling the
finally rejected claims. Of course, if any of
the new claims were, in the Examiner’s opin-




( ,25 In a case having all claims allowed and
, formal defect noted, where an amend-
ment is pressnted at or near the close of the
statutory period curing the defect and adding
one or more claims some or all of which are
in the opinion of the Examiner not patentable,
or will require a further search, the procedure
indicated In (8) is followed. After the statu-
tory period has ended, the amendment in such
a case will be entered only as to the formal
atter and to any of the newly presented
that may be deemed patentable.
. (6) In an amendment sccompanying & mo-

on granted only in part, the amendment is en-
tered only to the extent that the motion was
" Nore: The Examiner writes “Enter” in ink
and his initials in the left margin opposite the
enterable portions.

714.21 Amendments lnadvertently En-
' ~ tered, No Legal Effect

If the clerk inadvertently enters an amend-
ment when it should not have been entered,
such entry is of no legal effect, and the same
action is taken as'if the changes had not been
actually made, inasmuch as they have not been
legally made.. Unless such unauthorized entry
ii deleted, sui;a!;ll: notatgm should be maq% on

e mar of the amendato per, as “Not
Oﬂiciall%ntered”. P

If it is to be retained in the file an amendatory
paper, even though not entered, should be given
a paper number, and appropriately endorsed
on the file jacket, as by “Not Entered”. See
714.01(b) for discussion of an instance of an
amendment which is not retained.

714.22 Entry of Amendments, Direc-
tions for

Rule 121. Manner of making amendments. (&) Eras-
ures, additions, insertions, or alterations of the Office
file of papers and records must not be physically
entered by the applicant. Amendments to the applica-
tion (excluding the claims) are made by filing a paper
(which should conform to Rule 52), directing or re-

claims
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the same practice is followed as indicated in

mn ng \
‘construed as directing the cancellation of the
original claim; however, the original clain number
thetical word “amended” must
for the.rewritten claim. If a previously re-
written claimn is rewritten, underiining and bracketing
will be applied in reference to the previously rewritten
claim with the parenthetical expression = “twice
amended,” “three times amended,” etc;, following the

original claim number. -

{c) A particular claim may be amended in the man-
ner indicated for the application in Rule 121(a) to the
extent of corrections in spelling, punctuation, and typo-
graphical errors. Additional amendments  in. . this
maenner will. be: admitted provided: the;changes ave
Hmited to (1) deletions and/or (2) the-addition of ne
more than five words in any one claim. Any amendment
submitted with instructions to amend particular claims
but failing to conform to the provielons of paragraphs
(b) and (¢) may be considered non-responsive and
treated accordingly.

(8) Where underlining or brackets are intended to
appear in the printed patent or are properly part of the
clajmed material and not intended as symbolic of
changes in the pqrticular claim, amendment by rewrit-
ing in aceordance with paragraph (b) above shall be
prohibited.

(e} Inreissue applications, both the descriptive por-
tion and the claims are to be amendeéd as specified in
paragraph (a) above.

714.23 Entry of Aniendments, Direec-
tions for, Defective

The directions for the entry of an amend-
ment may be defective, as, inaccuracy in the
line designated, or lack of precision where the
word to which the amendment is directed oc-
curs more than once in the ified line. If it
is clear from the context what is the correct
place of entry, the amendatory paper will be
properly amended in the examining group,
and notation thereof, initialed in ink by the Ex-
aminer, who will agsume full responsibility for
the change, will be made on the margin of the
smendatory paper. In the next Office action
the applicant should be informed of this altera-
tion in his amendatory paper and the entry of
the amendment as thus amended. He will also
be informed of the nonentry of an amendment
where defective directions and context leave
doubt as to the intent of applicant.

Rev. 15, Jan. 1068




. amendmes ‘reinstated. ¢

‘amendment preseating the cancelled
' However, where a relatively small amend-
ment to a previous amendment can be made
easily ‘without causing the amendatory matter
to be obscure or difficult to follow, such small

smendment should be entered."
714.25 Discourtesy of Applicant or At-
torney T PP i

Rule 8. Business to be conducted with decorum and
courtesy. Applicants and their attorneys or agents
are required to conduct their business with the Patent
Office with decorum and ‘courtesy. - Papers presented
in violation of this requirement will be submitted to
the Commissioner and wiili be returned by his dirvect
order. Complaints against examiners sad other em-
ployces must be made in communications separate
from other papers. L

If the attorney is discourteous in the remarks
or arguments in his amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the Supervisory Examiner
with a view toward its being returned.

715 Swearing Back of Reference-Affi-
davit Under Rule 131

Rule 181. Aftdavit of prior invention lo overcome
cited patent or publication. (2) When any claim of
an appiication is rejected on: reference to a domestic
patent which substantially shows or deseribes but does
not claim the rejected Invention, or on reference to &
foreign patent or to a printed publication, and the
applieant shall make oath to facts showing & compie-
tion of the invention fn this country before the fillng
date of the appiication on which the domestic patent
fssued, or before the date of the foreign patent, or
before the date of the printed publication, then the pat-
ent or publication cited shall not bar the grant of a
patent to the applicant, unless the date of such patent
or printed publication be more than one year prior to
the date on which the application was filed In this
country.

(b) The showing of facts shall be such, in charac-
ter and welght, as to establish reduction to practice
prior to the effective date of the reference, or concep-
tion of the invention prior to the effective date of the
reference coupled with due diligence from said date to
a subsequent reduction to practice or to the filing of

Bev. 15, Jan, 1968

rinted publieation dated prior to-
nt’s effective filing dute, or sy domest
f prior filing date “which i8 in'its dis-
availible for usé by the examiner as a reference,
either basic or auxiliary, in the rejection of the
claims of the application. , R
- Such a rejection ’ma‘;yéb'e’owxje(sme‘; in certain
instances noted below, by ia‘pgicants_ filing of
an affidavit under Rule 181, known as “swear-
ing back™ of the reference. : '
Affidavits under Rule 131 may be used:
(1) Where the date of the foreign patent or
that of the Eublicationj[i’sf ‘less than one year
prior to applicant’s effective filing date.
(2) Where the reference, a U.S. Patent, with
a patent date less than one year prior to appli-
cant’s effective filing date, shows but does not

claim the invention.

. Affidavit under Rule 181 is not appropriate
in the following situations: =~~~ =
(1) Where reference publication date is
more than one year back of applicant’s effective
glax:n”gidaté. Such a reference is a “statutory
(2) Where the reference U.S. patent claims
the invention. See 1101.02(a).

_ (3) Where reference is a_foreign patent for
the same invention to applicant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an
application filed more than twelve months prior
to the filing date of the domestic application.

-(4) Where the effective filing date of appli-
cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit under
Rule 13 is unnecessary and the reference is
not used. See 201.11 to 201.15.

(5) Where the reference is a prior U.S. pat-
ent to the same entity, claiming the same inven-
tion, the question involved is one of “double

patenting.”

(6) Wiere the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the public.

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit is the date
of the amendment. In re Williams et al.,, 1935
C.D. 229; 454 O.G. 535.
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; | ‘;715.01 () Refercnce a Joint Patent to.
' mg Date  Applicant and Another

The effective dlte of a United States Patent When subject matter disclosed but not
for use as & prior art reference is not affected  claimed in a patent issued jointly to S and an-
by the foreign date to which the patentee  other is claimed in a later a,pphcatlon filed by

be entitled under 35 US.C. 119. In re S, the joint patent is a valid reference unless
Hl er, 833 O.G. 13, 149 USPQ 480 (CCPA  overcome by affidavit under Rule 131. In re
1966) ; Lily et al. v. Brenner, 153 USPQ 95  Strain, 1951 C.D. 252; 648 Q.G. 5. Disclaimer
(C.A. i)C 1967). The reference patent iseffec- by the other patentee should not be required.
tive as of the date the application for it was filed But see 201.06,
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" which':shows: but' does not’ cleim’ certain: sub-
ject ‘matter and the' application: which claims
it are ‘owned by the ‘same assignee does not
avoid the neceasity of filingan affidavit under

Rule 131,  The common' assignes does not ob-

tain any rights in this regard by virtue of
common -ownership whichmlsg woufd not' have
in the absence of common ownership. In re
Beck et al., 1946 C.D. 398; 590 O.G. 357 ; Pierce
v. Watson, 124 U.S.P.Q. 356.

715.01(c) Reference Is Publication of
Applicant’s Own Invention

~ Unless it is a statutory bar, a rejection on a
publication may be overcome by.a showing
that it was published either by aa licant him-
self or in his behalf Ex parte Lemieux, 1957
C.D. 47; 125 O.G. 4; Ex parte Powell et al,
1938 C.D.15; 489°0.G, 281,
‘ - CO-AUTHORSHIP

‘Where the applicant is one: of the co-authors
of a publication, cited against his application,
he .is not required to ~an affidavit under
Rule 1381. The publication may be removed

as a reference by filing & disclaiming affidavit
of the other authors. Ex parte Hirschler, 110

U.S.P.Q. 384.
715.02 General Rule as to Generic
Claims

A reference applied against generic claims
may (in most cases) be antedated as to such
claims by an affidavit under Rule 131 showing
completion of the invention of only a single
species, within the genus, prior to the efiec-
tive date of the reference (assuming, of course,
that the reference is not a statutory bar or a

atent claiming the same invention). See,

owever, 715.03.

715.03 Practice Relative to Chemical
Cases

In chemical cases, where generic claims have
been rejected on a reference which discloses a
species not antedated by the affidavit, the re-
l'ection will not ordinarily be withdrawn un-
ess the applicant is able to establish that he
was in possession of the generic invention

rior to the effective date of the reference.
n other words, the affidavit under Rule 131
must show as much as the minimum disclosure

2T6-268 O ~ 67 « 0

m
of matter, that the disdlosure ¢

. 'Where the only

“Ihe principle is well established
case, and: in ceses’involving corepositi
Ok IR ; 3 ‘& species.in &
cited reference is sufficient to prevent o-later
apglttcm_zt from obtaining generic cleim.” In
re Steenbock, 1836 C.D. 594; 478 O.G. 495. '

; lpen‘.mem -disclosire in the
e s

reference is a si ies, which species is
antedated by the aﬂimit‘,f ‘the reference is
OOV?}WSSG ‘In re Stempel 1957 CD 200: T1%7

‘Markuse Tyee Genus Cram

_ Where a claim reciting a Markush group
is- rejected on a reference disclosing but not
claiming a specific member of the group, the
reference cannot be avoided by an aﬁnt un-
der Rule 131 showing different members of the

109

715.04 Who May Make Affidavit

A. The Inventor. A

B. One of 'two joint inventors is accepted
where ‘suitable ‘excuse is given for failure of
the other applicant: to sign. In re Carlson et
al, 1936 C.D. 95; 462 O0.G. 479.

C. The Assignee or other party in interest
when it is not possible to produce the affidavit
of the inventor. Ex parte Foster, 1903 C.D.
213; 105 O.G. 261.

715.05 Patent Claiming Same Inven-
tion

When the reference in question is a patent
claiming the same invention as applicant and
its issue date is less than one year prior to the
filing date of the apg]ication being examined,
applicant’s remedy, if any, must be by way of
Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status
of the patent as a reference is that of a PAT-
ENT or a PUBLICATION. If the patent is
claiming the same invention as the application,
this fact should be noted in the ce letter.
The reference Patent can then be overcome
onl%? way of interference. Note, however,
35 U.S.C. 135, 1101.02(f).

715.06 Affidavit Under Rule 131 Must
Be Removed Before Interfer-
ence

Where an application in which an affidavit
under Rule 131 has been filed is to be involved
in an interference, the afidavit must be sealed



, 3 est

lo, 1040 C.D. 5; 521 O.G:: 528, the Rule
party or parties to the initerference at-the time
the preliminary statements are opened. See
1101.03 and 1102.01.

715.07 Facts and
e de‘nce

The essential thing to be shown under Rule
131 is priority of invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be shown by the
evidence accompanying an affidavit under Rule
131. Forexsmple: : =~ . 00

1. As shown 1n attached sketches,

2. As shown in attached blueprints. =

8. As indicated by accompanying model. |

4. As shown in attached photographs. .
5. As shown in reproductions. of notebook
entries. e SR

6. If verbal disclosures were made instead
of the above, supporting statementa by the wit-
ness will be acceptable. :

7. If the dates of the exhibits have been
removed or blocked off, the matter of dates can
be taken care of in the body of the ocath.

The dates in the oath may be the actual dates
or, if the applicant does not desire to disclose
his actual dates, he may merely allege that the
3cats referred to occurred prior to a specified

te.

A general allegation that the invention was
completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
23 3 23 0.G. 1224,

‘If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and lost, and their contents
remen:bered, they should be reproduced and
furnished in place of the ori%:':a The same
course should be pursued if the disclosure was
by means of models. If neither sketches nor
models are relied upon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made
the witness should state as nearly as possible
the language used in imparting knowledge of
the invention to others.” £z parte Donovan,
1890 C.D. 109; 52 O.G. 309.

The affidavit must state FACTS and pro-
duce such documentary evidence and exhibits

Do‘cumentary Evi-

IN

ppletion :ef invention
UNTRY, the conception at least be-
pie pvior to the effsctive date of ithe
Piggarispe iy mr ‘, mm ngtfbtﬂn:xmdumun
the applicant must show diligence in: the com-
pletion of his invention from a time just prior
to the date of the reference continuously up to
the date of an actuel reduction to practice or

B e
S

up to the date of filing of his application,

110

which constitutes a construetive reduction to
tp:ucticé. "Bule 131. In this connection, note
e s g
A conception of an invention, evidenced by
disclosure, drawings, and even a model, is not
a complete invention under the patent laws,
and confers no rights on an inventor, and has
no effect on a subsequently granted patent to
another, UNLESS HE FOLLOWS IT WITH
REASONABLE DILIGENCE BY SOME
OTHER ACT, such a8 an actual reduction to
ractice or ﬁ.lm{i‘an : n:ﬁp]lcatiop for a patent.
utomatic Weighing Mach. Co. v. Pneumatic
g;iﬂe Corp., Limited, 1909 C.D. 498; 139 O.G.

_Conception is the mental ll)nrt of the inven-
tive met, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1897
C.D. 73¢; 81 0.G. 1417, it was established that
conception is more than a mere vague idea of
how to solve a problem; the means themselves
and their interaction must be comprehended

The facts to be established under Rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant dis-
agrees with & holding that the facts are in-
sufficient to overcome the rejection, his remedy
is by appesal from the continued rejection.

715.07(a) Diligence

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.G. 733.

What is meant by diligence is brought out in
Christie v. Seybold, 1893 C.D. 515; 64 O.G.
1650. In patent law, an inventor is either dili-
gent at a given time or he is not diligent ; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law
when he is doing nothing, if his lack of activity
is excused.




715 07 (b)

In placa of an sffidavit the testi y of the
applicant in an interference may be sometimes
au&e&la to antedate a reference in heu of a Rule 131

vit.

The part of the testimony to fom the basis
of priority over the referencs shoul go
81& 713; parte Bowyer, 1939 CD 505

715.07(c) Acts Relied Upom Must
- Have Been Clrried Ont m

This Country
tion that

The aﬁdnm must contain an allegt
theactsmheduponmesﬁubhahthdatepnor
to the reference were umed outu tlmcmmtry
See35 U.S.C.104.

715.07(d) Dispontion of Exhibits
Submitted as Evndence to
Support Facts '

Exhibits, such as those filed as part of un
affidavit under Rule 131, that are too bulky to
be placed in the application file are retained in
the Examining Group until the case is finally
disposed of. When the case goes to issue (or
abandonment) the exhibits are sent to the Model
and Receiving Room, notation to this effect
being made on the margin of the aﬂidaﬂt See
608.03(2).

715.08 Passed Upon by Primary Ex-
aminer

The question of sufficiency of affidavits under
Rule 131 should be reviewed and decided by a
Primary Examiner. (Basis: Order 2712.)

715.09 Seasonable Presentation’

Affidavits under Rule 131 must be seasonably
resented. Ex parte Berg, 1906 C.D. 36; 120
SG 903; Ex parte Romunder, 1910 C.D. 121
157 O.G. ‘JOQ ix parte Hale, 49 U.S.P.Q. 209
Ex parte Bow yer, 1939 C.D. 5; 505 O.G. 759,
For afﬁdmntq under Rule 131 filed after ap-
peal see Rules 195 and 1212.

lnterferenee Tesﬁme:ny <
- Sometimes. Useﬂ

NOTE THAT RULE 132 IS NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION. :

Hemfter it shall be the responsﬂnhty of
anary Examiner to personally review

and decide whether affidavits submitted under
Rule 132 for the purpose of traversing grounds
of rejection, are responsive to the rejectmn and
present s uﬁcxent facts to overcome the re;
tion. (Basis: Notice of December 15, 1959)

This rule sets forth the general policy of the
Office consistently followed for a long period
of time of receiving affidavits evidence tra-
versing rejections or ‘objections, Ex parte
Gresselin, 1896 C.D. 89; 76 0.G. 1573. The enu-
meration of rejections i in‘the rule is merely exem-
¥!ary All affidavits presented whick do not

11 within or under other specific rules are to
beltreated or considered as falling under this
rule

Certain legal principles and standards have
been established respecting affidavit evidence.
Some are applicable to all sffidavits, while
others are applicable only to particular types
of afidavits, as indicated below. The critical
factors and standards are summarized as an
aid or guide to the examiners in evaluating such
affidavits. Affidavits timely filed (i.e. before
final action or appeal) should be acknowl
and commented upon in the action follo
filing. See Sec. 707.02. If an affidavit is fil
later and entered (See Rule 195) similar action
should be taken. -

The following criteria are applicable to all
affidavits submitted under thisrule: .

(1) Affidavits must be timely or seasonably
filed (i.e. before final rejection or appeal) to be
entitled to consideration. In re Rothermel et
al,, 1960 C.D. 204; 755 O.G. 621. Affidavits
not timely filed must meet the requirements of
Rule 195.

(2) Affidavits must set forth facts, not morely
conclusions. In re Pike et al., 1950 C.D. 105;
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groups, and such afidavits must conform, in
addition, to the established criteria and stand-
ards for the group into which they fall. These
groups and the applicable standards are:

CoMpaRATIVE sz'rs’ on Resvrrs

Affidavits comparing applicant’s results with
those of the prior art must relate to the ref-
erence relied upon and not other prior art—
Blanchard v. Ooms 1946 C.D. 22; 585 O.G. 175
~—, and the comparison must be with disclosure
identical (not similar) with that of ‘the refer-
ance. In re Tatincloux 1936 C.D, 102; 702
0.G. 984. Otherwise, the affidavits have no
probativevalye. = .~

Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—In re Finley, 1949 C.D.
284; 624 O.Q. 262—and if not explained should
be noted and evaluated, and if sifniﬁca.nt, ex-
planation should be required. In re Arm-
gtr 1960 C.D. 422: 759 O.G. 4. Otherwise,
the%davits may be entitled to little weight.

Where the comparison shows unexpected re-
sults or advantages, it should be compared with
the agplication isclosure, since recitals of the
specification are controlling. Abbott v. Coe,
1940 C.D. 13; 512 O.G. 3. In re Rossi 1957
C.D. 130; 717 O.G. 214. Advantages not dis-
closed carry little or no weight in establishing
patentability.

Affidavits setting forth advantages and as-
serting that despite familiarity with the art,
the claimed subject matter was not obvious to
afliants, do not afford evidence of non-obvious-
ness, where the advan relied upon are
merely those which would result from follow-
ing the teaching
rich 1959 C.D. 853 ; 747 O.(. 793.

OPERABILITY OF APPLICANT’S DiscrLosure

Since it is the Examiner’s duty to Ensa upon
the operativeness of any invention which he is
called upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and

Rev. 1, Jan. 1964

of the prior art. In re Hen- -

it ey on
for its operabili

>

uch

Ly persons who v

' “insuﬂ_icient. In re Perrigo, 1931 C.D. 512, 411
e s
-‘Where the invention

0 , involved is ‘of such &
nature that it cannotbe tested by known sci-
entific principles, theoretical arguments in af-
fidavit form are unacceptable, and the only
satisfactory manner of overcoming the rejec-
tion is to demonstrate the operability by con-
struction and operation of the invention.
Buck v. Goms 1947 C.D. 83; 602 O.G. 177. In
re Chilowsky 1956 C.D. 155; 704 O.G. 218.

IxoPeraBILITY OF REFERENCES

Since every pateat is presumed valid (35
U.S.C. 282), and since that: presumption in-
cludes the presumption of %perability——Metro-
politan Eng. Co. v. Coe 1935 C.D. 54; 455 O.G.
3—Examiners should not express any opinion
on the opersbility of a patent. Therefore af-
fidavits attacking the operability of a patent
cited as a reference, though entitled to consid-
eration, should be treated, not as conclusive of
the factual matter presented, but rather as an
expression of opinion by an expert in the art.
In re Berry, 137 U.S.P.Q. 353. See also In
re Lurelle Guild 1953 C.D, 310; 877 O.G. 5.
Opinion affidavits need not be given any weight.
In re Pierce 1930 C.D. 34; 300 O.G. 265; In
re Reid 1950 C.D. 194; 635 O.G. 694.

Further, since in a patent it is presumed that
8 process if used by one skilled in the art will
produce the product or result described there-
1n, such presumption is not overcome by & mere
showing that it is possible to operate within
the disclosure without obtaining the alleﬁed
product. It is to be presumed also that skilled
workers would as a matter of course, if they
do not immediately obtain desired resuits, make
certain experiments and adaptations, within
the skill of the competent worker. The fail-
ures of experimenters who have no interest in
succeeding should not be accorded t weight.
Bullard v. Coe 1945 C.D. 13; 573 0.G. 547;
In re Michalek 1947 C.D. 458; 604 O.G. 223;
In re Reid 1950 C.D. 194; 635 O.G. 694.

Where the affidavit presented asserts inop-
erability in some features of the patent as to
which 1t was not relied upon, the matter is of
no concern. In re Wagner, 1939 C.D. 581 ; 407
0.G. 1041,

Where the affidavit asserts inoperability of
the process disclosed in the reference for pro-




refersiice relied_upon io inoperative, n'; ele-

s st i the |claims presented by ‘appli-
, distinguish from the: all«zw!p in-
operative reference disclosure; therefore the
matter is of no concern... In re Crecelius 1937
C.D. 112; 474 0.G. 465. In re Perrine:1940
CD.35;5950G.5 - . o
_ Affidavit by patentee that he did not intend
his device to be used as claimed by applicant is
immaterial. In re Pio 1955 C.D. 59; 691 O.G.

454,

CoMMERCIAL SUCCESS

Affidavits submitting evidence of commercial
success can have no bearing in a case where
- the patentability over the prior art is not in
doubt. In re Jewett et al 1957 C.D. 420; 724
O0.G. 225. In re Troutman, 1860 C.D.:808;
757 O.G. 556.

Affidavits showing commercial success of a
structure not related to the claimed subject
matter has neither significance nor pertinence.
In re Kulieke 1960 C.D. 281; 756 O.G. 288.

Affidavits which attribute commercial suc-
cess to the invention “described and claimed”
or other equivalent indefinite language have
little or no evidenciary value. In re Troutman
1960 C.D. 308; 757 O.G. 556.

‘Where affidavits show commercial success it
must appear that such success resulted from
the invention as claimed. In re Hollingsworth
1958 C.D. 210; 730 O.G. 282. Otherwise the
affidavit showing is non-pertinent.

SvurrictENCY oF Di1scLOSURE

Affidavits presented to show that the disclo-
sure of an application is sufficient to one skilled
in the art are not acceptable to establish facts
which the specification itself should recite. In
re Smyth 1951 C.D. 449; 651 O.G. 5.

Affidavits purporting to explain the disclo-
sure or to interpret the disclosure of a pending
application are usually not considered. In re
Oppenauver 1944 C.D. 587; 3568 O.G. 393.

717 File Wrapper

717.01 Papers in File Wrapper

Full details are given in the Manual of Cleri-
cal Procedures. Papers that do not become a

113

ere the afidavit presented asserts that the  plicant
’ : mﬁr. ; Gem

No paper ‘on
ever be withdrawn or 1
nt without s auth

717.01(a) Arrangement of Papers in
ST File Wreapper

- Until ‘revision for allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side {cen-
ter fold) of the file jacket. They are in inverse
chronological .order; that is, the communica-
tion with the latest “Mail Room” date is on top.
A similar arrangement is followed on the right
side, where Office actions and other communica-
tions from the Office are fastened, except that
the print. is always kept on top for the con-
venience of the Examiner. =
Where amendments are submitted in dupli-
cate, the carbon copy is destroyed except where
the duplicate is received within the time pe-
riod for response and the original is late. In
this latter situation both copies are placed in
the file. The “original” (ribbon copy) is en-
tered with reference made to the carbon copy.
If the attorney wishes a_receipt for any pa-
per filed, this may be had by enclosing with
the paper a self-addressed postal card identi-
fying the g:per. The meil-room receiving-
stamp will be placed on the card, and the card
dropped in the outgoing mail.

717.01(b) Prints

The prints of the drawing are fastened in-
side the file wrapper by the Application
Branch, and shall always be kept on top. A
paper number is assigned by the Clerk or the

group.
The prints shall always be kept on top of

the Fapers on the riﬁht of the file wrapper.
All prints and inked sketches subsequently

filed to be part of the record should en-

dorsed with the date of their receipt in the

%ﬂeiee and given their appropriate paper num-
T.

717.02 Data Entered on File Wrapper

See also 707.10, 717.01.

If the Examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appli-
cation Branch.

Rev.. 13, July 1067



.entered in' mk by the clerk of the: group,
the ongmal entry being canceled but not
erased. ,

spe®l T i

'317.02(.;) summ”rema Ends on

Salurday, Sunday or Holi-
- day
See 710 05. S

717 02(1)) Name or Resndenee of In-
ventor or Title Changed

The distinction between “residence” and Post
Office address should not be lost sight of.

Sec. 605.04(c) explains the procedure to be
followed concerning sending the app Tication to
the Assignment Branch and the  Application
Branch when Apphcant changes name.

Rev. 18, July 1967 114

SORE

Enhu Mcally mqumti %ﬁz?tp&hcmt,

ﬂmmdam nét be: changes

- For mmﬁ:, if a new. oath igives:a: different
resxdenee m the orxgmal ﬁle wﬂl not
717.03 ausnﬁcauonﬂurngnmm

tion

Whanca ‘new case is recened in an Examm
mg Group; the classification of the case and the
initials or name of the:Examiner who will ex-
amine it or other assigned docket designation
are noted in pencil in the upper lefthand corner
of the drawing (first sheet) and in the des-
ignated spaces on the file wrapper. These
notations should be kept current. When the
application is sent to issue, the notations then
appearing on the drawing should not be erased.
They may be useful in classifying an incoming
continuing application to which drawings may
have been transferred and in assigning it to an
Examiner slready familiar with the sub]ect
matter




717.04
Constant reference is

Index of Claims a
made to the “I

Claims” found in the insidé of the fils"wrap-
per of all applications. ‘Tt should be kept up
to date so as to be a reliable index of ali claims

standing in’ 8 ‘cdse, and of the amendment in
which the claims are to be found.

A column has been designated on the new
file wrapper (Form P( )—-43% 436) for the entry of
the final numbering of allowed claims. The
preprinted series of claim numbers appearing
on the old jacket (Form PO-136) has been
retained and continues to refer to claim num-
bers as originally filed. -

A line in ink should be drawn below the
number corresponding to the number of claims
originally presented. Thereafter, a line in ink
should be drawn below the number correspond-
ing to the highest numbered claim added by
each amendment. Just outside the Index of
Claims form opposite the number correspond-
ing to the first claim of each amendment there
should be placed the letter designating the
amendment. ‘ '

_ In each action involving a search, the Exam-
iner shall encorse, on the flap of the file wrap-
per, the classes and subclasses and publications
searched, the date when the search was made
or was brought up to date and the Examiner’s
initials, all entries being in BLACK INK.
Great care should be taken, inasmuch as this
record is important to the inistory of the ap-
plication.

717.06 Foreign Filing Dates
See 1302.06.

717.07 Related Applications

The file wrapper should identify earlier filed
related applications. See 202.02.

Rev. 12, Apr. 1867





