APPLICABLE TO INTERFERENLES DECLARED AF'!‘ER .‘!’ULY 1, 1965“_"
um.os Fomoﬁneemm R ;

Petitivh for Reconsideration o i

31086 Bedeclaration and Addmoml_ ’In@rfemm

110801 After Decision on Motion
1108.02 -~ By Addition of New Party

1101 Prenmlnax'iu ta an Inmmm

1101.01(:) v X

1101.01(d) Con '

1101.01(c) The ,Interference Search

1101.01(d)  Correspondence Under Rule 202

1101.01(e) How Conducted - -

1101.01() - Not an Action on the Case

1101.01(g) When and When Not Needed

1101.01(h} Approval or Disapproval by Law Examt-

. mer ,

1101.01(iy  Fallure of Junior Party to Overcome
Filing Date of Senlor Party ‘

1101.01(j> Suggestion of Cialms

1101.01(k) C’onﬂlcting Parties Have Same Attorney

1101.01(1) Action To Be Made at Time of Suggest-
ing Claims

1101.01(m} Time Limit Set for Making Suggested
Claims , ‘ N

1101.01(n) Suggested Claims Made After Siatutory
Period Running Against Case ,

1101.01{oy Application in Issue or in Interference

1101.02  With a Patent

1161.02(a} Copying Claims From a Patent

1101.02¢(b) Esxaminer Cites Patent Having Filing
Date Later Than That of Application

1101.02(c} = Difference Between Copying Patent
Claims and Suggesting Claims of an
Application

1101L.02(d» Copied Patent Claims Not Identified

1101.02(e) Making of Patent Cleims Not a Response
to Last Office Action

1101.02(f) Rejection of Copied Patent Claims

1101.02(g) After Prosecution of Application Is Closed

or Application Is Allowed
1101.03 Removing of Aflidavits Before Interference
1102  Preparation of Interference Papers and Decla-
ration
110201 Preparation of Papers
1102.01¢(a) Initial Memorandum to the Board of
Patent Interferences

1102.02 Declaration of Interference

1103  Suszpension of Ez Parte Prosecution

1104  Jurisdiction of Interference

1105 Interference Matters Requiring Decision by
Primary Examiner

Briefs and Hearings on Motion

Decision on Motion To Dissolve

Decigion on Motion to Amend or to Add or
Hubstitute an Application

Decizion on Motion Relating to Burden of
Proof

Dissolution on Primary Examiner's Own
Maotion

1105.01
1105.02.
1105.03
1105.04

1105.05

1108.07

1107 Examiner's Entry in Intefferenee F‘i!e Sabee
goent to Interference

1108 Entry of Amendments Filed in Connection With

Motions

1i08  Action After Award of Priority

110881 The Winning Party

1108602 The Yosing Party

11X  Action Aftter Dissolution

1110.01 Under Rule 262(b)

113002 Under Rule 231 or 237

1111 - Miscellaneous

111101 Interviews

1311102 - Record in Each Interference Complete

11311.03  Overlapping Applieations

113104  “Secrecy Order” Cases

111105 Amendments Filed During Interference

111108 Notice of Rule 231(a)(3) Motion Relating
to Application Not Involved in Interference

Conversion of Application From Joint to Sole
or Sole to Joint

Reissue During Interference

Suit Under 35 U.S.C, 146

Benefit of Foreign Filing Date

Patentability Reports :

Certifie@ Copiez of Part of an Application

111118 Consultation With Examiner of Interferences

1111.14¢ Correction of Error in Joining Inventor

1112  Letter Forms Used in Interferences

111201 To Law Examiner

1131202 Suggesting Claims

111203 Same Attorney or Agent

131204 Regquesting Withdrawal From Issue

111205 Declaration

111203(a) Initial Memorandum

111268 Requests for Jurisdiction

1112.08¢(a) Requesting Jurisdietion of Application

111208 Primary Examiner Initiates Dissolution

111209 Redeciaration

1112.10 Denying Entry of Amendment Seeking Fur-

ther Interference

1110.07

1111.08
1111.09
111110
111111
111112

The interference practice is based on 35
U.S.C. 135 here set forth:

85 U.B.0. 185. Interferences. Whenever an appii-
cation ig made for & patent which, in the opinion of
the Commissioner, would interfere with any pending
application, or with any unegzpired patent, he shall
give notice thereof to the applicants, or applicant and
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~pateutes, as the case may be. The question of pri-
7 of invention ahall be determined by s board o
‘of  tnterferences) whose - Goatiston; 1¢ &

claim of an applicant, shall constitute the final re-
funs) by the Patent Offic 68 the! glaims inyplred, ant
the Commissioner may issue a patent to the applicant
who is adjudged the prior inventor.: A finel judgment:
sdverse to a patentee from. which no appeal: or -ether:
review has been or.cen . be taken or had.sball con-
stitute cancellaiion of the claims involved from: the:
patent, and notice thereof shall be endorged on coples
of .the patent thereafter distributed by . the  Patent

sA¢laim which 15 the same as, or for the same or
substantially the same subject matter as, a claim of
an issued patent may not be made in any application
unless such a claim is made prior to one year from
the date on which the patent was granted.

Rule 201 sets forth the definition of an in-
terference and is here reprodiced.

Rule 201. Definition, when declared. (a) An inter-
ference is a proceeding instituted for the purpose. of.
determining the guestion of priority. of invention be-.
tween two or more partles claiming substantially the.
same patentable invention and may be institnted as.
soon as it i determined that common patentable sub-,
Ject matter 18 claimed in a plurality of applications
or in an application and a patent. . . ‘

(b) An interference will be declared between pend-
ing appiications for patent or for reissue of different
parties when such applications contain claims for sub-
stantially the same invention which are allowable in
the application of ‘each party, and interferences will
also be declared between pending applications for pat-
eri>; or for reissue, and unexpired original or reissued
" patents, of different parties, when such applications
and patents contain claims for substantiaily the same_
invention which are allowable in all of the applica-
tions involved, in accordance with the provisions of
these rules. g : :

(¢} Interferences will not be declared, nor contin-
ued, between applications or applications and patents
owned by the same party unless good cause is shown
therefor. The parties shall make known any and all
right, title and interest affecting the ownership of
any applicatlon or patent involved or essential to the
proceedings, not recorded in the Patent Office, when
an interference {s declared, and of changes in such
right, title, or interest, made after the declaration of
the interference and before the expiration of the time
prescribed for seeking review of the decision in the

interference.

1101 Preliminaries to an Interference

An interference is often an expensive and
time-consuming proceeding. Yet, it is neces-
sary to determine priority when two applicants
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the Office are claiming the same sabject

-and their filing dates are closs enough
er thag théve js'a rdasonable peasibili
! he first app nt to file is not the ﬁz
inventor,

T
£,

cised both in the search for ,inter‘fmngf  appli-
cations and in"the determination of the gue
tion as to whether an interference should be
declared. Also the claims in recently issu

patents, especially those used as references

sidered for possible interference.

The question of the propriety of initiating
an interferencé in any given case is affected by
so many factors that a discussion of them here
is impracticable. Some circumstances which
render an interference unnecessary are herein-
after noted, but each instance must be carefully
considered if serious errors are to be avoided.
. In determining whether an interference ex-
15ts a claim should be given the broadest inter-
pretation which it reasonably will support,
blegrmg in mind the following general princi-

.(a) The interpretation should not be

against the application claims, should be con-

(b) Express limitetions in the claim should
not be ignored nor should limitations be read.

therein to meet the exigencies of a. particular
situation. ‘ :

{(c) The doctrine of equivalents which is
applicable in questions of patentability is not
applicable in interferences, i.e., no application
should be placed in interference unless it dis-
closes clearly the structure called for by the
count and the fact that it discloses equivalent
structure is no ground for placing it in inter-
ference.

(d) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference. ,

{e) A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated. ‘

(f) Since interference between cases having
a common assignee is not normally instituted, if
doubt exists as to whether the cases are com-
monly owned they should be stibmitted to the
Assignment Branch for a title report. Note:
After September 1965 title searches are auto-
matically made only when the Tssue Fee is paid.

(g) If doubts exist as to whether there is an
interference, an interference should not be
declared.

Ahh ok el el B ke’




difference of mors
filing dates of the ap
except in excepti ons; rmined
and gzpmved i?; the Commissioner.  If aninter-.
ference is declared, all applications having the
same interfering: subject matter should be in--
mation of an int
that the Examiner m
the prospective parti )
patentable invention s 18t the claims that.
are to constitute the counts of the interference
are clearly readable upon the disclosure of each:
party and allowable in each application.
It is to be noted that while the claims of two
or more applicants may vary in scope and in-
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not ¢laiming does not afford a ground for
suggesting to that applicant ¢laims for the said
invention copied from another application that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essentizl in every instance. - .
When the subject matter found to be allow-
able in one application is disclosed and cleimed
in another application, but the claims therein
to such subject matter are either nonelected or
subject to election, the question of interference
should be considered. e requirement of Rule
201(b) that the conflicting applications shal}
contain claims for substantially the same in-

vention which are aliowable in each application

should be interpreted as meaning generall

that the conﬂiclt'ﬁmg claimed subjegt'mn_‘tter i%
sufficiently supported in each application and
is patentable to each applicant over the prior
art. The statutory requirement of first inven-
torship is of transcendent importance and

165

-steps Jooking to the for-
‘céti;&infthat each of

ifferen ¥

of ‘noninterfering subject matter had been
made without traverse but no action given on
the merits of the elected invention. . . |

B. Application filed with claims to divisible
inventions I and II and in response to a re-
qﬁ_’xr‘qme‘nt _for restriction, applicant traverses
the same ‘and elects invention I Examiner
gives an #sction on the merits of T ' Examiner

- subsequently finds an application fo another

Hlowed claims to invention IT and

forjssme.
not altered by the fact that
 without traverss and the.

ed with generic claims and |
¢, d, and e. " Generic claims
ected and election of a single species re-
quired. Applicant elects species g, but contin-
ues to urge allowsbility of generic claims. Ex-
aminer

ds arother application claiming spe-
cies b which is ready for issue. e

'The allowability of generic claims in the
first case is not a condition precedent fo set-
1n'%up interfereice, o

‘D. Application filed with generic claims and
claims to five species and other ies disclosed
but not s;‘_)eciﬁ%:ily claimed. "Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.

The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.

In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being c¢laimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not cleiming the invention is senior,
and the junior application is ready for issue,

Rev. 8, Jul. 1068




derR .,*~  b8 W & s
fer of one%ﬂw applica ons ‘;s

come, .

1101.01 (b) Common Ownerahxp
Whers apphcutlons by different inventors but

of common ownership claim the eame subject
matter or subject matter that is not patentably_

different :—

L. Interferenee therebetween is mn}mlly not_:

instituted since there is no co_

Elimination of eonﬂwt

cept one case should usuglly b

78(b). The common ee" st determine

the applwztxen in which the conflicting clain
roperly : Treatment by re]ectxon

1s se forth in Section 305.02(a). -

YI. Where an interference with a third p
is found to exist, the owner should be
placed in interference.

Whenever a common assignee of apphcatlons
by different inventors is called upon to eliminate
conflicting claims from all except one applica-
tion under the provisions of Rule 78(b), a copy
of the Office action making this reqmrement
must be sent directly to each of the applicants.

Whenever a common assignes is reqmred un-
der Rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent to
the applicants in each of the common] { gned
applications. (Basis: Notice of March 1, 1962 )

1101.01{c) The Interference Search

The search for interfering applications must
not be limited to the class or subclass in which
it is classified, but must be extended to all clagses
in or out of the Examining Group which it has
been necessary to search in the examination of
the application. (Basis: Notice of August 2,
1909.)

Moreover, the possibility of the existence of
interfering applications should be kept in mind
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terminstion of the interference, further trans-.  the dats or identity of & supposediy

fer may be necessary dependmg npon the out-

arty
required
to elect which one of the applications shall be

mrved for clam md subclass. dmsmtwn,;
His notations, however, if made on the file
wrapper or drawings, must not be such &s to
give any hint t6 the apphm&, who may in-
spect their own applications at any time, of
interfer-
ing application. ~Serial numbers or filing dates
of conflicting apphcatmns mitst never be placed
upon drawings or file wrappers. A book of
“Prospective Interferences” should be main-
tained containing complete dats concerning
possible interferences and the page and line of
this book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this book may include notes as to why
pmspeetrve interferences were not declared.

In determining whether an interference ex-
ists, the Primary Exuminer must decide the
question. The Law Examiner may, however,
be consulted to obtain his advice and he will
have charge of such coxrmpendence with
junior parties as is provided for in Rule 202.
(Basis: Order 2687.)

The appropnate Director should be con-
sulted if it is believed that the circumstances
justify an interference between applications
neither of which is mady for allowance,

1101.01(d) Correspondence Under
Rule 202

Correspondence under Rule 202 may be
necessary.

Rule 202, Preparation Jor imterferemee between ap-
plications; preliminery inguiry of juséor applicant.
In order to ascertain whether any guestion of pri-
ority arises between applications which appear to in-
terfere and are otherwise ready to he prepaved for
interference, any junior applicant may be ¢alled spon
to state in writing under oath the date and the char-
acter of the earliest fact or act, susreptible of proof,
which can be relied upon to establish conception of the
invention under consideration for the purpose of es-
tablishing priority of invention. The statement filed
in compliance with this rule will be retained by the
Patent Office separate from the application file and if
an interference is declared will be opened simultane-
ously with the preliminary statement of the party fil-
ing the same. In case the junior applicant makes no
reply within the time specified, not less than thirty




days, ot If the earlieat date alieged is sabsequent to the
fling date of the senios party, the interference ord-
narily will not be declared.

Under Rule 202 the Comnnmzoner mRY re-
timre an applicant junior to another applicant
to state in writing under oath the data and the
character of the earliest fact or act, susceptible

166.1

mmi(d} !

of which can be relied

coi i&n of the mm'&wn ugggr
tiom.” Sﬁﬁh afidavit does not become s M ﬁf
the record in the application, nor does sny cor-
respondence relative thereto. The affidavit,
however, will become & part of the interference
record, if an interference is formed.

Rev. 9, Jul. 1886



iner.. The. files; however, ,
the. Law . Examiner,. bnt are returned to the
examining division whers they are held sepa-
rate from other files while the correspondence
is being conducted.

In preparin cases for submimmn to the Law
‘Examiner and in subsequent trestment of the
cases involved attention. should be given to the
following points:

-...(1) The name of the Exa.mmer to be called
for a conference should be given as indicated
on the form. =

. (2) It should be stated which of the apphca-
tions, if any, is ready for allowance. .
~(8) If an application is &’ division or con-
tinuation of an -earlier one, this fact should be
stated. . If it is a. contmuatma—m—part, this
should be indicated along with a_statement
whether or not the. agshcamon is entitied to the
benefit of the filing date of the earlier applica-
tion for the conflicting subject matter.

(a If two or more applications are owned

, or are presented by the
same wttom , it should be so stated.

(5). Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be 1dent1ﬁed but if the claims are
not present in either of the applications, 2 pro-
posed count should be set out in this letter. See
the second form letter in 1112.01.

(8) Any other points which have & bearing
on gde declaration of the interference should be
stal

(7) Amendments or other papers filed in
eases held by the Law Examiner bearing on the
guestwn of interference should be promptly

rwarded to him.

(8) Letters of submission should be in dupli-
cate. {Basis: Notice of April 18, 1919.)

1101.01(f) Corrvespondence Under
. Rule 202, Not an Action
on the Cuse

Correspondence under Rule 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

167

b
%asxs Notwe of June %, 1 4) T

. Yssue and Gazette Branc

dates were not to be declared unless approved
the Commissioner in exceptional situstions

v

' Cui'mpmdence Under
" Rule ‘202, Approval or
Disapﬁn'u roval by Law Ex-

The Law Exominer will stamp the letters
from the Examiner either “Approved” or “Dis-
é)proved " as the case may require, and return
the carbon copy to the examining d msxon. _

If the earliest dute slleged by the junior
party upder Rule 202 fails to antedate e fil-
ing date of the senior applicant, the Law Ex-

1101.01 (h

sminer disapproves the fmposed mi:erferenee
and the Examiner then

ollows. the procedure
outlined in the next section. When s “Disap-
roved” letter is. ‘returned to the examining
ivision it is accompa.med by a nete to be at-
tached to the senior pa gs case requesting the
to return the case to
the Law Examiner after the notice of allow-
ance is sent. f ,

Where the junior pa mgmred by Rule
202, states under ozth a a fact or an
act, su ﬁ)txble of proof, wluch would establish
that he had conceived the claimed invention
prior to the filing date of the senior applicant,
the Law Examiner approves the Examiner’s
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cases for interference.

Smr.m(; SrareMeNT

When an mterference is to be declared in-
volving applications which had previously
submltt to the Law Examiner for corre-

ndence under Rule 902, before forwarding

e files to the Interference Division, the Ex-
ammer should ascertain from the Law Exam-
iner if any such statement has been filed and,
if so, get this statement and forward it with
the files to the Interference Division. (Basis:
Order 3380.)

The oath under Rule 202 becomes & part of
the interference file in contradistinction to the
application file as in the case of an affidavit
under Rule 131 or Rule 204 but, like them, is

Bev. 5, Jui, 1966




1101.01(i)

o Rule 202, Failure of Jan-
.. ior Party To Overcome
Filing Date of Senior

_ If the earliest date alleged b; 8 junior perty
in his affidavit under Rule 202 1ails to overcome
the filing date of the senior ]pan:? and if the in-
terference is not to be decla note that an
interference might be necessary for other res-
sons), the senior party’s application will be
sent to issue as speedily as possible and the con-
flicting claims of the junior applicant will be
rejected on the patent when granted. A short-
ened period for response may be set in the
senior party’s case. (See 71002(b))

After the senior applicant’s application has
been passed for issue, the application is sent
to the Law Examiner by the Issue and Gazette
Branch in accordance with & note to that effect
attached to the application and he writes a
letter to that applicant urging him to promptly
pay the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s cese when the senior
applicant’s patent issues.

IxTeERIM PROCEDURE

In the meantime the junior party’s applica-
tion will be treated in accordance with the
following:

Where a junior party after correspondence
under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write s letter

substantially as follows:

In view of Rule 202, action on this case (or
on claims 1, 2, 4, etc., indicating the conflict-
ing claims and claims not patentable over the
genior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-

Bev. 5, Jul. 1265
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Exeminers calendar b the date

king the end of the six months period and
on the Docket Clerk’s cards and, if applicant
does not call up the case, the Exnminer should
do s0 unless the senior party's patent will soon
‘lﬂﬂ“@, sinee there is 1o Pﬁ!’iﬁd for respomes run

ning ageinst, the applicant and case should

not be permitted to remain indefinitely among
the files mthemminiﬂggmugx, : R

It sometimes happens that the application of
the junior party is not amended and nothing
else occurs to bring it to the attention of the
Examiner, and that the pstent to the senior
party issues and is not promptly cited to the
junior party. This works an unnecessary hard-
ship upon the junior applicant and the Office
should make every effort to give him sction in
view of this reference at the earliest possible
date.  To this end, the Examiner should keep
informied as to the progress of the seaior apph-

cation and cite the patent with appropriate
comment to the junior §pplicmt immediatel:
agter)its issue. (Basis: Notice of February 15,
1921. ' ‘ ' '

If, at the end of the six months’ suspension.
it appears likely that the senior application will

assed to issue within the next six months,
action on the conilicting claims and claims not
patentable over the senior party’s case should
again be susgended for a period of six months.
Of course, if the first suspension was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
plicant to make such response as is reguired to
the action on the other claims.

If, at the end of the first six months' suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettled question in the junior party’s case is
the disposition of the claims on which action
was suspended, then the interference should be
declared.

If the junior application is in issue when the
interference is discovered and, in correspond-
ence under Rule 202, the junior applicant fails
to make the date of the sanior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
1112.04) and a letter sent informing him that
the interfering claim or claima and claims not

patentable over the senior party’s case cannot




Ruk £48. Prsplmtion for Merfwm Mwem ap-
p!mm suggestion of olaims for fm-lm {a)
Before the declaration of interference, it muit be de-
termined by the examiner that there i eomtion pat-
entable subject matter in the cases of the respective
parties, petentable to each of the respective parties,
sublect to the delerminetion of the question of pri-
ority. mniminthesamlnngnm,totomthemuuts
of the interference, must be present o be pmnted.
each applkxﬂm except that, in cases where, owing to
the nature of the disclosures ‘n the respective applica-
‘tionw, it is not miﬁle for nll appﬂcntims to properly
inciude a clefm in fdentical phmseolosy to define the
common invention, an interference may be declared,
with tbe apmwal of the Oommissioner, nging 88 8

(b) ‘When'the . daims of two or more applicatlons
differ in phraseology, but relate to substantially the
game patentsble sabject matter, the examioer shall,
if it hae been determined that an Interference should
be declared, suggest to the parties such claims as are
necessary ¢o cover the common invention in the same
language. The parties fo whom the dsims are sug-
gested will be reguired to make those claims (L. e, pre-
gent the suggested clalms in their applications by
amendment) within a specified time, not less than 30
days, in order that an interference may be declared.
The failure or refusal of any applicant to make any
claim spggested within the time specified, shell be
taken without further action ag a discisimer of the
invention covered by that claim unless the time be
extended.

(¢) The suggestion of claims for purpose of inter-
ference will not stay the perled for respomge to an
Office action which may be running agzinst an appli-
cation, unlezs the claims are made by the applicant
within the time gpecified for making the claims,

(d) When an applicant presents a claimi in hig ap-
plication (not suggested by the examiner as specified
in this rule) which is copled from some other appii-
cation, either for purpose of inferference or otherwise,
he must g0 state, at the time he presents the claim and
identify the other application.

Although the subject of suggesting claims is
treated in detail at this point in the discussion

246258 1)

Tule 203(d) requires it tgy“aa “atate, 8t tha

time he presents the claim and xdwtzfy the
-other ication.” ‘

. The ion of what clmmata suggest to the
interfering applications is one of great im-

interference) should be claims already

portance, and failure to suggest such claims 2s

will define clearly the matter in issue leads to

confusion and to prolongation of the contest.
‘While it is much to be desired that the claims

ed (which are to form the issue of the
premt

in one or the other of téw apphcahom, yet if

“claims cennot be found
which satisfactorily express the i
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the upflicmm
t may be

necessary to frame a claim or claims reading

all the apphc&tmns and clearly expreamng the

interf subject mutter and su

‘them to all parties. Whether selecting a claun

already presented or framing one for ion

to all parties, the examiner should keep In mind

that where one spplication has a less detailed

disclosure than others there is less chance for
error in finding su gort in all applications if
Ia is selects the apphcatwn with

the less detmled disclosure.

It is not necessary that all the claims of each
perty that read on the other party's case be
suggested. The counts of the 1ssue should be
representative claims and should be materially
different. Stated another way, the difference
between counts should be one not taught by the

rior art, and should have & significant effect
in the sabject matter invelved. In gensral, the
broadest patentable claim which is allmvable
in each case should be used as the interference
count and additional claims should not be sug-
gested unless they meet the foreguing test as
to material difference. In determining the
broadest patentable count the examiner should
avoid the use of specxﬁc language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of the issue are
rejected in the application of the defeated party
after termination of the interference.

The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already mﬁﬁe those claims.
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parties whose interests are in confiict’ withiout the
consent of the other party or in the absence of special
“direcmatances requiring steh representation, in fur-
ther proceedings before the Patent Office involving the
matter.or application or patent in which the conflict-
ing interests exist. ~ o Lol

__'This notification should be given to both par-
ties at the time claims are suggested even
though claims are suggested to only one party.
- Notation of the persons to whom this letter 1s
.nailed should be made on all copies. (See
“T etter Forms Used in Interforenices,” 1112.08.)

‘The attention of the Commissioner is ot called
to the fact that two conflicting parties have the
same attorney until an actual interference is
set up and then it is done by notifying the
Examiner of Interferences as explained in

1102.01(b).. e

1101.01(1) Suggestion of Claims, Ac-

o tion To Be Made at Time
of Suggesting Claims

At the same time that the claims are sug-
ed an action iz made on each of the applica-
tions that are up for action by the Examiner,
whether they be new or amended cases. In this
way possible motions under Rule 231(a) (2)
and (3) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be imﬁuded as
counts of the interference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
position of the Examiner with respect to such
claims.

The Examiner is required to inform each
applicant when the interference is declared
what eclaims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to. and many advantages in, giving this
information when suggesting claims.

Where in a letter suggesting claims to an
applicant for interference, the Examiner states
that none of the claims in the case is patentable
over the claims suggested, this statement does

Rev. 8. Apr. 1966

1101.01(m) Suggestion of Claims,

. Where claims are suggested for interference,

‘a limited period determined by the Examiner,
B

not less than 30 days, is set for reply. See
710.02(c). L ,
Should any ome of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed the invention to which -

they are directed. If spplicant makes the su

- gested claims later they will be rejected on the

same ground unless the delay is satisfactorily
explained. (70$.03¢u).) . = .

1101.01(n) Suggestion of ~Claims,

' Suggested Claims Made
After Statutory Peried
- Running Against Case
If s:ﬁgested claims are made within the time
specified for making the claims, the applicant
may ignore other outstanding rejections in the
application. Even if claims are suggested in
an application near the end of the statutory pe-
riod running against the case, and the time limit
for making the claims extends beyond the end
of the period, such claims will be admitted if
filed within the time litnit even though outside
the six months’ period and even though no
amendment was made responsive to the Offics
action outstanding against the case at the time
of suggesting the claims. No portion of the
case is abandoned provided the applicant makes
the suggested claims within the time specified.
However, if the suggested claims are not thus
made within the specified time, the case becomes
sbandoned in the absence of a respounsive
amendment filed within the six months’ period.
Rule 203{¢c).

1101.01 (o) Suggestion of Claims,
Application in Issue or in

Interference

An application will not be withdrawn from

issue for the purpose of suggesting claims for
an interference. When an application is pend-




within

with

application in issue, i y be x?emry“tb
‘withdraw it from issue for the se of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested
claims, using form at 1112.04. - o

When the Examiner’ suggests one or more
claims appearing in a case in issue to an appli-
cant whose case is pending before him, the case
in issue will not be withdrawn for the purpose
of interference unless the suggested claims

- shall be made in the pending application with-
in the time specified by the Examiner. The
letter suggesting claims should be submitted to
the Group Manaﬁ for approval.

In ¢ither of the above cases the Issue and
Gazette Branch should be notified when the
claim is suggested, so that in: case the final fee
is paid during the time in which the '
claims may be made, proper steps may be taken
to prevent the final fee from being applied.
(Basis: Order 1365.) - ~ :

The Examiner should borrow the allowed ap-
plication from the Issue and Gazette Branch
and hold the file until the claims are made or
the time limit expires. This avoids any pos-
sible issuance of the application as a patent
should the final fee be paid. To further insure
against the issuance of the application, the
Examiner maly P?em:il in the blank space fol-
lowing “Final Fee” on the file jacket the ini-
tialled request: ¢“Defer for interference.”
The final fee is not applied to such an applica-
tion until the following procedure is carried
out.

When notified that the final fee has been re-
ceived, the Examiner shall prepare 2 memo to
the Issue and Gazette Branch requesting that
issue of the patent be deferred for a period of
90 days due to a ible interference. This
allows a period of 60 days to complete any
action needed. At the end of this 60 day
period, the application must either be released
to the Issue and Gazette Branch or be with-
drawn from issue, using form at 1112.04.

When an application iz found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference, the Primary Examiner requests juris-
diction of the last named applications. To this
end a separnte letter (see form nt 1112.06(a)),

gk  Tayisdhetion | 6 _
‘the intérfering application which
miner’ ordinarily’ borrows from the
ranch of the Boerd of Patent Inter-
: n ‘an- informal basis. In cass the
‘application i8 to be added to the existing inter-
ference, the Primary Examiner need only send
the application and form PQO-850 properly
filled out ‘as to the additional application and
identifying the interference, to the Patent
Interference Examiner who will take the appro-
priate action. Section 1108.02. ‘

1101.02 With a Patent

Rules 204, 205 and 2068 quoted below deal

with interference involving patents.

Rule 204. Interference with a pailent; afidavit by
funior applicent. (a) The fact that one of the parties
has already obtained a patent will not prevent an inter-
ference. Although the Commissioner hng no power to
cancel & patent, he may grant ancther patent-for the
same invention to & person whe, in the interference,
proves himself to be the prior inventor.

{b) Wheun the effective filing date of an applicant
iz three months or less subsequent to the effective
filing date of a patentee, the applicant, before the in-
terference will be declared, shall file an affidavit that
he made the invention in controversy in this country
before the effective filing date of the patentee, or that
his acts in this country with reapect to the invention
were sufficient to establish priority of invention rela- -
tive to the effective filing dste of the patentee.

{e) When the effective filing date of an applicant is
more than three months subszeguent to the effective
filing date of the patentee, the applicant, before the
interference will be declared, shali Ble two copies of
afidavits by bimself and by one or more corroborating
witnesses, supported by docursentary evidence if avall-
able, getting out a factual descripticn of acis apd cir-
cumstances which would prima facie entitle him to an
award of priority relative to the effective filing date
of the patentee, and accompanied by an explansation
of the basis on which he believes that the facts set
forth would overcome the effective fillng date of the
patentee. Upon & showing of sufficient cause, an
affidavit en information and bellef as to the expected
testimony of a witness whose testimony is necessary
to overcome the filing date of the patentee may be
accepted in lieu of an affidavit by such witness. If the
examiner finds the case to be otberwise in condition
for the declaration of an interference he will consider
this material only to the extent of determining whether
a date prioy to the effective flling date of the patentee is
alleged. and if mo, the interference will be declared.
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by, re s spplicant must make one
g:'%mch ma-of the mm f”@% oor-
responding subsiantiaily to & claim of the pe
ent and differing therefrom by an xmmamﬁ;
variation or by the exclusion of an immaterisl

limitation to invoke an interference as stated in
Rule 205, L

Where a patent claim must be modified, the
count of the interference should be the broader
claim as between the patentse and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should be a copy
of the modified patent elaim ss made in t
ap%lication following the practice as explained
in Bonine v, Bliss, 1918 C.D. 75; 265 0.G. 306.
(Basis: Notice of October 3, 1662.)

For the practice to be followed where an in-
terference in fact exists between & patent and
an application but, because of ovuﬂapgn, nu-
merical ranges or differences in aighmh,
groups, for matsnmkgrimity cannot be prop-
erly determined on the basis of a patent ¢laim,
see the following Notiee:

It has been found that the practice set forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
situations where there is an interference in fact
between a patent and an application but there
are obstacles to the applicant making the exact
patent claim.

In those cases where the claim of the patent
contains an immaterial limitation which can
be wholly eliminated or suitably modified so as
to broaden the claim. the practice set forth in
Ex parte Card and Card should continue to be
followed.

A. In some cases, the disclosure in the appli-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting language based upon his own nar-
rower disclosure for the limitation in the patent
claim which he can not make. In declaring
the interference, the exact patent elaim should
be used as the count of the interference and it
should be indicated that the claim in the appli-
cation corresponds substantially to the inter-
ference count. ;

Examples of the practice outlined in the
preceding paragraph:

I. Patent Cramms 4 Ranoe or 10 10 90,

Application discloses a range of 20 to 80,
Rev, 8, Apr. 1866

Fange of 50 to 80 for i e

range of 20 to 80 for the range of ‘

“thepatent claim. . .. .. .
- Interference should be declared with ths ex-

g Bl

‘act patent elaim as the count and it should be

indicated that the claim in the application
corresponds - substantizlly to the interference
count. . -
IL Parexr Crams o Marxvsy Grovr or 6
Memubens, ) R

Application discloses 8 Markush group of 5
of the same 6 members, there being no distine-
tion in substance between the two grou
Ap{)licsnt may be permitted to copy tE:pat-
ent clnim, mocgfymg it by substituting his
5-member group for the é.member group in
the patent claim. o

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated that the claim in the application cor-
responds substantially to the interference count.

B. In some cases, the disclosure in the ap-
plication, aithough for the same invention in
fact as the patent claim, is somewhat broader
than the claim of the patent. Under such eir-
cumstances, in iritially declaring the interfer-
ence the applicant should be required to make
the exact patent claim and the interference
should be declared on that claim. However, if
the applicant presents and prosecutes a motion
to substitute a broader count and, in connee-
tion with such a motion, makes a satisfactory
showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the applicant may be permitted
to substitute & count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the
application claim should be used as the count
of the interference and it should be indicated
that the claim in the patent corresponds sub-
stantially to the interference count.

Examples of the practice ontlined in the pre-
ceding paragraph:
1. Parent Crayms & Raxae or 20 o 80.

Application discloses 2 range of 10 to 90,
there being no distinction in substance between
the two ranges.

Applicant should be required initially to

copy the exact patent claim.
Interference should be declared initially with
the exact patent claim as the count.

172




NSxmxlsrly, ma ap
stitution after the Ir
the exact patent claim by

substitute a count with the* ider range sup-
ported b asmn!uraho '

In either cass where 0‘5 heatmn claim i 18
accepted as a count, it sh ‘be indicated

the interference notices end declaration aheet e

that the claim in the patent corresponds sub-
stantially to the i mterfepl':noe count.

I1. Parent Cramgs o Margxuvss Grove oF 5
MrewnErs, '

Application discloses a Markush group of 6
members, including the 5 claimed in the pat-
ent, there being no distinction in substancs be-
tween the two grou &a&

Applicant should be reqmred mxtmlly to

copy the exact patent cleim.

1721

: $-member gmp

gmga,mﬁse patent clsim. -
Interference should be redec!&md with the
yplication claim as the count and it should be
d that the claim in the patent corre-
sponds substantislly to the interference count.

C. Some ceses may include sspects of both
A amii B, &b&vde.b Sl;;:h cases shoul«} be appx;m
priately trea y the same general principles
outlined abova,

Exasmples of cases involving mixed aspects:

1. Parenr Crames A Raxae or 10 1o 80.

Apphcatlon discloses a range of 20 to 90,

' there being no distinction in substance between

the two ranges.
“{a) Initially, applicant may be permitted to

: ,wpy the patent claim, modifying it by sub-
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‘the

count covering the range of 10 to 90 and it
should be indicated that both the claim in the

respond substantially to the interference count.
II. PareNt Craivs a Markusu Group or 6
MexBERS. '

Application -
of the same 6 members, plus another member
not claimed in the patent, there being no dis-
tinction in substance between the two groups. -

{a) Initially, applicant may be: permitted to
copy the patent clasim, .modifying it by sub-
stituting the 5 members of the patent claim
which he discloses:for the 6-member group in
the patent claim. . . e »

Interference should be declared initially with:
the exact patent claim as the count and it
should be indicated that the claim in'the appli-
cation corresponds substantially to the inter-
ference count. o

(b) If, in connection with a motion to sub-
stitute, the applicant makes a satisfactory
showing of the necessity for including his addi-
tional member of the group, he may be per-
mitted to present the patent claim modified by
substituting the 6-member group which he dis-
closes for the 6-member group in the patent
i,
irsurference should be redeclared with a
count including in a Markush group all 7
members claimed in the patent and disclosed
in the application and it should be indicated
that both the claim in the patent and the claim
in the application correspond substantially to
the interference count,

The practice outlined above should be re-
stricted to situations where the inventions
claimed in the patent and disclosed in the
application are clearly the same, so that there
is truly an interference in fact.

Until further notice, interferences declared
or redeclared in accordance with this practice
should be submitted to the Group Manager.

All prior decisions, orders, and notices are
hereby overruled to the extent that they may

- 110108(f). .

itted to he patent claim

by submitting his range of 20 to 90

for the range of 10 to 80 in the patent claim. "=
Interference should be redeclared with a

patent and the claim in the application cor-

t 1@5 aiMarkuS}“l;gr‘o‘u\p- of b

%ﬁq jection. of copied patent claims see

“Rule 205. Intevference with @ patent ; copying cleime
from patent.” (&) Before an interference will be do-

. clared with & patent; the applicant must present in his

application coples of all the clajns of the patent which
also define his Inventlon and such claims’ most be
patentable in the sppiicetion.  However, sn interfer
ence may be declared aftey copying the claims exciud-
ing ap immaterial Mmitetion ‘or varistion if such
immaterial mitation or variation i¥ not cleariy sup-
ported in the application or if the applicant otherwise
makes a satisfactory showing in justification theveof.

{b) Where an applicant presents & claim. copied or
substantially copied from a patent, he ‘must, at the
time he presents the claim, identify the patent, give
the number of the patented ‘claim, and ‘specifically
apply the terms of the copled vlagim to his own dis
closure, unless the.claim ‘is copied in. response to &
suggestion by the Office: The exawiner will call to the
Commissioner's attention.any instance of the filing of
an application -or the presentgtion of an amendment
copying or substantially copying claims from a pateat
without cau;ng attention to that fact and identifying
the patept. . Ci

Rule 206. Interference icith a patent; claime improp-
erly copied. (a) Where claims are copied from a
patent and tbe examiner-is of the opinion. that the
applicant can make only some of the-claims so copied,
he shall notify the applicant to that effect, state why
he is of the opinion the applicant cannot make the
other claims and state further that the interference
will be promptly declared. The applicant may pro-
ceed under rule 281, if he desires to further contest
hig right to make the claims not included in the decla-
ration of the interference, o

{b) Where the examiner is of the opinion that pone
of the claims can be made, he shall reject the copied
claims stating why the applicant cannot meske the
claims and set a time limis, not less than 38 days, for
reply. If, after reeponse by the applicant, the rejec-
tion is made final, a similar time limit shail be set for
appeal. Feilure to respond or appeal, a& the case may
be, within the time fixed will in the ahsence of a sutis-
factory showing, be deemed f disclaimer of the inven-
tion claimed.

When an interference with a patent is pro-
posed it should be ascertained before any steps
are taken whether there is common awnership.
A title report must be placed in the patented
file when the papers for an interference be-
tweeni an application and a patent are for-
warded. To this end the Examiner, before
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‘ the interference is declar ?ﬂm ot

~ where ‘the copied eclaims would be ¢
~ fied. In such a case, it may
. transf ertheapﬁm%inc the drav.

mgs, - temporarily to the group w x
declare the interference. A Brint of the draw-
ings should be made end filed in the group
originall
tion in place of the original drawin Y hen
claims are copied from & plurality of pateats
classified in different groumb,‘5 question
of which group should dec the interfer-
epces should be resolved by agreement be-
«tvernad,m the,,Ij}bxlnmipers oggm the grou tsh cgf-
possibly - in ¢ tation wi e

Directors involvj;d.«, -
1101.02(a) Copying Claims From =
. . Patent SRR _

A large proportion of interferences with a
patent arise through the initiative of an apm
cant in copying claims of a patéent which
come to his attention through citation in an
Office action or otherwise.

If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-
aminer should correct applicant’s claim to cor-
respond to the patent claim. A notation should
be added to his letter (POL 76) stating that
the correction has been made.

However, in some instances the Examiner
observes that certain claims of a patent can be
made in a pending application and, if the pat-
ent is not a statutory bar, he must take steps
to avoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hersinbelow ap-
plies when an issued patent and a pendixﬁ
sgleiution are mot commonly assigned.

t is 2 common assi nt, a rejection as
outlined in 305 should be made if an attempt
is made to claim in the pending application
the same invention as is claimed 1n the patent.

A patent claiming the same invention as that
being claimed in an application can be over-
come only through interference proceedings.
Where the effective filing date of the applica-
tion is prior to that of the patented application,
no mﬂg is required.

If the effective filing date of the applicant is
three months or less later than that of the pat.
ented application, the applicant must submit an
affidavit that he made the invention prior to the
filing date of the patent, even though there was

Rev. 9, Jul. 1964

devided by

be necessary to

uding the draw.  3¢f8 ond circumstances which if proven

havin%ljuriadiction of the applica-
gs.

 date of the applicant is .
t lication, the spplicant is required
y (¢) to submit a showing by affi-
devits including st least one by a corroboratin
, and documentary exhibits settin% fort!
3 and Dy tes-
timony taken in due course would provide suf-
ficient basis for an award of 1priority to him
with respect to the effective filing date of the
patent application. In connection with s re-
quirement for a showing under Rule 204.(b) or
{¢), or in examining such a showing submitted
voluntarily, the iner must determine
whether or not the patentee is entitled to the
filing date of an earlier domestic or foreign
application. A determination that = divisional
or continuation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to a parent application thus men-
tioned. In the case of a foreign application
this determination will not be made unless
the necessary papers: (Rule 55(b)) are already
of record in:the file, including a sworn trans-
lation of the foreign application if it is not in
the English lan ~ Where the benefit of
such earlier application is then accorded the
tentee, this fact should be noted on the form
50 and will be stated in the notices of
interference. N

The Examiner will examine the showing to
determine whether it includes the two copies
of affidavits and exhibits and is accompanied
by an explanation of the pertinency of the
showing as required by the rule. If dupli-
cate copies of any of the affidavits or exhibits
are omitted, the Examiner will notify the ap-
plicant of such omission and state that because
of it the application cannot be forwarded for
declaration of the interference. Lack of an
explanation should be treated similarly except
that if there are accompanying remarks, with
the amendment or in a separate paper, which
appear to be an explanation their sufficiency
should not be questioned. A period of twenty
days should be set within which to correct the
omission.

The substance of the showing will be con-
sidered by the Examiner only to the extent of
determining that it includes an allegation relat--
ing to priority of at least one date prior to the
effective filing date of the patentee. Absent
such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under Rule 203.
If such an allegation is present and the inter-
ference is otherwise proper, the Examiner wiil




- Although,, sside from dates, the examiner
will not normslly attempt any evaluation of
the sufficiency of the showing, an exception may
be made where it is clear beyond sny argument
that the showing relates to an invention of a
different charecter from that of the copied
claims. In such a case, the examiner may re-
fuee to accept the showing and reject the copied
claims on the patent.

If the filing date of the patent precedes the
filing date of the application and the patent is
not a statutory bar agsinst the application, the
claims of the a})piicatioa should be rejected on
the patent. If it appears that ithe applicant
is claiming the same invention as is claimed in
the patent and that the applicant is able to
make one or more claims of the patent, s state-
ment should be included in the rejection that
the patent cannot be overcome by an sfidavit
under Rule 131 but only through interference
proceedings. Note, however, 35 U.S.C. 133,
2d par. and section 1101.02(f). If the appli-
cant controverts this statement and presents an
affidavit under Rule 131, the case should be
considered special, one claim of the patent
which the applicant clearly can make should
be selected, and an action should be made re-
fusing to accept the affidavit under Rule 131
and m1uiring the applicant to make the se-
lected claim as well as any other claims of the
patent which he believes find support in his
application. If necessary, the applicant should
be required to file the afhdavit and showing re-
quired by Rule 204. In making this require-
ment, where applicable, the applicant should
be notified of the fact that the patentes has been
accorded an earlier effective filing date by vir-
tue of a parent or foreign application. A time
limit for response should be set under Rule 203,
In any case where an applicant attempts to
overcome a patent by means of affidavit under
Rule 131, even though the examiner has not
made a rejection on the ground that the same
invention is claimed in the patent, the claims of
the patent. should be examined and, if appli-
cant is claiming the same invention as is claimed
in the patent and can make one or more of
claims of the patent, the affidavit under Rule 131
should be refused, and an action such as out-
lined in the preceding part of this paragraph
shonld be made. ¥f necessary, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under

Rule 203.
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If a patent, having a filing date Jater than
the ﬁling dste of an application, discloses the
same subject matter us disclosed in that ap-
plication and 'if the spplication eclaims the
same invention as that claimed in the patent
so that 2 second patent could not be granted
without interference i the patent
should be cited and one claim of the patent
which applicant clearly can make should be
selected and the applicant should be required
te make the selected claim as well as any other
claims of the patent which he believes find
suﬁ)ort in his application.

an application claims an invention pat-
entably different from that claimed in a pat-
ent, which discloses the same subject mstter as
that disclosed in the application but which has
a filing date later than the filing date of the
application, so that a distinet pefent could be
granted to the applicant without interference
proceedings, the patent should be only cited to
the applicant. us, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent.

1101.02(¢) Copying Claims From &
Patent, Difference Be-
tween Copying Patent
Claims and Suggesting
Claims of an Application

The practice of an applicant copying claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
involving only applications in the following
respects:

(1) No correspondence under Rule 202 is
conducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, instead, an affidavit under Rule 204
is required.

(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information cencerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications. ]

(3) Al claims of a E:tent which an appli-
cant can make should be copied.

(4) Claims copied by an applicant from a
patent may differ from the patent claims by the
exclusion of an immaterial limitation or vari-
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$05(a)),
dentical though
tion with the ap-

e

| g

“proval of the Com

Crd g H

E 101.02(d) - C

“Tf dn ‘attorneéy or agent presents a olaim
copied or substantiaily copied from a patent
without indicating its origin he may be deemed
fo beseeking, obviously ‘impmperlﬁ{;’tt) obtain
a claim or claims to ‘which the spplicant is not
entitled under the law without an interference,
or the Examiner may be led into making an
action different from  what  he would -bave
made had he been in possession of all the facts.
Ritle '205(b) therefore requires the Examiner
to “call ‘to the Commissioner’s attention any
instance of the filing of an application or the
‘presentation ‘of an amendment copying or sub-
stantiaglly eopying claims from a patent with-
out ‘calling attention to the fact and: identify-

ing the patent”

1101.02(e) Copying Claims From a
- Patent, Making of Patent
- Claims Not a Response to
- Last Office Action

- The:making .of claims from a patent when
,not‘;reqqiredngythe Oflice does not constitute a
response to the last Office action and does not
operate to stay the running of the statutory pe-
riod dating from the unanswered Office action.

The declaration of an interference based on
such claims before the expiration of the stat-
utory period, by operation of Rule 212 stays
the running of the statutory period.

1101.02(f) Copying Claims From a
-~ Patent, Rejection of
Copied Patent Claims

Resecrion Kor APPLICABLE 170 PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. KExamples of
such a ground of rejection are insufficient dis-
closure in the application, a reference whose
date is junior to that of the patent, or because
the claims copied from a patent are barred to

Rev. 8, Apr. 1986

period if he has béen eclaiming substantially
the same subject matter within the year lmit.
See Thompson v. Hamilton, 1946 C.D, 70, 585
0.G. 177; In re Frey, 1950 C.D. 362, 639 0.G.
5; Andrews v. Wickenden, 1952 C.D, 176, 859
0.G. 3057 In rs Tanke et &l 1954 C.D. 212;
687 O.G. 677; Emerson v. Beach, 1955 C.I. 843
691 O.G. 170; Rieser v. Williams, 118 US.P.Q.
Z%‘ Stelego et al. v. Haymes et zl,, 120 U.S.P.Q.

As is pointed out in Rule 206, where more
than one’ claim is‘:cogied from & patent, and
the Examiner holds that one or more of them
are not patentable to applicant and st least
one other is, the Examiner should at once initi-
ate the interference on the claim or ¢laims con-
sidered ‘patentable to applicant, rejecting the
others, leaving it to applicsiit to proceed under
Rule 231(a) (2) in the event that he:doves not
tesce in the Examiner’s ruling as to the
rejected claims. T o

Where all the claims copied from a patent
are rejected on a ground not spplicable to the
patentee the Examiner sets a time limit for
reply, not less than thirty days. and all subse-
quent actions, including action of the Board
on appeal, are special in order that the inter-
ference may be declared as promptly as pos-
sible. Failure to respond or appeal. as the
case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed a
disclaimer of the invention ciaimed.

While the time limit for an appeal from the
final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where
the remainder of the ease is ready for final
action, it may be advisable to set a shortened
statutory period for the entire case in accord-
ance with Rule 136.

The distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 13€¢ should not be lost sight
of. The penalty resulting from failure to reply
within the time limit under Rule 206 is loss of
the elaim or claims involved, on the doctrine of
disclaimer, and this is appealable; while failure
to respond within the set sitatutory period (Rule
136} results in abandonment of the entire ap-
{iimt ion. That is not appealable. Further, a

lated response after the time limit set in ac-
cordance with Rule 208 may be entered by the
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scribed in the next

one day late under Rui [,

what the excuse, results in abandonment. How-
ever, if asked for in advance, one extension of
either period may be granted by the Examiner,

six months’ period. -
Coriep Oursie TiMe Linir

Where a patent claim is suggested to an
applicant by the Examiner for the purpose of
establishing an interference and is not copied
within the time limit set or a reasonable ex-
tension thereof, an amendment %resenting it
thereaft»r will not be entered without the ap-
_proval of the Commissioner. (Basis: Notice
of September 27, 1933.) ,

The rejection of copird patent claims some-
times creates a situation where two different
periods for response are running against the
application—one, the statutory period dating
from the jast full action on the case:; the

other, the limited period set for the response

176.1

provided that extension does not go beyond the

+ ]ﬂmmgga,

aminer’s letter,

In this cornection it is to be noted that a reply
to a rejectiop or an appeal from the final rejec-
tion of the patent cleims will not stay the run-
ning of the regular statutory period if there be
an unanswered Office action in the case at the

time of reply or appeal, nor does such reply or

appeal relieve the Examiner from the duty of
acting on the case if up for action, when reached
in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ag)-
peal from that action or a portion thereof, the
Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
{ Basis: Notice of June 29, 1938.) See 710.04.

ResecrioNn ArpricaBrz 70 PATENT AND
APPLICATION

If the ground of rejection is applicable to
both the claims in the application and the claims

Rev, 8, Apr. 1008



Manual, Ths D sappmml “must be
obtained before forwarding the form letter
ofSee.ulﬁ.OBandhafmmuhngﬂndecmon

on_motion.
‘The decision on snch a mthyz should avoid

any comment on the of the claims
Ses Noxon
de{ad,l%U.S.P J RN

granted to the . patanﬁae.[n_

Anamendmentpresen

11 refection or allowance o nﬂofiheclaxms,
apgeal,auchamendinent:smtenﬁetedasa
m r O
A.nmterfermcemsyresultwhenmap
copies claims from s patent which
basis for final rejection. “Where
the relemon in question has been ap

licant
ed the
oceurs, if
led, the
of Appesls should be ed of the
withdrawal
may be dismissed as to the involved claims.
the prosscution of the application is
clossd and the patent claims relate to an
invention distinct frum that claimed in the
plication, entry of the amendment may be
nied. (Ex pa.rteShohm,lMlC.D 1; 522 OG.
501.) Admmmoftheammdmtmyver_y
properl{v be denied in a closed spplication, if
prima facie, the claims are not supported by ap-
plicant’s disclosure. An applicant may not have
recourse to ssserting a patent claim which he
has no right to make as s means to or pro-

long the prosecution of his case. See 714. 19(4)

Arrem Nomios ov ALiOWANCE

When an amendment which includes one or
more claims copied or substantially copied from

1

this rejection so that the appeal

vmhdmwai of the a,pphmmm fm%n wsua isnot
zwmary

desmed

1101.03 Removing of Aﬁidniéiti Be-
{célie Interference - [R-

When there are of record in tlm ﬁl affida-
vits under Rule 181, 204(b) or 204 c) they
shonldnotbesealedbut ould be leoft in the
file for consideration by the Board of Interfer-
ence Examiners. If the interference proceeds
normal}y, thess affidavita will be removed and
sealed up by the Servics Branch of the Board of
Patent Interferences and retained with the
interference.

In the event that there had been eorrespond
ence under Rule 202, this should be obtained
m Law Examiner and left {unsealed) in

e

Afiidavits undm: Rules 181 and 204, as well
as an sffidavit under Rule 202 (which never be-
c%zln;eg of record in the application file) are avail-
a or inspection by an opposing party to an
interference when the reﬁmum statements
z(;)ra Ferris v. Tuttle, 1040 C.D 5; 521

The now opened affidaviis filed xmdm-Rulm
181 and 204 may then be returped to the s
cation files and the affidavits filed under
202 filed in the inferference jacket.

Hev. 18, Ape. 1968



(D)Ammmwmmm
mmmwwmmm
mmmwmm Each notios
shall inciude the nams and residence of each of the
mmmmammwmm
dm%nﬁwﬁ%ﬁema
eﬂamadngmﬂahwulﬂnmmmmm

chmmuamw&smmmw
the patent, mmmmmmmmuf

the interforence, which shsll be dieariy and conclasly

. ;,thmlruwm:xwhmm
. defime the interfering subject matier (but in the case

: dumvrﬁapwmmmatmv
MMMmmwmwmm‘

stitute the counts), and shall indicste the claim or

ciaims of the respective cases coctesponding to the.

oouat or counts. If the application or patent of a
mmmmmmwunmmm-
Mwmﬂnﬁoﬂ-ﬂﬁﬁdamammw
and the examiner has determived that it is entitied to
the filing dete of such prior sppiication, the notices

shall so state, ¥Wxecept 28 poted in paragraph (e) of .

this section, the notices ahell also set & schedule of
ﬂmmrmkingvaﬂmncﬁomum

(1) For filing the preliminary stetemeniz reguired
by rule 216 and serving notice of such flilng, not less
than 2 months from the date of declaration.

- {3) For each party who filez & pweliminery state-
ment to serve & copy thexeof on each opposing perty
who also files a preliminary stetement &z reguired by
rale 215(b), not leas than 16 days after the expiration
of the tizme for Aling preliminary stotements.

(8} ¥or fiing motions under rule 281, not less than
4 months from declaration.

{e) The notices of interference shall be forwarded
by the patent interference examiner to all the parties,
in care of their atiorneys or agemts; & copy of the
notlees will aleo be sent the patentees in person and, if
the patent in interference has been aselgnad. to the
sevignees,

{4) When the notices sent in the Interest of a patent
are veturned to the Office undelivered, or when ong of
the parties vesides ebroad and his agent in the United
fBeaten ts unknown, edditionsl notice may bo given by
pubiication in the Oficial Gaweite for such period of
tinee e the Commissioner may divect.
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mm'femme

the follawmg oulmg in mind: -
(1) That no party should be made junior as
tosomeoonntggq@@moras‘w bnttha,t.

phc&nt puts identical

3 in two applicatd  virtue of one of
whchhswﬂbethﬁmor and of ths
other the junior ths Iatier application should be

directly in the inte lea the
gg) mnttogamsmhhenaﬁtasw’hamvﬁmm'
senior application either by motion fo slnft
the burden of proof or by introdu cu,sjg
senior into the in as evidence,’
re Redeclaration of Interference Nos. 48,6 5
49,636; 49,866; 1926 C.D. 75; 850 0.G. 8.)
The Tnitial Memorandum and the files to be
involved are forwarded to the interferemcs
Servics Branch. Any correspondence under
Rale 202 should be obtained from the Law
Ezeminer and forwarded with the other
papers. See 1101.08. This same practice ob-
tains in the cass of affidavits of this nature in
em-her apphcatwm the benefits of which is ac-
the Examiner in the initial
Such ceses will be acknowl-
edged in the Declaration papers.) If a,pmt
is mvolved in the interference, s recent title
report on the patent abmid be forwarded with

the other papers.
Themfg:inatmn to be included in the initiat-

ing memorandum is set forth below :

1102.01(a) Initial Memorandum to
the Board of Patent Inter-
ferences [R-16]

The mmal memomndum to the Board of
‘orences is written on Form PO-

memoran




Inst sentence of B
gs of the counts should
the form using addi-
od. The files to bo in-
ce ahould be listed by
d inventor if application
r, and filing date irrespec-
tive of whether an application or a patent is in-
volved. The sequence of the listed applications
is completely immaterial.  If the Examiner hus
determined that a party is entitled to the benefit
of the filing date of one or more applications
(or patents) as to all counts by virtue of a con-
tinuation-in-part relstionship the blanks pro-
vided on the form for indicating this fact should
be filled illzas to all mchﬁgphﬁatlm T is
particularly important to list all spplications
necessary b{ provide continnity of pendency to
the earliest application to which a party is en-

Iast name (of
is joint), seria;

titled. Although a will not normally be
iven the bemﬁtof?%fm;gn ieation in
&

zaminer has
is in fact entitled to
the benefit of such spplication in connection
with the requirement for a showing under Rule
904, this should be noted on ‘the form PO-850
(see section 1101.02(a)) and the notices of in-
terference will indicate that such benefit has
been accorded the patentee. The claims in each
case which are unpatentable over the issue
should be indicated 1n the blanks provided for

determined that s

that Y The Examiner also must furnish
a table showing the relation of the counts to the
claims of the ive parties in the area pro-

vided in the form as for example:
Jones Smith Greem

1 i8 8 2
2 5 1 3(m)
8 9 ¥ (] &
4 4 n G(m)

The indication of claims in esch case which
are regarded as unpstentable over the issue is
based on the decisions in Votey v. Wuest v.
Doman, 1904 C.D, 823; 111 O.G. 1627 and Earll
v. Love, 18090 C.D. 58; 140 O.G. 1209 in which
it is held that when an interference is declared

involving a tee and the Examiner is of
the opinion the application or applications
contain claims not tably different from the

isaue of the interference, he shounld a,gpmd to
the letter to the applicant a statement that such
claims, specifying them by number, will be held

fGrW& i RO 1
Board of Pstent Interferencs
will in & separate memorandum, call their at-
tention to cases in which two of the partiea aro
represented by the same aftorney, in leu of
matterdlgftly to the stiention of

=

WS

to represent either or both
by Euls 208. The Patent Interforence

iner will also call to the sttention of the parties
and the sttorney the requirement of the second
In an interferencs involving &mt, if the
Primary Examiner discovers n reference which,
in his opinion, renders a count cbviously un-
patentable, action should be taken in accord-
ance with ion 1101.02(f).

_ If one or more of the counts are claims of an
involved patent modiﬁed to bet%eroadar th‘:;a :(%e
corresponding patent claims, word -
fied” or “substantielly” should appear in paren-
theses after the correspending claims of the
patent in the table of claims. In other situa-

tions where exactly cqmpand% claims are
cati@ti& an
gon

not present in the app t con-
sidered to be inber A and ex-
amples set forth in Section 1101.02 a5 to the
proper designation of the relationship of the
claims to the counts. In any event, w. e
of the parties does not have & claim ond-
pxﬁ.axwﬂy to the oount? the Examiner should
indicate by the world “count” and an arrow
which claim in the table of counts is to be the
count. This should be the broader claim, of
course. The indication should be made for
each count. If an applicetion was mesely in
issue and did not become & patent, the original
claim numbers of the application, prior to revi-
sion for isswe, should bo used.

A certificate of correction in & patent should
not be overlooked. For the best practice in in-
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1102.02 Beclanhon of !nterferenee
The necessary in &eekrmg an inter-

femwp:rgﬁs spared i 1? the interference Service

Branch. notices to the and the

declaration sheet ars signed by a Patent Inter-
ferenice Examiner, who institutes and declares

thsmterﬁamoebymaﬂmgthenoumstothe
soveral parties to the proceeding. Thereafter
10 applications andmterfumwﬁlwmkept

index. -

1103 Snspensmn of Ex Parte Prosecu-
tion, Full or Partial [R-16]

‘Rule 818. Buspention of ex perte proescution. On
decleration of the Interference, ex parte prosecution
of an application is suspended, and smendments and
other papers received during the pendency of the in-
terference will not be entered or considered without
the consent of the Commissioner, except a8 provided
by thesme rules. Proposed amendments divected toward
the deciarstion of an interference with sanother party
will be conzidered to the extent necessary. KHx parie
prosecution as to specified matiers mey be continued
concurrently with the interforencs, oa ovder from or
with the consent of the Commissioner.

The treatment of amendments filed during
an interference is considered in detail in sec-
tmﬁs 1108 and 1111. 35 . peal under Rl

X parts prosecution of an ap under Rule

191 may proceed concurrently with an interfer-

involving the same application

pmvxded the Exammer wlm orwards

certifies, in 4 memorsndum to be

pl in the file, that the subject matter of the

mmfemee doeg not conflict with the subject
matter of the appealed claims.

For treatment of other applications by the
same inventor or assignee having overlapping
claims with the application being put into in-
terference see 709.01 and 1111.08.
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2 Examiner mails the
mesofmterfemmetothapam The in-

ce is thus technicall pendugmb:fare

terferen:
the Board of Patent Inber
that date the files of the vari nsga;;p'

date on which the letters are

opened to inspection by other par
Throughout the interference,. the

enm ers and %Ephmﬁon files mvolved

I, mdepandent of that. mmrfemme,
to one or more of the applications becomes neces-

sary,theExmlmnormqm un;dMonofétlﬁ:
necessary application or applications from
()‘oxmmsznonlgx2 but first fon?ards the letter (or

letters) to the Group M for a,f
See 1111.05 and Form at 1112.06(a). t is not
foreseen that the Examiner will need

to take action for which he requires jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the
Primary Examiner should request jurisdiction
from the Board of Patent Intarfemnm

The Examiner never asks jurisdiction of &
patent file, but merely borrows it if needed, as,
where the patent is to be involved in a new
interference,

1105 Matters Requiring Decision by
Primary Examiner During Inter-
ference

Rule 931 Motions before the grimary eoominer. (&)
Within the perlod set In the notice of interference for
filing motions any parly 0 an interference mey fle
2 motion seeking:

(1) Yo dizsolve as to one or more counts, except that
such motion based on facts soaght to be established
by affidavits or evidence outside of official reconds and
printed publications will not normally bo considered,
and when one of the parties to the laterferency i a
patentes, 1o motion (o disecive on the ground that




(2) To amend the ssue by addition or substitution

of pew counts. ‘ R
{8y To ‘substitate | ‘lny‘ ‘othier mpplication ewned ' &
him as to the existing iesue, or to include any other
application or patent owned by him as to any subject
matter other than the existing fssne but disclosed in
his applicaticn or patent imvoived in the interference
and in .an opposing party’s application or patent in
the interference which should be meade the basis of
interference between himeelf and such -other perty.

Copies of such other application must be served o
all other perties and the motion must be acmmmmed“

by proof of such service,

- (4) To shift the burden of proof, or to be mc«ded
the benefit of an esrlier application which ww)d Bot
change the order of the parties. . .-

-{8): To amend an involved application by addlnc or

reumving the names: of one or more inventors as mo-'

vided in rule 45. P

- (b): Bach metion must contain & fall statement ct
the groonds therefor and reasoning in sapport there-
of. Any oppesition to 2 miotion must be filed within
20 days of the expiration c¢f the time set for dling
motions and the moving party may, if he desires, file
a reply to such opposition within 15 days of the date
the opposition was filed. If a party fles g timely
motion to dissolve, any other party may file a motion
to amend within 20 days of the expiration of the time
set for filing motions. Service on opposing parties of
an opposition to a motion to amend which is based on
prior art must include coples of such prior art. In
the case of action by the primary examiner under rule
237, such motions may be made within 20 days from
the date of the primary examiner’s decision on motion
wherein such action was incorporated or the date of
the communication giving notice to the parties of the
proposed dissolution of the interference.

(e) A motion to amend or to substituie svother
application must be accompanied by an amepdment
adding the claims in question to the application con-
cerned If such claims are not aglready in that applics-
tion.

{d) All proper motions will be transmitted to and
considered by the primary examiner without oral
argument. Requests for reconsideration will mot be
entertained.

(e) In the determination of a motion to dissolve an
interference between an application and a patent, the
prior art of record in the patent file may be referved
to for the purpose of construing the inaue.

(£} Upon the granting of a motion to amend and the
adoption of the claims by the other parties within a

#96e268 (3« A1 < 15

mtmmm; WMmommhymeinwm~
in person. . A second time for Sling motions will not be
setandau&mqmtmeﬁmwimrmmmm
witich have beer ouce considered by the primary ex-
amiber will not be considered.

An interference may be enlarged or dimib-
ished both as te counts and applications in-
volved, or may be entirely dissolved, by actions
taken under Rule 231 “Motions before the Pri-
mary Examiner™ or under Rule 237 “Dissolu-
twn at the request of examiner”. The action

may be a substitution of one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, & change in the

apphcamon by addition, substitution, or dissolu-

tion a shifting of the bmden of proof, or a con-
version of an application by changing the num-
ber of inventors. See 1111.07. Decisions on
qhestmns arising under this rule are made under

o personal supervision of the Primary
Examiner.

Examiners should not econsider ‘exparte,
when raised by an applicant, questions which

mFmdmg before the Office in mter partes pro-
ings invelving the same applicant or party
in interest. See 1111.01.

Occasionally the entire subject matter of the
interference may have been transferred to an-
other group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration. If this has occurred,
after the second group has agreed to take the
case, the interference Servies Branch should
be notified so that :é)pmpmste changes may
be made in their reco

1105.01 Briefs and Consideration of
Motions

A party filing 8 motion is expected to incor-

rate his reasons with the motion so that an
initial brief is not contemr iated aithough if
filed with the motion it would not be objection-
able. Under Rule 231(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to & mo-
tion, and the moving garty may file a reply brief
within fifteen days of the date such opposition
is filed. If a motion to dissolve is filed by one
party the other parties may file a motion to

Rev. 8, Apr. 1968




fling &

ho time for-

reply brief, motions filed
examined ‘by a Patent Interferencs
who, if he finds them to be p

consideration of the motions with an indication
of such motions as are improper under the rules
and which should not be considered if there be
any such. No oral hearing will be set. The
Pgimary,Examingr,should take up the motions
prompl;,y,and should render only a brief deci-
sion setting out in addition to the actual grant-
ing or denial of each motion only the hasic con-
clusions upon which denial or ﬁ%is based.
A statement of these conclusions may be omitted
if they are obvious from the decision itself and
the motion. See 1105.06. .

. In motions of the types specified below the
Primary Examiner must consult with and ob-
tain the approval of a member of the Board of
Patent Interferences before mailing the deci-
sion. Motions requiring such consultation and
approval are: g e e e

Motions to amend where the matter of sup-
port for a count is raised in opposition or

' the Examiner decides to deny the mwotion
for that reason, ;

Motions relating to the benefit of a prior
application,

Motions to dissolve on the ind that one
or more parties have no right to make the
counts, :

Motions to dissolve on the ground of no inter-
ference in fact, o

Motions to convert an application to a differ-
ent number of inventors, and

Motions to substitute or invelve another ap-
plication in interference where the matter
of support for a count is raised in opposi-
tion or the Examiner decides to deny the
motion for that reason,

The name of the Board member to be consulted
will appear in pencil on the letter transmitting
the case to the Primary Examiner. The con-
sultation will normally be at the offices of the
Board of Patent Interferences. The Primary
Examiner should arrange & convenient time by
telephone. In the case of motions to amend
or to involve another application the Patent
Interference Examiner wi{l examine any oppo-
sition which may have been filed an itP the
question of right to make the proposed counts
a8 to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nee-

Hev. 9, Jul. 1946

under Rule' %1 ‘are

proper motions; will
transmit the'case to the Primary Examiner for:

possd ‘vounts. - In-this case he should inquire
of the Clerk of the Board or o Patent Interfer-
ence Examiner as to which member to omsult.

oo

By the granting of a motion to dissolve, one
or more parties may be eliminated from the
interfersnce ; or certain of the counts may be
eliminated. Where the interference is dis-
solved as to one or more of the parties but at
least two remasin, the interference is returned
to the Primary Examiner grior to resumption
of proceedings before the Patent Interference
Examiner for removsl of the files of the parties
who are dissolved out. £z perte action is re-
sumed as to those applications and the interfer-

1165.02.

ence-is continued as to the: ; péarties.
The ex parte sction then taken in-each rejectsd

application should conform to the practice set
forth hereinefter under the heading “Action
After Disolation” (1110}, See 1302.12 with
respect to listing references discussed in motion
decisions. - ' :

With respect to a motion to dissolve on the
ground that one or more parties cannot make
one or more counts it should be kept in mind
that once the interference is dissolved as to a
count any appeal from a rejection based thereon
is ex parte and the views of other parties in the
interference will not be heard. In order to
preserve the infer partes forum for considera-
tion of this matter a motion to dissolve on this
ground should not be granted where the deci-
sion is a close one but only where there is clear
basis for it.

It should be noted that if all parties
a upon the same ground for dissolution,
which ground will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro jormae upon that ground, without
regard to the merits of the matter. This agree-
ment among all parties may be expressed in the
motion papers, in the briefs, or mn papers di-
rected solely to that matter. See Buchh v, Rag-
mussen, 339 0.G. 223; 1925 C.D. 75, and Tilden
v. Snodgrass, 1923 (1), 30; 309 Q.G. 477 and
Gelder v. Henry, 77 U.8.P.Q. 223.

Affidavits relating to the disclosure of a
party’s application as, for example, on the
matter of operativeness or right to make,
should not be considered but affidavits relat-




69 a,t72 3160G 3
Whem the effective date oi a
lication (which is not's statutory bar) is ant‘e-
dated by the effective filing dates or the alle-
gations in ‘the preliminary statements of all
parties, then the anticipatory effect of that
gatent or publication need not be considered
the Examiner at this time, but the refer-
enoe should be considered if at least one party
fails to antedate its effective date by his own
filing date or the allegations in his prelimi-
nary statement. See Forsyth v. Richards, 1905

C.D. 115; 115 O.G. 1327 and Simons v. Dunlop,,

103 U.S.P.Q. 237.
In decld.mg motions under Rule 231(a) (1)'

the Examiner should not be misled by citation

of decisions of the Court of Customs and Pat-
ent Appeals to the effect that onl priority and
matters a.ncillary thereto will considered
and that patentability of the counts will not
be considered. These court decisions relate
only to the final determination of priority,

after the interference has passed the motion.
case a motion to dis-

stage; in the ordinary
solve may attack the patentablhty of the count
and need not be limited to matters which are

ancillary to priority.

1105.03 Decision eon Motion To
Amend or To Add or Substi-
tute Other Application

Motions by the interfering parties may be
made under Rule 231(a) (2} and (3) to add or
substitute counts to the interference and also to
substitute or involve in interference other ap-
plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sets a time for the nonmoving
parties to present the allowed proposed counts
in their applications, if necessary, and also sets
a time for all parties to file pre iminar y state-
ments as to the allowed proposed counts. An
illustrative form for these requirements is given
at 1105.06. If the claims are made by some or
a1l of the parties within the time limit set, the
interference is reformed or a new interference
is declared by the Patent Interference Exam-
iner.

If a motion under Rule 231(2)(3) relates to

patent or HP‘.

» 13 be of the opm-f
i . motion: 'mll pm ably be damed,
buﬁ akhm thhdmwai doss not . reopen - the:

to further ex parte prosecution and if thg mo-
tion is denied the csse is returned to issus with
a new notice of allowance. .

-It will be noted that Kule 231 (a) (3) does not
specify that a party to the interference may
bring a motion te include an application or
patent owned by’ him a8 to subject matter, in
addition to the existing issue, which is not dis-
closed both in his application or pateut already

in: the interference and in an o party 8
apphca(non or patent in the mte rence.
“mﬂy the failure to bring such & momon

natboecmdmd bytlw xaminér to re-
sultma.n sstoppel against any: “to-aR
interference as: to subjea matter not disclosed
in his case in the interfevence. On, the other
hand, if such.a motion is brought during the
motion Fermd secrecy as to the application-
named til rein is deemed t?l:am'e been: waived,
access: thereto is given to the opposing pames
and the motion may be transmitted by the Pat-
ent Interfersnce Examiner; if so transmitied, it
will be considered and decided by the Prmmr}
Examiner without regard to the question of
whether the moving party’s case already in the
interference discloses the subject matter of the
proposed claims.

CoNCURRENCE OF Ari ParTiEs

Contrary to the practice which obtains when
all parties upon the same ground for
dissolution, the concurrence of all parties in a
motion to amend or to substitute or add an ap-
plication does not result in the automatic grant-
ing of the motion. The mere agreement of the
parties that certain proposed counts are patent-
able does not relieve the Emmmer of his duty
to determine independently whether the pro-
posed counts are a.tentabﬂa and allowable in
the applications mvo]ved Even though no
references have been cited inst proposed
counts by the parties, it is thea%?xammer ‘s duty
to cite such references as may anticipate the
proposed counts, making a search for this pur-
pose if necessary

Also, care shou]d be exercised in deciding
motions that any counts to be added to the
existing interference differ materially from the
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from each other 1101.01(3)... " 1
A good ‘test to: apply is ‘whether ' different
proofs may be required to prove priority es, for
example, in the case of & generic original count
and a proposed count to a species, or vies verss.

If the snswer is affirmative, the motion to add
the: proposed count should: be granted. . When

& patent is involved, all of the patent claims
which the applicant can make must be incladed
as counts of the interference. ' ¢ 7 -
' The Examiner should also be careful not to
refuse acceptance of a conmt broader than orig-
inal counts solely on the ground that it does
not differ materially from them. If that isin
fact the case, and the proposed count is patent-
able over the prior srt, the Examiner should
%Al-lmt the motion to the extent of substituti
the proposed count for the broadest origina
count so that the parties will not be limited in
their' proofs to include one or imore features
which are u ' to patentability of the
count. 'Where there is room for a reasonable
difference of opinion as to whether two claims
ave materially different (or patentably distinet)
it is advisable to add the proposed claim to the
issue rather than to substitute it for the origi
count. This will allow the parties to sabmit
priority evidence as to both counts.

Affidavits are occasionally offered in supgrt
of or in opposition to motions to add or substi-
tute counts or applications. The practice here
is the same as in the case of affidavits concern-
ing motions to dissolve that is, affidavits relat-
ing to disclosure of a party’s application as, for
example, on the matter of operativeness or right
to make, should not be considered, but affidavits
relating to the prior art may be considered by
analogy to Rule 132.

If a motion under Rule 231(a) (2) or (3) is
denied on the basis of a reference which is not
a statutoxz bar, and which is cited for the first
time by the Examiner in his decision, the de-
cision may be modified and the motion granted
upon the filing of proper affidavits under Rule
131 in the application file of the party involved.
This is by analogy to Rule 237, although nor-
mally, request for reconsideration of decisions
on motions under Rule 231 will not be enter-
tained. Rule 231(d). These affidavits should
not be opened to the inspection of opposing
parties and no reference should be made to the
dates of invention set forth therein other than
the mere statement that the effective date of the
reference has been overcome. Asin the case of
other affidavits under Rule 131, they remain
sealed until the preliminary statements for the

new counts are opened.
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lted in connection with mo-

ences must be in connestion

‘i. - ;jtﬂ.ﬁd M i I*.‘I . ) ( . m

or ‘applications  where the matter of right to
make one or more counts is mised in &n opposi-
tion .to ‘the motion or the Primsry Examiner
wishes to deny s motion for that resson al-
though it has not been raised by & party. . In

_ the event the consultation ends in

184

the matser will be resolved by the Fitst Assist.
ant Commissioner. SERTAE AF S RNy

1105.04 Decision on Motion Relating
to Benefit of a Prior Applica-
. tion Under Rule 231(a){(4)

The Primary Examiner also decides motions
relating to benefit of a prior application under
Rule 281(a){4). These may involve shifting
the burden of proof or merely giving a party
the benefit of an earlier date which will not
change the order of the parties. They may
result in judgment or order to show cause
against a junior party whose preliminary state-
ment does not allege dates prior to the earlier
application or, in the case of a junior party, they
may shorten the period for which diligence must
be proved or change the hurden of proof from
that of beyond reasonable doubt to a mere pre-
ponderance of theevidence, -~ =~ =

If there is doubt whether an earlier appli-
cation discloses the invention involved in the
interference, there being a reasonable ground
for denying the party’s right to it, a party
should not be given the earlier record date.
The denial of a motion to shift the burden of
proof does not deprive a party of the benefit
of the earlier application upon which the mo-
tion was based. He may have the matter re-
viewed at final hearing (Rule 258) and he may
introduce that application as part of his evi-
dence to be subject to argument by all parties
and to-be considered by the Board of Patent
Interferences. See Greenawalt v. Mark, 1904
C.D.352: 111 O.G. 2224,

In deciding a motion of this nature, it is usu-
ally advisable first to determine exactly which
counts wiil be involved in the final redeclaration
of the interference. The practice in deciding
the motion should then follow that set forth
in the case of In re Redeclaration of Interfer-
ences Nos. 49.635: 49,636: 49,866; 1928 C.D.
75; 350 O.G. 3. In accordance with the last
stated case, no party in an interference should
be made junior as to some counts and senior as
to others. Therefore, if, in considering & mo-
tion to shift the burden of proof, it is found
that the moving party is entitled to the benefit
of an earlier filed application as to some counts
but not as to other counts in the same interfer-
ence, the motion should be denied.




of a eonnt expmasmg the
tinnity. of dis
twee};:‘he ml%; %pphcanou and the. L
P ion git y ampen&m ¥ y a chein
o¥ sueeasswely copending applications. . Where
phca&wn isa reduction

puctm fit. fnﬁs'ﬁhng:dwem
be obtai 0

A unior by & motion to
ghift the bu en (})f preof. geay
Jones;

104 US.P.Q. 115; Den Bm V.. Mart
1958 C.D. 178,.729 0.G. 724; Fried et al. v.
Murray et al., 1059 C.D. 311, 746 O.G. 568,

Wit pect to the Shlmﬁ,:f the burden
of h;:)rzof it shouldshbe ?m t pmt(lfe order gf
ta testirnony shou upon the
applicant last to file unless all the counts of the
interference read upon an earlier application
which antedates that of the ethar Pattdy

- For proving of foreign Normal”
Priority see 201.14, 201 15 and or the determi-
ggt,mg -of rlghts under Publm La.w 690 828

1.1 S

¥ V.

110505 Dissolution on Pr E
" aminer’s Own Request
Rule 237

Rule 237. Dissolution at the reguest of eraminer.
If, durlng the pendency of an interference, a reference
or other renson be found which, in the opinjion of the
primary examiner. renders all or part of the counts
unpatentable, the attention of the Board of Patent
Interferences shall be called thereto. The interference
may be suspended and referred to the primary exam-
iner for consideration of the matter, in which case the
parties will be notified of the reason to be considered.
Arguments of the parties regarding the matter will
be considered if filed within 20 days of the notifica-
tion. The interference will be continued or dissolved in
accordance with the determination by the primary
examiner. If such reference or rezscn be found while
the interference is before the primary examiner for
determination of a motion, decision thereon may be
incorporated in the decision on the motion, but the
parties shall be entitled to reconsideration if they
have not submitted arguments on the matter.

Rule 237 covers dissolution of an interference
on the Primary Examiner's own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two procedures are available under this rule:
First, if the Primary Examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-

~ this practice, the

mmfawhmi mts;}mpmdmrm

231(a) (2) or 53) Uy
/Y - Emm;w should
state that reconsideration mey be .

‘requeated
within the time specified in Rule 244(c).
(Basis: Notice of Ma; 20, 1937.)
smd, if the Primary Examiner finds o ref-
erence or other reason for terminating the inter-
ference in whole or in part when the interfer-
ance is not before him for determination of a
motion, he should call the attention of the Ex-
aminer of Interferences to the matter. The
Prunm'f Examiner should mclud;e in hlS Ietter
to the
plying t;}m reference or reason to each of the
counts of the int ¢ which he deems -

to all parties, Kule 297, or if o papt%
suthorizes the Primary Examiher to inspect his
preliminary | ment, effect may be given
thereto in considering the applicabilit of 8

reference to the count under ule 237.
1105.02.

The Patent Interference Examiner may sus-
pend the interference and refer the case to the
Primary Examiner for his determmatxon of the
question of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is prepamd and
mailed by the Primary Examiner as 1n the case
of a motion to dissolve.

In cases involving a patent and an appli-
cation where the Primary Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxon v, Halpert, 128
US.P.Q. 481.

If, in an interference involving two or more
qpphcatwns, & reference is brought to the at-
tention of the Examiner by one of the parties
to the interference, that fact should be mede
of record by the Examiner in his letter to the
Examiner of Interforences under Rule 237,

If, in an interference involving an applica-
tion and & patent, the applicant calls attentlon
to a reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
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1105.06 Form of Beelsmn Lener

In order to reduce the pendency of applica-
tions involved in interference pr Pri-
mary  Examiners are directed to render deci-
sions on motions within 30 days of the date of
tra.nsnnttal tothem. =
"The decision should sepamtely refer to. and
declde each motion which has been transmitted
_ ement_of decision as granted
nted bnef{st&temnt

exampge, .
separate motions. " The granting D
motion to dissolve on a single groun
ordinarily need no statement of concIuswn
When a motion to dissolve on the ground of
no right to make urges lack of support. for
‘more than one portion of a count and is granted,
the Examiner should indicate which portions
of the count he considers not to be disclosed in
the application in question. The same practice
applies in denying a party the benefit of prior
application.

otions to amend or to substitute an apphi-
cation do not uire any statement of conclu-
sion if granted, but a denial should be supple-
mented by a stabement of the conclusion on
which denial is based. If an application is to
be added or substituted and the Examiner has
determined that it is entitled to the filing date
of a prior ¢ 1pphcahon by virtue of a divisional,
continusation or continuation-in-part relatmn-
ship, the decision should sostate.

Examples of the above are given in the
following:

The meotion by Brown to dissolve on the
ground of unpatentability to all parties over
X in view of Y is denied.

The motion by Brown to dissolve on the
ground that Jones has no right to make the
count is granted. It is comsidered that the
expression “__________ ” is not supported by
the Jones disclosure.

Rev. 6. Jul, 1065 186

"‘“‘ce ‘thh 1!10102&), Nmee of

ily adi g

Qimu notiona to’ anmmi orto’ sub-
stitute ‘an “applieation, and finall y ‘motions to
shift the burden of proof or relating t6 benefit
of an earlier apg imtwn taking into account
any ‘changes in the issue’ or the parties which
may héve effected by the granting of other
motions. ' If a motion to shift the burden of
proof is granted the change i in the m'der of pat»
tles should be stated.

- I '@ motion to amend is ranted ﬂre deeision
should close with paragraphs setting times for
nonmoving parties to present claims corre-
sponding to the newly admitted counts and for

all parties to file preliminary statements as to

them ‘Such: psmgraphs should ‘take the fol-
lowzi form: -
“Should the pames Smith and Brmm dasnre
to contest priority as to proposed count 2, they
should assert it by amendment to their respec-
tive applications on or before ;ii-—<io oy and
failure to so-assert it within the time allowed
will be taken as'a drsclmmer of the subjact mat-
ter thereof.

On or before —_________ the statements de-
manded by Rules 215 et seq thh respect to
proposed count 2 must be filed in a sealed en-
velope bearing the name of the party filing it
and the number and titie of the interference.
See also Rule 231(f), second sentence.

"If a motion to substitute another commonly
owned ap};hcation by a different inventor is

granted, the decision should include a para-
gmph settmg a time for the substituted party
;o file a preliminary statement in the following

orm:

__________ to be substituted for
the party _.________ must file on or before
4y & prehmmary statement as requn'ed

bearing
the inter-

- - ——— - ——

by Rules 215 et s¢q. in a sealed envelo
his name and the number and title o

ference.
The decision should close with a warning

statement such as the following:

No reconsideration (Rule 231(d) second sen-
tence).

The time periods fixed in the decision for
copying allowed proposed counts and for filing
preliminary statements should ordinarily be the
same and a period of 30 days should suffice in
most cases. However, where mailing time is
materially longer, as to the West Coast or for-
eign countries, or when an attorney and inven-




nmwhawwmmdshwld be typed at.the
.Jeft: hand corner of the last: page. .The
Board ‘Member will in. the ﬁmbelow
deci megumed cons;ﬂmnon, under
1105.01, the word “APPROVED” should be
followed by an indication of matters mquxrmg
such approval.  For example,
“Approved 2s to the motion. to shift the
burden oi proof.”

After the decision is signed by the Primary
Examiner and erfpl‘opmr clerical entry made,
the compleze interference file is forwarded te
the Service Branch of the Board of Patent
Interferences for dating and mailing or for the
Board Member’s sxgnuture if there has been a
consultation.

The motion decision is entered in the index
of the interference file; it should include the
following mfonnatwn and be set forth in this

order:’ :
“Dec. of Pr Bxr,_ . G ranted
nted and
“Gmnted

Date. ..

If some of the motions have been
others denied, the last entry wil
and Denied”, and of course, if all ﬂ*.e motions
have been denied, the last entry will be “De-
nied.” If a date for copying allowed proposed
counts and for fili reliminary statements
has been set, this shou also be in lcated at the
end of the line by

“Amendment and Statement due_._______.
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion” (Form P(O-222)
in each case involved in the interference:

Dissolved

Dissolved as tocounts2and 3
Dissolved as to Smith
Counts ¢ and 5 admitted

These entries should be verified by the pri-
mary Examiner.

Determination of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for ﬁlmg briefs for
final hearing.

1103.07 Petition for Reconsideration
of Decision

Petitions or requests for reconsideration of a
decision on motions under Rule 231 or 237 will
not be given consideration. Rule 231(d) sec-
ond sentence. An exception is the case where

1106 Redeelaranon of Inteﬂ;renm
_and Additionsl Interferences

Redeclaration of mterferenm where necessi-
tated by a decision on motions under Rule 231
will be done by & Patent Interference Examiner,
the papers being prepared by the interference
Service Branch. The decision signed by the
Primary Examiner will constitute the auther-
ization. The same practice will:apply to the
declaration of any new interference which may
result from a decision on motions,

1166.01 After Decision on Motmn

Various prooedum are necessary after de-
cision ‘on_a motion. The followmg g‘eneml
rules magbestate L

(1) If the total result of the mot.um decrsmn
consxsts solely in the elimination of counts, the
elimination of parties or a slnftmg of the bur-
den of proof, no redeclaration is
The motion decisicn itself eonstitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the shifting of the bm'den
of proof.

(2) If the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration gapers The old counts should re-
tain their old numbers for ease of identification.

(3) Since all of the necessary information
concerning an application to be added or sub-
stituted should a Ylpear in the motion decision
or on the face of the application file no separate
communication from the Primary Examiner to
the Patent Interference Examiner is necessary
or desired.

The Patent Interference Examiner will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a party fails so to copy a proposed
count and thus will not be included in inter-
ference as to such count the application will
be returned to the Primary Examiner by the
Patent Interference Examiner with a memo-
randum explaining the circumstances, unless
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moving party nsserts the proposec count

pn the iew count and including only those par-

ties who have asserted it in their applications.

" In declaring a new interference as s result of

a motion decision the notices to the parties and

the delcihmtégnéshaet will include & statement to

the followingeffect: - = .. . .
“Tﬁis’l?ﬁgte‘rférénéfe is declared as the result

of a decision on motions in Interference No.

In this case also, no times for filing preliminary
statementsor motions will beset. "
1106.02 By Addition of New Party by
Rule 238 states the procedure to be followed
when the Examiner finds, or there is filed, other
or new applications interfering as to some or
as to all of the counts. The procedure when
any testimony has beem taken differs consider-
abig' from the procedure when no testimony has
been taken. However, the difference does not
involve the Primary Examiner but rather sf-
fects the action taken by the Patent Interfer-
ence Examiner. ' D
The Primary Examiner forwards Form
PO-830 accompanied by the additional anpli-
cation to the interference Service Branch,
giving the same information regarding the
additional application as in connection with
an original declaration (1102.01) and also in-
cluding the number of the interference. If no
testimony has been taken, the Patent Interfer-
ence Examiner will as a matter of course sus-

pend the interference and redeclare it to include

the additional party setting such times for the
new party or al'l) parties as 1s consistent with the
stage of proceedings at that point. If the addi-
tional party is to be added as to only some of
the counts, the Patent Interference Examiner
will declare a new interference as to those counts
and reform the original interference omitting
the counts which are included in the new one.
In this cese the fact that the issue was in another
interference should be notad in all letters in the
new interference.

1107 Examiner’s Entry in Interference
File Subsequent to Interference
An interference is terminated either by dis-
solution or by an award of priority to one of
the parties. In either case the interference is
returned with the entire record to the Exam-
iner as soon as the decision or judgment has
become final.

Rev. 12, Apr. 1067
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‘has been noted, such as by
v ision Noted™ and initinled by him.
‘The interference file is returned to the i
Branch of the Board of Patent Interferences
when the examiner is through with it. ‘There it
will be checked to see that'such note has bean
made and initialed before filing away the inter-
ference record. = At
1108 Eniry of Amendments Filed in

Connection With Motions

This section is limited to the disposition of
amendments filed in connection with motions
in an application involved in interference, after
the interference has terminated. ,

The manner of treating other amendments
which are filed in an application during the
course of the interference, is discussed in a
separate section (1111.05).

nder Rule 231(c) an applicant is required
to submit with his motion to amend the issue
or to substitute an application, as a separate
paper, and amendment embodying the proposed
claims if the claims are not already in the ap-
plication concerned. In the case of an appli-
cation involved in the interference, this amend-
ment is not entered at that time but is placed
in the application file. o S

If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencil.
{See Rule 266.)

In each instance the applicant is informed of
the disposition of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution following the interference, even
though additional claims had been presented
under Rule 231(a)(2). The interference pro-




_ ceeding was not such an Office action ns relisved
the case from its condition as the doctrine of
Ex parte Quayle, 1985 C.D. 11; 453 0.G. 213.
(Basis: Circular of February 20, 1936.)

It should be noted at this piont that, ander
the provisions of Rule 262(d), the termination

189

of sn interference on the basis of a disclaimer,
concession of priority, abandonment of the in-
vention, or abandonment of the contest filed by
an applicant operates without further action as
& direction to cancel the claims involved from
the application of the party making the same.

¥
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a.dmdm;i by tha B?imrd qf i’m{r Interfnmnm
to! be..the: prier: mvm§ mﬁmﬁt mtmg for

) W ¥ loser: in; ordineg
csses it ?{tll: pohey -of the. %mttﬁd :: ;
stent to wmnmg paxty during the peri
gnthm which appeal may be taken (6 the Coart
of Guswmsan P p%eb, or during the
pendency of such app: refore, the files
are not returned fo the examining group until

after the -termination. of the ai)peal period,
or the terminstion of the ap as the case
may be. Jurisdiction of the iner is auto-
matically restored with the return of the files,
and the cases of all Ee ies are subject to such
ex parte action as ive conditions
may require, even though. where no appeal to
the Court of Customs and Patent Appeals was
filed, the losing party to the inferference may
file 2 suit under 35 U.S.C. 146. In a case where
a patentee is the losing party, and the Office is
notified that a ciyil actxon under 33 U.S.C.-146

has been initiated, the files will not be returne:
to the examining group until after that action
has been terminated. 'The date when the pri-

ority declsu;n becomes. ﬁnal g?go not mark tll:e

of a statuto pen r response by
the ap}ﬁ%cant See Et‘:i parte Peterson, 1941
C.D.8, 525 0.G.3.

If an application had been w1thdrawn from
issue for interference and is again passed ‘to
u;sue, a notation “Re-examined and passed for
issue” is placed on the file wrapper to ether

with a new signature of the Primary F xam-
iner in the box provided for this pu
Such a notation will be relied upon by the
Issue and Gazette Branch as showing tha,t the
application is intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Issue and Gazette Branch during the pendency
of the interference.

See 1302.12 with respect to listing references
discussed in motion decisiona.

1109.01 The Winning Party

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
volving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142: 270 F. 2d 335; 122
U.S.P.Q. 564. In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue
while a suit is pending under 35 U.S.C. 146.
Monsanto v. Kamp et al., 146 U.S.P.Q. 431.
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'f - the bams of the:

m«eﬂwwudmt,wwfﬁwmw&mm‘
ing sgainst: the claims at the time the intérfer-
ence ‘was formed was overcome by reason of

-the award of priority, as an interferencs in-

ke cation and: f-patant which
wph B '»‘ m Enm*‘

mer farththh, kt&k&f*ﬂm pphumm up. fm‘
I£, home@, the :ppimﬁm' of the wmmng

El:y contains an unanswered Office action, the
miner at once notifies the 2. tgphcmi; of this
fact and requires response to the Ofice action

within - 2 shortened. of ‘two months
runging from the dateofszxchnotm«. See Ex
parte Peterson, 1841 C.D. 8;:525 0.G. 8. This
procedure is not to be- construed: 8s requiring
the: reopening of the case:if the Office action
had closed the 'prosecution before the Exam-
mer (See N'otme of April 14,1941, 710.02(b).)
+The winning party, if the prosecutmn of his
case had: not been:-closed, generslly may be
allowed additional and broadér claims to the
commen . patentable ‘subject matter.) - Note,
however,: In re Hoover Co., Ete,, 1948 C.D.
338: 553 0.6 385.) - H&vmg wén the interfer-
ence. he is not ‘denied ‘anything he was ‘in pos-
session of prior to the’ interference, nor has he
acquired any additional rights as a’ result of
the interference. ‘His case thus stands as it was
prior to the interference. If the applmahon‘
was under final rejection as to some of its
claims at the tine the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the csse of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod within which to ﬁie an sppeal or cancel
the finally rejected claims.

1109.02 The Losing Party

The application of each of the losing parties
following an interference terminated by & judg-
ment of priority is acted on at once. The
judgment is examined to determine the basis
therefor and action is taken accordingly.

If the judgment is based on a disclaimer,
coancession of priority, or abandonment of the
invention filed by the losing applicant, such
disclaimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel tie claims
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ment 'of the contest hes & similar result. . See

conceded, or sbandoned are socordingly can-
celled from: the spplication of the party fling
ﬁwdoeu:nmz which resulted in the adverse
Xt the judgment is based on grounds other
than, those referred to in the preceding pers-

. the elaims correspending ssponding to the inter-
gx‘elx’:%e counts in the application of the losin

g.rty should  be treated in rdence wi
vle 265, which provides that such claims
“stand finally disposed of without farther se-
tion by the examinar and are not open te fur-
ther ex parte prosecution.” Accordingly, &
pencil line should be drawn through the clsims
2s to which a2 judgment of priority adverse to
a%p]iesnt has been rendered, and the words
“Rule 265” should be written in the margin to
indicste the reason for thc:]poncil line. If these
claims have not been cancelled by the applicanc
and the case is otherwise ready for issue, the
notations should be replaced by & line in red
ink and the words “Rule 285" in red ink before
passing the ease to issue, and the applicant

i of the cancellation by an Examiner’s
Amendment. If an action is necessary in the
aﬁ»plication after the interference, the applicant
should be informed that “Claims (designeted
by numerals), as to which 2 judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
Rule 265.”

If, as the result of one or both of the two
preceding paragraphs all the claims in the &
plication are eliminated, a letter should
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances, that no claims remain
subject to prosecution, and that the application
will be sent to the sbandoned filez with the
next group of abandomed applications. Pro-
ceedings are terminated as of the date appesl
or review by civil action was due if no appeal
or civil action was filed.

Except as noted in the next paragraph (judg-
ment based solely on ancillary matters), any
remaining claims in each defeated part{’s case
should be reviewed in connection with the win-
ning Party’s disclosure. Any claim in & losing
party’s case not patentable over the winning

rty’s disclosure, either by ifself or in con-
junction with art, should be rejected. Where
the winning party is an applicant, reference
should be made only to the application of
__________ , the winning party in Interference

ut the serial number or the filing date

Ho.

Rew. 7, Jan, 10668

Office Action. However, a losing spplicant
may "ﬁi & rejection besed on'e med dis-
‘ e *

is recsived of the Hling of 'a suit’ uwnder 35
£, 60 o aein s vihildom e
8 1t of the part: the suit. No let-
t;a?to thtt»eﬁect'pl%mnt;*: R
~When the award of priority is based selely

upon ancillary matters, as right to make, and
is in favor 3 the junior psx%f the claims of
the senior party, even though the awsrd of
priority was to the junior party, sre not sub-
ject to rejection on the gmun(f of estoppel,
through failure to move under Rule 231(s) (2)
or on the disclosure of the junior party as prior
art (Rule 257). '

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by nee to the previous action) and, in
addition, rejections as unpatentable over the
issue, unpatentsble over the winning party’s
disclosure, or any other suitable rejections are
made. If it was under final rajection or ready
for issue, his right to reopen the prosecution is
restricted to subject matter related to the is-
sue of the interference. =~ ,

Where the losing party failed to get a copy
of his opponent’s drawing or specification dur-
ing the interference, he may order s copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure. Such
order is referred to the Chief of the Docket
Branch who has autherity to approve orders of
this nature. ,,

Where the rejection is based on the issue of
the interference, there is no need for the sp-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under Rules 231(a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as weH as
where it is ended by dissolution. See 1110.
However, Rule 231(2) (3) now limits the doc-
trine of estoppel to subject matter in the cases
involved in the interference. See 1105.03.

‘1110 Action After Dissolution

After dissolution of an interferemce any
amendments which accompanied motions to
dissolve are entered to the extent that the mo-
tions were not denied. See 1108. See 1302.12
with respect to listing references discussed in

194




INTERFERENCE

motion dmw 3 Iﬁlthe ds for dissolu-
tion are also applicable to the non-moving par-
ties, e.g., unpatentability of the subject matter
of the i;nerfamme, the Examiner should, on
the return of the files to his division, reject in
each of the applications of the non-moving
parties the claims correspending to the counts

194.1

1116
of the interference on the grounds stated in

the decision, It is proper to refer to the “ap-

plicetion of ST an adverse party In

Interference .....- ,‘P’ but neither tho serial

N,
number nor the ﬁ?iing date of such application
should be included in the Office Action.

Rev. 7, Jan. 1088




staolntmn ofaainterfemnmonthebasieof
an abandonment of the contest operates as

direction to cancel the involved claims from
that party’s application (Rule 262(d))..

If all claxmx in an cg@hcamonwm_,
mat;dd in aco pr e, s th
seri in fnmga see the
fourth paragraph o m&?gz for tge

Rule 262(b) reads in part: :

Upon the filing of such abandonment of the contest
or of the application, the interference shall be dlasolved

a5 to that party, bat sach dissolution shall in subse-
quentpmmaavemumeeﬂe&wtmmectm
mmmmlamummmnMot

prlozity. :
Under these ammnstsnees, it should be noted
ursnant to the last sentence of Rule
262 b supra.,ﬂmga rty who abandons the con-
test or the application stands on the same foot-
MwagzthwwmfuredmmSMon
11

1110.02 Action After Dissolution Un-
der Rule 231 or 237

If, following the dissolution of the interfer-
ence under these circumstan any junior
art:g files claims that might have been included
issue of the interference such claims
should be rejected on the ground of estoppel.
The senior of the parties, in accordance with
Rule 257, is exempted from such rejection.
Where it i only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interferencs,
the senior one of this subgroup is free to claim
this common subject matter. Rule 281(a)(8)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See 1105.08.

1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-

106

»mme‘mrdmngwmmmbn
Ject mattar, or in which substantially the same

licants or patentees pm:mthemw, n
gferthatti:mdofthepmewdmgsmm;h

long, nnd no motion or paper ean baﬁls&m ’ny

interference which relates to or in which 18
joined another interference or mmwm- aﬁeetmg
another interference, -

‘The Examiners are also dmi to fils in
each interference a distinet and eopy
of their actions, so that it will not
to examine the records of several mtzrfermees
to ascertain the status of a particular case.

This will not, however, eﬁulytotheﬁesu
mony. All papers filed in violation of this prac-
tice will be returned to the perties filing

1111.03 Ovelflapping Applications

Where one of several applications of the
same inventor or assignes which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinetion between the applications.
In some instances suspension of action by the
Office cannot be avoided. See 708.01.

Where an application involved in interfer-
ence includes, in addition to the subject mst-
ter of the interference, o separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ferencs and moving to substitute the latter
divisional application for the application orig-

Ma m AW' Im




111105 Amendmenu Filed Durmg
Interfm R-16]

ion of am:dmmts filed in con-
nection with motions in applications involved
~in an mterferenoe, ‘after interference has
beea 'i8 treated in & separate sec-
tion (1108). If the amendment is filed pur-
susnt to s letter by the Examiner.
after having Potten ]nnsdmtwn of the mvol ed

c&l;caﬁon
or glaéms tflgr mterfa«mofa :int} a,no
end for the purpose of declaring an
mddrgmml mtar:terenp examiner eonters
the amendment and ﬁ!e proper steps to
initiate the second interference.

| OrEpr AMERDMIETTS

When an amendment to an spplication in-

volved in an interferemce is recei the
Ezxaminer in the amendment and, i
essary, the application, to determine whether

Thedl

&

Rev. 16, Ape, 1068 196

terference.
quest for mnsdxmm the. Gmp
approval, ass of course that the emst
interference is pending before the Board
Patent Intarfmnm Form at 1112.06(a).
_If the amendment presents allowable claims
directed to an mvenmm claimed in a patent or
in another gndmg spplication in issue or ready

for issue, the Examiner requests jurisdiction of
the file, as abave, mﬁnng Yorth in . %ﬁ: ge
)

m&son \iZ e‘f jurisdiction o
8 bylum and when the ﬁle is re-
ters the amendment and takes the

pr%r staps to initiate the second interference.
ere in the opinion of the Examiner, the
proposed amendment does not put the apphm—
tion in condition for in with another
phcatwn not involved in the interference
amendment is placed in t.he file and marked
“not entered” and the applicant is informed
why it will not benowenﬁemdandamdupon.
See form at 1112.10. Where the amendment
copies claims of & patent not involved in the




. 33

.‘H:

interference and which the Xz
are not
prosecution, jurisdiction of the file should
obtsined, the amendment entered and the
claims rejected; setting & time limit for re-
sponse. If reconsideration is requested and
rejeétion 'miade  fnal’ s time Jimit for appeal
should be set. Where the application at the
time of forming the interfersnce was clased
to further ex parte prosecution and the dis-
closure of the application will, prime facie,
not support the copied patent claims or where
copied patent claims are drawn to a nonelected
invention, the amendment will not be entered
and the applicant will be so informed, giving
very briefly the reason for the nonentry of the
amendment. See Letter Form 1112.10.

1]

Zan

1111.06 Notice of Rule 231(a)(3)
Motion Relating to Applica-
tion Not Involved in Interfer-
ence

Whenever & party in: interference brings a
motion under Rule 231(a} (3) affecting an ap-
plication not already included in the interfer-
ence, the Examiner of Interferences should at
once send the Primary Examiner & written no-
tice of such motion and the Primary Examiner
should place this notice in said application file.
(Bagis: Order 3244.)

The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the correct group should be ascer-
tained and the notice forwarded to that group.

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the Examiner
is cautioned by this netice not to consider e»
parte, questions which are pending before the
Office in inter partes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion is in issue and the last date for paying
the final fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. Form at 1112.04.
Third, if the application contains an affidavit
under Rule 131, this must be sealed because
the opposing parties have access to the ap-
plication.

276268 O - 67 - 16

‘-‘,}‘ },b" i" IF ‘ - i
cation’ o ¥ ‘,‘to;::m ”‘

et of this
version of  Applieation
from Joint to Sole or Sole to Jeint,” it in-
cludes all cases where an application is con-

tod to de o or incréass the nmmber of

applicants. "See 201.08. =

' Although, for'q‘i;tgg;icity, the 1

saction is titled

1f conversion is attempted after deciaration
of an interference but prior to expiration of the
time set for filing motions, the matter is treated
&8 an infer partes matter, subject to opposition.

That is, the filing of conversion p ‘during
this period w r or not mgp%eged by a

formal motion will be treated us & motion under
Rule 231(a) (5} and will be transmitted to the
imary miner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions which ms;
have been filed. If comversion is’ i
redeclaration will be accomplished as in other
cases on the basis of the decision on motions. <

If conversion is attempted sfter the close of
the motion period but *Erior to the tsking of
any testimony, the Interference Examiner msy,
at his discretion, either transmit the matter to
the Pri Exsminer for determination or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding paragraph. Forms for converting
a joint application to a sole are given at
1112.09(m) to 1112.09?) and these forms
may be suitably medified to apply to the situ-
ation where an application with three or more
applicants is converted to a joint application
with a lesser number of applicants or where
an application is converted to increase the
number of applicants.

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the guestion of converting an application
he must, of course, determine whether the le-
g:i requirements for such conversion have

n satisfied, just as in the ordinary ez parte
treatment of the matter.

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-
volved in the interference. Such substitution
ia treated in the same manner as the conversion
of an involved application as described above.

Rev, 5§, Jul. 1065



hile the pamm: is
: ﬁhom; approval

plication. for reissue. qf;:a tent is
ﬂled whﬂe the patent is involved in interfer-
enoe, that a; heatmn must be called to the
attention of the Commissioner. before any ac-
tion by the Exammer is.taken thereon. (Ba-
sis: Order 3193.) .
- Such an ap hcatmn should be mmptly for-
warded to tl‘m) Office of the Solicitor with
an_appropriste memorandum. A letter with
titling relative to the interference is placed in
the interference file by the Commissioner and
copies thereof are placed in the reissue appli-
cation and mailed to the parties to the inter-
ference. This letter gives notice of the filing
of the reissue application and generally in-
cludes a paragraph of the following nature:
The reissue apphcatmn will be open to in-
spectmn by the opposing party during the in-
terference and may be separately . uted
during the interference; but will not be passed
to issue until the final determination of the
interference, except upon the approval of the
Commlssmner

111109 Suit' Under 35 USC 14-6
by Losing Party :

When a losing party to an interference gives
notice in his application that he has filed a
civil action under the provisions of 35 U.S.C.
146, relative to the interference, that notice
should be called to the attention of the inter-
ference Service Branch in order that a notation
thereof can be made on the index of the

Rev. 8 Apr. 1966

«mxt ‘uipder BY .S& Mﬂg further %ﬁm is
-withheld on the application of the party Sling

the mxtd Na lat&er to t&mt eﬁmt need

llll 10 BemeﬁtoanrelgnF lingnm

Ifa estfm‘ the benaﬁteiﬂfo ﬂu
date. mlder 35 1.8.C. 119 or under. on 1

‘of Public Law 690 is filed while an applica-
-tion: is involved in. mterference, the. pap

s are
to be placed in the application file in the same
‘manner as amendments received. during inter-
ference, and a Fpmprmte action taken after the
termination of the interference,

A party is not given the benefit of a foreign
filing date in the original declaration of an
mterference, even though favorable action had
been stated in previous ex parte prosecution.
The party having a foreign filing date should
therefore file & motion to shift the burden of
Emof or, for benefit of that filing date under

ule 231( a) (4) and the matter is then consid-

ered on an znter partes basis.

--1111 11  Patentability Reports

The questmn of Patentablhty Reports rareb
arises in  interference proceedings but the
proper occasion therefor may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
motions and the procedure should . follow as
closely as possible the ex parte Patentability
Report practice.

1111.12 Certified Copies of Part of an
Application

This practice has been discontinued with the
cancellation of former Rule 241.

198




1111.18 Consuliation With
em Eumémw

In addztmn to the consultation 1

Patent Interference Examiner or a member of
the Board of Patent Inte&'ferenc:es in any case
‘of doubt or where the practice appears to be .
obscure or confused. In view of their spe-

cialized experience they may be able to suggest
a course of action which will avoid considerable

difficulty in the future treatinent of the case.

1111.14 Correction of Error in Join-
ing Invenior

Requests for certificates correc,tmg the mis-
joinder or nonjoinder of inventors in a patent
are referred to the Solicitor’s Office for consid- -
eration. If the patent is involved in interfer-

ence when the request is filed, the matter will be, .

considered inter partes. Service of the request
on the 0 posmg party will be required and any

ed by an op rty addressed to
the requwt will be. wmlzgregif filed within 20 -

199

connection with certain motion decisions in
11056.01, the Examiner should consult with a,

of de;,temnnmg whether . Geat
‘fapde eonforms to applicable law and
During the interfereuce, & copy of any

aant

x'sgh;!mn concerning the request will be sent to

the opposmg party as well as to the reguestin
Issuance of the cernﬁcate will be thh%
eld untxl the interference is terminated siice
evidence adduced in the interference mey have a
llagggxgg on the quesuon of joinder. also
1

1112 Letter Forms Used in Interfer-
ences
Forms are found in Chapter 600 of the
Manual of Clerical Prooedure which gives de-
tails as to the stationery to be used, number of
copies, typmg format and handling.

1112 01 Letter 1o Law Examiner Sub-
. mitting Proposed Interfer
ence for Correspondence

Under Rule 202

- This correspon@nce is no longer instituted.

Rev. 11, Jon. 1067




Hﬁﬂ R m&s OF PATENT txmmma PROCEDURE
nlzm fmr SW Mms for

i 6
WASRGION.OE u.s.w.\mmrorcoum
y PATENTOFFM '
. - WAIH!HG’!‘QH
;_ .‘ h w: Plesse Refes To:
BT IR it A J’c%m immcorth et al
- Bvan C, Stone e Ser. Ro. .
Press Building 202.1’05
Waahington, . C. 20007
July 1, 1965
L : 1 [Fer
| STRETCH YARN
Cited References Charge Data (it t spplicable)
Deposit Account No. To. of Copies
- - - - —J SHORTENED TIME POR REPLY

P!ease fmd below & communication from the EXAMINER in charge of tlns apphcanon '

Commusmue: of Patents. -

The following claim(s) found aliowable, is (are)
suggested for the purpose of interference:

APPLICANT SHOULD MAKE THE CLAIM(S) BY
(allow not less than 30 days), FAILURE TO DO SO WILL EE
CONSIDERED A DISCIAIMER OF THE SUBJECT MATTER INVOLVED
UNDER THE PROVISIONS OF RULE 203,

Examiner

WCJONES:pef
WOT=-2804

1112.03 Same Attorney or Agent in Applications of Conflicting Interests

This is usually added to the letter suggesting claims:

Attention is called to the fact that the attorrney (or agent) in this application is also the
attorney (or agent) in an apghcatlon of another party and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application.

Rev. 5, Jul. 1885 200




1112.04 Letter Regquesting
P s co.131 UNITED STATES GOVERNMENT

it Memomndum

TO : My, 5 Dn-ector,Up!mtion s DATE: - . -

FROM

’, -h replytefezm o

SUBJECT: yithdrawal from Issue: S,N.

It 18 requested tMt the above-entitled appl:l.caticn
be withdrawn from 1ssue fnr the pumosa of

Filed
(a.nwﬁ)

PATENT OFFICE

a - £ below),

'me ﬂml ree h&s (or has not) been paid.
‘ Respectfully,
Eﬁ'ﬁiﬁer
JCWILLIAMS: fwa

8., ... interference, another party having made claims
suggeasted to him from this application,

b. ... interference, on the basis of claims
(specify) copied from Pat. Ko. .

C, «.o interference, applicant having made ciaims
suggested to him,

d. ... rejecting claims (specify) on the implied
disclaimer resulting irom failure to make the
claims suggested te him under Rule 203,

€. ... deciding & motion under Rule 234 involving this
anplication, the date set for the motion .being
subsequent to the ultimate date for paying the
final fee,

£, ... deciding a motion under Rule 231(a) (3) involv-

ing this aepplication, the final fee having been

paid, or, the motion cannot be decided prior to

the ultimate date for paying the final fee,

201 Rev. 5, Jul. 1885




EXAMINERS IKITRUCTIONS - Please do noe have this feem
SRR T T fotaand to the Tronp k.

written, (omplete the items below by hand (pen and ink), and
patties need not be listed s any specific order,

BOARD OF INTERFERENCES: An inrerferencs is found 1o ehist: hﬂcmdo fcllwkg Canes: K

1 LAST MAME QF FIRST LISTED

S s

VARBLICART s

- !VL o

e

SERIAL NUKBER

915 ¢13

FILED 1ifo.. Doy, Yeaw)

Accesdod bonofly of

s re 1765)

\The following cisims /[

SERMAL RUMBER

-

LAST NAH{ OF FIRST LISTE

S e

FiLED Me., Doy, Ve

e

1f epplicebls, chach clld‘otﬂim prores nm
h:'n.?!? 1102.G1(e} ) ° ¢ *

[ 7Mter terminazion of this interfercace, this npphuu-y
wili be hcld wbre:c to hnbcr enmnnon Andet

Wb

[X 15
will be held subjece to nzrcnon as uup‘tcnuble over the
issue in the event o£ an usani of priofity adverse to

‘applicany.

2’5

llﬂll‘. NUMBER

R

FUED (oo, Day. rm;

Wﬂ[/f

i

Accorded bensfis of

" c»li«t!c M ulfu Mi i® appropriste nmgh

lication
. Rule

[T atter eermisation of this imzréerence, this &
i) t.EEAMINATLON §

claims,

TSERIAL WUMBER

e e e

'!L!D(Hc Doy, Year)

vnH be heid subject ¢ tefection as unptu-nubk- aver the
nsa;‘n:(m the event of an awud of pncw) adverse to
ane,” B -

LAST NAIIE OF PIRST LISTED "A»ucnn l‘ eppliceble, check end.'or fill in appropriete paragraphs
3 / from M.P.E.B. 1102.01(c)
4 / €2 3L ‘A/ /. o’
™ Afzer termination of this interferencc, this application
SERIAL NUMNBER FiLED (Mo., Day, Vesr: ‘c-n be held subject ro further examinacion under ule
2T IJ ) e T e 266.
/ /?7( T (L5 1FES
Accorded bonefis of 'I The following claims
SERIAL NUMBER FILED (Wo., Doy, Year) will be held subject to reiection as unpatestable over the
issue in the evenr uf an award of priority adverse ro
- — applicanr,
LAST NAME OF FIRST LISTED MAPBLICARY™ u opplicoble, chock and or r.u in approprigte porogrephs
4. Sy from M.P.E.P. 1302.03(c)
A an AR
(14 AT A @ Afrer terminat € ok o h |
Lt ¥ ion o s interference, this application
SERIAL R F‘!I.ED (e, Doy. Veaes ;6‘4!'! be held subicet to tareber ‘examination under Rule
. 7 ) 7 >
LoX oL ot 12 j7E 5]
Accerdad bonalis of The follmmg claims /j / ‘/ 2_ i
SERIAL NUMBER FILED (Me., Dap, Ve will be held subject ta rerecdion as unfazentalfle over the
; - - o~ issue in the eventof an awnd of priority sdverse o
é C"H. / / / ey .._,/_f) ’/) / s applicant, :
L4
The raletien of the o the cleime of the ‘,,. FEes (Indicate thave modifiad) 5~ :
COUNTLS NAHE oF ’A? #l?t RAME OF, PARTY ‘// “T’:’/m’
y;ma £ «fé- 1( wé el W e Afksstn
! Lo tm)
2 2 1 ga o
3 T {m] ) E 1 7
P rd
$
[
Have moditied ¢ ounts not appeating in any application typed un 2 separate sheet and attach to thu form.  wr”
GROUP DATE . ueunm t
YA D 15, 194 9 s
" A . "

l

Clork's lnstructionss

D.oRetwn transmirtal alip POS2GE

1)t 5 patent iv involved, obesin a vithe repove snd iclade # vopy.

-
of P02 10 the Bosed of Rpprsals.

w

roam PO-§S0 .6ut

Rev. 5, Jul. 1065
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111206 - B  Jurisdiction s omind 1
1112.06(a) Raqnm for JnMeﬁw of Applimion lnvoived in luwrfmw

Forw €0-121 UNITED STATES GOVERNMENT U S DEPARMNT OF CO&&GERCF.

{ﬁi‘-” - PATENT OFFICE
- M emomndum
TO : Mpr.______, Group Manager, Group DATE:
In reply refer vo:
FROM s Exeminer

SUBJECT: Request for Jurisdiction: Application of
John T, McKibben

Serial No. 385,963
Knitting Machine .
Filed July 1, 1965

Jurisdiction of the above-entitledkgpplication

now involved ih Interference No. 88, 262, McKibben v. Tapes,

is regquested for the purpose of {The Examiner provides

reason or indicates the appropriste item a-d below),
Respectfully,

Examiner

Jd. WILLIAM3S: pef

{a) Suggesting claims thereto for interference
with another party and of entering such claims if
made, and of initiasting such additional iaterference.

(b) Entering an amendment which puts the appli-
cation in condition for another interferencs, and of
initiating such other interfereonce,

{¢) Initiating another interference, znother
party having made claims suggested to him from this
application,

{(d) Entering and taking action on claims copied
from Patent Ko. to_____s with which applicant
requests an interference,

! Note alphebdeticsl arrangement.

203 Rev. 5, Jul. 1985



Examiner for determination of & motion. ' ‘

ST
THE COMEITHIORER OF PATENTS
WASHIRGTOR. B.C. #mn U.S. DEPARTMENT OF COMMERCE
PATENT OFFICE
WASHINGTOR
In re Intf. No. 98,000 :
John Willard :
Ve ~
Luther Stone H

Under the provisions of Rule 237, your attantion

is called to the following patentss

197,520 '~ Jolien 1-1897 21426
1,637,468 Moran L=1950 '21111'-26

Counts 1 and 2 are considsred unpatentable over
elither of these references for the following reasons:

(The Examiner discusses the references.)

Examiner

MMdard spef
Coples to:

John Jones
133 Fifth Avenue
New York, New York 11346

Leonard Smith
60 Munsey Building
Washington, D, C. 20641

Patentee INvoLveED

no reference should be made to the patent claims nor to
the fact that such claims correspond to the counts. See 1101.02(f), last paragraph. However,
this restriction does not apply to claims of the apfplication. Language such as the following is
suggested: “Applicant’s claims—are considered fully met by (or unpatentable over) the——
reference.” ( lgasis: Notice of October 3, 1962.)

If one of the parties is a patentee,
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1112.09 Redeelarations
These are now handled in the Interference Section of Docket Branch.
1112.10 Letter Benying Entry of Amendment Seeking Further Interference

-

(With spplication or patent not involved in pfasent interference)

Th COMMBSIONER G PATENTS ‘ Paper Mo, 4
WASHIRGTON, O.C. 2885
U.B. DEPARTMENT OF COMMERCE
PATENT OFFICE
TVEABIRNTTYOMN

in Reply Please Rofer Ta:

Applicaat:
Richard A, Green

Charles A, Donnelly Set. Na.
123 Main Street 521, 316
Dayton, Ohlo 65497 . Fiied

July 1, 1965

) - Faor
PIPE CONNECTOR

Cited Reterences Charge Data (if eppiicedie;

Deposit Account No. No. of Copres

Please find below a communication from (he EXAMINER in charge of this application.

Commissioner of Patents.

The amendment f1led has not now been
entered since 1t does not place the case in condition for
another interference.

(Follow with approoriate paragraph, e.gz., (a) or
(b) below:)

{a) Appiicant has no right to make claims
because (state reason briefliw,) (Use where applicant cannot
make claims for interference with another appiication or
where applicant clearly cannct make claims of a patent,)

(v) Claims are directed to a species

which is not presently allowable in this case,

Examiner

ZGREEY :ng
WOT-2802

INTERFERENCE ox o 11210
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