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The Patent Office in admi :
ent Laws makes many decisions of a discre
ary nsture which the spplicant ms ﬁeel demy
him the protection to he is en-
titled. differences of opinion on such mat-

ters can be justly resolved onl ribing
and foll yd.wm.l yby%
differences opmmnmcemtbe denial of
: - claims because of prior art or msterial
efici w%thedmc!mmmtﬁmhmthe
eation, e questions thereby rsised are
mdwml@tzato merits, and appeal procedare
within the Patent Office and to the courts has
long been provided by statuta.
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U.S. Supreme Court

(by writ, af certiorari
which is rarely
granted)

1203 Constitution of Boa {R-16]

3b U.S C. 7, provides for coustitution of the
Board of Appeals as follows:

Ewtraot from 88 UB,U. T Board of dppecis. Me‘x-
aminers-in-chief shell be porsons of competent legal
knowledge and scienfific abiitty. The D sslomer,
the assistant commissioners, and the examivers-in-
chief shall constitute a Board of Appeals, which, o
written appeal of the gpplicant, shall review adverse
decislons of examiners upon applications for patents.
Bach eppeal shall be heard by at least three members
of the Board of Appeals, the membery hearing such ap-
peal to be designated by the Comsmissiones. mnmrd
memmwmnt hearings

mwmmmmmmmmwmmm




her claims
and 110L.0B(f).
om of an appeal tmﬁsr Buie
concurrently with an inter-
£aI0e 8, pkm»

I&ced ;p the file, that

the mﬁerfemnee Goes not with the sub-

- ject matter of the appealed d&ims.’ Seo Rule

Sub]ectalonetodﬂlgen prosecution by the

tnmbytheCmnmwmoneroranAsmstant
beCommlsmspwﬂoner for examinstion will eonff:mue to

Wout its entire course of prose-
cution in the Patent Office, including appeal,
if any, to the Board of Appeals.

1205 Prereqmmtes for Appeal, Some
Matters Handled Concurrently

With Appeal [R-16]

Bule 181, Appesi to Boerd of Appecls. (a) Every
applicant for & patent or for reissue of 2 patent, any
of the claims of which have been twice rejected, or who
"hes been given g finsl refection (rule 113}, may, upon
the payment of the fee required by law, appeal from the
decision of the primery examiner to the Board of Ap-
peels within the time allowed for response.

{b) The appesl must identify the rejected claim or
clatms appezled, and must be signed by the applicant
or hisg duly authorized attorney or agent,

{e) Bzcept as otherwise provided by rule 208, eppeal
when tsken must be taken from the rejection of all
clalems mdm- refection which applicent proposss to

juestions relating to matiers not affecting
mmmmmvmmnmymmmmbe
seitled before an apponl can be considered.

Bev. 18, Ape. 1968

1206 Timé for Fﬁmg Bnef

212,1108."

Rale 192 Appellont’e bicf. (a) The appelient shali,
within gixty days fromn the date of the sppeal, or within
the time allowed for respopse to the action appealed
from if such time is lspter, fie o brief of the authorities
and arguments on which he will rely to maintain bis .
appesl, incinding & concige explanation of the invention

- which should refer to the drawing by reference char-
acterg,.and. & copy of the claime Invelved, at the same

tima indicating if he desires an oral heering. Two extra

‘copies of the brief are requived If an orsl hearing fs

reguested. The Board of Appesis may, for. sufficient
cause shown, extend the time for Siing the brief o &
date not later than sixty days aféor the original explira-
tion date. Any longer or furiber extengions must be
sought from the Commissioner. All regvesis for ex-
tengions must be flled price to the expiration of the
period sought to be exiended.

{b) Ontaﬂnretomemehﬂetwithinthetimeﬁ-
lowed, the appea! shall stand dismissped.

Where the brief is not filed but an amend-
ment is presented within the period allowed
for filing the brief which places the case in
condition for allowance, the amendment m dy
be entered as the apphgdat;ma r:éams Sﬁ: peg) 3
ing status urmdg sal 1 1
1215.01 and 1215 pe

Ses 1215.04 for practice relating to dismissal

of appeal.

1207 Amendment Filed With or After
Appeal

The record on « should be_essentially
the record before the examiner at the time ap-
peal is taken. Thus, no amendments, except
undsr Rule 193(b), presented afier appeal has
been taken should be entered for ges of

appedl, and no exception should be made io
this, see Bule 116(c). Amendments, argu-
mema, or affidavits filed concurrently with or
of even date with appeal notice will bs con-
strued as filed sfter appeal for the purposs of
this procedure, even though they may be the
first response to the final action. In sccordance

210




% paper;is
places the :

such
applicant. - If such paper does not on it
place the application in condition for allowance,
it should not be considered: further (unless in
the examiner’s judgment there are only minor
matters which could be readily cleared up.in &
telephone interview leading to a notice of allow-
ance) and pro amendments therein should
not be entered. - Notification that such papers
do not place the application in condition for
allowance will be made by use of s form letier
(POL~309). ‘ : F L
In  accordance with the above, the Brief
should be directed to the claims and to the
record of the. case as they appeared upan filing
the appeal, but it may, of course, withdraw
from consideration on appeal any claims or is-
sues as desired by appellant. .~ ... .. .
Upon timely filing of a Brief, it will be re-
ferred to the examiner for his consideration of
its propriety as to the appeal issues and for
reparation of an Examiner’s Answer if the
rief is proper and the application is not aliow-
able. The Examiner’s Answer will normally
be of the shortened type referring to and rely-
ing on the final action; it may withdraw
rejection of claims or any objection or require-
ment as desired by the examiner. No new
ground of rejection or objection should be in-
corporated in the Examiner’s Answer without
express approval in each case by the Group
Manager. See 1005. See 714.13 for procedure
on handling amendments filed after final action

and before appeal.
1208 Examiner’s Answer

Rule 193. Ezaminer's answer. (a) The primary ex-
aminer may, within such time as may be directed by
the Commissioner, furnish a written statement in
answer to the appeliant's brief including such explana-
tion of the invention claimed and of the references and
grounds of rejection as may be necessary, supplying a
copy to the appellant. [f the primary examiner shali
find chat the appeal is not regular in form or does not
reiate to an appealable action, he shall so state and a
petition from such decision may be taken to the Com-
missioner as provided in rule 181.

(b) The appellant may file a reply brief directed only
to such new points of argument as may he raised in the
examiner's answer, within twenty days from the date

279613 OBy

of t r's’ Answer and {8) ﬁg:
; xaminer ha sufficient experience to
6 Of ‘assistance i the consideration of the
merits of the issies on ai?peul, : -

Where the Primary Ezaminer has, himself,
examined an spplication and made the final
rejection a conferance relative to such a case, if
appealed, is dkcw:icnal‘g ‘with him.

. If a conference is held, the Primary Exam.
iner should weigh the arguments of the other
Exeminers but 1t is his r’esgfnsibiﬁty to make
the final decision. During the conference, con-
sideration should be given to'the possibility of
dropping cumulative art refections and elimi-
nating technical rejections of doubtful yalue.
“Oh the Examiner’s Angwer, the third person
{conferee) should place his initials balow those
of the Examiner who prepsred the Answer,
thus: ABC  (conf. Tﬁis does not indicate,
necessarily, concurrence with the pasition taken
in the Answer. T

If the Examiner charged with the responsi-
bility of preparing the Answer reaches the con-
clusion that the appeal should not be forwarded
and the Primary gxzminer approves, no con-
ference is held.

Before preparing the answer, the Examiner
should make certain that all amendments ap-
proved for entry have in fact been physicslly
entered in the application. This is important
to insure that the claims considered by the
Board are the same as those forming the basis
of the appeal.

The Examiner should furnish the appeliant
with a written statement in answer to the ap-
pellant’s brief within sixty calendar days after
the filing of the brief.

The answer should contain a response to the
allegations or arguments in the brief and
should call attention to any errors in appel-
lant’s copy of the claims. The Examiner
should treat affidavits or exhibits in accordance
with Rule 195, reporting his conclusions only
on those admitted.

If the brief fails to respond to any ground of
rejection advanced by the Examiner, the Ex-
aminer should simply inform the Board of
Appeals of this fact in his Answer and specify
the particular claims affected. Since such lack

211 Rev. 14, Qct. 1967



hppesl 'for eowdemtxm mnta.meiwns whxch

are not the claims _in the Exzeminer’s

final rejection. . Thay are mther enttml naw

claima or amended versions of the fina

gﬂf@d claims, or both. The mgﬁd&fugg ox'tl
rejectod .claims as amen uently

contfzm imitations not in the claims treated in

- Only those statements of |

the final rejection. The arguments in the ap-

llant’s brief are directed to the new claims.

Inder such circumstances the mers reference
in the Examiner’s Answer to the final rejection
for a statement of his position would leave the
Board, insofar as the new claims sre concerned,
with an uncrystallized issue -and -without the
benefit of the Exammer’s view, which oomp]x-
cates thetask of rendermga decxsmn.

Jt also mot - pently happens that .an
Examiner will state his position i the answer
mamannertlmtre resents a shift from the
position stated in the final rejection without
indi that the last stated position super-
sedes the former. Such a sxtuatxon co

Bev. 14, Oct. 1967
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wkmgmfanm stope:
by A. Exsminers my inmmntemths mm ;

thain statement  of or mmm
merely by rgfem"w » wﬁnalf- o]
.other action on' which it iz ‘based. !
s of m;eetmn 8s
appear in & single prior action should be incor-
rated by reference. Statements of grounds
of rejection appearing in actions other the
aforementioned single prior action should be
quoted in the answer. The page and paragraph
of thn final action or other smgle pmor act;xon
which. it is desired to mmrgamte bfy
should he explicitly identi O come,
the examiner feels that some further explana-
tion of the rejection is necessary he should in-
clude it in the apswer but ordmarily he may
avoid another recital of the issues and another
claborstion of the grounds of rejection. - The
answer should also include any n rebut-
tal of arguments presented in the appellams
brief if: final action does not adequawly
meet the arguments.




cussed in the answer may be ¢ : ,
ag having been withdrawn. ;
The &udhswthmﬁywremdaease
to the Examiner for a fuller description of the

When files are forwarded, soft
rints of references fastened therein should not
disturbed. The Service Branch of the Board
will discard any unnecessary copies. a
A form suitable for the er’s Answer
is as follows:
POIL-84

Iw 2w APPLICATION OP
Ser. No. eceeee Before the Board of Appeals
Filed

Appeal No. eeu-..-

pears on page — of ppe
any claims are incorrect, they
rectly reproduced in the answer.) .
Statement as to any ground of rejection not
argued or responded to by applicant and the
particalar claims aff by such lack of

mmfemmofmwrdmﬁedmam:

1,786481  Smith........8-20

’ 1804824  Jones...owwnT-28
(In citing non-patent references, the current
location of the re ce should be specified by
class and subelass or, if not classified, the par-

claimed invention and, in the case of 2 ma-

705.01(a).
1208.01 New Reference, New Objee-

S tion or New Ground of Rejee-
tion in Examin r’sﬂm
At the time of preparing his answer to sn
appeal brief, the Examiner may decide that he

ould cite & new reference, raiss a new objec-
tion, or apgloys new ground of rejection (new
refarence, double patenting, statutory bsr or
other resson for rejection) agninst some or all
of the sppealed claims. The Group Mansger’s
approval must be obtained prior to writing the
Answer for any new reference or new ground
of rejection or objection incorporated in the
Examiner’s Answer. i of the G

After prior approval of the Group Manager
is obtained, allipnswers citing new referencesor
containing new grounds of rejection or olgﬁe
tion must be routed over the Supervisory Pri
mary Examiner’s desk. These should then be
brought to the attention of the Manager for his
review and approval. The Manager will stamp
“approved” on the file cop{{, only, of the Answer
if 1t cites new art or applies & new &mm& of
rejection or objection and meets with his ap-
proval. If approval is given to the citation of
new references, the Answer will be mailed by
the Group and will include copies of the new
references. Reference Order Center will not be
involved in these actions. Also, a PO-892 must
be completed for the file for use by the printer
in case of issuance as a patent. The Board will
return to the Director’s Office any Answer con-
taining (1) any newly cited reference (for any
purpose) or (2) a new ground of rejection
where such Answer does not bear an appmm«i
smpl

In order to introduce a new ground of re-
jection it is necessary either to reocpen the ex
parte_prosecution before the Exsminer or to
include the new rejection in the Examiner’s
Answer, depending on existing circumstances.
The choics of action to be followed will depend

Hevw. 1B, Jan. 1068



ence &h 8
Referencess{’;’?‘The references of d 1
upon d appear under a caption to that
eggct, ie., “The references of record relied on
are:” even though no new r:f rences are cited.
Likewise when a ground of rejection not in-
volving & new m&ermmmmmmﬂu firat
time in the Answer after consultation with the
mnianagetthefadthatltmam und
s be cl indicated, thus: IS A
NEW GROUND OF REJECTION,; or some
aquivalent statement.
¥ grounel of rojotion shoud conctads with
new rejection wi
the following mem )
“In view of the new ground of rejection
appellant has sixty days within which he may
o & veply to this Answer. Such reply may
includzhaeny amendnﬁn;;lgr material appropné
ate to the new groun maey request reman
to the Examiner to consider such smendment
or mate:ﬁﬁi Prosecution ghoth::m remamg
closed. ure to respond new groun
of rejection may be construed ss an scquies-
cence in this rejection.”

Rev. 16, Ape. 1903

1209 Oral Hearing
Rule 194 Heering, If no veguest for oral hearing
has been made by the appeliunt, the appeal will be
asgigned for consideration and decision. If the ap-
pellant has reguested an oral hearing, & day of hearing
will be set, and due notice thereof given to the appel-
lant. Hearing will be held ag stated in the notice, and
oral argument wili be limited to one-half hour uniess
otherwise ordered before the hearing beging,

1210 Actions Subseguent to Examin
er’s Answer but Before Board’s
Decision [R-16]

JurwicrIoNn oF Boanp
Upon mailing of the Examiner’s answor on
agpeal, jurisdiction of the case with vespect to
the ap rests exclusively with the Board of

Appeals. Any amendment, affidavit, or other

gaper relating to the appeal, filed thereafter

ut prior to the decision of the Board, may be
considered by the Examiner only in the event
the case is remanded to him by the Board for
that purpose.
Dyviomo Josmsororion
Where sppeal is taken from the flual rejec-
tion of one or more copied claims only, jurisdic-

214




w‘:mﬁ&r mappeﬂﬁoﬂmﬁmﬁuf
&Y pn’med concurrently with an

.1211 Runnnd hy the Board To -Con-
‘ sider Amendmmt
on the Board

Thewe is no obligation
to consider new or amended claims submztmd

while it has jurisdiction of the aggl
Sweet,lmggﬁaﬂ 556 O.G. Apro—
amendment may be remanded for such
consideration gs the Examiner may see fit to
e. Such an smendment, unless filed under
ﬂ:le 198(b), will be treated in the same way

ent after final re]ectlon
If the proposed amendment is in effect an
abmdonmtofthotg:pml,as,bycaneehng

3 are patenmb?e in the e Ex-
ammar, the amendment be enﬁered, the
" Clerk of Board boing so notified in order that
flhe case may be removed from the Board’s

1212 Remsand To Consider Affidavits
[R-16]
Rule 185. Afidavits afier appeal. Afidavits or ex-
hibits submitted afier the case has been appealed will

not be admitted without & showing of good and suffi-
clent reasons why they were not earlier presented.

Affidavits filed with or after appeal but be-
fore the mailing of the Examiner’s answer will
be considered for entry only if the & “})phcant
malces the necessary sho under Rule 195 as
to why they were not earlier presented. Au-
thority from the Board is not necessary to con-
sider such affidavits. Affidavits filed as a first
response to a final m;ectmn and prior to a notice
of appeal should be entered and considered

without a showing 8s to why they were not filed
earlier. Affidavits filed as & second nse to
a final rejection and prior to & notice of appeal

should be entered and considered only if accom-
gwn;cﬁ liy & proper showing under Rnle 116(b).
In the case of aflidavits filed after the mail-
ing of the Examiner'’s answer, the Examiner
is without authority to consider the same in the
absence of a remand by the Board. When a
case is remanded to the Examiner for the con-
sideration of such affidavits, the Examiner, after
having given such consideration as the facts in
the case require, will return the case to the Board
of Appeals with his report, & copy of which

214.1

mmrits. If thiz affidavit is accepled as overcom-
the reference, or references, used in tha final
action, and & new reference having s filing
date prior to the date of invention establ
the record, or having s publication date more
than one year prior to the applicant’s filing
date, is found, it ma: substxmmi for the one
overcome without by Teo the case
te further prosecution before the Examiner,
Ex parte Bowyer, 1688 C.D. 5; 505 O.G. 759.
Itxsnotthaca&mnofﬂmﬁoarﬁtommnd
affidavits offered in connection with a
for reconsideration of its decision. Affidavits
submitted for this purpose, not remanded to
the Examiner, are considered only ss argu-
gﬁxmhmﬁarhn,lMBCD 180 588 O.G.

1213 Decision by Board [R-16]

Batreof of Rule 106, Deolsion by the Boerd of
Appecls. (&) The Board of Appeals, In Hs decision,
may affirm or reverse the decision of the primary ex-
aminer In whole or in pazt on the grounds and on the
claims specified by the exsminer. The efirmance of
the rejection of a claim on any of the grounds specified
constituten & general sfrmance of the decision of the
primary examiner on that claim, exrept as to any

ground speclfically reversed,
1213.01 Recommendations of Board
[R-16]

Hztract of Rule 196. Decision by the Board of Ag-
pesls. . - . {c) Should the decigion of the Bosrd of
Appeals include an explicit statement that a claim may
be asllowed in amended form, applicant shell have the
right to amend in conformity with such statement,
which shall be binding on the primary examiner in the
shsenee of new references or grounds of rejection.

If the Examiner knows of references or rea-
sons which were not before the Board, such a
favorable recommendation is not binding upon
him. Likewise, any charge in a favorably rec-
ommended claim other than the amendments
recommended would tend to destroy the force
of such recommendation. Ex parte Young, 18
Gour, 24: 31,

In the abscnes of an express recommenda-
tion, a remark by the Board that a certain
feature does not appear in a claim is not to
bo taken 8s a recommendstion that the claim
be allowed if the feature is supplied by amend-
%eat. %gx parte Norlund, 1913 C.D. 161; 182

Beov. 16, Apr. 1968



121401 New Ground of Rejection

mmmm MIQMBMM
Appecls . .. (b) Shounid the Boaxrd of Appesis have
Wﬁmmmmmmmw
for refecting any appenled claims, it may fecluds in its
decision & statement to that elfect with its reasons for
80 bolding, which statement shall constitele ¢ refection
of the cdaims.  The sppeliant may sohmit an appropri-
ate amendment of the claims so refected oz & ghowing
of facts, of hoth, and have the msiter considered by
the primery examiner. . The sisbement sball be bind-
ing upon the primary exuminer Bnless en amendment
or showing of facts not previously ef record be made
which, in the opinion of the primary examiner, avolds
sion. ' The applicant may waive such reconsideration
before the primary examiner and have the cgse re-
considered by the Board of Appesls wpon the eame
record before them. Where request for such recomn-
sideration iz made the Board of Appeals sball, if nee-
essary, render & new decision which shail include all
grounds upon which & patent is refused. The applcant
may walve reconsideration by the Boawrd of Appeals
and treat the declsion, including the added grounds
for rejection given by the Board of Appeals, as & final
decision in the case.

The request for reconsideration by the Board
must be filed within thirty days from the date
of the decision, the penod set. by Rule 197,
second h. Byp in this man-

ner the spplicant waives his te further
meemnon before the Examnmr In ro Green-
el I%OCD 531; 400 0.G. 226.

Board’s decision completely re-
moves the Esaminer’s rejection as to one or
more claims and substitutes & new one under
Rule 196(b), the ugplxeant., if he elecis to pro-
ceed before xaminer, must take such
action mthm mx months from the Board’s
ggg?lgnbgmthndwmmwmfo?(} 138;

: response
e o e e
o applicant may amend the claims in-
volved, or substitute new claims to avoid the
art m- reasons adduced by the Board., Ex
aﬂe Burrowes, 1904 C.D. 155 110 O.G. 599.
ch amended or naw claims must be directed
to the same subject matter as the ed
claims, Ex purte Comstock, 1928 C.
317 0.G. 4

215

decizion of the as final end
Mappmlthmfmmtoﬁnc.&?..&.,m
a civil action tmder 85 US.C. 145, In e
C‘m 1980 C.D. 860; 397 O.G. 8.
n.g icant avails lummlf of the thmi qg;-
t,zon,, wmves his rﬁt to. msxdexwm

Board, Examiner,
abgm. Ianem.,, 1910 CD. 292 151 OG
1014

1214.02 Pmm!ure After Bemon
[R-lﬁ]

Emw fmm Bule 197, Am mmwﬁm simim.
{a) After decision by the Board of Appesiz, the case
ghall b returned to the peimery ezaminer, subject 0
the applicant’s right of appeal or other review, for such
farther action by the applicant or by the primary ex-
gminer, umecondiﬁcnotthemmymmm
carry into effect the decision. - -
AftermappealtotheerdofA pealshas
been decided, a copy of the declsmn is mailed
to the appellant and the original placed in the
file. The Clerk of Board notes the decision on
the file wrapper and in the record of appesals,
and then forwards the file to the Primary Ex-
aminer through the office of the Group Manager.

1214.03 Rehearing and Reconsidera-
tion

Under Rule 197, any request or for

rebearing or mc&nmdemuon, or modification of

the decision, must be filed within thirty days

from the date of the decision, unless

that decision is so modified as to become, in
effect, s new decision, a.nd the Board of Ap-

peals so states,

Any soft co mmtheﬁlewmp should
not be removed until the period of reoonsxdera.—
tion expires.

1214.04 Examiner Reversed [R-16]

A. complete reversal of the Examiner’s re-
jection brings the case up for immediate action
L the Examiner.

Tha Examiner should never regard such s
reversal as a chall to make a new search to

uncover other and references. This is
particulerly so where the application has

Bev, 16, Aye. 1968



ecut:on nnderﬂuhmafortbapurpm
Mngt.hsnewmem

mmmm Acﬂosfommin am
.o« (¢) When an appeal is or stands Glmnissed, or
when the time for appeal to the court or review by
civil action (rmm)huuﬁmdaMmmamml
ordvﬂacﬂmmbemMproceedlnnmtheap-
pﬂaﬂonmwmidaedwmimwdudthedimmal
or expiration date except in those applications in which
claims stand sllowed or in which the nature of the
decision requireutnrmacﬂonwmeemmhm b5
mappealtotheeomtmadvﬂacﬂmhnbeenﬂled,
proceedings in the appiication are similarly considered
termingted when the sppeal or civil action is termi-
nated,

wiglethe ¥t, it g im tonfﬁ?’ o
or in pa is improper %
phcmtofth%sﬁﬁtmoftgemnnlem askg;
to do so. See Ex parte Buchenberg 1824 C.D.
85 ; 827 0.G. 216.

The time for secking review of a decision of
the Board of Appesls by the C.C.P.A, or the
Dm%(}omrtmthasamforbothtnbnmls,

is, sixty days, or sixty days with the ex-
ﬁensmnpmwdedbyliule&)&mtheavmtupeh—
tion for reconsideration or rehearing is sea-
sonably filed before the Board. When the time
for seeking court review (plus two weeks to al-
low for information as to %f&n appeal
or civil action, if any, to Examiner)

Beov. 16, Apr. 1068 il

’ ofﬂmfw tha’s tha penud fﬂl‘ seak
mgemtmﬁvofthedm«m bythem
of Appeals rendered #ion) has ex-

hm M POCRNG 3] :
o are e%nmdg:ad tenmnsted 8506 B 197

(c 99

' )‘The i i pdmd to isme on
claims ( ify) which stand sllowed pro-
vided the formal matter(s) is (are)

wtf y o Prosecution is otherwise

(Set )om formsl matler(s) reguiring cor-
rection,
(Set Shortened Statutory Peried for re-

spmﬂ%mma reguire aotion, 1f the decision of
the Board is an affirmance in part and includes
s teversal of a rejection thet brings cerlain
claims up for sction on the meriis, such a8 a
decigion allowing generic claims in & case con-

claims to nonelected species not pre-
viously acted upon, the Examiner will take the
case up for appropriate action on the matiers

thus brought up, but the case is not considered
open {6 r prosecution except 2s to snch
maﬁtem.

D. 196(b) rejection. Where the Board

makes & new rejection under Rule 196(b) and
no action is taken with referance thereto by the
applicant Wlthmbasxxmmontm %f suol shortoned

period as may in oard’s decision,
the exsminer should proceed in the manner




mitted for court review, ordinarily sisty ds

should proceed in ‘the manner indicated fo
situstions A, B, or C, depending on which is
appropriate to the case. . See 1213.08. ..; -+

e practice under situstions A, B, and C is
similar to the practice after a decision of the
Court outlined in Section 1218.01. :

In view of the above practice, Examiners
must- be very careful that applications which
come back from the Board of Appeals are not
overlooked because every case,except those in
which all claims stand rejected  after  the
Board’s decision, is up for action by the Ex-

aminer in the event no court review has been

sought. Con%ntly,:;when a file is received
after decision by the Board of Appesls, it
must be examined and appropriate precautions
ta]zken tl?f indicari‘oin the prﬁgegce c.;)f allowed
claims, if any.. This may be done by writing
themr;z,taﬁon “Allowed Claims” on “(%(Jmteng5
of file wrapper immediately below endorsement
“Decision by Board”.. - . .. .. ..

_ See Sections 1216.01 and 1216.02 for proce-
dure where court review is sought.

1214.07 Reopening of Prosecution

Rule 198. Reopening after decision. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under tHe provisions of rule 198, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficfent cause being shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecu-
tion of the case is definitely closed, the appli-
cant clearly is not entitled to have such amend-
ment entered as a matter of right. However,
if the amendment obviously places the case in
condition for allowance, the Primary Exam-
iner should endorse on the amendatory paper a
recommendation that the amendment be ad-
mitted, and with the concurrence of the Group
Supervisor and approval by the appropriate
Director, the amendment will be entered.

Where the amendment cannot be entered, the
Examiner should write to the applicant noti-
fying him that the amendment cannot be en-
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_amended) raise new issues’ which
equire further consideration or search.”
~In the event that claims stand allowed in the
cage under the conditions set forth in 121406
{paragraph B}, the ‘case should be passed to
issme, o o roiiiiniciin e , ey

1215 Withdrawal or Diemissal of Ap-
1215.08 Withdrawal of Appeal
Where, after appeal has been filed and be-
fore decision by the Board of Appeals, an
appeliant withdraws the appeal more than six
months after the date of the final rejection, the
yplication is to: be considered abandoned: as
of the date on:which the appesl was with-
drawn unless there are allowed claims in the
CRBR. o et T
. Where & lotter abando imgﬁthe application is
filed in accordance with Rule 138, the effective
date of abandonment is the date of filing of
such letter. (Basis: Notice, Sept. 3, 1948.)
‘If a brief has been filed within the time per-
mitted by Rule 192 (or any extension thereof)
and appellant withdraws the 'af al, the case
is retarned to the Examiner. 1If there are no
allowed claims in the case, the Examiner writes
a letter of abandonment. '

1215.02 Claims Standing Allowed

If the apPHcation contains sllowed claims,
as well as claims appealed, the withdrawal of
the appeal does niot operate as an abandon-
ment of the application, but is considered a
withdrawal of the appesaled claims and suthor-
ity to the Exeminer to cancel the same. An
amendment canceling the appealed claims is
equivalent to & withdrawal of the appesl.

1215.03 Partial Withdrawal

A withdrawal of the appeal as to some only
of the claims on appeal operates to withdraw
those claims from the case and the appeal con-
tinues as fo the remaining claims. e with-
drawn claims will be canceled by the Examiner
when necessary without further action by the
applicant.
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192, the appeal mds

operation of the The Ietter
Board of Appeils notifying the apy
the appeal stands dismisse

ply. - If no claims stand allowed the appli-

the brief was due. No notification of the
applicant that the application is abandoned is
necessary. If claims stand allowed in the ap-
plication, the failure to file a brief and conse-
quent dismissal of the appeal is.to be treated
as a withdrawal of the appeal and of any
claim not standing allowed. The application
should be passed to issne forthwith when the
file is received from the Board of Appeals.
However, if formel matters remain to be at-
tended to, the Examine. should take appropri-
ate action on such matters, setting a shortened
period  for reply, but the application is to be
considered closed to further prosecution except
as to such matters. - o :

A letter such as the following is suggested:

* “In view of applicant’s failure to file a brief
within the time prescribed by Rule 192, the
appeal stands dismissed and the proceedings
as to the rejected claims are considered termi-
nated; see Rule 197, third paragraph.

“This application will be passed to issue on
claims (édentify) which stand allowed pro-
vided the following formal matter(s) is (are)
corrected. Prosecution is otherwise closed.”

(Set out formal matter(s) requiring cor-
rection.) s

(Set Shortened Statutory Period for re-
sponse.)

The time for filing the brief can be extended
as set forth in Rule 192. Any petition for such
extension must be received before the date the
brief is due or the expiration of a previously
granted extension and must show good cause
for the extension. If the time for filing the
brief has passed and the application has conse-
quently become abandoned, the applicant may
petition to revive the application, as in other
cases of abandonment, and to reinstate the ap-
peal: if the application is not abandoned the
petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in
the petition to revive would be required. Such
petitions will ordinarily be handled by the So-
licitor and Law Examiners on behalf of the
Commissioner.,
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case is before the court either on
in a civil action under 35 U.S.C. 145,
ssal must be determined according to the
umstances leading to the dismissel, In no
event will the application be considered aban-
doned as of a date prior to the date of the
dismissal by reason of the dismiseal alone.
1216 Appesls to Courts

Files of cases carried to the courts, either by
appesal to the Court of Customs and Patent

Appeals or by civil action in the District Court
for the District of Columbia, are not opened

by the Patent Office to the public.

During the pendency of & suit, while the file
is retained in the examining group until the
case comes up for trisl, the application is not
under the jurisdiction of the Kxaminer; and
any amendment, as one copying claims from
a patent for interference pu , can be ad-
mitted only under the provisions of Rule 198.

1216.01 To Court of Customs and Pat-

T ent Appeals

An applicant dissatisfied with the decision
of the Board of Appeals may within 60 days
of the date of the Board’s decision file a “Notice
of Appeal” in the Patent Office. ;

en the Office of the Solicitor receives the
appeal, it acknowledges receipt of the notice
and requests that an order (called praecipe)
be filed within 20 days. The order or praecipe
states the exact papers to be certified which
forms the transcript of record that is trans-
mitted to the court.

The transcript of record, petition and fee
must be filed in the court within 40 days (exclu-
sive of Sundays and legal holidays) from the
date upon which said “Notice of Appeal” was
filed; provided the Commissioner does not
extend such time.

The appeal is docketed in the court if the
petition, transcript and fee are timely filed. If
not timely filed, there is no specific order of
dismissal by the court but the rules of the court
restore jurisdiction to the Patent Office. If no
claims stand allowed proceedings are consid-
ered terminated on the last day the petition,
transeript and fee were due (since up to this
day the case was alive and appeliant could take
some action).

After restoration of jurisdiction to the Patent
Office the action taken by the examiner will
be the same as set forth in the paragraphs under
*Action Following Decision by Court”.




After the court has heard and ;
appeal, & copy of the decision is seat to the
Pl:tentom@'mdmtqt,ha?; lant.
the aPpe‘Iant files & petition for rehearing, the
court’s ruling thereon is communicated to the
Office and to the appellant by the clerk of the

court,
Finally, the clerk of the court forwards to

the Office a certified c:ipy of the court’s deci-
aims.

sion on the appealed claims. This copy is a
duplicate of ‘the uncertified copy first for-
warded, unless modified as a t of the peti-

tion for rehearing or, possibly, altered to cor-
rect some minor error. The receipt of this cos:y
by the Patent Office marks the conclusion of the
appeal. The decision of the court is published ;
but unless the application becomes a patent, the
public is not given access to the applcation file
itself. ‘Since a transeript of the application
becomes a part of the court record, it may of
course be inspected there by anyone.

The Solicitor enters the certified copy of the
Court’s decision in the application file and
returns it to the Primary Examiner. The So-
licitor uses the uncertified copy as a basis for
publication of the decision in the Official

Gazette. ~
Acrion Forrowine Decisiox ey Courr

1. All claims rejected. If all claims in the
case stand rejected, proceedings on the applica-
tion are considered terminated on the date of
receipt of the Court’s certificate and the appli-
cation is not open to subsequent amendment
and prosecution by the applicant. The appli-
cation is no longer considered pending.

2. Some claims allowed. If some claims in
the case stand allowed. either by reversal of the
Office decision by the Court or by having been
allowed by the Examiner or the Board of
Appeals, proceedings are considered terminated

pellant. Where

as to the rejected claims. Action by the appli-

cant canceling the rejected claims is not con-
sidered necessary. The Examiner will pass the
case for issue forthwith on the allowed claims,
the applicant being advised of such action.
The rejected claims may be cancelled by the
Examiner with an appropriate notation on the
margin, to avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the Examiner should take appro-
priate action on such matters, setting a short-
ened period for reply, but the application is
considered closed to further prosecution except
as to such matters. If all claims in the case
stand allowed after the Court’s decision formal
matters if any should he taken care of and the
case passed for issue.
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3. Remand. If the decision of the
sach that it brings certain claims up for sction
on the merits, such #s a decision allowing
generic claims in a cese containing claims to
non-elected species not previously acted upon,
the Examiner will take the case up for appro-

riate action on the matters thus brought up,

ut the case is not considered open to further
prosecution except as to such matters.

DisuissaL oF APPEsL

After the appeal is docketed in the Court,
failure to prosecute the appeal, as by failure
to print the record or failure to file the brief,
will result in dismissal of the appeal by the
Court ; or there may be a dismissal by the Court
at the request of the appellant. The proceed-
ings are considered terminated and the applica-
tion abandoned if applicable as of the date of
dismissal, see section 1215.05.

After dismissal, if no claims stand allowed
the action taken by the examiner will be the
same as set forth in paragraph 1 of the above
section; if claims stand allowed the action is
in accordance with paragraph 2.

1216.02 Civil Suits

When a suit under 35 U.S.C. 145 is filed
a notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.
The file is kept in the Solicitor’s office pending
termination of the suit. Whenr the suit is ter-
minated, a statement indicating the final dis-
position of it by the court is placed on the
original notice by the Solicitor and the appli-
cation is returned to the Examiner, whose
subsequent procedure is the same as his action
following appeal, deseribed in 1216.01, supra.
If the exact date when proceedings were ter-
minated is material, it may be ascertained by
in%xﬁring at the Solicitor’s office.

e applicant ordinarily furnishes to the
court a certified copy of the file wrapper and
contents at the time of the trial. If the suit is
dismissed before coming to trial, no disclosure
of the application to the public necessarily re-
sults. Unlike an appeal to the T.S. Court of
Customs and Patent Appeals, the filing of a
civil action does not require the immediate
filing of a transeript of the application. The
complaint, however, is open to the public.

Files subpoenaed by the court may be sent
to the court in care of a Patent Office employee
along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said

employee.
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