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401 Patent Oﬂice Canneot Aid in Se!ee-
tion of Attorney

Rule. 31. Appu'eants May Be Represented by Attor-
ney or Agent. An applicant for patent may file and
prosecute his own case, or he may be represented by
an attorney or agent authorized to practice before the
Patent Office in patent caves. The Patent Office can-
not aid in the selection of an attorney or agent.

402 Power of Attorney

Rule $4. Power of attorney oy authorization. Be-
fore any attorney or agent, original or associate, will

409.01(z)
409.01(b)
408.01(c)

408.01(d)
409.01 (e)
400.01 (1)

mmummmmmmmmmm
pﬂnﬁmﬁamrwwemmmemanmw
attomeyornmt.mmth!hdmthutmrﬂeuhrw-
pucnﬁnnorpmcee&m:.

‘G’sua!ly a power of n&omay is mﬁde s pu-t
of the petltmn, see 601.02. In order that this
power. msy vahd, the sttorney. or ageat

ap
mwanmformmﬁhdm
companied by e power of atiorney or authori-

mmmaf cteapamﬂgmt;remmdto
Alﬁp tm ‘Branch will eand the

filing receipt d;rectly o} tgh!

mth an; exphmtez‘y letter.. ‘X eopy of
ter will be. sent to the person named
power of authorizstion and s copy. plmdm
the file without being given a paper number.
The name of the unregistered person will not
bephmdonthefweofthe ey and the ex-
aminer will communicate only with the appli-
cant directly unless and untsl the hmt
appomts & recognized pramuonas:.
ciate power of aitorney or authorization ﬁvm
the unregistered person will not be recognized
or accepted. If a request for special recogni-
tion accompanies the application, the Appli-
cation Branch will forward the file to the
Chairman of the Committes on Enrollment.
(Basis: Netice of March 29, 1949.)

See also 1702. If power of attorney is filed
after application is &d, see 410.

402.01 Exceptions as to Regisiration

Rule 332. Limited recognition. Any person not reg-
istered and not entitled to be recognized under rule
341 as an attomey or agent to represent applicanis
generaliy may, upon a showing of circumstances which
render it necessary or justifiable, be recognized by the
Commissioner to prosecute as attorney or agent a spec-
ified application or applications, but this limited recog-
nition shall net extend further than the application or
applications specified.

Sometimes in a joint application one of the

coinventors gives to the other the power of
attorney in the case. Such power will be rec-



402 03 Appomtment of Sulntimte Aa-
mney

In order to mmphfy t.he roeadme rehtxva
tc new powers of attorney filed in connection
with the formation, dissolution or morgamza
tion of’ ﬁrms, a vower of auorney 8
the attorney or firm originally empowered to
act agepommng '3 substltute ‘ y or fi

power f suthorizes a f
and provided' er that the’ mw ttibr

or firm ‘includes ‘at least oti¢” person

?2; empowered to wt under the mg:m! power
of sttomey

“Except &8 xmhmtad above, no appointment
of a substitate attorney will be accepted unless
it is 8 ‘or concurred in by the applicant or
the assignes of the entire interest. In all cases
where the substitute gwer of attorney is ac-
capted, the name of the replaced attomey or
firm will be cancelled from the file. =

The Docket Clerk of the examining division
will enter all proper substitute powers of at-
torney filed in ex parte cases which are signed
by the principal attorney or firm. Other sub-
stitute powers of attorney should' be for-
warded immediately to the Docket Branch for
acknowledgment, acceptance and entry when
property signed or for return whken not in

I ance with this Notice. ' (Basis: Notice

prll 23, 1957.)

402.04 Power of Attorney to a Firm

Rule 846. Signature and certificate of attorney.
Every paper filed by an attorney or agent representing
an applicant or party to a proceeding in the Patent
Office must bear the signature of such attorney or
agent, except papers which are reguired to be signed
by the applicant or party In person (such as the appli-
cation itself and affidavits reguired of applicants).
The signature of an attorney or agent to a paper filed

‘:Mnmma
there s good
£ ast interposed for
m;mm&wmhwmw

o Wammm
ofthe&uarmmdivwwmgttmeyer
agent red oy the firm and duly. autborised to
mnmb&-ﬂe!m&mlnammm&nm
ammmmmummam
entation of the peper shall be a certification by and on
bekalf of the frm end by the individual :

Notethat,mthocasoofapowerofattor
ney to & firin, Rule 846 requires (1) the sig-
nature of the firm, or (2) the signature of
an fadividual xfnemberdlofdi}ri firm, :'d (8)

e signsture of an indivi regxste at-
tomey or agent emplo by the firm and
dul ign yedbe!nlf of the firm.
the name of the firm must

alther written or typed.
ms be used on the
(Bms Notice of

402.04(:) Firm of Atwmeya Changes

Name

Whemaﬁrmhavmgpowu-ofattomeym
& case changes its firm name, due, for exam-
ple, to the addition of & new member or the
withdrawal or death of one of the members
the tion of the case may be continued
in the name of the original ﬁrm if desired.
(Basis: Notice of Sept. 4, 1804.)

A mere of name will be accepted
regardiess of whether or not authority to sub-
stitute another attorney was included in_the

original power of attorney. It is entered by
the docket clerk of the division by amendmg
the old firm name on the face of the file wra
per. See 40203 and 410. A notice of the
change of firm name should be signed in the

name of the firm as constituted immediately
before the chanie

Notation of change of firm name must be
filed in each spplication involved. It is not
sufficient merely to notify the Clerk, Committes
on Enroliment.

402 .%

Eztract from Rule 86. Revocation of power of atlor-
ney or authorization; withdrawal of aftorney or agent.
A power of attorney or authorization of agent may
be revoked at ansy stage in the proceedings of a case,
and an atterney or agent may withdraw, upon appli-

Revocation




of attomey be-
te that the revocation
O&e

. An m&e attomey whoss power has been
revoked shall: be - formslly -notified of such
revocation by the Examiner unless' the ‘case
is in interference or on appeal. If the case
is in interference, the Docket Branch natifies
the attorney, the reason being that all parties
to the interference must be notified. Such
notice addressed to the associate attorney will
take the form of the usual letter from the ex-
aminer on biank (POL-90) and will be in
the following language:

You are hereby informed that the associate

power of attorney t0. ..o ___._. in the
above-entitled case was revoked. .. _.__.____
by - -

This letter will not be counted as an action
on the application in which it is entered.

Norz: Docket Branch always notifies prin-
cipal attorney of his revocation, see 402.05.

402.06 Attorney Withdraws

See Extract from Rule 36 in 402.05.

In the event that a notice of withdrawal is
filed by the attorney or attorneys of record,
the file will be forwarded to the Docket
Branch where appropriate pmcedure will be
followed pertaining to the withdrawal.

nﬁmmmmmﬂm _tbem:zre
interest mey revoke previcus powers apd de repre-
mtedwmmwnmtothhmm

A power of attorney by the mgnee of the
whols interest, if the assignment is recorded in
the Office, revokes all powers gwm by apphi-
cant.

402.08 Application in Interference

While an spplication is involved in inter-
ference, no power of atterney of any kind
should be entered in such apphcatxon y the
Docket Clerk of the Group.

If & power of attnmey or revocation is ‘re-
ceived for an application while in interference,
it should be forwa:ded to the Docket Branch
because all parties to the 1nterference must
be notified. 410.

403 Correspondence——Wnth Wh om

Held

Rule 85 states that when an attorney has
been duly appointed to prosecute an appli-
cation correspondence will be held with the
attorney. Double correspondence with an ap-
plicant and his attorney, or with two repre-
sentatives, will not be undertaken. See 403.01,
403.02 and 714.01(d).

In = joint application with no attorney, the
applicant wheose name first appears in the
pepers receives the correspondence, unless
other instructions are given. All applicants
must sign the responses. Ses 714.01(a).

403.601 Correspondence Held With As-
sociate Attorney

Where the attorneys bear relation of princi-
pal attorney and associate attorney, the
correspondence will be had with the associate
attorney unless the principal attorney directs
otherwise. Ex parte Eggan, 1911 C.D. 213;
172 0.G. 1091.

Rev. 15, Jan. 1968




X4, ufter one inted, & second
attorney is later appointed without revocation
cf ths power of tha firet attornev. the ngma of
ths second attorney is entered on the face of
the file (Ex parte n, 1911 C.D. 213; 172
O.G. 1091), with notation that the Office let-
ters are to be sent to him. This applies also
to associste attorneys. o

404 ConBicting Parties Having Same
Attorney
See Rule 208 in 1101.01(k).
405 Antorney Not of Record
Whenanamendmentls ﬁlﬁd, signed by an

attorney whose power is not of record; see

714.01(c). .
406 Death of Attorney
Mnﬁnhorlﬁm

 Death of an -individual attorney does not
terminate & power of attorney to his firm. See
5 JP.OS. 337, 338. See 402.04(a) for
change of firm name due to death of an

attorney.
Sorz ArrorNEY

When an attorney listed as deceased by the
Commmittee on Enrollment still appears as the
sole attorney of record at the time of taking
the next Office action, the Examiner will, as a
precautionary measure, mail the carbon copy
of the action (labeled COPY) directly to
the applicant, the other copy being mailed
to the office address of the deceased attorney
with the following statement : “The Patent Of-
fice having received notice of the death of the
attorney of record thus terminating his power,
a copy of this action is being mailed directly
to the applicant. Applicant may appoint &
new attorney.”

‘When, af’t:er the death of the attorney of
record, an amendment is filed by an attorney
whose power is not of record, the amendment
should be placed in the file and the applicant
and the attorney who filed the amendment

Rev. 15, Jan. 1968

s¢ of power

pri i o g ¥ T .
of sny sssociate atiorney ap by him.
Accordingly, sn amendment signed by such

cagociate sttorney and filed aftar the death
of the principal sttorney cannot be entered
and should be treated ss directed hereinabove
in the case of an attorney whose power is
not of record. ,

If the ratification is promptly filed, the
amendment should be enitered as of the date
on which the amendment was filed.

In qﬁrrﬁnslout these instructions, Primary
Examiners should not set a definite time
within which ratification must be filed, but the
word “promptly” as used above should be used
in, the notification. The question of prompt-
néss or undue delay in ratification’ should b

left for determination when tue ratification is
filed and the qilhestipn of eniry of the amend-
ment arises. In forming a judgment as to
whether any particular retification has been
filed promptly, consideration should be given
to the place of residence of the applicant and

other pertinent circumstances.
407 Disbarred Attorney
See 105.
408 Telephoning Attorneys
Present Office policy places t emphasis on

telephone interviews initiated by the Examiner.
For this reason, it is no longer deemed necessary
for an attorney to request a telephone interview
as specified in the cld Optimum Examining
Procedure memos. Examiners are no longer
required to note or acknowledge requests for
telephone calls or state reasons why such pro-
posed telephone interviews would not be con-
sidered effective to advance prosecution. How-
ever, it is still desirable for an attorney to call
the Examiner if the attorney feels the call will
be beneficial to advance prosecution of the case.
See 713.05.

Seeciric TeLePHONE INTERVIEWS
Restriction of invention (812.01).
Mulkiplicity (706.03(1)).

Many attorneys have offices or representatives
in Washington and it sometimes expedites busi-




he may ‘thamame mf:hmm wwm;

;,mdsgkksmmmtg Gmb{mtmgz - If the inveator mémé,marmm

Washmgtan representatives of out-of-town at-  legally incapacitated, refuses to execute an
kept in_the offices of the varions  application, or cannot be found, an spplication

mybemsdebywmeotw&mﬂnm~
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apled vn&h an, mmm (Le.,
or part-

tho attame  SEGLENE
),theduthofthemm (or ons of

trators, executors or assigns is necessary (but
see- 409.01(f) ) and.also a ratification :of any
smendment filed after the death of the inventor

by the first-appointed attorney. Such an

amendment may, however, save the case from
abandonmsnt. Thevefore ratification is called

for. togeﬂm‘ with proof of suthority
‘the action. See In re Mattullah, 1012

C.D. 480; 179 OG 853 Sae followmg pnm-f

gmph&

.Ol(a) Pmecnhpu by Admuus-
. trator or Executor .

Rule }2. When the inventor is dead. Inca&eofthe
death of the inventor, the legal representative (execu-
tor, administraior, etc.) of the decensed inventor may
sign  the application papers and make the necessary
oath, and apply for and obtain the pntent. Where the
inventor dies during the time mtervenlng between the
filing of his application and the grnnting of 8 patent
thereon. the letters patent may be issued to the legal
repteaentxtive npon pmper lntervent!on by him.

One who has resson to believe that he will
be appointed legall regresmtatnve of s deceased
inventor may ap r & patent as legal rep-
resentative 1% aogwty;dance v?::h Rule 42. Such
application wiil be considered as having been
made on the date of receipt of all its required
parts, or of the part which renders it com-
plete, (Rules 51 and 53) provided proof of
applicant’s suthority as legsl representative
is subsequently fil The date corre-
spondmgtosuddnteofmcelptmllbaem—
celed if another person is appointed legal rep-
resentative. In the latter case, the application
will be given an application date no earlier
than the date on which the properly appointed
legal representative actually executed the
papers. The foregoing applies to the legal
representative of a d sole or deceasad
joint inventor.

Application may be made by the heirs of the
inventor, as such, if accompanied by a certifi-

joint inventor) terminates the power of attor-
ney and s new power from the heirs, adminis-

of the one

mgf g Wﬁ ,
execmor or admrmﬁutor dwxea to intervene

pnor to the of = patent, proof of the
g sucﬁngmcutorm adm n;stramr
m all . £

eazeramgw clerk of a competent ‘conrt, or the

of wills that his sppointment is still
in full force and effect. Su certxﬁcatoshaﬁ
be signed by an officer and authenticated by
thosaalofthaoo:zrt.by which the same was

'The” of 'other lepal repre-
ves of the mm%r nmst be similarly

Sheuld such onmﬁmte of appomtment be
found to be insufficient for any ressom, there
may be required to be filed or recorded a cer-
tified and properly authenticated copy of the
letters. testamentary or of the letters of ad-
ministration, in ‘that the scope of author-
ity of the persons who seek to interveno may
be a matter of record in this Office. =

All applications filed by an executor or
administrator _are initially referred to the

t . Branch to aseertam whether

pro r suthority has ‘been recorded or “filed

e application” (Rule 44) and for suitable
endorsement on the file. the authority is
insufficient, correspendence is conducted by the
Amgnment an& ‘When a reply is received
to such correspondence and also In cases where
the executor or administrator intervenes (after
ﬁ.h.nisst]he case should be sent immediately to

ignment Branch.

anycasemwhlchtheChlefoftheAs-
signment Branch re that the authority of
the executor or admiinstrator of record in the
case is insufficient, the Examiner will uu-e
the ﬁh%s the application or the reco
in the ignment Branch of a certificate o
such ‘appointment or & certified copy of letters
testamentary or of letters of administration in
such case before finall 1{ passing the case to
issue. (Basis: Order No. 1838.)

In the case of foreign executors or adminis-
trators, it was formerly the practice to have
the following form executed by 2 consular
officer of the United States and filed in the
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 When an Administrator or Executor hss

pewfox'xnedla:wfmm!:mtwamdlmasbew:im-‘t

1md 1ttsdamﬁdtomakeana
tion for an invention of the d R 1t is
necessery for the Administrator or Executor
to take out new letters of administration in
order that he may file a new: apphcatmn of
the deceased mventor z :

40901(d) Exeepuon in Some For-~

eign Countries

The terms “Ezecutor” and “Admlmstrator”
do not find an exact counterpart in all forei
countries and the procedure is governed Ey
the necessity of construing those terms to
the circumstances of the case. Hence the
son ‘or persons having authori
to that of Executor or Administrator axre per-
mitted to make application as, for example,
the heirs in Germany. The authority of such
persons must be proved by an_appropriate
certificate.

409.01(e) If Apphant of Assigned
Applieation Dies

Where an appheant, carrying on the prose-
cution of an application after assignment, dies,
his administrator may carry on the prosecu-
tion on filing letters of administration unless
and until the assignee intervenes.

“will not
dmmﬁm&amezfehemmarad-
‘intervens. - ¢ Hasist Ord

correspon ng_

f the application
iﬂtﬁk&d nor tha application with-

to issaé W %o’ notification of the de&th of
the mmm Sae 409 91 :

 Rule 48, When the invenior iz insanz or lepally én-
capecitated. En caee an ‘inventor is lusepe or other-
wise legaily incipacitated, the legal representative
sign the applidation papers &nd huke the nedessery
oath, and spply for and obtain the patent.

Tl;e@gmns:ws of Order No. 1838, Revised
(9eé'409.01(b} Y are a}ipﬁcabie in case of insan-
ity or othse legal ineapacity of an inventor.

409.03 Unavailability of Inventor

Rule §7. Filing by other than inventor. (a) If a
joint inventor refuses to join in an application for
patent or cammot be found or reached after diligent
effort, the application mey be made by the other in-
ventor on behalf of himself and the omitted inventor.
Such application must be accompanied by proof of the
pertinent facts and must state the last known address
of the omitted imventor. The Patent Office shaill for-
ward notice of the flling of the apnlication to ¢
omitted ipvemtor at sald address. Should such notice
be returned te the Office undelivered, or should the
address of the omitied inveator be unknown, notice of
the filing of the application shall be published in the
Official Gazette. The omitted inventor may subse-
quently join im the application on filing an oath of
the character reguired by rule 65. A patent may be
granted to the imventor making the application, upon a
showing satisfectory to the Commissioner, subfect to
the same rights which the omitted inventor would
have had if he Bad been jJoined.

(b) Whenever an inventor refuses to execute an
application for pateat, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assigned or 2greed in writing to assign the inven-
tion or who otherwise shows sufficlent proprietary in-
terest in the matter justifying such action may make
apptication for patent on behalf of and ag agent for
the inventor. Such application must be accompanied




wust wmum&m&maﬂwmam
the - amimtisn. The; Ofice -shall forward notice of
the m.ngqor me amiutfﬂn to the . mm At the

ming of the mlimtioa

clal Gazette, The inventer. m mmﬂy Jein
the apglication an filing an oath of the character re-
guired by rule 65. A patent may be granted to the
Inventor upon a shewing satisfactory to the Commis-
gloner.

Rule 47(a) and 35 U.S.C. 116 permit a joint
inventor to filo an application “on behalf of”
himself and a joint inveater whe “cannot be
found or reached after diligent effort” or who
refuses to sign application papers. Rule 47(b)
and 35 U.S.C. 118 allow a person with & dem-
onstrated proprietary interest to make appli-
cation “on behslf of and as agent for” the in-
ventor under the same circumstances. Neither
section of Rule 47, however, is intended as an
alternative to Rule 42 since the language “can-
not be found or reached after diligent effort™
has no reasonable application to a deceased in-
ventor. In re Application Papers filed Sep-
tember 10, 1954, 703 O.G. 434. See Rule 42
and 409.01.

Application papers submitted under Rule 47
are forwarded by the Application Branch to
the Office of the Solicitor for determination
whether the papers are proper and complete
and whether the verified showing justifies ac-
ceptance under either paragraph of the rule.
Where a refusal of the inventor to sign the
application papers is alleged, the circumstances
of this refusal must be specified in the affidavit.
Where inability to find or reach an inventor
“after diligent effort” is the reason for filing
under Rule 47, the affidavit should include the
exact circumstances which are relied upon to
establish that a diligent effort was made.
Where the application is made under Rule
47(b) and 35 U.S.C. 118, the papers must also
show the necessity for so filing and must be
accompanied at filing by papers establishing
an assignment or written agreement to assign,
or by other satisfactory evidence of proprie-
tary interest.

Rule 65(b) requires that in Rule 47 applica-
tions the joint applicant in applications under

29

that pap?g ﬁle& by an
originally join in the application and papers
relating to its Rule 47 status will be forwarded
to the Solicitor’s Office for consideration.

The Office of the Solicitor will determine, in
sach event, whether the papers mect the re-
guirements of Rule 65 including the require-
ment, implicit in that rule, that the oath be
made on the basis of actual knowledge of the
application papers on file. This knowledge
may be demonstrated by reference in the oath
to an attached copy of the application.

The “inventor designee™ may protest his des-
ignation as an inventor and offer evidence to
support his position. The Office in such case,
although it will allow the “inventor designee™
to make his position of record in the file of the
application and will grant him access to the
application, will not institute inter partes pro-
ceedings in the Rule 47 application. The
rights of said inventor are protected by the
fact that that in an application filed under
Rule 47(b) and 35 U.S.C. 118 the patent must
issue to the inventor and in an application filed
under Rule 47(a) and 35 U.S.C. 118 the in-
ventor has the rights of a joint applicant. In
re Application of Hough et al., 703 O.G. £00.

The Office of the Solicitor, after indication
by the Examiner that the case is allowable
(unless completely executed papers have mean-
while been filed) will notify the inventor des-
ignee and set a period of time, usuzally thirty
days, in which he may take any action he con-
siders appropriate. At the same time the rec-
ord will be finally reviewed tn determine
whether it shows an adequate effort has been
made to cbtain his signature. If the applica-
tion meets the requirements of Rule 47, the
Examiner at the expiration of the period set,
will be so notified by memorandum and the
application may be passed to issue. The fact
that the application was made under Rule 47
will be indicated in the heading of the patent.




(See ‘402.05.)

‘Withdrawal af attorney. (See 402.08.)

All powers of Aattorney or revocation of pow-
ers of attomeg: tpplxcatwns involved in in-
terference. 402.08. ) ’

Rev‘ocatmn prmcxpal power 'of attmmy"

Eemnm of amcm%s mr nf st;tmay

(See 402.08(a).)
gm l?&si@amnt Ennﬁh miiﬁmszdmr and
enter & pertam to the intervention
an Bxsoutor, Admisistrator, Guardisn,

or,

rvator or otiler such legal @matmve
of the inventor if proof of authority is re-
corded and nol merely “fled” in the applica-
txon. See 400.01(b) and 4056.02.






