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mmm mtm ‘ot in Original

or Drawings .
608,04 (1) Dy Preliminary Amendment
GOB.O4 (e) Bevlew of Examiner's Ho!ﬁin;

Rule 51. aqu reguuitu of an aﬁmm
plications for patents mwusi be made to the Commis-
stoner of Paten:x. A complete application comprises :

(a) A petition or reguest for 2 patent, see rule GL

(b} A specification, includiog a- claim or cigims, see
rules 71 to 77, ;

{¢) An oath or deciaration, see rule 65.

(d) Drawings, when necessary, sae ruleg 81 i &

(e} The prescribed filing fee.  (See rule 21 for ﬁ.lmg
fees.)

Tmz APPLICATION

ﬁtltmn, specification, and oath must be
in the

lish language and must beylegxbiy ,

ﬁen ‘written or” rmteﬂ in
‘See Rule 52 and 608.01. :

The » parts of the application’ may be um!udad
in a single document, and an approved single-
sn%e ture form may be used.

termination of completeness of an appli-
cation is covered in 506. -

The petition, specification and oath are se-
cured together in a file wrapper, bearing ap-
propriate identifying data including the serial
number and filing date (717).

Nore

Reissue patents, 1401.

Design patents, Chapter 1500.

Plant patents, Chapter 1600.

A model, exhibit or specimen is not required
as part of the application as filed, although it
may be required in the prosecutmn of the ap-
plication (Rules 91-93, 608.03).

Rule 59. Papers of complete application not fo be
returned. 'The papers in a complete application will
not be returned for any purpose whatever. If appli-
cants have not preserved coples of the papers, the
Office will furnish copies at the usual cost. See rule
87 for return of drawing.

See, however, 604.04(a).

601 Petition

Rule 61. Petition. The petition roust be addressed to
the Commissioner of Patents and reqguest the grant of a
patent. The residence, and post office address of the
petitioner must appesr in the petition if not stated else-

Rev. 11, Jan, 1967

The p@tmm need not b& dated.

601.81 Amendmem ef Faiﬁ:m

rtmsofthepetmunmthanme
o& address (sae 60503) may be

amended by the attorney. -
601.02 Power of Atwrney or Author-
ization of Agent

The attorney’s or agent’s fuli post office ad-
dress should be given in every power of attor-
ney or suthority of agent. The prompt de-
livery of communications will thereby = be
facilitated.

Usually a power of attorney or autherization
of agent is incorporated in either the pstition
or single sxgﬁamm form See 402 and

605.04(s).
602 Original Oath (og-nelehmﬁm)

Rule 65. Rtatemen? of Applicgnt. {2) {1} The ap-
plicant, if the invenior, must state that be verily be-
Heves himself to be the original and first inventor or
discoverer of the process, machine, manufacture, com-
position of matter, or improvement thereof, for which
he solicits & patent; that he does nof know and does
not belleve that the same was ever known or used
before his invention or discovery thercof and shell
state of what country he is a citizen and where he
resides, and whether he is a sole or joint inventor of
the jnvention claimed in his applieatiom. In every
original application the applicant must distinctly state
that to the best of his knowledge and belief the Inven-
tion has not beep in public use or on sale in the United
States more thap one year prior to his application, or
patented or described in any printed publiestion In any
country befere his invention or more than one year
prior to his application, or patenied in any foreign
country prior to the date of his application on an appli-
cation filed by himself or his legnl representatives or
assigns more than twelve months prior to his appli-
cation in this country. He shall state whether or not
any application for patent on the same invention has
been filed in any fereign counlry, either by the appli-
cant or by hislegal reprezentatives or sssigne. If any
such application has been fled, the applicant shail
name the conntry in which the cariiest soch spplication
was filed, 203 shall give the day, month, and yeer of




(b) If the application is made as provided in Rules

42,48, or 47, the applicant shall state his relaticaship
“-to ‘the inventor and, upon information and belief. the

facts which the inventor is required by this rule to
state. o

{(¢) An sdditional statement may he required if the
application has not been filed in the Patent Office within
4 reasonable time after execution of the original state-
ment.

Rule 68. Declaration in Lieu of Application Oath.
{a) The applicant may, in lieu of making an cath or
affirmation in the manner provided by Rule 68, set
forth In the body of the statement required from him
by Rule 85 his written declaration that all statements

_made of his own knowledge are true and that all state-

ments m#de on information and belief are believed to-
be true, if, and only if, the applicnnt is, on the same
paper, warned that wilifu) false statements and the like
are punishable by fine or imprisonment, or both {13
U.8.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon.

34.1

DI6=IHB O~ BT - 3

for a design (rules 151 and 153), when appiviag fora
patent for a plant (rules 161 and 162), and when fling
a statement concerning the making or conception of the
invention as required by 42 U.8.C. 2182, or by 42 UB.C.
2457 (¢). e S

Note that 2 Rule 88 Declaration need not be
ribboned to the other papers, even if signed in a
country foreign to the United States.  When a
Declaration is used, it is unnecessary to appear
before ary official in connection with the mak-
ing of the Declaration. It must, howaver, since
it Is an integral part of the apbglication, be main-
tained together therewith. Furcher details are
given in 29 F R, 18502; 811 0.G. 2. (Basis:
Notice of March 4, 1965.) ‘

By statute, 35 U.S.C. 25, the Commissioner
has been empowered to prescribe instances when
a written declaration may be accepted in lieu
of the oath for “any document to be filed in the
Patent Office”. .

The filing of a written declaration is not ac-
ceptable in lieu of the authentication of an
original agplication oath that is informal in
that it lacks authentication by a diplomatic or
consular officer of the United States. See
604.04(a).

Rev. 10, Oct. 1088
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Rp : iﬁe mvené
not & mna ified copy o
ppm should: be. noted

is usually unpm& Saa 604 and
Rule 66. However oaths executed in many
states including Alabama, Louisians, BI..‘M‘{(
land, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina am’i Virginia
need not be 1mpresaed with s seal.

'If o clainv is presented for matter not orig-
inally ‘claimed or embraced in the original
statement of invention in the s geczﬁcatmn a
supplementa} oath is required. Rule 67, 603.

602.01 Oath Cannot Be Amended

The wording of an oath cannot be amended.
I1f the wording is not correct or if all of the

uired afirmations have not been made or if
mims not been properly subscribed to, a new
oath must be required. However, in some
cases 8 deficiency In the oath can be corrected
by & supplemental paper and a new oath is
not necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the

279613 O—O87——3

pre A

ber and the date of § is i .
fizst netion | %meansnﬁ attaeiunenh Form PO~
159 {rev. 8/6 ) (sﬁe ?0%’;0?(&))

- Where neither the original oth, nor the suia»
m&e cath is mmp!eii‘frm itgalf, r!:uét ;:ka twe
mwge&ergtwa tne reqm ata, no
furzher meded

692.02 New ﬂmk or Subﬁnw:e fm*
: When Waived

In the first Oﬁce action. the Exammer must
point out, making use of sttachment Form PO~
152 {rev. 6/87). {see T07.07(8)), every deficiency
in-a m&smtifm or oath and . re that the
same be remedied. Howaver, w a an -appli-
cation is otherwise ready for issue, an Examiner
with full authnnty may. waive the
fallowmg miner deficiencies::

1. A delay of somewhat more than five weeks
* plus m&ﬁmghﬂme in ‘filing after the time
~‘'of making the declaration, or the time of
emcutmn in the case of an oath.

2. Residence of an apphcant if a post office
address is given.

3. lﬁt%or deficiencies in the execution of an

o8
If any of the above are waived, the Examiner
should write in the margin of the declaration or
oath a notation such as “Date of declaration
waived; application ready for issue” and initial.

602.04 Foreign Oath

~ An oath executed in a foreign country must
be properly authenticated. See 604 and Rule 66.

602.04(a) Foreign Oath Is Ribboned
toe Other Application
Papers

Eztract from Rule 66. (b) When the oath is taken
before an cofficer In a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribhon passed one or
more times through all the sheets of the application,
except the drawings, and the ends of sald ribbon
brought together under the seal before the latter s
affixed and impressed, or each sheet must he impressed

Rev. 14, Oct. 10467




'i?xehmeol Vthndaieofexecu-
tion of oath dste of the applica-
tion should be_ chwked for compliance with
Rule 85(c). If an unreasonsble  time ‘has
elapsed, the Exanmmr should call for a new

_What constitutes s ressonable time is.a
gtlxestmn of judgment to be determined by all

e circumstances in the particular case. (Five
weeks: plug time of transmissivn-in the mails
was considered ressonabls’ wnder:the circum-
stances of Ex parte Heinze, 1919 C.D. 67; 285
O.G. 148). Note €02.05(s).

* T no date of execution sppears, apphcant is
roquired to file either a8 new cath or s corifi-
eate from the notary gmng the actual date

when the oath wastakm
w2.05(a) Qath in vaasxoﬁ smi Cona
tinustion Cases

Whem the date of Aling ‘the a ";*Lcaﬁon is
not the dale that determines ine statutory
twelve months’ period, as in divisional and
eontinnation .cases, it is mmaterml so far as
concerns the acceptability of the- oath how
long 2 time intervenes betweén the execntion
of the oath and the filing of the application.

When a divisional applieation is identieal
with the original application as filed, signing
and execution of the oath in the divisional case
marv be omitted. (See Rule 147, 201.06.)

n a streamlined continuation application, the
oath or dec'aration of the parent appiication
can be used. Therefore, signing and execution of
a new oath or declaration in the streamiined
continugtion is not required. See 201.07.

603 Supplemental Oath

Rule 61. Rupplcmental oath for matter nat originally
claimed. (a) When an applicant presents s claim for
wmzstter originally shown or described but not substan-
tially embraced in zhe siatement of nvention or clalm
originally presented, e ghall file a supplemental oath
to the effect that the subject matier of the propesed
gmendment was part of his Invention ; that he does not
know tnd does mot helleve thiat the same was ever
known or nsed before ing Invantion or discovery thereof,
or patented or deseribed in any printed peblication {n

Rev. 18, July .ou¢
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m&M&eWM‘:wb&m—
(b)hmmtﬁe&&h&tm&iwﬁmybe
made on. Informailon and belief by an applicant other
than inveator.

Rule 67 requires in the supplemental cath
iubs:ﬁnnall a'ill thgx daf:s ca ed for in Rule 65
or the o 0a to the pu to ke
served by t il; supplemental cath, therﬁemmer
should bear in mmd that it eannot be availed
of ta mtmdm new mattex into an apphcahon.

Smce the declsxon' in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many

supplementsl oaths covering the claims in the
case have been filed after the case is allowed.

Such ocaths may be filed as & matier of right
and when received they will be placed in t.ha
file by the Issue Branch, but their receipt will
not be ackmwie&g&d to the party filing tnem.
They should not be filed or considered as

amendments under Rule 312, since they make
ne chenge in the wording of the papers on

file. See "“iuﬁ
604 Administration or Exeecuntion of
Dath

Egiract From Rule 86, Oftcere aufhorized to aé-
minister cathe, (&) The cath or afirmation may be
made before any person within the United States su-
thorized by law to administer oaths, or, when made in
a foreign country, before any Jdiplomatie or coneulsr
officer of the United States aunthorized to administer
oaths, or before any officer haviag axn official gexr? and
authorized to administer eaths in the foreign country
in which the spplicant may be, whaee guthority shail
be proved by a certificate of 2 diplomatic or consular
officer of the United Staies, the gath belng atiesied
in all cases (& this and othar countries, by the proper
official seal of the officer hefore whom the oath or
afirmation ix made. Such oath or efirmation shall be
valld as te execution if it complies with the laws of
the state or coundiry where made. Whep the person
Before whom the cath or affirmation is made In ihis
ceuntey s not provided with & seal, hix official chavac-
ter ghail he established by compeient evidence, ns by




Inf

: ‘When ‘tﬁerﬁe“ nb&fﬁmwhmn the oath or

affirmation is made in this country is not Fm-’
vided with & seal, his official character shall be
established by competent evidence, as by a cer-
tificate from’ a ‘clerk of ‘a court of record or
other proper officer having a seal, except as
noted in 604.03{a), in which situations no sesl
is necessary. When the issue concerns the au-
thority of the person sdministering the oath,
the Examiner should require proof of Author-
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend indicating only the date of expiration of
the notary'scommission. =~ . o

Ses aiso 602.04(2) on foreign executed oath
and seal. In some jurisdictions, the seal of the
notary is not requirved but the official title of
the officer must be on the onth. This applies to
Alabama, California (certain notaries), Lou-
isiens; Maryland, Massachusetts, New .Jersey,
New York, Ohio, Puerto Rico, Rhode Island,
South Caroline and Virginia.

604.02 Venue

That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be deterinined
from statements by the notary appearing on the
oath, or from the listing at 604.03. Venue and
notary jurisdiction must correspond or the
oath 1s improper. The oath should show on
its face that it was taken within the jurisdie-
tion of the certifying officer or notary. This
{)n;{ be given either in the venue or in the

y of the jurat. Otherwise, 2 new oath, or
a certificate of the notary that the oath was
taken within his jurisdiction, must be required.
Ex parte Delavoye, 1906 C.D. 320; 124 Q.G.
626; Ex parte Irwin, 1928 C.D. 13: 367 O.G.
T01.

604.03 Notaries and Extent of Juris.
diction

_ The extent of the jurisdiction of the notaries

in the various states is given below.

37

T COUNEY ONLY .
Lo, Tems i

VAKIABLE JURISBICTION
+o:(See explanatory paragraphs below)

Alabama (8}~ “Missturi {e)
Florids (b) Nebraska (a)
Hawaii (c) Ohio (£)
Yowa (d) Tennesses {(g)
Kansas (e) Yirginia (h)

Kentucky (d) West Virginia (d}

STATEWIDE
-~ All other states

(a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at large.

{b) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.

(¢) In Hawsii it is generally limited to the
judicisl ¢ircuit. ‘ o

(d) In Jowa, Kentucky and West ¥Virginia it
is limited to county for which appointed, but
notary in any county may gualify and act as

- notary in ary other county.

{e) The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint-
ment and adjoining counties.

{f) In Ohio, notaries other than attorneysare
appointed by the Governor for a term of 5 years
and have power to act only in county for which
appointed. An attorney or any perscn certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature.

(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exzercise the
function of his office in such other county. In
such cases, however, notary must atiach to his
certificate a statement that he is qualified in the
county in which he acts. Notaries at large are
commissioned by the Secretary of the State.
Notary’s signature must indicate that he is so
qualified. Special seal is prescribed by the Sec-
retary of State.

{h} In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act m county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at Iarge.

Rev, 12, Apr. 1867



Pl)lbai.ﬁ Iﬁwéﬁﬁ (a) The followi
sion) Article’'1868: (g} The following persons
on active duty in the armed forces . . . shall
have the general powers of a notary public and
of a consul of the United States, in the per-
formance of all notarial acts te be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]
outside the ccntinental limits of the United
States: AT . o
(1) All judge advocates of the Army and
Air Foree; .. o ‘
(2&. All law specialists; . .
- (8) All summary courts-martial;;
_ (4) All adjutants, assistant adjutants, act-

~ ing adjutants, and personnel adjutants;

{5) All commanding officers of the Navy
and Coast Guard; ... . .. ..

(6) All staff judge advocates and legal offi-
cers, and acting or assistant staff judge advo-
cates and legal officers; and . o

(7) All other persons designated by regula-
tions of the armed forces or by statute. -

{d) The signature without seal of any such

r ecting as notary, together with the title

of his office, shall be prima facie evidence of
his authority.

604.04 Consul

When the oath is made in a foreign country,
the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States. Rule 66,604. This proof
may be through an intermediary; e.g., the con-
sul may certify as to the authority and jurisdic-
tion of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the
officer before whom the oath is taken.

604.04(a) Consul-Omission of Cer-
tificate

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenicated, the application
is nevertheless given a filing date for purposes
of examination. The examiner, in his first

Rev., 12, Apr, 1067

plicant. wishes to pre.
g - date, - Applicant
should therefore request return of the cath for
this purpose. . Such request must be accompa-
nied by an erder for a copy of ths oath to be
retained in the file until the properly suthenti-
cated oath is returned.. See section $04.04{a),
MPEP. After the oath has been authenti-
cated, it should be returned promptly to the
Patent Office.” ..« - .| e e
At the time of the next Office action the
request for return of the oath, together with
the application file and the. copy of the oath,
18 submitted through the Gmnpgfazaager to the
Director-of the Patent Examining Operation.
If the request is approved by him, the oath will
be returned by the examining diviston. ..~ .
. The filing.of a decl&ration:-bly;the applicant
in lieu of an authentication of the original cath
cannot be recepted since the authentication is
essential to preserve the original filing date,

604.05 Consular Fee Stamp:

All papers executed on or after June 28, 1953,
that formerly required the consular fee stamp,
are acceptable without such stamp. .

604.05(a) Omission of Consular Fee
Stamp

In applications executed abroad prior to June
28, 1955 before a counsuiar officer and in which
a copnsular fee stamp is required but from
which the required stamp is lacking, the Ex-
aminer should not require a consular fee stamp
to be furnished. The applicant sheunld be in-
formed that the oath or authentication, as the
case may be, does not carry the required con-
sular fee stamp and that the applicant should
obtain a statement from the consular officer
that a fee stamp had been affixed when the
paper was executed.

604.06 By Attoi-ney in Case

The language of Rule 66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of lus
authority and jurisdiction and will not know-




the oath ;g admmlstemd t

outh,

“The law of the District’ of ("a!umbm pro-
hibita the sdn'imst@rirg of oaths by the attor-
ney in the case and hence the old bar amx ap-

lies in the case of oaths administered in the

istrict of Columbin. If the oath is known to
be void because of being administered by the
attorney in a jurisdiction where the law holds
this to be invalid, the proper action for the
Office to take is to strike the application since
there is in effect no proper appliestion before
the Office and the Examiner will refer the file
to the Solicitor’s Office to initiate sach action.
(Riegger v. Beierl, 1010 C.D. 12; 150 0.G.
826.) See Rule 66 and 604.

605 Applicant

Rule 1. Applicant for paitenf. A patent must be
applied for and the application papers must be signed
and the necessary oath executed by the actual inventer
in al! cases, except as promxed by rules 42, 43, and
47. See rule 147.

Unlegs the contrary is indicated, the word “appli-
cant”: when used in thiese rules:reférs to the inventor,
Joint Inventors who have applied for a patent, or to
the person mentioned in rules 42, 43, or £7 who has
applied for a patent in place of the inventor.

Ezxtract from Rule §5. Joint inventors. (a) Jelnt
inventors must apply for a patent joinily and each
must sign the application papers and msake the re-
quired oath; neither of them flone, nor less than the
entire number, can apply for a patent for an Inven-
tion invented by them jointly, except as provided In
rule 47.

For convertibility from a joint to sole or sole
to joint application, see 201.03.

Rule 46. Assigned inventions and patemés. In case
the whole or a part interest in the invention or in the
patent to be issued iz assigned, the application must
gtill be made by the Invehior or one of the persons
mentioned In rules 42, 43, or 47. Howerver, the patent
may be issued to the assignee or jointly to the inventor
and the assignee as provided in rule 334,

This section concerns filing by the actual in-
ventor, If filed by cther, see $09.03.
Nore

Streamlined continuation application, 201.07.
Disposition of application by inventor, 301.
Inventor dead or insane, 409.

605.01 Applicant’s Citizenship

The statute (35 1.8.C. 115) requires an ap-
plicant to state his citizenship. Where an

paperc taken out Tooking to ip
in this (or eny other) countzy does nai; meet
the requirement.”

605.02 Appliunt’s Residence
Applicant’s place of residence (not to be con-
fused with his Post Office address) can be fur-
nished by the attorney. In the case of sn ap-
plicant who is in the U.8. Army or U.S. Navy,
a statement to that effect is sufficient as to

residence. For change of residence see
717.02(b).

605.03 Applicant’s Post Office Address

Applicant’s post office address means under
Rule 61 that address at which he customarily
receives his mail.

The object of requiring’ apphca,nt’s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desired;
henee, the address of the attomey with in-
structions to send communieations to apphcant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted. that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

605.04 Applicant’s Siguatore and

Name

Rule 57. Rignature. The application must be signed
by the applicant in person. The signature of the oath
will be accepted as the signsture to the application
provided the oath is attached to snd refers to the
petition, specification and claim to which it applies.
Full names must be given, including the foll first
name without abbreviation. and the middle initial or
name if any.

Rule 78, Signatare to the specification. When tne
oath is attached to and refera to the petition, apecifiea-
tlon and eclatm to which it applies, the specification
need not be gigned. Otherwlse it must be signed by the

applicant in person,

Rev. 18, July 1867



 The smgle sxgnature form shouid be exe-
cuted only ‘'when sttached'to a: mmpletef f

i ast page thereof. Such a

’ e List of For ,fs"m

605.04(b) Full First Name Required

AN spplications which disclose the full first
and last names with middle initial or name,
if any, of the applicant at any place in the
application papers. will be received and con-
sidered as a sufficient compliance thh Rules
57 and 76 of the Rules of Practice. s

‘When: the full first name of the apphcant
does not apgeur either in the signature or else-
where in the papers the Examiner will, in
the first official action, require an amendmem
over apphcant S s:gnature &p!ymg the omis-
sion, and he will not pess the apphcatmn to
issue until the omission has been su phed
unless a statement be filed over the applicant’s
own signature setting forth that his full first
name is as sxgned or what is in fact his full
first name.

No aﬂidavxt should be mqmred '

The requirement should be made only when
for the first name in the signature 2 mere ini-
tial appears or what can be only an abbrevia-
tion of a name,

Rale 57 requires “full names”. T‘he full first
name must appear somewhere in the papers as
filed. Otherwise, appropriate amendment is

required.
In an application where the name is type-

written with a middle name or initial, but the
sionature is without such middle name or ini-
tial. action should be taken as follows:

In the first Office letter, call attention to the
lack of uniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary
amendment.

If applicant, in reply, gives the name with-
out the middle name or initial unaccompanied
by any instructions to amend the typewritten
name, the reply may be interpreted as a direc-
tion to cancel the middle name or initial from
the preamble; though such amendment is not
material. since the preamble is no longer
printed in the patent. It is necessary how-

Rev. 13, July 1867

%l‘ji!’ﬁt the reply ss &
ddi_e name or. mgml
on_ihe pnnm potent.
the file wrapper, the middle name or initisl
should be added thereto in red ink. . .

If applicant fails to answer the: reqmt smd
the case iz otherwise ready for issue, prepare
an Examiner’s Amendment indicating that the
name on the drawing has been corrected te
correspond ‘with the signature or signatures,
have the Draftsinan correct the drawing, and
pass the case to issue. This cannot be done if
there are inconsistencies in the signatures.

There should be uniformity notwithstanding
that lack of it is not suflicient to aﬁecf the
validity of the patent ‘

When the name on the file is eorrected the
file should be sent to the Apphcatmn anch
for correction of its records. . .

.M(c) Appllcnnt Changes Name

In cases where an apphcant’s name has heen-

changed after his application has been filed
and the applicant desires that the patent when

issued carry an endorsement as to the change

in his name, he must submit a recording fee
sccompanied by either an affidavit signed with

both names and setting forth the procedure.

whereby the change of name was effected, or &
certified copy of the Court order. Such papers
are recorded by the Assignment Branch where
the new name is added on the file wrapper.
The Assignment Branch forwards the file to
the Application Branch for a change in their
records.

No change is made on the face of the file
by the Clerk of the examining group. A suit-
able endorsement being made hv the Assignment
Branch. When ready for allowance, the case
should be sent to the Drafting Branch for the
addition of the new name to the drawing.

Where the change of name is merely by
amendment, such as the addition of a full first
name or a middle initial and no affidavit is
required. the file is sent to the Application
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assignment record.

takes the name from the face e,f




icate the marl
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.. It is permissible for an »

title of nobility or other title, such as “Dz.",

in connection with his signature. The title
the printed patent.

Jse Tme Wi:h S

alpplicgnt to use &
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will not appear |

605.04(f) Signature on Joint Appli-
. cations~—Order of Names

It is not essential that the names appear in

the same order in the signatures to the petition,
specification, oath, and drawing..
- 'The order of names of joint patentees in the
heading of the patent is'izken from the order
in which the typewritten names appear in the
eriginal -oath accompanying the applieation
papers. - Care should therefore be exercised in
selecting the: préferred order- of the typewrit-
ten names of the joint inventors, before filing,
a5 requpsts: for subsequent shifting of ihe
names would entsil changing numerous rec-
ords in the Office.  Since the particular order
in which the names sppear 1s of no conse-
quence insofar as the legal rights of the joint
applicants are concerned, no changes will be
made. except for good reasons and by is-
gion of the Commissioner. It is suggested that
all typewritten and signed names appearing
in the application papers should be in the same
order as the typewritten names in the oath. -

In those instances where the joint applicants
file separate oaths, the order of names is taken
from the order in which the several oaths ap-
pear in the application papers unless s differ-
ent order is requested at the time of filing.

605.04(g) When Name Is Correeted,
Sendto Application
Branch

When the name is corrected by amendment,
the file should be sent to the Application
Branch for correction of the name in its rec-
ord. When the name is changed, see 605.04(c).

605.04(h) Signature to Drawing

Rule 82. Rignature to dratwing. Signétures zre not
required on the drawing if it accompanies and iz re-
ferred to in the other papers of the application, other-
wise the drawing must be signed. The drawing may
be signed by the applicant in person or have the name

41

-middle names, Drawings filed without the in-

atlorney oF & w mmm tise: lower ight-

hand corner of each sheet
or may be placed beltw the
should never cross the ma
natare on the drawi
with the other signs and typec ]
the a?pﬁwﬁan._ foreover, it cannot include &
middle name if the other signafures include
only o middle initia]l consistent therewith. It
can, however, include initials for the first and

ventor's name ' thereon, will'have the name
applied in pencil by the Mail Branch. ‘

Vhen the drawing is signed by the inventor
person the name of the attorney i not per-

ok o
2 N

in
mitted tc ap SR BRSEIEEE RIS S

The drawing may be signed by the appli-
in person after the

cant, attorney, or agent
draving has been fled. The signature need

not be dated.  Prohibition ageinst changin
name of the sttorney on &ra:%?ig‘is &mcusseg
at 608.02(u). For return of drawing to appli-
cant for signature see 808.02(y). _
- The name; or signatire of the iliventor must
be identified as such by an appropriate legend.
Each sheet must be signed when the signature
is necessary. The printed name of the in-
ventor without @ signature is also mcceptable
n};gié may appear, if desired, only on the first
sheet. SR g :

605.05 Administrator, Executor, or

‘ Other Legal Representative
 In an application filed by a legal representsa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual *I have found,” the wording should
be it was found.”

For prosecution by administrator or execu-
tor, see 408.01¢a). :

For prosecution by heirs, see 409.01(a) and
400.01(d). _

For prosecution by representative of legally
incapacitated inventor, see 409.02.

For prosecution by other than inventor, see
408.03.

605.05(a) Signature of Legal Repre-
sentative

If the drawing is signed by the legal repre-
sentative it must follow this form:
John A. Jones, deceased,
by Mary A. Jones, Administratriz.

Rev. 11, Jan, 1867
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ment\ 1f the case is otherwise ready for issue.

605.06 Fnling by Dther Than Inventor
. See 409.03.

606 Tltle of Inventmn

Rute 18( a) !l!he tiﬂe ot the inventlon, wlm:k shonld
be a8 short angd specific as pomible. should sppear as a
headlngon thenm pageoftbespeciﬂe:ﬂea, if & doss
not otherwise . appear at the beginning ot the. applim—
t!nn. e

606 01 Exammer May Requn'e Change
R m’l'iﬂe S

Where the title is not descnptwe of the in-
vention claimed, the Examiner should require
the substitution of a new title that is clearly
indicative of the invention to which the claims
are directed. , This may result in slightly
Ionfer titles, but the loss in brevxty of tlﬂe

be more than offset by the gain in its
informative value in indexing, classifying.
searching, etc. If a satisfactory title is not
supplied i)y the applicant, the Examiner may
change the title by Examiner’s Amendment on
or after allowance.

If a change in title is the only change being
made by the Examiner at the time of allow-
ance a separate Examiner’s Amendment need
not be prepared. The change in title will be
mcorporated in the Notice of Allowance. This
will be accomplished by adding the typewrit-
ten notation in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
tering thereunder the title as changed by the
Examiner who should initial the face of the
file wrapper.

However, if an Examiner’s Amendment must
be prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1987

ime presented afier
s does not apply @ i‘hm
See‘c"lil e
Mlmtaﬁas ‘fled “on’ ot after ' October ‘28,
1965, are subject to the foilmung fees and prac-
tice: e

When ﬁhng an wphcatmn, & busic fee of 585
entitles apphcant to present (10) claims includ-
ing not more than ( g in independent form. If
claims in excess of the above are included at
the time of ﬁlmg sn additional fee of $10. is
required for independént claim in excess
of one, and &' $§ fee for eaehiclaim in excess of
ten (10; claims (whether independent or de-
pendent;

Upo reél submxa)smzé of an a&mc}mem { whether
ente or not) a ectmg clzims, payment
of the following additional. fees is mqmmd in
& pending apphcatmn.‘ R ,

$10....for each independent: cialm pemim

- excess of the number of: mdepen
<o claims almdy lmid for. 7t e
$2._for each olaira in excess of l:ha
~ total: number aimd paid for. (It
- should be: recogn med that the basic
$65 fee %ays for ten {10) ciaims, one
of whi be independent, re-
ga,rdlws of ths number. a,ctually
- filed.) -

Amendmentq before the first action, or not
filed in response to an Office action, presentin
additional claims in excess of the number a
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. Such
amendments filed in veply to an Office action
will be regarded as not responsive thereto and
the practice set forth in section 714.08 will be
followed.

The additional fees, if any, due with an
amendment are calenlated on the basis of the
claims (total and independent) which would be
present, if the amendment were entered. The
amendment of a claim, unless it changes a de-
dendent ciaim to an independent claim, and the
replacement of a claim by a claim of the same
type do not reqmre any additional fees,

For pu s of determining the fee due the
Patent O co, a claim will be treated as depen-
dent if it contains reference to one other cfmm
in the application. A claim determined to be
dependent by this test will be entered if the
fee paid reflects this determination.

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for




im on which it depends,
to he canceled a8 not being a

depending on such a dependent claim will be
sirggiriggmquimd. . The ag&i@mt may there-
upon amend the claims to place them in proper
dependent form, or may redraft them as inde-
pendent claims, upon payment of eny neces-
sary additional fee. o
fter a requirement for restriction, non-

élected claims will be included in determining
the fees due in connection with a sabsequent
amendment unless such claims are canceled.

The additional fees, if any, due with an
amendment are required prior to any consider-
ation of the amendment by the Examiner.

Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.

607.01 Fee Exempt

There were two types of Fee Exempt appli-
cations: (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b) those
filed under a ruling of the Comptroller Gen-
eral’s Opinion B-111,648 zlso abrogated as of
the sams date:

Fruep Uxnper 35 U.S.C. 266

85 17.8.C. 266. Issue of patents without fees t¢ Gov-
ernment employees. The Commissfoner may grant,

421

will be requived

claim; and cancelistion of any ﬁxﬂwy claim

e and employees of the Patent Ofice, & patest
without the payment of fees, when the head of & de
partment or agency ceriifien the invention Is used or
iikely to be used In the public interes? and the sopll-
cant in his application states that the invention de-
seribed therein, if patented, may be manufactured and
used by or for the Government for goveramentel pore
poses withont the payment to him of any ropeily
thereon, which stipulation shelt be included in the
patent. {(Based on Act Mar. 3, 1883, amended Apr. 30,
1928, Repesled Ocicber 23, 19G3.)

In revising such applications for issue, the
specification should checked to assure the
presence of the substance of the following
statement therein:

“The invention described herein may be
manufactured and used by or for the Gov-
ernment for governmental purposes without
the payment of any royalty thereon.”

If the substﬁn%e of such a lsta,tfet?ent, dggs
not appear as the hrst paragraph of the speciii-
catioge?after” the absfmctgg}g is presen?els&
where in the specification or record, the same
should be entered, by Examiner’s Amendment,
as the first paragraph of the specification after
the abstract.

If the substance of this statement is not
present at any point in the record of the ap-
plication, an action should be made requiring
such statement, signed by the applicant, and an
amendment directing insertion of same as the

Rev. 13, July 1867



e oivions PATL48 and BoIx? A58)

hat fees need not be paid fn applications fled
by one not & Government employee. |
(1) Where there is sn assignment of all
right, title and interest in the invention and
application to the Government or & Govern-
ment cys;or. . ,

(2) ere the invention and spplication
are the result of research sponsored and fi-
nanced by the Government under contract or
agreement requiring that the results thereof
be made available to the public, and the appli-
cationi contains a clause dedicating the inven-
tion and patent to be granted to the free use
of the people in the territory of the United
States. o

Beginning October 25, 1965, there are no
longer ang applications which are exempt from
the filing fee or the issue fee. A.pplications filed
before this date without the filing fes under the
provisions previousgly in effect are subject to
peyment of the issue fee if the natice of allow-
ance is dated on or after October 25, 1965.

The following two sections (607.01a, 607.01b)
are applicable only to old cases.

607.01(a) Inventor Leaves Service of
United States

An opinion of the Attorney General, dated
January 14, 1936, rules that an application
filed under the Act of 1883, as amended, now
35 U.S.C. 266, which meets the requirements of
this statute as to the status of the inventor at
the time of filing, is sufficient warrant for the
issuance of a patent to the inventor if the in-
vention claimed therein is found patentable,
whether or not he is in the service of the
United States at the time the patent issues.

607.01(b) Fee Exempt Changed to
Fee Filed

Where an application was filed under 35
U.S.C. 266, the regular filing fee can be subse-
quently paid and proper amendment made by
the inventor, concurred in by the Head of the
De(gartment concerned, cancelling the offer of
dedication, the fee being entered on the file
and tlhe original date of the application re-
tained.

n return for a patent, the inventor gives as
considerstion a complete revelation or die
closure of the invention for which he seeks
g:ntecﬁxem. . All smendments or claims must

d basis in the original disclosure, or they
involve new matter. Applicant may rely for

disclosure upon the specification with originsl
claims and drawings, sll as filed completo. Ses
Rule 118, 608.0¢.

608.01 Specification

Rule 11. Detailed description and specifiontion of the
tnvention, () The specification wmust include 8 well-
ten: deseription of the invention or diseovery and of
the manner #nd pretess of muking and using the
same, and is reguived to be inmmch fell, clese, con-
cise, and exmet terms as to enshie gy person skilled
in the art or sclence to which the invention or dis-
ocovery . appertaing, or with which it is most nearly
conmected, to make and use the same.

{b) The specification must set forth the precise in-
vention for which & patent is solicited, in such manner
as to qistinguish it from other invemtions and from
what is old. It must describe completely & specifie
embodirsent of the process, machine, manufscture,
composition of matiter or improvement invented, and
must explain the mode of operation or principle when-
ever applicable. The best mode contempliated by the in-
ventor of carrving out his invention must be get forth.

{c) In the case of an improvement, the apecification
must particuiarly point out the part or parts of the
procesa, machine, manufacivre, or composgition of mai-
ter to which the improvement reiates, and the descrip-
tion should be confined to the specific improvement and
to such parts as necessarily cooperate with it or as may
be necessary to 2 complefe understanding or descrip-
tion of it.

Certain cross notes to other related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should be re-
quired to be cancelled. Rule 78, 202.01.

Rule 32. Languege, poper, writing margine, (a)
The petition, specification, snd oath must be in the
English language. All papers which are to become o
part of the permanent records of the Patent Ofico must
be leglbly written or printed in permanent ink.

Bev. 11, Jan. 1067



not cormeﬂy legibly and clearly

- ‘posaible mutilation of text when ¢

: Tymﬂuw or printed papers n‘\

Omcemayb&teqmmthe

shonlg be plaeedet the center of tlm bottom
of each Page. It is a common mmt?qrg a:g
& commen e one, to num
the lines of each pagé (anc the ines of each
elaim):::: A top- margin .of at. least 1% -inches
should he reserved on ‘each - .to prevent
pnpers ars
pnmzhad for insertion in a file jacket. .
ped, mimmgm hed;: xe ted maitp»
| d:w teceptab!e pmvx&gd i',ll;m3 > m
uction are i e r
has-a surface such that amendnmgsﬂp;ay be
wnt.tenl ,fhereon inink. So-c:llied “Easily
Erasable a8 coating s0
that. msures can be. nlx:ge P°°l v
provide a “permanent”. copy. : Rnle 52(&) If

a light pressure of an: ordmary (pencil)-eraser
removes: the imprint, the: exmmn’ll:i'n should, as

soon as this becomes’ evident, notify apphcant
that it will be necessary for him to order a copy
of the specification znd claims: to be mads by
the Patent Office at his expense for incorpora-
tion in the file. It is no! necessary to return
this copy to applicant for signature.

-See m re Benson, 1959 C.D. 5; 744 O.G. 358.
Reproductions pmpared by heat-senmtlve, hec-
tographic or spirit: duphcatmn processes are
also not satisfactory.

" As stated in Rule 52 the speclﬁcatmn as well
as petition and oath must in the Enghsh
language. - |

The specxﬁcanm is sometimes in such faulty
English that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
The requirement that the specification must
be in the English language is not satisfiad by
the filing of a signed specification in a foreign

Hev. 11, Jan. 1967

'ré Bwanberg, 128 U.8. P Q

manot‘

ﬂs,
and the Eme. :
Rnife %{ to mm}in%ti’ms and
other aimmfz emm m mfome& See in

608.01(a)

B Rﬁl& 7. imnmeaf of apphwmn ‘I‘he tonawe
iug order of arrungement ahmzld be obuerved ’rmm-
mgmsawﬁmtion ' ' 1SS

appamant, ami tﬁé; itie
(b) Abstract attke mmm
{e) Cross-refemnm to related’ appncationa, if any.
(a) Briefsummary of the invention. )
(e} Brief daseriptiun ot the several views of the
drawing, if there are dvawings.
. (f) Detailed descrimion
“(g)' Clatn or claims. ‘
(h) Signature. (Seetrule78)

- Nore

'Dwxgn patent specification, 1503.01.
Plant patent specification, 1601.5.
Reissue patent specification, 1401.06.

The follewing order of amngﬁment i8 pref-
erable in framing the specification and, except
for the title of the invention, ezch of the !e&:temd
items should be prmeded by the headings
indicated.
(a) Title of the Inventmn
- (b) Abstract of the Disclosure. :
(¢) Cross-Rcferences to Related Apphca—
tions (if any).
(d) Background of the Invention.
1. Field of the Invention.
2. Description of the Prior Art.
{e) Summary of the Invention.
(f) Brief Description of the Drawing.
(g) Description of the Preferred Embeodi-
ment(s).
(h} Claim(s).

mﬁaﬁ may be md




wmw : thbwwg
enable the Patent Office and the Jtiblie gesierelly o
determine quickly from a,cminmacumthe nature
mmwmw :

shall not be uwsdd for inteeysmifug the scope of the
cla!.ms.

" The submission of an “Abs :
closure” as part of thg,,, ‘
Patent on 'or a or anuary 1, 1967.

08 On |
abstmctmalso ui mallpatenta hca-
pe ﬁgd *hfhc;xd ave n&t} rgﬂnged

tions ravxou_sl

tﬁe ‘disclosure in a
Sepitate paragraph und r the heading “Ag;
wl:xons should bé’ mmd unésr Rile’ lll(b)
pmoﬁcehkp any other formal matter.
Applications sometimes includé statements
attempting to regtrict the use of the abstract in
interpreting the scope of the claims. ‘Because
Rule,72(b) expressly prohibits this use of the

abstract, statements of this type are uncalled
for and should not appear in the printed patent.

Whenever any such statement con-
cerning the claims a rsmt e portion of an
apphcatlon that ppear in a printed pat-

ent, cancellation wilt ’be ,,0T the cancel-
Iation shall be effected b ar’s Amend-

ment if the application 1s aﬁm'mse ready for
allowance.

 Under current practice, in all instances where
the application contains an sbetract when sent
to issue, the abstract will be published in the
Oﬂiclal Gazette instead of a claim.

oﬁo assing the case to issue, the Examiner
should. see that the abstract is an ad uateand
clear statement of the contents of the re
and generslly in line. with the delmes in the
following numbered ; the abstract
shall be changed by the Exammar’s Amend-
ment in those instances where deatned necsssary.

1. The purpose of the abstract is to provide &
nonlegal technical statement of the contents of

lar art, & &hamfom aham}d m& m mm
whether there is a need for ocnmlt;mg _____
specification for detsils.”
e; ‘The a{s A s!mn}ﬁbeas mg'ﬁfﬁfﬁ_’%
} rm single’ aragTa
shotld be s gia i ﬁn%mﬂmm

etanees s plurgl parag: ﬁp&a ab&rs@mybeﬁc—
ceptable. An exatiiple of these rare situations
would be an'a pghamu having claims to differ-

ent statutory it b«smg aized that
the abstract of the disclostire should incinde all
the advancements in the srt. Where a piursl

paragrapn | iy’ deered necedtary, the
mp}ﬁtepha,bstmﬁ: ‘must be set(aﬂ" o g euitable
headings to indicate where it b '_;\._.,s"md‘ez;&s.

Rnlas”s?sﬂ{)ﬁ 5.

phcatmn Under the Revised

- 4. Especially in the chemical fleld, the ab-
stract should inclnde a statement of the nt.&hty
of the subject matter of the dlselosnre, particn-
larly that which is related to the invention.
. 8. The'abstract should be separate and inds-
pendent of the “Summary of the Invention.”
One of the purposes of the sbstract is to dater-
mine quickly the nature and gist of the technical
dlsclasum :

608.01 (¢) Bnckgumnd nf the Invene
ton

The B&ckground of the Inventmn ordinarily
comprises two parts:

(1) Field of the Invention: A statement of
the field of art to which the invention perwn&
This statement may include o parsphrasing of
the applicable U.S. patent classification defini-
tions. 'The statement should be directed to the
subject matter of the claimed invention.

(2) Descnptxon of the Prior Art: A para-

graph(s) describing to the extent practical the
state of the fprxor art known to the applicant,
mcludm references to specific prior art where
appmpnm Where applimb!e, the problems
involved in the prior art, w which are solved by
the applicant’s invention, should be indicated.

See also 608.01{s).

Bev. 16, Apr. 18968




mwm&mmm@%otmmof
the invention, the summary cumhaaimeeted

toﬂmspwﬁcmvenmbo in con-
tradistinction to mere genes heswmc’h would

boaqud! plicable to numerous precedi
ﬁ!ntl&thembmm&ergftheig-
;lenhon should be d in one or more
ear, soncire gentenass or paragrephe. Stereo-
typeé Fm ts that would St one

aaeaswellwanotharaemnousefnl lgose

S, T Lo ax ';’abeenoa of v illomi-
pent, !;y mmmts that
rectly in pomt a8 v,pp cs.ble excinmvely

to the ‘cage in hand.

m’l‘he‘«;bt{::fmmy, 1fproﬁperly15nﬁtento
ot exact nature, operation and purpose
of the invention mﬂ?e of mttenfal témm
in ai ready understending o

mfudggmchw. See. 905.04. Thepit;gf

summuz should be more than & mere state-
ment of the objects of the invention, which

statement is also permissible under Rale 73.

The brief summary of invention should be
consistent with the subject matter of the
claims. Note finsl review of application and
preparation for issne, 1302.

608.01(e) Reservaticn ‘Clausew Not
Permitted

Rule 8. Rescrvabion ionses not permitted. A rves-
evvaiion for & folure application of subject matier dis.
clossd but not claimed in 8 pending spplicstion will
pot be permiited in the pending application, but an
application disclosing unciaimed subject metier may
contain & reference to a later filed application of the
same applicant or owned by a common asgignee dls-
closing and claiming that subject matier.

608.01(f) Brief Description of Draw-
ings

Rale 74 Reforonce to drawings. Whep there are
drawings, theve hall be & brief descriplion of the
soveral views of the drawings and the detalled do-

Rev. 16, Ape. 1068

mwmmmummm

A detailed description of the invention and
drswings follows the general statement of in-
vention and brief éeaenpnw of the eimwin%»
This detailed description, by Rale
mﬁl,mb&msmhgu cnlsrityastoen-
able any person ckilled in the pertinent art or
scienog to make and use the mmtum without

’ﬁwmﬁmme ch&mtersmmbep ﬁﬂy

applied, no single reference characte
used for two di emtpaﬁsarfm‘angenput
and s modification of such part. In the latier
cage, the reference character, applied to the
“ngen Dé xtsemth & prime aﬁx&g sdvan-
applied to the modification.
Everyfea.tures fied in the claims must be
illustrated, but there should be no superfluous
iﬂusﬁahons. '
Restrictive statements or express limitations
rel to thesco ofﬁhe invention claimed
should spplication. Ifthe
hxmtamons are on]y mten as statements deo-
signe to Imgle 1;0 effect in thehﬁlmrpmmtmn of
aims, the langn ww
and should be cancel o4
other hand, ﬁmesmtenmtsmmbeuse&m
the interpretation of claims, eenent:
clearly improper and should be dz!eted. ’I‘iﬁe
35 U.S.C. 112 requires that an applicant shall
particularly poin¢ out and distinctly claim the
b ect matter or combination gvhz mg%ﬁﬁﬁs
invention or dlseovm'y a8
Whenever any such restricting statement
cerning the claims appears in of an
spplication that would a

pomon
ppurmag:mﬂed
patent, cancellation will be required, or the can-
cellation shall be effected by Examiner's
Amendment if the spplication is otherwise

ready for allowance.




s fm‘w ot
w s %
Rule 75 in M(i), eaam(oz , and 1302.01.

608.01(k) Mode of Operstion of In-
vention

The best mode devised by the inventor of
ing ont bis invention must be set forth
iption. Current practios is to sec-
eoptmopentxva example as sufficient to meet

In chamical caaas, complete data necessary
forﬂn ration and use of at least cne ax-
e Comn

invention should be presented.
—{ompletencss 608.01(p).

608.01(1) Claims [R-16]

Ruls 76. Clatms(s). () The specification must con-
clude with a claim particularly pointing ¢t and dis-
tinetly cdlaiming the subject matier which the applicant
regards as bis invention or dscovery.

{b) More than one claim may be presanted, provided
they differ sohetantially from each other and ave not
unduly mmitiplied.

608.01(1)

(e;%m&um%hmm
wer be pisced In Jepemdent fovwm fn whivh o odabe
mmmwmmmemmm
for dsim. Clabes o dependent form ehall be com-
strasd u inciude ali G lmitetions M the claim

ca;mm«&mmmmmmﬁ-
tion g st forth i the remainder of the specification
snd the terme and phrasse need io the olaimg must
find clear support oF antecndsnt basls in the descrip-
tion so that the meaning of the torme In the claims mey
be asecertaingble by reference to the demwipiion.

{e} Whers the nature of the case admils, as iz the
came of an boprovement, any independent claim should
contain in the following order, (1) a preambie comy-
prising a general desoviption of all the olemsnits oo
steps of the clalmed combination which are convesn-
tiomsl or koown, (2) & pbrase snch gs “whereln the
improvement comprizes.” and (8) those elements, steps
and/oe relationships which constitute that portion of
the claimed combingtion which the applicant conriders
as the new ot inproved portion

Bee rules 141 fo 247 a8 o clalming different inven-
ﬂo»nsi:uam@plimtien.

ring of Clmms, 608.&1(3)

a%mm



121(b), they must be numbered by the applicant cox-
secutively beginning with the number next following
the * highest numbered clalm previously presented
(whether eatered or not). When the application {8
ready for allowance, the examiner, if necessary, will re-
number the claims consecutively in the order in which
they sppear or in such order as may have heen re-
quested by applicant. : s
In & single claim case, the claim is not num-

 Sec. 35 USC. 112 requires that the sppli-
cant shall particularly point out and distinctly
claim the subject matter which he regards as
his invention. The portion of the application
in which he does this forms the claim or
claims.. This is an important part of the ap-
plication, as it is the definition of that for
which protection is granted. - .-~

608.01(1) Original Claims
In establishing a disclosure, applicant may

rely not only on the specification and drawing

as filed but also on the original claims if their
content justifies it.

Where su {f:(i matter not shown in the draw-
ing or described in the specification is claimed
in the case as filed, and such original claim
itself constitutes a clear disclosure of this sub-
ject matter, then the claim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not be attacked
either by objection or rejection because this
subject matter is lacking in the drawing and
apecification. It is the drawing and specifica-
tion that are defective; not the claim.

Tt is of course to be understood that this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01 (m) Form of Claims

While there is no set statutory form for
claims, the present Office practice is to insist

udded, exvept when presented in sceordance with Rule

ral, the printed patent ;
'@r&nt"ngﬁgnbut~ ‘ &t g +} 1 u?d;lx.
penss may prevent t aplication of 14
o ton : harmetors. ‘mp ding to el
erence characters oor ding to ele-
ments recited in the detsiled description and the
drawings may be used in conjunction with the
racitation of the same element or group of ele-
ments in the claims. The reference characters,

howsver, should be enclossd within perenthsses

so as to avoid confusion with other numbers or

characters which -may appear in tne claims.
The use of reference characters is to be consid-
ered as having no effect on the scope of the

: Gﬁai;;jnsf isho,uldw pmiambi ‘be armn@d in 'a:r—
der of  s¢ that the ﬁxzt cisim presented is
pocies  are

the broadest. Whers separate spi
cl&im;:s the t;;laim% of like ls: efi phwg;lbl;
rouped together where ible an i
fépamted bg; drawing & line between ch??;s or
groups of claims.  (Both of these provisions
may not be practical or possible where several
species claims depend from the same generic

. elaim.) Similarly, product and process claims

should be separately grouped. Such arrange-
ments are for the purpose of facilitating classi-
fication and examination.

The form of claim reguired in Rule 75(s) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this form of claim is considered to positively
and clearly include all the elements or steps re-
cited therein as & part of the claimed combina-
tion. :
See Rejections not based on Prior Art
706.03.

608.01(n) Dependent Claims

Rule 75(c), reads as follows:

When more than one clalm ig presented, they may
be placed in dependent form In which 2 claim may vefor
back to and further restrict a single preceding clzim.
Claims in dependent form sball be construed to include
ell the linitations of the clalm incorporated by vefer-
ence into the dependent claim.

Rev. 15, Jan. 1968



'kbe requlmd to be canceled as nn!:

i apied "’“‘“‘é,:‘;‘ h d@wm |
hercla on such &' im
uired. The s %giwmt may
claims to place
ch‘ rm,ormayredmfftthmaas
pmdegt m:ts,upon peymento myneeee-
sary additional fee. - e
An ementui cbnmetenenc,

proper.

replaced by ¢ would not be a proper dependent
claim, even though it placed further limitations

on the remammg elements or added still other
e]ements. S

The fact. that a dependent clalm which is oth-
erwise proper might require a separate search
or be separately classified from the claim on
which it depends would. not render it an im-
proper  dependent claim, although it might
result in a requirement for restriction.

The fact that the independent and dependent
claims are in different statutory classes no!;
in itself, render the latter improper.
claim 1 recites a specific product, a claim for the
method of making the product of claim 1 in s
particular manner would be a roper &
clalm since it could not be mfrm thout i m-

g claim 1. ' Similarly, if claim 1 recites a
met od of making a product, a claim for s prod-
uct made by the method of claim 1 could be a

roper de claim. On the other hand,
if claim 1 recites a method of making a specified
product, a claim to the product set forth in claim
1 would not be a proper dependent claim if the
product might be made in other ways. Note,
that since Rule 75(c) requires the dependent
claim to “further restrict” the preceding claim,
this Rule does not apply to product-by-process
claims.

Rev. 14, Oct. 1067

structure of claun 1 in whlch d was ommed or |

oY, g :imtelsams : r-
whicha %&d&mmﬁe&ege

:;-c}m de:hze o in turn, refers to an-
' gepen&eat claim should bempemted fmm

1ts m claizn by another claim
different base claim. A cleim

jerefrom by any claim whmh i "
depend from seid “depen&ent” claim. It sheni&
be ke d .tha d de

o any’
" Thess are the onl

thegequeme_ of ¢
cant’s. sequ
60' 01 R

meox AND‘OBJ‘EGI‘IOK e

If the ‘base claim has been cancelled, a clalm
which is directly or indirectly dependent thereon
should be rejected as incomplete. If the base
claim is m;ected, the dependent claim should be

{wted to rather than rejected, if it is otherwise

owable.

Examiners are remmded that & &ependent
claim is directed to a combination includin
everything recited in the base claim and what i3
recited in the dependent claim. It is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
pendent claim.

Dependent claims should be carefully checked
when claims are mnumbered (Rule 128).

608.01(e) Basis for Claim Terminol-
ogy in Description

The meemng of every term used in any of
the claims should be appsrent from the de-
riptive portion of the specification with clear
dlsc osure as to its import, and in mechanical
casges it should be identified in the descriptive
rtion of the specification by reference to the
rawing, designating the part or parts therein
to which the term applies. A term used in the
claims may be given a special meaning in the
description. Neo term may be given & meaning
repugnant to the usual meaning of the term,




Meclmm,he shouldmkeap ate
amemdmt of his specification so 23 to have
Wclesrsuppmﬂ sntecedens basis for
the new teyms. in the claims. This is
neeemino er to insure certsinty in con-
riing the elaims in the light of the specifica-
tiom:. " Ex: Kotler 1901 C.D. 62; 98 GG
2684 See ule 75, 608.01(1) and: 18&)&01
menﬁsor lmnh.ﬁons

R—16

60801 (p) Gompletenm [R~16}

Newly filed applications obviously failing to
disclose an invention with the clarity required
are discussed in 702.01.

A disclosure in an application, to be com-
plete, must contain such description and details
as to enable any person skilled in the art or
science to which the invention pertsins to make
and use the invention.

While the prior art setting may be men-
tioned in gemeral terms, the essential novelty,
the essence of the invention, must be described
in such details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
mventlon.

S operative embodiments or examples
of the invention must be set forth. Examples
and description should be of sufficient aco
to justify the scope of the claims. Mar h
claxms must be provided with su &gort in the
disclosure for each member of Markush
group. Where the constitution and formula of
& chemical compound is stated only as a proba-
bility or speculation, the disclosure is not suffi-
clent. to support claims 1dent1{¥mg the com-
pound by such composition or formula.

A complete disclosure should include o state-
ment of utility. This usually presents no prob-
lem in mechanical cases. In chemical cases,
varying degrees of specificity are required.

483

: mnée w mmh
time of Hlin
ame,ndment

filad ;. Mamxm of » new. Mm&
material may be described generslly slong
refemme/to & concurrently or p

gpiz&tmn% :,,. aber st the
rhbermfmmmba %o by
rast&temant Onagenemi met!z g

opsnding: spplication by
din made

be
ﬂw'y

mustﬁefé‘ﬂly dxmlwed in the»am)m
out-depending upon’ s reference to & eIpamih
?pimtmn or to 'a forsign pa.ﬁwt fer
eting the disclosure.
Sinee a disclosure must be complete as of the
date; subsequent publications or subse-

filing
quently filed applications cannot be relied upon
to establish e constructive reduction to prac-

tice.

Nore—For problems arising from the desig-
nation of materials by trademarks and
names, ses 608.01(v).

608.01(q) Substitmte or Rewritten
Specification

Rule 125, Substitute specification. If the number or
natpre of the amendments shall repder it difficolt to
consider the case, or to arrange the papers for printing
or copying, the examiner may veguire the entire spact-
fication or claims, or any part theveof, to be rewritten.
A substitute specification will ordlparily vot be as
cepted unless It has been reguired by the exnminer.

The specification is someﬂmas in such fmxlty
English that & new specifica
but new specifications cumber the mmrd &mi
require additional reading, and hemee should
not be required or sccepted escept in extreme

cages.
A substitute specification that has not been

required, and iz not needed, is not entered. See
714.%

Bevw. 16, Apr. 1048




m}%&m&d@tﬁt&%wam
clsim can be restored presan
ﬁmmwhdmmasamymmﬂm ol
R&ﬂalﬂ&,ﬁﬁ-ﬁé , S

subject. matter disclo: ne
peadmg&pphmﬁmmﬂmtbemﬁe&m
the W(hﬂg spplication. Rule 79, 608.01(e).

‘& ‘specification eamwt be transferved

‘ ey licats
pmdampm hm&xﬁnﬁmm
mmh%rmpp@ . S@&%&Bﬁiﬁ%@la

aﬁl (V) Tmé SRR ':I;;Z \
Used fn m&e ER—»I@}

and

anddmtmgmsh his product
eve, It is & propristary word
I¥ to the product of Qmﬁmﬂ

Names Used in Trade: & mnpmpme’cary

name by which an sriicle or
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(1) Thei o by
precise and tetobem:pﬁqfi

claim, or
9 Inthlseuuntry mnxmmw
( ) mdutxshctomlvdeﬁneﬂmtbahten.

"~ Condition (1) o (8) must be met st the
time of filing of the complete application.

Travmmasnrs

The mhtmmlnp between a mdmnk and
the product it identifies is somstimes indafinite,
unoettsmn:g axb Thsformulswg,f
acteristios p!odnct msy changs from
mwmmﬁﬁmym{am&mmld
under the same tradm;ark. wlﬁ_

element or mgwé:mt
prodnct m&

bs et forth in positive, mct,
mtelhglblehngu-gsieothatthemwmheno
uncertainty as to what is meant. “Axbitrary
trademarks which are lisble to meen Jifferent
things at the pleasure of manufacturers do not
constitute su hn%

However, if the product to which ﬂm t.mde-
markmfersmotherwxsesatforehmsuehhn»
guage that its identity is clear the Examiners
are suthorized to permit the use of the tmde-
meark if it is distinguished from common de-
scn tive nouns by capitalization. If the mde-

has a fized and definite meaning it con-
shltutes gufficient identification wunless some
physical or chemical characteristic of the article
or material is involved in the invention. I'n that
event a8 also in those cases where the tradema
has no fixed and definite meaning, 1dmtr_ﬁmtx0n
by scientific or other explanatory langusge is

Where the identification of & trademark is
introduced by amendment it must be restricted
to the characteristics of the product known at
the time the application was ﬁled to avoid any
quﬁhonofmwmm ]

proper identification of the product sold
under s or & product referred to
only by & name used in trade, is omitted from
gh@ specification @a?;i f{fﬁh identification is
eemed necessary under neiples set forth
above, the Examiner should !mid the diselosure

Nora: Anyquwhmaswwhsﬂamwmtm
prmnt trademark is in fact s trademerk
mﬂdb@mﬁmﬁdmthewmrkww
t;on M&Seamh])ntz;mmffr e
it is & trademark, the first letter, at leg ! r H
be capitalized. i
Ascoustical Labyrinth
ﬁ lh? etting agents)
erogol (wetting
Alemite

Eev. 16, Apr. 1968



rann

Flexowriter
Fluorophene
Foamite
Formica

Freon

Gantrigin

GD

Geon

Glyptal
Bew. 14, Oct. 1067

O : CE
Danforth (anchor)
Decalim: :
'Deepfreeze (home freezer)

Micasta

‘Microballoon(s)
M

odutrol
Monel

Monotype
Mycalex
ylar

N.D.G.A.
Nekal
Neon (signs)
Nichrome
Nico-fume
Ni-Resist




“Polahe

: ’Pholite
- Pliowax

Pluronie

Polarocid

' Polyfoam
Polymerin

Polynosic

- Porocel

" Primacord (
 ‘Priscoline

Puah Bm:k (theatre chams)

Bﬁﬁmtﬁ

Random Access Memary}

Rasam

gle (sole .
lath ( laster-board)
Rockwell tester)

Santomerse

~ Scintillometer
‘Scotch (pressure sensitive tape, etc.)

Shakej f
Sheetr%i?-ro

“Snap-on

Solvesso
Sonar
Speed-l\ut (fastener)
Steel-Flex
Stellite
Steri-Pad (surgical dressing)
Stiflex
Storm Choke
gtraddle Truck

t
Sylphon
Sylphrap
Synchrotester
Synpor
Syntron

&Fa ngé%enet)

Technicolor

51

Vacumatic
Varsol
Vaseline
Verichrome
Victrola
Vinylite
Vistac -
~ Vistanex (-Med.wm)
Votator o
e Vultex
iy V‘vcor L
‘ W’eather()meter

' pr s
Zipper (heels)
608.02 Drawmg

Rule 81. Druwcings required. The applicant for pat-
ent Is required by statute to furnish g drawing of hig
invention whenever the nature of the case admits of
it; this drawing must be filed with the application.
Iustrations facilitating an underatanding of the in.
vention {for example, flow sheets in cases of processes,
and diagrammatic views) may &lse be furnished in
the same manuer as drawiogs and may be regulred by
the Office when cousidered necessary or desirable.

Rule 86. Draftaman fo make drewings. (a) Appll-
canty are advised to employ competent draftsmen fo
make thelr deawings.

{by The Office may furnish the drawings at the ap-
plicant’s expense as promptly as its draftsmen can
make them, for applicants who cannot otherwise con-
veniently procure them. (See rule 21.)

XNOTE

Standards for drawings, Rule 84

A booklet “Guide for Patent Drafts-
men” is available from the Superintendent
of Documents, U.S. Government Printing
Office, Washington, D.C. 20402, price 20
cents.

Design patent drawings, Rule 152, 1503.02.

Plant patent drawings, Rule 165,
Reissue application drawings, 608.02(k).

Rev. 14, Oct. 1067




" Abandoned Files Unit.

. L9

See: Correction of drawings; 608.02(p).

Prints, preparation and distribution;’ 508,
608.02 &). Signature to the drawing is treat:

in 605 &h) or pencil notations of classifi-
cation and name or initials of assistant exam-
iner to be placed on drawings see 717.03.

The filing of a divisional case under the
provisions of the second sentence of Rule 147
{unexecuted case), does not obviate the need
fozt'ﬂ formal Brfistgl boardald;awi ‘&mOrdi-
narily, prints of the original formal drawings
will su&ce for examination. See 608.02(b).

Arrricamions Fruen Wirsoor Drawries

Applications filed without drawing:are ini-
tially inspected to determine whether or not
& drawing, under the statute, is. necessary be-
fore the applicant can be given a filing date.
Doubtful cases are referred to the Office of the
Director for decision as to the need for such s
drawing. It has long been the practice to
accept a process case (that is, a:case hn.vmeg
onli process or method claims) which is file
without & drawing. The same practice has been
followed in composition cases. Other situa-
tions where drawings are usually not consid-
ered essential for a filing date are: .

X. Coated articles or praducts. Where the
invention resides solely in coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventionsal
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims.

II. Articles made from a ticular mate-
rial or composition. ere the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims. .

III. Laminated structures. Where the
claimed invention involves only laminations of
sheets (and coatings) of specified material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

IV. Articles, apporatus or systems where
sole distinguishing feature te presence of a par-
ticular material. Where the invention resides

Rev. 14, Oct. 1867

IrrusTRATION Smwnmr OTRE
The acceptance of an application ‘withgut a
drawing does not preclude the Examiner from
requiring an illustration in the .form of a
drawing under the second sentence of Rule 81.

In requiring such a drawing, the Esxaminer
should clearly indicate that the requirement

is made under the second sentence of Rule 81,
and be careful not to state that he is doing
so “because the nature of the cass admits” of
a drawing, as that might give rise to an erro-
neous impression as to the completeness of the
application when filed. While such & require-
ment should ordinsrily not be made unless
pstentable subject metter has been found, the
examiner may require applicant to submit &
sketch of the proposed addition, together with
an authorization for ity entry, with the next
responss even though a claim has not been al-
lowed. This will afford the examiner &n early
opporturity to determine the sufficieney of the
illustration and the absencs of new matter. See
Rule 118. The description should of course be
amended to contain reference to the new illus-
tration. This may obviate further correspond-
ence where an amendment places the case in
condition for allowance, except for the formal
requirement relating to the drawing. In the
event of .a final determination that there is
nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Branch.

Proroccrarns

Clearly, photographs are not drawings.
Photographs are not acceptable for a filing
date nor for any purpose except as exhibits
unless they come within the special categories
set forth in the paragraph immediately below.
Photolithographs of photographs and photo-
graphs mounted on proper size Bristol board
are never acceptable. See In re Taggart et al.,
1957 C.D. 6; 725 O.G. 397 and In re Myers,
1959 C.D. 2; 738 O.G. 947.

Sreciar, CATEcORIES

The Patent Office is wi]]in%)to accept black
and white photographs or photomicrographs
(not photolithographs or other reproductions
of photographs) printed on sensitized paper in
lien of Indis ink drawings, to illustrate inven-




Such photographs to be acceptable must be
made on photographic pape r having the fol-
lowing characteristics which are generslly ree-
ognized in the photographic trade: double
smoothj tint, white, /i 20t

If the drawings sre informal, but may be
admitted for examination purposes the Drafts-
man indicates on 3-part form, PO-948, what the
informalities are and whether they can be cor-
rected or whether new drawings are required
In either case the drawings are acoepted as satis-
fying f%he requirements of Ruile 51. The draw-
ings, after being micrefilmed, are then returned
tog:ixe Application Branch to which Branch
form PO-948 is also sent for insertion in the
appropriate application. . e e

" NorryrNe APPLICANT

The Examiners are directed to advise the
applicants (see 707.07(a)) in the first Office ac-
tion of the conditions which render the draw-
ing informal, and when indicated, that such
drawings can be corrected so as to be acceptable,
but will not, in any case, require new drawings
because of their execution unless the necessify
therefore shall have been indicated by the Head
of the Drafting Branch.

As soon as allowable subject matter is found,
the requirement for new drawings should be
insisted upon. Before writing the action, the
Drafting Branch should be consulted to ascer-
tain if, at that time, the new drawing could
be prepared by the Patent Office on request and,
if so, the estymate of cost should be included
in the action. QOtherwise, the action should
state:

“Applicant is advised to employ the serv-
ices of a competent patent draftsman out-
side the Office, as the Drafting Branch of
the Patent Office does not have the facilities
at the present time, for preparing new
drawings”,

This procedure, by avoiding a fruitless request
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the
patent,

weight paper with & surfage descnbed 8s

objection ,

applicant to make correction:

1) Lead lines too long.

2) Heavy shade lines required.
u

otigh and blurred. RS
{5} Palelines (if the prints indicate thelines

reproduce sufficiently). SR ]
(6} Poor paper (if drawing is ctherwise

R eowing objections if made by the
~'The owing jons if m
Draftsman must be corrected and cannot be

gl) Space for ﬁeading ;equim&

waived: - o

- {2): Ink drawings reguired.
33,Papemnﬁm§ze» S
{(4) Signature on wrongend of sheet.
+(5) Insufficient margin. R
- (8) Borderlinenot in ink.

' ApprrioNaL ILLUSTRATION |

If there is only one figure, it should not be
designated “Fig. 1.” The Examiner may re-
uire additional drawings for the purpose of
ﬂlustrating- the disclosure. N
- When a necessary additionsl illustration is
small and may be added to the drawings on
file, an additional sheet of drawing should not
be required, but the Examiner will ask that the
proposed illustration be shown in a sketch,
which showing will be transferred to one of the
sheets of the drawings. .
For the handling of additional, duplicate, or.
substitute drawings, see 608.02(h).

608.02(a) New Drawing—When Re-
quired
PrOTOPRINTS A8 DRAWINGS

If photoprints are submitied with a new case
in lieu of formal drawings and such prints are
not only readable but reproducible, the Appli-
eation Branch notifies applicant that the case is
accepted for filing only and that, to be entitled
to examination, formal drawings complying
with Rule 84 must be filed within 60 days from
the date of the letter of notification. The for-
mal drawings when received are compared with
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608.02(b) Info,fnml Drawings
. Resle 88, Informat drawings. The requiréments of
Raule 84 relating to drawings wili be strictly enforced.
A drawing not executed In conformity thereto may be
admitted for purpose of examination, but in such case
the drawing must ‘be corrected or & new ohe furnished,
as required. :The hevessary corrections will be made
by the Office upon applicant’s request and at: his ex-
pense. (See Rule 21} i ,

In instances where the dtawmg
the prosecution can be edrried on’ mﬂwnt the
corrections; applicant is informed of the reasons
why the drawing is objected to, and that the
drawing is admitted for examination purposes
only (see 707.07(a)). To be fully responsive,
an amendment must include a request for draw-
ing corrections  when there is an indieation of
nﬁ)wable sub]ecb matter See Rule 111(b) and
8320.G. 1786. - :

608.02(¢c) Drawings or Print Always
+ Kept in Examining Group

The photocopies of the drawings must always
be kept on top of the papers on the right of the
file wrapper so as to be visible upon opening
the wrapper and easily detached. This photo-

g (or “print”) is placed in the drawing

et when the corresponding drawing is re-
moved. When the examiner removes the dravw-
ing from the cabinet to prepare an application
for issue, the print of the drawing must be
taken from the application file and placed in
the drawing cabinet to take the place of the
original drawm The print should remain in
the drawing cabinet during the period the ap-
plication is mg revised for issue and until the
hard copy of the patent is received in the group
or the application becomes forfeited. The
clerk should, of course, add any necessary nota-
tions on the print at the time the application
is forwarded to the Issue and Gazette Branch.

This practice will insure that the drawing is
available at all times in the drawing cabinet

Rev. 14, Oct. 1067

marked in’ bha ‘apper left hsn
patemt number ami sent 6 t.hia

any, accomi»mes&
603 02 (d) Comylete nlasm!lon m
Drawings

Rule 88 Gontmt of drawing. (a) The drawiag mast
show ' evei-y ‘feature of the invention fpecified in the
claims.” However, conventional features dtsciosed in the
description &nd clnim where their de{aikﬁ iMostration
is not essential’ for'a pmw nn&embanding of the inven-
tion, «zhoqld be- mns%mm! ln the &mwing in the fom of

(b)Y When the fnthmn mnsists of an immovemmt
on an old machine the drawing must when possible
exhibit, in ome or more views, the improved portion
itself, disconnected from the old structure, and alse
in ancther view, so mueh only of the old structure as
will suffice to show the connection of the im'eution

therewith.

leewnse, any structural detail that is of
sufficient importance to be described should be
shown in the drawing. (Ex parte Good. 911
C.D. 43; 164 O.G. 739.)

608. 02(e) Examiner Determnnes
Completeness of Drawings

The Examiner should see to it that the fig-
ures are correctly described in the brief de-
scription of the specification and that the
reference characters are properly applied. no
single reference character being used for two
different parts or for a given part and a modi-
fication of such part. Every feature covered
by the claims must be illustrated, but there
should be no superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken
lines on figures which show in solid lines
another form of the invention. Ex parte
Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifieations described must be illus-
trated, or the text canceled. (¥Ex parte Peck,
1901 C.D. 136; 96 O.G. 2409.) This require-




608.02(s)

-ever, when to v
invention, they" ‘be retained if ¢
by o legend such ss “Prior Art”

. oF

608.02(h) Additional, Duplicate

When an amendment is filed stating that at
the same time substitute or additional sheets
of drawings are filed and such drawnﬁs bave
not been transmitted to the examining division,
the docket clerk in the examining division
should call the Application Branch before en-
tering the amendment to ascertain if the draw-
ing was not received. In the next communica-
tion of the Examiner the applicant is notified
if the drawings have not been received. '

Additional and substitute drawings are routed
through the Drafting Branch where any defects
in execution will be noted. If there are none,
they will be st “APPROVED RBY
DRAFTSMAN™. n such drawings sre
considered by the Examiner, it should be kept
in mind that the “APPROVED?” stamp applies
only to the size and quality of paper, lines rough
and blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and consistency with other sheets. Clerks
will routinely “enter” all additional and sub-
stitute sheets on the file wrapper. If the Exam-
iner decides that the sheets should not be
entered, applicant is so informed, giving the
reasons. e entries made by the Clerk will
be marked “(N.E.)". )

If an additional sheet of drawing is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lieu of the usual sketch required in
making the correction of the original drawing.

For return of drawing, see 608.02(y).

608.02(i) Transfer of Drawings From
Prior Applications

Rule 88. Use of old drawings. If the drawings of a
new application are to be identical with the drawings

54.1

Tilusiration of Prior Art
the prior axt ave ususlly un-
' amining Groups unless the later filed cass is

‘sheets to be used are cancelled in the prior applice-

tion. The new application must be acoompanied by s

newly submitted application that has not been

forwarded to an Examining Group.

Transfer of all dmw:ﬁs from one pending

g’phmtmn to another will be made only after

e one application has been abandoned.
Newry SuBMiTrep APPLICATION

The transfer of drawings to newly submitted
applications that have not been forwarded to
the Examining Group will be effected by the
Application Branch if the application is other-
wise entitled to receive s filing date. A new
application filed without drawings but having
a request for transfer of drawings from a pend-
ing application must be accompanied by a writ-
ten declaration of abandonment under Rule 138.
In order to insure copendency, such an abandon-
ment may be worded as to become effective only
after the transfer of the drawings has taken
place. Since the drawings will be transferred
from the earlier application to the new applica-
tion as of the filing date of the new application,
it is not necessary to submit or order photoprints
for the new application.

The above practice applies to transfer of
drawings from any application except where
the issue fee has been paid, in which case an
express abandonment (Rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier. See Rule 313.

The name of the attorney on the drawing
being transferred is not changed. Ses 608.02
(u). ,

When an application becomes a patent, any
canceled sheet of drawing then in the case is
sent to the abandoned files. Such canceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, except as provided in Rule 174,
drawings printed in a patent may not be trans-
ferred to a subsequent case.

Rev. 12, Apr. 1867




Ay be withdrawn and used as the mgms
dmwmg of the divisional cese. The sheeis in-
volved should be taken to the Drafting Branch
~ for erasure of the “CANCEL per” stamp.

608.02(k) Transfer of Drawings to

Estract from Rule 17} The drawings upon which
the original patent was issned may be used in reissue
apptications if no changes whatsoever are to be made
in the drawings. In such cases, when the reime ap-
plicstion is filed, the applicant must submit a tempo-
rary drawing which may conslst of & copy of the printed
drawings of the patent or a photoprint of the otiginal
drawmgs secutely mounted ‘by pasting on ‘sheets of
drawing board of the sige’ requlred tm- aﬂglnsl dmw-
tm, oran: orda' for- !:halame.

"Ina reissue apphcatma,the rmts of the
original or patented drawing may be uséd for
examinaiion purposes; and the formal transfer
of the original drawing to the reissue applica-
tion made when the reissue application is ready
for issue, provided no change whatever, even so
much as the priming of a reference chamcter,
or correction of an obvmus error, is made in
the drawing. If there is to be any change

55

608 %)2(1), natatmn themoé /
Eiewmpperafthamgmahpp 'ca#:m
a)s.aza) X

Under the old hc Emmfer @f dmwm@
was permitted thh 3 iettew of abandenment
being filed at a later time or allowing the earlier
filed applicstion to become abendoned. In ap-

- ghcatms which have had their drawings trans-

rred under this old policy and have not been
abandoned by the time it is normally taken up
for action, a letter limited to the following
statement should be written therein by the
examiner:
In mwetthetmnsferonmafthedmw-

mgs from this apﬁphcatwn tos ;gphmtmn Segal
ursnant fo applicant's request under

Reic 58 Ed the intention to abandon this ap-
plication, the filing of the express sbandonment

‘of the instant application is required.

A SHORTENED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER.

Rev. 12, Apr. 1087




filed to be part of the record are endorsed wit

the date of their receipt im the office and given
their appropriste paper number. )
" The print being thus an official paper in the
record should not be marked or in any way
altered. The Bristol board drawing, of course,
ghould not be marked up by the Examiner.
Where, as in an electrical wiring case, it 18
desirable, to identify the various circuits by
different colors, or In any more or less com-
plex case, it is advantageous to :applly legends,
arrows or other indicia, an additiona rmt.’for
guch use shiould be ordered by the Examiner
and placed unofficially in the file. .~
" Prints remsin ‘in the file at all times except

608.02(n) " Duplicate Prints in Patent.

In Patentability Report cases having draw-
ings, the Examiner to whom. the case is as-
i will obtain a duplicate set of prints of
the drawing for filing in the group to which
the case is referred. o
When a case that has had Patentability Re-
port prosecution, is passed for issue or becomes
abandoned, notification of this fact will at once
be given by the group having jurisdiction of
the case to each group that submitted a P. R.
The Examiner of each such reporting group
will note the date of allowance or abandonment
on his duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608.02(6) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are im-
pressed on the back of the drawings.

Rev. 12, Apr. 1067

: is “sent to mns”,
i g Branch is indicated
" stamp on the front of each un-

; M 128’ ‘A; W e ”q /tks dmww* .. {a} Nﬁ
change In the drawing may be misde except by permis-
sion of the Office. Permissitle changes in the con-
struction shown in any drawing msy be made only by
the Office. A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. The paper reguesting amendments to the draw-
ing should be geparate from other papers. The draw-
ing may not be withdrawn from the Office except for
.- {b} Substitute drawings will not ordinarily be ad-
mitted in any case unless reguired by the Ofice.

Nore—Correction is deferrable, see 608.02

| (b), correction at allowance and issue, see

608.02(w) and 180205.
A canceled figure may be reinstated. An
amendment should be made to the specification
adding the brief description. .

608.02(q) Conditions Precedent to
Amendment of Drawing

Correction and alterations in the disclosure
of the drawings of a %ending application may
be made only under the supervision of, or by
the Chief Draftsman.

XNo alterations as above indicated will be
Fermitted unless required by an Examiner's
etter in each case, or proposed in writing by
af)phmnt or his attorney. In either case the
alterations or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the request of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman.

Nore-—Disposition of Orders for Amend-
ment of Drawing, 608.02(x).




sgphmt will be m'éadvmd in

the next action by the Examiner. {Basis:
Orger No. 4009.) hich

ore.—Ch w ma uire sketches,
308 02 (v) anges y req )

Coatoi’&m-eet»

608 02(3)

Files and druwmgmsent fmm the Examin-
ing Grou to th ftsman for estimating
the cost o rrecting the. drawmg or of mak-

wﬂl be retained by the

ing new x
Draftsman only tmg enongh to(emmate the

cositf otfh th% work. .

e Examiner a proves of & mpomd
correction of a drawmg L
is requested he will note his a

egpr«:wraii on the
order for the estimate, attach

e order to the

cutside of the file and have the Docket Clerk.
of the Group forward the file and drawing
The Draftsman

to the Draftsman. will note
the estimate on the order and also on. the
drawing. If the application is not up for ac-

tion the Draftsman sends the estimate to the

Applicant. If the application is up for action
the Draftsman does not send an estimate, but
the Examiner should include the estimafe in
the next action. (Basis: Notme of July 13,
1908.)

When giving an estimate in a case where no
allowable subject matter has been found the
Examiner should inform the applicant that no
correction will be made until a claim is found
to be allowable. If specifically requested by
the applicant, the drawing will be corrected
whether or not a claim is allowable. ( Basis:
Notice of February 1, 1932.)

If an application is ready for allowance ex-
cept for a correction required by the Official
Draftsman, such as in a case where the lines
are rough and blurred, the Examiner will ascer-
tain (by calling Ext. 2589 or 2887) whether
or not the attorney in the case has a De-
posit Account. If there is no such account,
the Examiner will obtain an estimate of the
cost of this work from the Draftsman even
though applicant has not requested such an
estimate. Including the estimate in the final
requirement for correction of the drawing may
avoid prolonging the prosecution.

for which an es&matek
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iping the words “GAN CEL
Pﬁf”mﬂwmpnghtmmerofthedmwmg
within the marginal line. ‘
When the cancelation of some of éha figures
fmm ‘one sheet of drawings has left the re-
ining figures with an inartistic arrangement,
the Chief Draftsmen should be consulted as to
whether the remaining figure: ahould be trans-
forred to other sheets already in the case or
shown in additional drawings. Caneehuun of
a figure may necessitate renw -of the
remaining ﬁgume. (Basxs Grder 1%.;1862)

608.02(m)

on Dramng Fm*bldﬁen ‘

Wmtmg npxm the dmwm;gs the mames of
attorneys snbcequently appointed, so as to
make it appear that their names were present
when the drawings were originslly filed, is
prohibited.

This prohibition applies also where a draw-
ing is transferred from one case to another
having a different attorney. (Order No. 480,

Revised.)

608.92(v) Drawing Changes Which
Require Sketches

When changes are to be made in the drawing
iteelf, other than mero changes in reference
cheracters, designations of figures, or inking
over lines pale and rough, a print or pen-and-
ink sketch showing such changés in red ink
must be filed. Ordinarily, broken lines may
be chanﬁed to full without a sketch.

Ske filed by an applicant and used by
the draftsman for correction of the drawing
will not be returned. Al such sketches must
be in ink or permanent prints. (Basis: Or-
der No. 4009).

A pencil sketch that is otherwise acceptable
or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts-
man at applicant’s request and at his expense.

Rew. 4, Apr, 18858




“als .
: i:hs ad(iitioa or altemtion to be

m«i the dnwing by the file clerk to
for the - {'ad correction.

“As s guide to the Examiner. the following
correciions are illustrative of those that may

thus be made:
1. Adding two or three reference characters

o w one or two numerals or ﬁ%m'e

ordinals (Quality of paper being a factor
8. Removing superfluous matter, o.g., Fi

a.nd ordmal ‘where all but one ﬁgum ave
Can

e
2+

‘4, Addmg or revel ‘dirvectional arrows.
gumerﬂs to Arabic Nu-

5. Changing Rao:na.n
ification.

8.’ Adding section" hmn oF. braakets, ‘where
aw}y executed,. -
%mmmple ch&nges in Inventors
name {not

signature).
8. Changing lead lines.
9. Correcting . misspelled legends. (Basxs
Order No. 4009.)
Tn the event that several different kinds of

changes are required or any of the listed
changes are time consuming, an Examiner’s
Amendment should not be made.

608.02(x) Disposition of Orders for
Amendment of Drawing

Where the ordered correction of the drawing
in a case up for action by the Examiner is ap-

pxw\md4 the application and drawing are for-
pgraftsman provided there is an

a,llowable claim or there has been a specific
request b H}) licant that the drawing be cor-
rected regardless of whether or not 2 claim has
been al]owed (608.02(s). Applicant’s letter
to the draftsman is attached to the outside of
the ﬁle and the Examiner writes on said let-
ter “approved”, with the date of approval and
hig initials, attachmg, if appropriate, a “Spe-

Rev. 7, Jan. 1966
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New Drawivos Prepawes sy 'Pamn-r Ornce

When new drawings have been required in

%%a hcatansmd have been prepared by
the Office Draftsman, they are not sent to the
applicant for hise

nature but a copy (print)
is sent to him for file. The ngg.@ gi

mventor(s{)wﬂl be printed on the dmwmgs bv
the Office

In the event that’ the apphca.tmn is m condi-
tion for allowance, the apphwtlm csn be sen&
to issue immediately after
pamdk . (Basis: Notwe of Jan. 8, 19§g

o Commcmm Nor Armom

Where the ‘correction -is not approved for
exnmpls, becauss the proposed chmm aYe er-
romeous, or involve new mstter or (&lthmgh'
otherwise proper) do not mclude all necessary
corrections, the case and request for correction
of dmwmg are not sent to the draftsman. The

Examiner’s reasons for not approving the cor-
rections to the drawing should be set forth
in the Office action. (Basis: Notice of Febru-
ary 1, 1932, Revised.)

608.02(y) Return of Drawing

Rule 81. Retura of drescings. {2) The drawiags of
an sccepted application will not be returned to the ap-
piteant except for signsture. ,

A photographic print iz made of the drawing of an
acrepted application.

Xf there is an accepted drawing in the case,
other drawings (except those originally filed)
that have been finally denied admission will be
returned to the applicant only at his request.

Such a request must be filed within a reason-
able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.




complete, and capable of betng unm to dtsclose

the Invention without the ald of a model}, and will

nat be a&mitmd L sped&cany called | for. g

nat!on ot the applmﬁm. A
With the exoeptmn of maes mml par-
pemal motxon, & -model 'is'not ordinsr
y the Office to damonstrzte t}m opam—
txmnem of s device. -If operstiveness of a
device is questioned, the appiicant must estab-

lish it to the satisfaction of the Examiner, but
he may choose his own wsay of so doing.

A physical exhibit, not to be part of the case,
is generally not reiused exeept when bulky or
dangerous, -

Rule 93. 8pecimens. When the invention reiates to
a composition of matter, the applicant may be required
to furnish specimens of the composition, or of its ia-
gredients or intermediates, for the purpose of ingpec-
tion or experiment.

608.03(a) Handling of Models, Ex-
hibits and Specimens

All models received in thie Office, whether
forming part of an application, or filed upon
request from the Examiner, must be received
from the Model and Receiving Room and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Model Room for proper recording in order
that they may be located under subsequent
inquiry and for final disposition. The Exam-
iners should, therefore, refuse to accept models
from inventors or attorneys. Models properly
received and entered in the records of the
Model Clerk will be delivered by a representa-

276-268 O - &7 - &

aﬁﬂ'
Vtmn oimvltmuy Mmﬁmﬂwﬂéﬁe} Reem

 ining Division stating

, : a& te'
this m&l or ex&z'm 80 m zm mmaﬁ
ution of case. "If I8

ept in the divigd

with instreections to indicate wheﬁmr ﬁxluﬁit is
tobe held or returned to sender.

Rule 94 Refurn of ma«me,'e@hm or spechment
Modeln, exhibits, 'or specimens i’ app!!@ﬂom whach
have become abandoned, and also in other applications
on conciusion of the prosecution, may he returnsd o
the apm!mnt upeu demand and at hm e«smae, !m!m

claimed within a ressonable tiie, they may be d!spmeti
of at the éis@eﬁm of the Commisg 3

When & modél i to
h id be written to apploa t by the ;
at it i being retarned
under separate cover and the model room
should be properly notified to return the
model.

Nore.—Disposition of exhibits whlch are
part of the record, 715.07 {d). o

Models, exhibits and specimens may be pre-
sented to the Office for purposes of interview
and taken away by the attorney at the erd ~¢
the interview. See 715.08.

Nore.—Plant specimens, 1607, Rule 165.

Rule 95. Ucples of exhibite. Coples of models of
other physieal exhibits will not ordinarily be furnighed
by the Office, and any mode! or exhibit in an applics
tion or patent shall not be taken from the Ofice except
in the custody of an employee of the Office specinlly
authorized by the Commigsioner,

608.04 New Maﬁer

Rule 118, Amendment of diaclosure. In original ap-
plications, 2!l amendments of the drawings or specifi-
cations, and all additions thereto, must conform to at
lenst one of them as it was at the time of the fling of
the application. Matter not found in either, involving
a departure from or an addition to the original discle-
sure, cannot be added to the application even though
supporied by & supplemental cath, and can be shown
or claimed only in a sepnrate application.
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7 ' ing of new matter may
' be petltxonable : __1 ble, 608.0¢(c).
- Note.—New matter in. reissue application,

1.07.  New. matter in substltnte spamﬁca-

Matter not “in the ongma’l specaﬁcanon,
claims or drawings is usually new matter.
Depending on circumstances such as the ade-
quacy of the original disclosure, the addition of
inherent characteristics such as chemical or
physxcal properties, a new structural formula
or a new use may be new matter. See Ex parte
Vander Wal et al., 1956 C.D. 11; 705 OG 5
- (physical properties), Ex parte Fox, 1960 C.D.
28; 761 0.G. 906 (new formula) and Ex parte
Ayers et al, 108 U.S.P.Q. 444 (new use). For

Rev. 12, Apr. 1867

&lonng

‘amen&mm; doéa‘ net enjoy

of the otzgmai &lsclogure.

man, 137 Ms. 336, Pat. No. 1,581 ,gg'i and Ex
parte Adams, I’at. No. 1,789,821.

60804(c) Revzew of Exammers
‘ Hu!dmgofNewMutﬁer

Where the new matter is mnﬁne&'tn amend-

- ments to the speclﬁcatmn, review of the Ex-

aminer's requirement for cancellation is by
way of petition. But where the alleged new
matter is mtmém:e& into or affects the claims,

thus by cessitating thger rejection on htlgi:
groun esmm comes &R appeal
one, and shm?g not be considered on petition

even though that new matter has been intro-
duced into the specification slse. Rules 181
and 181 afford the explamation of this seem-
ingly inconsistent practice as affecting new
matter in the specification.






