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201 Types of Applications

Patent applications fall under three broad
types: (1) applications for patent under 35
U.S.C. 101 relating to a “new and useful process,
machine, manufacture, or composition of mat-
ter, ete.”; (2) applications for plant patents un-

Th‘g%pecia,lmed ‘procedure which pertains to the
examination of "aﬁ;pli itions for design and
)élmt patents will be treated in detail in
hapters 1500 and 1600, respectively.
20101 Sole |
An application wherein the invention is pre-
sented as that of a single person is termed a
sole application. SRR

20102 Joim .

A joint application is one in which the in-
vention is presented as that of twoe or more
persons. :

201.03 Convertibility of Application

Rule 45. Joint Inventors (Second Paragraghj. (b)
If an application for patent has been made through
error and without any deceptive intention by two or
more persons 28 joint inventors when they were not
in fact joint inventors, the application may be amended
to remeove the names of those pot inventors upon fi-
Ing a statement of the facts verified by all of the orig-
inal applicants, and an oxth &5 required by rule 63
by the applicant who I8 the actusl inventor, provided
the amendment is diligently made. Such amendment
must have the written consent of any assignee,

The required “statement of the facts verified
by all of the original applicants” must include
at the least, a recital og the circumstances, in-
cluding the relevant dates, of (1) the mis-
joinder and (2) the discovery of the mis-
joinder. Without such a showing of circum-
stances, no basis exists for a conclusion that
the application had been made in the names
of the originel sole or joint applicant(s)
“through error and without any deceptive in-
tention”, and no foundation is supplied for
g ruling that the amendment to remove the
names of those not inventors or include those
to be added as inventors was “diligently
made.”

Rev. 17, July 1968



required by Rule 65 executed by, all the actual joint

inventors, provided the amendment is diligently made.
Such amendment must have the written consent of

any assighee.

Any attempt to effect a second conversmn, sion, of

- either type or to effect both types of conversion
in a given application, must be referred to the

- appropriate Dire ,
812 .s;pp? to attempted conversions after allow-
ance and before issue. When any conversion
is effected, the file should be sent to the Appli-
cation Branch for a revision of 'its tecords.
Adding an inventor’s name on the drawing is
done at applicant’s request and expense. Can-
celling a name is ordinarily done without
charge. C o .
; ere 8 person is added or removed as an
inventor during the prosecution of an applica-
tion before the Patent Office, {)Irob]ems may oc-
cur upon :gplicaﬁt claiming U.S. priority in a
foreign filed case. Therefore Examinersshould
acknowledge any addition or removsal of in-
ventors made in accordance with the practice
under Rule 45 and include the following state-
ment in the next communication to applicant
or his attorney.
“In view of the papers filed __________ it
has been found that this application, as filed,
through error and without any deceptive in-
tention (failed to include as an
actual joint inventor; or included
as a joint inventor who was not in fact a joint
inventor) and accordingly, this application has
been corrected in compliance with Rule 45.”
[R-17]

201.04 Original or Parent

The terms original and parent are inter-
changesbly applied to the first of a series of
applications of an inventor, all disclosing a

Rev. 17, July 1068
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'~ found in

~ considered to
.. The provisions of Rule Lo {1d ISnoten

e of an wmgxpxred patent

some one or more particu-
atrent of reissues will be .

201.06 Division SO
A later application for & distinet or inde-
pendent_invention, carved out of a pending
application and disclosing and claiming only
subject matter disclosed in the earlier or parent
application, is known as a divisional applica-
tion or “division”. Except as) ided in Rule
45, both must be by the same applicant. (See
below.) ~The divisional application should set
forth only that portion of the earlier disclosure
which is germane to the invention as claimed

in the divisional applicat
- However, )

even though the érawm§ of the ea Tl
utility application show the same article as that
in the design application. In re Campbell, 1954
C.D.191;685 0.G.470.

While a divisional application may depart
from the phraseology used in the parent case

‘there may be no departure therefrom in sub-

stance or variation in the drawing that would
amount to “new matter” if introduced by
amendment  into the parent case. Compare
201.08 and 201.11. '

Rule 147. Reparate application for invention not
elected. The nonelected inventions, those not elected
after a requirement for restriction (rule 142), may
be made the sabjects of separate applications, which
must conform to the rules applicable to original appli-
catfons and which will be examired in the same mwan-
ner as original applications. However, if sach an
application is filed hefore the patenting or abandon-
ment of or termination of proceedings on the original
application, and if the drawings are identical and the
application papers comprise a copy of the original
application as filed, prepared and certided by the
Patent Office, together with a proposed amendment
cancelling the irrelevant claims or other matter, sign-
ing and execution by the applicant may be omitted.

Since the lannge of Rule 147 “prepared and
certified” contemplates that the papers will not
leave the custody of this Office, the request for
the certified copy should be submitted to this
Office with the other pertinent parts, and if the
requirements under that Rule are fufly met, the
application will be given a filing date of the




607.01) and design ses 1508.01).
Rule 147 is clearly )
divisional m&nﬂm directed to “nonelected
inventions, those not elected after a requirement
for restriction.” Tt is thus more limited than 85
U.8.C. 121, on which it is based, and applies onl
to divisional applications whicix are necessita
by a requirement for restriction in the parent
case, o

It is further to be noted that a Rule 147 ai}pli-
cation comprises (1) a copy of the origina 2&-

lication as fifed, prepared and certified by the

applications (see |
‘restricted by its terms to

atent Office and (2) a proposed amendment

canceling the irrelevant claims or other matter.
The sole justification for the use of unexecuted
copies in the divisional application is that their
subject matter has already been executed in the

arent case. Accordingly, an application under
gule 147 should not, either as filed or by a pre-

ay be omitted, under Rule 147,

only if restriction had been required as to the
. claims originally filed. See In re Application
Papers of Kopf et al, 778 0.G. 200. Since 2

Rule 147 application must be based on the
parent cass as filed and must be directed to
nonelected inventions, the claims which it is
sought to include in such an application must be
original claims of the parent case and must have
been present in that case in their original form
when the restriction requirement was made; but
if that condition is satisfied, it is not material
that other claims were amended or new claims

- were added prior to the requirement so long as

liminary amendment prior to the time when it -
is accorded a filing date, contain anything what- -

ever that was not present in the parent ap-
plication az #led. The Patent Office cannot
undertake, prior to giving a filing date, to de-
cide whether differences between the parent and
divisional case involve matters of substance or
of form only. It follows that any proposed
amendments to the divisional application should
be withheld until it has received a filing date.
However, an amendment stating that the Rule
147 application is a division of the parent case

8.1

no such amended or added claim is fo be in-
cluded in the Rule 147 application. e

Since Bule 147 is limited by its terms to cases
in which the parent application is still pending
when the divigional case is filed, it is necessary
that all requirements of the rule be satisfied
prior to abandonment or patenting of the par-
ent application.

Since Rule 45 (second paragraph) permits
the conversion of a joint application to a sole,
it follows that a new application, restricted to
divisible subject matter, filed during the pend-
ency of the joint application by one of the
joint applicants, in place of restricting and
converting the joint case, may properiy be

Bevw. 17, July 1668




However, the following' conditions
satisfied in each of the foregoing situstions,

(a) It must’ - that: the. parent: g.&pn;
cation was filed “through error and without
any deceptive imtention”. =~

(b) On discovery of the mistake the new
application must be diligently filed and the
burden of establishing good faith rests with
the new applicant or 'gfpli_cants.

(¢) There must be filed in the new applica-
%i;nRtllle Jsenﬁed' statement of facts required
ule 45. ' ‘

For notation to be put on the file jacket by
the Examiner in the cese of a divisionzl ap-
plication see 202.02. o
201.07 Continuation [R-16]

A continustion is a second application for
the saime invention claimed in & prior applice-
tion and filed before the ori becomes
abandoned. Except as provided in Rule 45,
the agglicant in the continuing application
must be the same as in the prior application.
The disclosure presented in the continuation
must be the same as that of the original appli-
cation, i.e., the continuation should not include
anything which would constitute new matter
if inserted in the original application.

At any time before the patenting or abandon-
ment of or_termination of proceedings on his
earlier aptﬁlica.tion, an applicant may have re-
course to filing a continuation in order to intro-
duce into the case a new set of claims and to
establish a right to further examination by the
Primary Examiner.

For notation to be put on the file jacket by
the Examiner in the case of & continuation ap-
plication see 202.02.

StrEAMLINED CONTINUATION

If the drawings and specification of a new
application are to be identical with those of a
pending application of the same applicant, and
if the claims are to be directed to the same in-
vention as that prosecuted in the pending ap-
plication, the application papers of the earlier
case, excepting the claims but including the
drawing, may be used in the new case. A re-
quest for the use of such papers must be made
and such request will be considered & waiver of
the right to further prosecution of the earlier

ing spplickbion is required; fing fo
mﬁ%mm all the claims o be
in thé new case, The eutire file wrap
tents of the earlier spplivation'will be's
in the file of the naw one but the Offies sctions:
atter and the prossoution of the new applice-
tion will be conducted in'the sameman:g?us!t
new application gaﬁrs had been: filed. A new
serial number and filing date will be scoorded
but the effective filing date will be that of the
earlier applieation. oL
set of ciaims and requesting the use of the con-
tents of an earlier filed application for 2 stresm-
lined continuation application ig set forth in the
notice of May 31, 1966 (828 O.G. 1086).
- The ' streemlined continustion spplication
rocedurs may not be used when &t the tims of
Ehng‘ the continustion

Y40 saiion 1} m
pareit application has bean allowed snd the is-
gue fei has been paid; (2) theparent a;&pixmh ion
is involved in court action; or (8) the parent
application has been abandoned. Ifa continua-
tion application having one of the above defects
(as determined by the clerical personnel ss soon
as the applicstion is received in the Examining
Group) is filed, it is returned to Application
Branch for cancallation of the serial number
and filing date, and applicant notified accord-

ingly.

%X there is a defect in the format of a stream-
lined continuation application which can be
corrected, such as failure to include claims
drawn to the same invention prosecuted in the
parent application, failure to grant a power of
attorney 1 either application to the person filing
the continustion application, or some other
minor defect, applicant will be given one month
to correct the defect. Failure to do so will
result in the cancellation of the continuation
application.

he Primary Examiner makes an initial re-
view, the main function of which is to deter-
mine that the new case is a proper continuation
and how to treat the case if it is not proper.

‘While the conditions of the st: ined prac-
tice require that “the claims are to be directed
to the same invention as that prosecuted in the
pending application,” the inclusion of one such
claim wil acceptable to preserve the serial
number and filing date. Claims to the same in-
vention in continuation cases are claims which
cannot be properly restricted from the claims
prosecuted in the parent application and are
fully supported by that disclosure.

Haov. 16, Apr. 1868




mm:mmsﬁﬂ.sc.laﬁmdml,m
Thesere;wtmns should indicste that ; clwns

are not-in accordence with the conditions set
out. in' the Notice of February. 11, 1966 (824
Q.6 1), msatumng tho st.reamlmed .coptinug-

Alpt.hongh the ﬁ&mg of 8 defectxve si;mamhnad

contintiation will not oper enbfhpon th:
pamntmneaﬂm; rikt pmv paren

mmmmm mtxonof
lsww mmmmma@,m where
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dnrmg the lifetime of an ea,z:ﬁer 2 phmnen by
tha same &p%}aam, Tepeating samep subatantisl
portion. or mher aj gucmon
adding maiter not disclosed in the sm& earlier
5@5@.&) (In o Klein, 1830 C1, 9; 368 O.G.
A contmuatmn»m-pmt filed by a sole a Eh
canti may n}ﬁo derive, from m}ﬂ w?&&e zmlgf
plication sho Y mon only O su
;‘gft matter of the giteﬁp catwn, subject to
the condmons gtated in the

case of & gole divi-

sional ap ‘ .8 jeint ap-
lication E(%Ol 0%). @uﬁf ' same’ ezg
ions, & joint wnﬁnmﬁon-m— «; apphcahon

may &erma fmm an. whex eole aﬁyhcamm




term “Substitute”

case, finds official recognition in the decision,
Ex parte Komensk, 1940 C.D. 1; 512 0.G. 739.

Current practice does not require applicant to
insort 1 the specificafion reference to tho earlier
ase. The notation on the file wrapper (See
202.02) that one case is a “Substitute” for an-
other 1s printed in the heading of the patent
copies. See 20111 o

* As is explained in 201.11 a “Substitute” does
not obtain the benefit of the filing date of the

prior application.’
201.10 Re-file

. No official definition has been given the term
Re-file, though it is sometimes used as an alter-
native for tho form Substiute. *

. If the applicant designates his application as
tre.fle” and the Examiper finds that the appli-
cation is in fact a duplicate of a former appli-
cation by the same party which was abandoned
prior to.the filing of second case, the Ex-
aminer should require the substitution of the
word substitute for “re-file,” since the former
term has official recognition. The endorsement
on the file wrapper that the case is a “substi-
tute” will result in the further endorsement by
the Assignment Branch of any assignment of
the parent case that may have been made.

201.11 Continuity Between Applica-
tions: When Entitled to Filing
Date ,

Under certain circumstances an application
for patent is entitled to the benefit of the filing
date of a prior application of the same inven-
tor. The conditions are specified in 35 U.S.C.
120, which contains a few variations over the
practice prior to January 1. 1953, which was
not based upon any specific provision of the
statute.

35 U.B.C. 120. Benefit of earlier filing date in the
United States. An application for patent for an in-
vention disclosed In the mannper provided by the first
paragraph of section 112 of this title in an application
previously flled in the United States by the same in-
ventor shall have the same effect, as to such inven-
tion, as thoygh flled on the date of the prior applica-
tion, if filed before the patenting or abandonment of
or termination of proceedingz on the first application
or on an application similarly entitled to the benefit of

- 1+ 8" The --eontinning-aglphca ion must contsin

10.}

pplication (the parentior
the disclesure of inven:
: ication “Sa‘nd ‘obvionsly in
the second’ sg? calion as well) must be saffi-
cient to comply with the requirements of the
first paragraph of 85 USLC. 118, o
2. The continuing application must be eo:
pending with the first application or with an
application similarly entitled to the benefit of

the filing'date of the first application. = -
a specific reference to the prior application(s)
in-the specification, = .
~ Theterm “same inventor” has been constroed
in In re Schmidt, 1961 C.D. 542; 172 O.Q. 897,
to include 2 continuing spplication of & eole
inventor derived from an application of joint
inventors where & showing was made that the
joinder involved ‘error without any deceptive
mtent (35 U.S.C. 116). See 201.08.

" CopENDENCY

Copendency is defined in the clause which
requires that the second application must be
filed before {(a) the pstenting, or '(b) the
abandonment of, or (c¢) the termination of
proceedings in the first application. :

If the first application issues as a patent, it
is sufficient for the second application to be co-

nding with it if the second application is

ed on the same day or before the patenting
of the first application. Thus, the second ap-
plication may be filed while the first is stﬁ
pending before the Examiner, while it is in
1s5ue, or even between the time the final fes is
paid and the patent issues.

If the first application is abandoned, the
second application must be filed before the
abandonment in order for it to be copending
with the first. The term “abandoned,” refers to.
abandonment for failure to prosecute (Section
711.02), express abandonment (Section 711.01),
and abandonment for failure to pay the issue
feo (Section 712). If an abandoned applica-
tion is revived (Section 711.03(c)) or a petition
for late payment of the issue fee (Section 712)
is_granted by the .Commissioner, it becomes
reinstated as a pending application and the
preceding period of abandonment has no effect.

The expression “termination of proceedings”
is new in the statute, although not new in

Rey. 14, Oct. 1047




m an apphca&mu m ter-
ication is.treated.in ihe saine
ndoned. apphcanm, and the

nbandmmd .application” may. be used
broadly to include such &pphcatxom. .
The term “continuity™ is used to axpress the
relatxonshlp of cop ndency of the same subject
matter in two different applications of the
same inventor, and the second application may
be referred to as a cortinuing application.
Contmumi applications mclude those applica-
tions which are called divisions, continuations,
and continuations-in-part. .. As far as the right
under the statuie is concerned the name used
is immaterial, the names being merely expres-
sions developed for convenience. . The statute is
so worded that. the first: appheamaa ‘MY - con-
tain more than. the second, or the secomi applica-

tion may contain more than th y-and in
either case the second af atlon is-entitled to
the benefit of the filing o of the ﬁxst. asto t,he
common subject matter.

REFERENCE TO Fms'r APPLICATION

The third requirement of the statute is that
the second (or subsequent) application must
contain a ific reference to the first applica-
tion. This should a ﬂgar as the first sentence
of the specification following the title and ab-
stract. the case of design applications, it
should appear as set forth in 1503.01. In view
of this reqmrement, the rfht to rely on a prior

plication may be waived or refused by an ap-

ﬁcant by refmmm% from inserting a refer-
ence to the prior application in the specification’
of the later one. f the Examiner 18 aware of

the fact that an application is a continuing ap-

Reov. 14, Oct. 1967
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“Jt is noted that this ap] }Mxen ap rs t;o
claim subject matter digsiobad: i applickat’s

ghdx copending, azflmal jon 1
mmmomnns A reférence to t‘hm pmor ap-
ication must be inserted in the specification of
i;ha present application if apphcant intends to
%n glm ﬁaﬁgng date of the prior apphmtmn,

48 R

In Rule 147 (cerﬁaﬁe& copy} wsmnal cases,
applicant, in his amendment canceling the non-

elected claims, shonld include directions to enter
“Tlus is a division of a,p plication Serial No.

, filed as the frst sentence
follomng the abstract. Where the a oplicant
has inadvertently failed to do this and the Rule
147 divisional case is otherwise ready for al-
lowance, the Examiner should insert the quoted
sentence civExammer s Amendment.

The end of the first sentence:of; ;’ewsa& Rule
18 states that if the second &pplmatx (
“application” is meant the specification
not contain & reference to the prior apghcatwn,
the prmr apphcatmn must be referred to in a

iper filed in the later application.

pmvxsmn is merely for the purpose of re-

the applicant to call the examiner’s

attentmn to the fact that there was a prior ap-

plication. If the examiner is aware of a prior

application and notes it in an Office action, as

indieated above, the rule is satisfied and the

exammer should not require the apphcant to
call attention to the prior application.

Applications are sometimes filed with a divi-
sion, contmuatlon, or contmuatmn~m~part
oath, in which the oath refers back to a prior
apphca.tmn If there is no reference in. the
specifieation, in such cases, the examiner should
merely call attention to this fact in his Office
action, utilizing, for example, the Iangua
suggested in the first paragraph of this su
section.




----- mm M oA “‘”“""% .
must, 6 i~
tion to the second apsphcazmn, also mmfer-
eneemthespeczﬁcattontoﬂwﬁmt plication.
Ses Hovlid v. Asanetal.,lMU 162,805
F.od747.

A second & pphcatxon which is not co
wnzh the firgt, epplication, which inclu
odhdmbst'mbes in gec, 201.09, is not entxtled
oélgbaﬁhngdateofthe rior ap-
p the grant of a patent
all datefromtheﬁ]mgdateofthasecond ap-
plication. A applicant is not now required to
refer to sach spplications in the
of the later filed application. If the e examiner
is aware of such & prior. spplica-
tion he should msake a. reference to it.in an
Office_action in order that the record of the
second ap‘Phcatmn will show this fact. In the
case of a “Substitute” appheutlon, the notation
on the file wrapper is printed in the heading
of the t copies a.nd thus calls atbentmn
to the relatmnshlp of the two cases.

It g:na e&ant mfeml toa pg:r nongopend

) oned & lcatmnmt speclcatlon,
tuligmmnerofrg to it should make it
mde:lr.t that it was abandoned before filing the
sacon

For nmtath ons tg be plamd on thf file wrap-
per in the cass of continuing applications see
202.02 and 1302.09.

Waex Nor Emamn To Bzm oF an
ATE

Where the first application is found to be
fatally defective because of insufficient disclo-
sure to support allowable claims, a second appli-
cation filed as 8 “continustion-in-part” of the
first application to supply the deficiency iz not
entitled to the beneﬁt of the filing date of the
first application. Hunt Co. v. Mallinckrodt
Chemical Works, 88 U.S.P.Q. 277 at 281 and
cases cited therein. [R-16]

201.12 Assignment Carries Title

Amgnmen' t of an original spplication car-
ries title to any divisional, can%’;mation, sab-

11

Right ‘of Prioity of ‘:Fm
" Applieation ' [R-16]

Under oortain m&mmmwﬁm
mmqmemmm,mapphuhmmr
filod in the United 'States may be entit “m
the benefit of the filing dste of & prier applica-
mﬁh&mmgnw?kyawﬂmm
The conditions are.
graph of 38 US.C. 1
mimwasam Bmmgfw%mw
MmjereémmmW,ﬂuapry Anwpﬁm
tion for patent for an invention filed in this counlry by
any person who has, or whose legal representatives of

&wxns have, previcusly mgularly fited 2n spplicaﬁon
for o patent for the same invention f's f

country which affords similer pﬁvilegw!nﬂwm
m:mmmmmwmmwm«;ewam
of the United: States; shall ‘have the suhe ofert 83
the seme application’ would have X fled in this-coum:
tzy 'on the date on which the applicstion for patent
for the same invention wias. fivat filed in. such foreign
country, §f the application in this country iz fled
within twelve mopths from the eqrllent date on which
zuch foreign application was filed; lut no: patent ahall

bemntodonanyappnuﬁmtorpﬁtantformmm
tiosy which had been patenied or. deseribed in s
printed ‘ publication in 2oy - ceustry mere than coe
ymrbetorethedaﬁeotmeanmlﬁumatthemu
cation in this country, or which had besn in publie
moronmlemmismmtrymorethanmmr

prior t¢ such fling.

The period of twelve mcmﬂm speelﬁad in this
section is six months in the case of desagns, 85
U.8.C. 17,

The conditions may be listed as foliows*

1. The forsign spplication must be ons ﬁled
in “a foreign country which ‘affords simil
pnvﬁeges in the case of appﬁmtums ﬁled in
the United States or to citizens of the Umwi
States.”

2, The foreign application must have been
filed by the same applicant (inventor) as the
applicant in the United States, or by his legs!
mpresentatwea or a@ezgnﬁ.

8. The application in the United States xmwt
be filed within twelve months from the date
of the earliest in s “mgnmﬁ”
country as explam below.,

4. The foreign application must be for the
same invention s the application in the United

States.

Mn 1& AW' lm



,‘ 2 L 2 ‘ ,«1 y
times, the ast revision being
' London in' 1934 One ‘of the

many provisions of the treaty requires each of
priority to the nati
and the first United

o which the right of priority referred

to in: 85 US.C. /119 has been ized. - The
mﬂlmtymthecasaofthmoonntnes is the
Tnternationsl Cotivention for the Protection ‘of
ndustrisl Property (615 0.G. 23, 53 Stat.
1748), indicated by the letter T following the
name of the country; the Inter-American Con-
vention relsting to Inventions, Patents, De-
signs and Industrial Models, gigned at Buenos
Aires August 20, 1910 (207 ‘0.G. 935, 38 Stat.
1811), indicated by the letter P after the name
of the country; or reciprocal legislation in the
icular country, indicated by the letter L
following the name of the country. Algeria
(1), 'Amraha (I)’Aum (I), Belgium (I),
Brazil (I, P), Bulgaria (I), Cameroon I},
Canads (I), Central African Republic (I),
Ceyion (I), Chad, Republic of (I), Congo, Be-
public of (I), Costa Rics (P), Cuba %f, P),
Cypras (1), Crechoslovelis (1), Denmark (1),
Dominican Republic (I, P), Ecuador (P),
Egypt (United Arab Republic) (1), Finland
(I), France (1), Gabon (I), Germsany, Federal
Republic of (1), Great Britsin (I), Greece (I),
Guatemals (P), Haiti (P), Honduras (P},
Hungary (I), Iceland (I), Indonesis §I),
Iran (1), Ireland (I), Israel (I), Italy 1),
Ivory Coast, Re]gublic of (I),Japan (I), Kenya
(I), Eorea (L), Laos, Kin{dom of (1),
Lebanon (I), Liechemstein (I), Luzemburg
(T), Malagasy, Republic of (I), Mslawi (),
Msuritania (L), Mexico (I), Monaco (I),
Morocco (I), Netherlands (I), New Zealand

Baev. 16, Ape. 1068

R Atden (D,

(I), Turkey (1), Union of South A
UXSH (5, Ublted Arab Repablio (1), Uppo

Volta, Bepublic of (1), Ugsnds (T), Uragus
(P), e (L e 1), Yogo.

slavia (I}, Zambia (I). o
.Hmy anplicant ascerts the bmgﬁﬁ of the
filing date of an epplication filed in a country
not on this list, the examiner should inquire to
determine if there has been sny change in the
status of thet country. Tt should be notad that
i based on the couniry of the foreign

d not upon the citizenship of the

Tha inventors of the U.S. application and of
the foreign application hust be the same, for's
right of priority does not exist in the cass of
an spplication of inventor A in the foreign
country and inventor B in the United States,
even &h@ﬁ the two applications may be
owned by the sume party. However the a%pli-
cation. in the foreign country may have b
filed by the assignes, or by the legal represent-
ative or ageat of the inventor which is per-
mitted in some foreign countries, rather than
by the inventor himself, but in such cases the
name of the inventor is ususlly given in the
foreign application on & papsr filed therein. An
sndication of the identity of inventors made in
the oath or declaration accompanying the Us.
application by identifying the foreign applica-
tion and stating that the foreign application
had been fled by - ' on be-
half of the inventor is acceptable.

Toe vor Frine U.8. APPLICATION

The United States spplication must be filed
within twelve months of the foreign filing. In
computing thie twelve mantas, the first day is
not counted; thus, if an application was fiet
in Canade on Jsnuary 2, 1952, the U.S. apph-
cation msy be filed on Janusry 2, 1853. The
Convention specifies in Article 4C (2) that
“thada.yofﬁl?misnwwamtadinﬂm
period.” (This is the ususl method of comput-
ing periods, for example the siz months for




‘ mply to an (}ﬁm mtmn dated J&n
- not_expire ‘on J&:i{ 1 buf tim
made on July 2.) 1f the last d
months is a Sunday or a hoh
‘District of Colambia, the U.S. ap Ixmnm is in
time if filed on the next ‘busin
day thus, if the foreign lication was filed
éeptember 8, 1952, the S. application is
m time if filed on September 8, 1953 since

the twelva

ymuybe,

pi‘\mher 8, xm was & &méa m& :
ber 7, 1058 was s holiday. Af%r January i&, :
- 19868, the Patent Office lmﬁ not received a ‘
cations on Ssturdays and, in view of 85 U
21, and the Convention which provides “if the

(‘57

last day of the period is a legal holiday, or &
dsy on whzch the Patent Office is not open to
receive applications in the country where pro-

12.1

Bev. 10, Oct, 1968



from the earliest for-
an inventor has filed an apph-
, 19562, and an
March 3, 1952,

 eign filing, If
cation in France on January:
. application. in. Great Britain on

and- then files in the United States on Febru-
ary 2, 1953, he is not entitled :to the right of
gérllxority at all; he would not be entitled to the

efit of the date of the French application
since this application was filed more than
twelve months before the U.S. application, and
he would not be entitled to the benefit of the

ic Law 87-333 extended the right of
iority to ‘fsubsecﬁ_ient” foreign aé')plicatxpns if
one entlier filed had been withdrawn, aban-
doned or otherwise disposed of, under certain
conditions and for certain countries only.

~ Great Britain and a few other countries have
a system o “1[)05t°d& ing” whereby the filing
date of an application is changed to a later date.
This “post-dating” of the filing date of the ap-
plication does not affect the status of the appli-

cation with respect to the right of priority; if

- the original filing date is more than one year
rior to the U.S. filing no right of priority can
based upon the application.
If an inventor has filed two foreign applica-
tions in recognized countries, one outside the
.year and one within the year, and the later
application discloses additional subject matter,
a claim in the U.S. application specifically
limited to the additional disclosure would be
entitled to the date of the second foreign ap-
plication since this would be the first foreign
application for that subject matter.

Errect oF RieutT oF PrioriTy

The right to rely on the foreign filing ex-
tends to overcoming the effects of intervening
references or uses, but there are certain re-
strictions. For example the one year bar of
35 U.S.C. 102(b) dates from the U.S. filing
date and not from the foreign filing date; thus
if an invention wag described in a printed pub-
Heation, or was in public use in this country,
in November 1952, a foreign application filed
in January 1953, and a U.S. application filed

13

quirements

Prior to January 1, 1953
tained no reguirements for
of priority. This right existed in favor of any
applicant or patentes wheneyer. the conditions
specified ‘in the statute obtained, and the ap-
plicant was not required to do anything to ng
tain it except when he. wished to assert the
earlier date to overcome a reference or estab-
lish a date in interference. Patents granted
prior to January 1, 1958 are still subject to the
old law in this respect. Under the new statute,
however, an spplicant who wishes to secure the
right of priority must comply with' certain
formal requirements within a time ‘specified.
If these requirements are not complied with
the right of priority is lost and cannot there-
after be asserted. The second paragraph of 35

U.S.C. 119 reads: _

- No application for patent shall' be entitied to:this
right of priority unless a claim therefor and a certifled
copy of the original foreign application, specification
and drawings upon which it is based are filed in
the Patent Office before the patent is granfed, or at
such time during the pendency of the application as
required by the Commissioner not earlier than six
months after the filing of the application in this coun-
try. Such certification shall be made by the patent
office of the foreign country in which filed and show
the date of the application and of the filing of the
specification and other papers. The Commissioner
may require a translation of the papers filed if not in
the English lznguage and such other information as
he decms necessary. i

The requirements of the statute arve (a) that
the a{))plicant must file a claim for the right
and (b) he must also file a certified copy of the
ori%inal foreign application; these papers must
be filed within a certain time limit. The maxi-
mum time Jimit specified in the statute is that
the papers must be filed before the patent is
granted, but the statute gives the Commis-
sioner authority to set this time limit at an
earlier time during the pendency of the appli-
cation. If the required papers arve not filed
within the time limit set the right of priority
is lost. Delay in making the claim and filing
the papers was held not*to be a basis for a

Rev. 1, Jan. 1964



of the application to overcome the date of any

reference. - The statute also gives the Commis-
amgr authority to require s translation of the

eem necessary. ‘

Before going into the procedureon the ﬁliné"

of the papers, reference must be made to the
requirements of the oath. Rule 65, relating to
the oath, requires that the oath shall state
whether or not any application for patent on
the same invention has been filed in any for-
eign country either by the applicant or by his
legal representatives or assigns; if any foreign
application has been filed the applicant must
state the country and the date of filing of the
earliest such application and he must also
identify every foreign application which was
filed more than twelve months befors the filing

of the application in this country. If all for-

eign applications have been filed within twelve
months of the U.S. filing the spplicant is re-
quired to recite only the first such application
and it should be clear in the recitation that the
foreign application referred to is the first filed
foreign application. The requirements for re-
citing foreign applications before January 1,
1953, included more information than the pres-
ent rule and any oath following the require-
ments of the old rule would still be acceptable.
(It may be ;l)ginted out here that a para-
graph, (d), of Rule 65 was canceled on Janu-
ary 1, 1953. The statute referred to in this
aragraph is still in force with respect to
rring the patenting of certain inventions
made by Germans or Japanese but the former
requirement in the oath was omitted because
of the fact that the critical date of January 1,
1946, is now so old that the recitation in the
oath is no longer insisted upon unless the ap-
plicant is claiming priority under P.L. 619.)
The requirements for recitation of foreign
applications in the oath, while serving other
as well, are used in connection with

fhe right of priority.

201.14(a) Right of Priority,
Time for Filing Papers
The time for ﬁli:ﬁ the papers required b

the statute is specified in the second para
of Rule 55. pee paragrap

An appucént may elaim the beuefit of the Aling
date of a prier foreign application under the condi-
tions specified in 35 U.8:C. 119. The claim to priority

Rev. 1, Jan. 1944

~documents if not in the English lan-
ige: and: sich oﬂwrinformatxm as he may

B teed be in 5o specisl. form and way be mede by the
o sttomey. or agest i tho forelgn application is - re-
. ferred to in the ooth e requiréd by rule .65 The

claim for priority. and the certified copy of the for-
elgn application specified in the second parsgraph of

85 U.B.C. 119 must be filed in the case of interference
- when specified in rules 216 and 224; when necessary
- to overcome the date of & reference relied upon by the

examizer; or when specifieally requived by the exam-
iner, and in all other cases they must be: flled mot
later than the date the final fee s faid If the pa-
pers flled are mot In the English language, & transls-
tion peed mot be filed except in the three particulsr
instances specified in the preceding sentence, in which

" event & swork translation or ‘s transiation certified

&8 sccurate by a sworn or official transintor must be
filed. : o T ‘
It should first be noted that the Commis-
sioner has by rule specified an earlier ultimste
date than the date of the patent. The latest
time at which the papers may be filed is the
date of the payment of the final fee, excopt
that, under certain circumstances, they are re-
quired at an earlier date. These circumstances
are specified in the rule as (1) in the case of
interferences in which event the papers must
be filed within the time specified in the inter-
ference rules, (2) when necessary to overcome
the date of a reference relied upon by the exam-
iner, and (3) when specifically required by the
examiner. ’
Although Rule 55 permits the filing of pri-
ority papers up to and including the date for
payment of the final fee, it is advisable that
such papers be filed as soon as a claim is in-
dicated to be allowable. Freguently, priority
papers are found to be deficient in material
respects, such as, for example, the failure to
include the correct certified copy, and there is
not sufficient time to remedy the defect. Occa-
sionally, a new oath may be necessary where
the original oath omits the reference to the
foreign filing date for which the benefit is
claimed. The early filing of priority papers
would thus be advantageous to applicants in
that it would afford time to explam any in-
consistencies that exist or to supply any ad&i-
tional documents that may be necessary.

201.14(b) Rights of Priority, Papers
Required

The main pur in amending the statute
to require the filing of the papers mentioned
was to make the record of the file of the
United States patent complete. The Patent
Office does not examine the pspers to deter-
mine whether the applicant is in fact entitled
to the right of priority and does not grant or
refuse the right of priority, except as described




m&s, W, AND BTATUS OF mmm %mm)

in the nex& sectmn (and also in W of inter- tornay or a.gmt, at the time of mmmw the

famum certified copy if the fore éy ticution is the
p?em mquxmd are the claim for pri-  one referred to in the oath of the US. a

ority and the certified copy of the foreign  cation. No special langusge is requi

application. The claim to &mn? need be In makm%‘ﬂw claim for priord aud sny exp

no spem&l form, and may e by the at- which can be remmb ¥ mtarpm%ed /S
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and drawings of the application as filed

certificate of the foreign patent office giving
certain information. Application in this con-
nection is not consideved to include formal
papers such as a petition. . A copy of the for-
eign patent as issued does not comply since the
application as filed 'is required; however, a
copy of the printed specification and drawing
of the foreign patent is sufficient if the certifi-
cation indicates that it corresponds to the ap-
plication as filed. A French patent stamped
“Service De La Propriété Industrielle—Con-
forme Aux Piéces Déposées A L’ Appui de La
Demande” and additionally bearing a signed
seal is also scceptable in lieu of & certified copy

of the French application. :
When the claim to priority and the certified

copy of the foreign application are received
while the application is pending before the Ex-
aminer, the Examiner should make no exam-
ination of the papers except to see that they
correspond in date and. country to the appli-
cation identified in the oath and contain no
obvious formal defects. The subject matter of
the application is not examined to determine
whether the applicant is actually entitled to
the benefit of the foreign filing date on the
basis of the disclosure thereof.

Duoring INmnrmNcs

If priority papers are filed in an interfer-
ence, 1t is not necessary to file an additional
certified copy in the application file. The in-
terference examiner will place them in the ap-
plication file.

CoNTINUING APPLICATIONS, REISSUES

Where the benefit of a foreign filing date is
claimed in a continuing application or in a re-
issue application and a certified copy has been
received in the parent case, it is not necessary
to file an additional certified copy in the later
case. The applicant when making the claim
for priority may simply call attention to the
fact that the certified copy is in the parent
application. [R-17]
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i P B

gection it is ‘assumed tha reference
been cited which requires the priority date:
be overcome. o

NQ [ RBEEGTLARITIER

 When the papers under Section 119 are re-
ceived they are to be endorsed on the contents
fo ol e ey st o
oreign applicstion”, Assuming that the pa-
‘are regular in form and that there sre no

pom o s i o
; rities in dates, xaminer in ths
next Office action will ad xpplicant that
the papers have been n The form of
acknowledgment may be g8 follows:

A. “Receipt is acknowledged of papers sub-

mitted under 85 U.S.C. 119, which papers have
been placed of record in the file.” -

The Examiner will enter the information

specified in Section 202.03 on the face of the file

¢ application ig in i
application is in interference when papers
under Section 119 are received ses 1111.10.

Parers INCONSIETENT

If the certified copy filed does mot corre-
s;l)ond to the application identified in the ap-
plication oath, or if the apgﬁcati@n oath does
not refer to the particular foreign application,
the applicant has not complied with the re-
quirements of the rule relating to the oath. In
such imstances the examiner's letter, after
acknowledging receipt of the papers, should
require the applicant to explain the incon-
sistency and to file a new oath stating correctly
the facts concerning foreign applications re-
3;’;?& by Rule 85. A letter in such cases may

B. “Receipt is acknowledged of the papers
filed September 18, 1953, claiming priority un-
der 35 U.S.C. 119 based on an application filed
in Italy on February 17, 1950.

“The applicant has not complied with the
requirements of the rule relating to the oath
since the original application oath does not
acknowledge the filing of any foreign appli-
cations. e oath states that ‘no application
for patent on this invention or discovery has
been filed by us or our representatives or as-
gigns in any country foreign to the United

Rev. 17, July 1968




, filed September 18, 1953, of the Italian

date, it is accej

September 18, 1953, of a certified copy of the
French application referred to in the oath.
“It is not seen how a claim for priority can
be based on the application filed in France on
March 4, 1948, since the United States applica-
tion was filed more than one year thereafter.
- “The certified copy is herewith returned.”

‘Soue ForeiaN ArrucAnoﬁé More Tuawn
4 Year Berore U.S. Fiuine

For example, British provisional specifica-
tion filed more than a year before U.S. appli-
cation, but British complete filed within the
year, and certified copies of both submitted.

E. “Receipt is acknowledged of papers filed
tember 18, 1953, g)urport'%g to comply

35 U.S.C.

0511‘8«35»1
with tl S.C. 119. It is
can be

10 reguirements o

not seen how the claim for priorit
based on the British specification filed January
23, 1948, because the instant application was
filed more than one year thereafter. However,
the printed heading of the patent will note the
claimed priority date on the complete
specification; i.e.,, November 1, 1948, for such
subject maiter as was not disclosed in the pro-
visional specification.”

Cerrrren Copy Nor e Frer Freep Forerox
AvericATION

F. “Receipt is acknowledged of papers filed
Bev. 17, July 1008

: Beeexg::s acknowledged of a certified
n referred to in the oath. If this

yi'ngy.letter_smté -
d for priority pur-
>, it i3 8 .

-G “Raceg ‘acknowledged of
filed March 9, 1953, clsiming priori
an application filed in France on
1948, 1t is noted, however, {
not filed a certified copy of .
eation as required by 35 U.

The. etters are

' ille papers, achnows
pt, and make the notation on
the face of the file. In other cases the allowed
application, together with thegapers, will be
forwarded to the examining Group for con-
sideration and taking any appropriate action.
If foreign ~application papers are received
after the final fee has been ?aid, they will be
left in the file and the applicant notified by
the Issue Branch that the papers were re-
ceived too late to be admitted.

RETURN oF Parws

It iz sometimes necessary for the Examiner
to return papers filed under 35 U.S.C, 118
either upon request of the applicant or because
they fail to meet s basic requirement of the
statute, e.g., all foreign applications were filed
more than a year prior to the U.S. filing date.

Where the papers have not been entered in
the file, it is not necessary to secure approval
of the Commissioner for their return but they
should be sent to the Office of the Director,
Patent Examining Operation for cancellation
of the Office stamps. Where the papers have
been entered in the file, a request for permission
to return the pa?ers should be addressed to the
Commissioner of Patents and forwarded to the
Director, Patent Examining Operation for
approvai.




the . -
making an action the Examiner has found such
a reference, he simply rejects whatever claims
may be considered  unpatentable thereavar,
without paying any attention to the priority
date (sssuming the papers have not yet been
filed). The applicant in his response may
argue the rejection if it is of such & nature
that it can be argued, or he may present the
foreign papers for the purpose of overcoming
the date of the reference. If the applicant
argues the reference, the Examiner, in his next
 action in the case, may, if ho so desires, spe-
cifically require. the foreign papers to be filed
‘in addition to ‘repeating the rejection if it is

still considered applicable, or he may merely

cg:tiﬁmls the re'ecn%x;.fln.thoses.casesfwhe{e
the applicant files the foreign papers for the
purpose of overcoming the :eﬁwﬁ% of &

reference a translation. is nir(lag,l'lifl,the for-
ish la .

%%1 pa are not in the

en the Examiner requires the filing of the
papers the translation d also be required
at the same time, This translation must be s
sworn. translation or a translation certified as
accurate by a sworn or official translator.
When the ne ‘papers are filed to over-
come the date of the reference, the Examiner’s
action, if he determines that the applicant is
not entitled to the priority date, is to repest
the rejection on the reference, stating the rea-
sons why the applicant is not considered en-
titled to the date. If it is determined that he
is entitled to the date, the rejection is with-
drawn in view of the priority date.

If the priority papers are already in the file
when the Examiner finds 2 referencas with the
intervening effective date, the Examiner will
study the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. If the applicant is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-
aminer may reject the unpatentable claims and
at the same time require an English translation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

pertaining to & right of priority is the
determination of the identity of invention be-
tween the U.S. and the foreign applications
The foreign applicati ay be considered in
the same manner as if it had been filed in this
on’  dete: that it was filed in

country on :that 3
the foreign countxy, and the applicant is ordi-
srily entitled to- my‘c!axms,fgased)on such

foreign appliestion that he would be entitled
to under our laws and practice.. The foreign
afplication must be examined for the guestion

of sufficiency of the disclosure under 35 U.S.C.
112, as wellyas to determine ‘f'thege is a basis
for theclaims sought. - = RN

In applicstions filed from Great Britain there
may be submitted & certified copy of the British
“provisionsl specification,” ‘which may salso in
some cases be sccompanied by s copy’of the
“complete specification.” The nature and func-
tion of the British provisional specification is
decribed in an article in the Journal of the
Patent Office Society of November 1986, pages
770-774. Aeccording to British law the provi-
sional specification need not contain & complete
disclosure of the invention in the senss of 85
U.S.C. 112, but need only describe the general
nature of the invention, and neither claims nor
drawings are required. Consequently, in con-
sidering such provisional specifications, the
guestion of completeness of disclosure is impor-
tant. If it is found that the British provisional
specification is insufficient for lack of disclosure,
reliance may then be had on the complete speci-
fication and its date, if one has been presented,
the complete specification then being treated as
a different application. ]

Tn some instances the specification and draw-
ing of the foreign application may have been
filed at a date subsequent to the hling of the
petition in the forezgn country. Even though
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the date on which the specifica-
tion and drawing were filed.

It may occasionally happen that the U.S.
application will be found entitled to the fling
date of the foreign application with respect to

Bev. 15, Jan. 1908



fisress paased
imes referred to as the
g éor%é‘xtm.s‘ionshof the
of delays during the war.

c Law 220, J. ¥’28 1947, Public Law 380,
August 6, 1947, and ¥ ublic Law 619, November
16, 1954, supplement the originai enactment.
These laws are reprinted in the back of the

p

3, 1883, which - was amended
, This act became 35 U.S.C. 266,
which was repealed October 25, 1965. . Begin-
ning with this date, there are no longer any afsp-
plications which are exempt from the filing fee
or issue fee. Such applications are not always
owned by the government. Other afplications,
not -inventions of dgovernment, empioyees, may
go;eml.lgmd to and owned by the government.
60701.

202 Crose-Noting
202.01 In Specification
Seo Rule 78{a), Rule 79 and Section 201.11.

- There is seldom a reason for one application
to refer to the application of another applicant
not assigned to a common assignee. Such
reference ordinarily should not be permitted.

Rev. 15, Jan. 1968
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 tion ornot, in the case of s SUBSTITUTE Ap-

er in bleck ink

2 a DIVISION,
'UATION, = CONTINUATION-

IN-PART and, whether given in the specifica-
plication. - The notation “None” must be writ-
ten in the boxes which do not have parent or
srlor application data written therein, The
ata and/or the notation “None” gre to be filled
in no later than the first action. If the instant
application is a division of an application which
has issued as a patent, the patent number and
date should also be supplied. The patent num-
ber and patent date of the parent case of a con-
tmnatimxéini?arb aré not entered on the file
wrapper. i the application at hand is & divi-.
sion of a division or & divisisn of 4 continuation

s ~ the data of all cases involved should be given.
1i¢ht¥£ss-, of govern-
out: fee under an act

When an application is a continustion-in-part
of two or:more distinet applications; each appli-
cationshail benoted onthe facsofthe file. When
anapplication isa continuation-in‘part of & con-
tinnation-in-part, only the immediate parent
application will be noted on the face of the file.

e status of the parent or prior application as
“abandoned” is not written on the fils wrapper.
A service to the public was begun with the issue
of January 16, 1968, by which the heading of
the printed patent now includes all identifying
parent data of continuation-in-part applica-
tions as has been the practice in continuation,
divisional, substitute, and reissue applications.
Some exceptions may occur, see the last para-
graph of this section. Inclusion of this infor-
mation in the heading does not necessarily
indicate that the claims are entitled to the bene-
fit of the earlier filing date. The above prac-
tice will not change the procedure with regard
to assignments as set forth in the first sentence
of paragraph 2 of Section 306 of the M.P.E.P.




1 Sde’ 806 for work dobe: by -the Assignment
ap li&tlm Pl dRe Pl CRTERRIEL ST TR
n the unlikely situation that there has boen
no refereties to ‘& parent application because
the benefit -of' its filing date is not desired,
no netation as to the parent case is made on
the face of the file wrapper. The notation
‘.‘Noné’e?éxs;%oed in the proper boxes on the file
wrapper. - The previous practice of submitting
divisional, continuing, and substitute applics-
tions at the time of allowance to the Assignment
Branch for title search is no longer followed,
since title searches are automatically made in all
applications after the payment of the issue fee.

202.03 On File Wrapper When Prior-
ity Is Claimed for Foreign Ap-
 plication | -

In accordance with 201.14(c) the Examiner
will fill in the spaces cbnceming ,fomifpf appli-
cations provided for on the face of the file
wragper.j I S P S S
~ The information to be written on the face of
the file wrapper consists of the country, appli-
cation date (Bling date), ahd Jf availuble, the
application and patent numbers. In some in-
stances, the particular nature of the foreign ap-
plication such as “utility model” (Germany
(Gebrauchsmuster) and Japan) must be writ-
ten in l;pareni‘heses before the application num-
ber. For example: Application Number (util-
ity model) B62854. e

On the file wrappers used during the filing

riod April 1959 to July 1964, the abbreviation
“App.” followed by the application number (if
determinable from the papers) or a dash (if not
determinable) shduld%e written in the same
block as and underneath the name of the coun-
try. The word “Patent” and number (if
known) should be written to the right of the
a})pliéatim'number.' If no foreign priority is
claimed, the word “None” is written in the
e A a during the fi

e file wrappers used during the filin -
riod July 1964pto September 19%6 furthergcg:-
tain separate boxes for the application and
patent numbers, and a box for checking if no
claim for priority has been made.

File wrappers In use from September 1966 to
the present further include an additional box
labeled “B” for the Examiner to use for indi-
cating compliance of applicant with 35 U.S.C.
119.

If the filing dates of several foreign applica-
tions are claimed (see 201.15, last paragraph)
and satisfactory papers have been received for
each, information respecting each of the foreign
applications is to be entered on the face of the

CROSS-NOTING, AND T

pertaining to | hwepumhr typesof

19

file m-appér,

8 OF APPLICATION

plication is written In the box belov
" The heading of the printed | ion‘g
the patent when it is issued isting in
the Official Gazz‘;;te;mill mfg:a tg] the gnlﬁim oé
priority, giving the country, the filing dats, an
the number offgtiw application (and the patent
number in some instances) in those cases'in
which the face of the file has been endorsed.

~ In the case of designs, only the country and

filing date are to be used.
202.04 In Oath ,

As will be noted by refexence to 201.14; Rule
65 requires that the oath include certain in-
formation concerning applications filed in any
foreign country. If no applications for patent
have been filed in any foreign country, the oath
should so state. ~

202.05 InCase of Reissues
“Rule 179 requires that a notice be placed in
the file of an original patent for which an ap-
lication for reissue has been filed. For the
orm employed for this' notice see Clerk’s
Manual. ; ~

203 Status of Applications
203.01 New

A “new” application is one that has not yet
received an action by the Examiner. An
amendment filed prior to the first Office Action
does not alter the status of a “new” applica-
tion.

203.02 Rejected

An application which. during its
in the examining division and before allow-
ance, contains an unanswered Examiner's
action is designated as a “rejected” application.
Its status as a “rejected” application continues
as such until acted upon by the applicant in
response to the Examiner’s action (within the
allotted response period}, or until it becomes
abandoned.

203.03 Amended

An “amended” or “old” application is one
that, having been acted on by the Examiner,
has in turn been acted on by the applicant in
response to the Examiner’s action. The appli-
cant’s response may be confined to an election, a
traverse of the action taken by the Examiner or
may include an amendment of the application.

E»msecution
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- -An “gllowed” applieation or an applicstion
“in issue” is one w%gwhavmg been examined,
is passed for issue’ as & patent subjeet to pay-
ment of the issue fee.  Its status as an “al-
lowed! cases: continues’ from the: date of the
notice of allowance until it is withdrawn from
issue or until it issues as & patent or: ;

abandoned, as provided in Rule-316. . See 712.

The files of allowed cases are kept in the
Issue and Gazette Branch, arran numeri-
cally by serial number. R PO

203.05 Abandoned

An abandoned application is, inter alia, one
which is removed from the Office docket of

nding cases (1) through formal abondonment
ge the applicant (acquiesced in by the ass
if there isone) or by the attorney or agent of rec-
ord, (2) through failure of applicant to take ap-
propriate action at some stage m the prosecution
of Sxe case, or (8) for failure to pay the issue
fee. (203.07,711t0711.05,712)

203.06 Inwmplete :

An application lacking some of the essential
parts and not accepted for filing is termed an
incomplete application. (506 and 506.1) :

203.07 Abandonment for Failure to
Pay Issue Fee (Forfeiture)

An allowed application in which the issue fee
(or that portion specified in the Notice of Al-
lowanece) is not paid within three months after
the Notice of Allowance is abandoned for that
reason. The issue fee may however be accepted
by the Commissioner within a further period of
three months on a verified showing of sufficient
cause in which case the patent will issue as
though no abandonment had occurred.

An application which has become abandoned
by reason of failure to pay the issue (final) fee
was formerly referred to as a forfeited appli-
cation. See Rule316in 712.

203.08 Examiners To Answer “Status
Letters”

Inquiries as to the status of applications, by
persons entitled to the information, should be
answered promptly. Simple letters of inquiry
regarding the status of applications will be
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action. Such letters will be stamped “Status

«1f the correspondent is not entitled to the

information; in view of Rule 14; he should be
S0 10 EES S TR N T B T AT F AN E5 O
1f the inquiry is directed to an ‘application
awaitingé-aetiﬂn by the Office; & predietion
should be made of the probable date of reach-
ing the case for action. The clerical force will
stamp status letters with o stamp provided in
each group and submit them to the Examiner
having jurisdiction of the application who will
fill in the blanks. ‘The original letter of inquiry
shcﬁxld l?ehrgh;umecll to Tthﬁgn coxlfrespondgnt to-
gether with the reply. . The.reply to an ingul
which, includes a 'aglf,-adﬁmssgdf posta (}pﬂi
posteard should be made on the postcard with-
out placing it in an envelops.  The reply doss
not count as an action in the ease. This predic-
tion of a date is not to be considered as binding
upon the Examiner in making his next action.

“In cases of allowed applications, 2 memoran-
dum should be pinned to the inquiry with &
statement of date of notice of &llowance, and
transmitted to the Issae Branch for its appro-
priate action. This Branch will notify the in-
quirer of the date of the notice of allowance
and the status of the application with respect
to payment of the issue fee and abandonment
for failure to pay the issue fee.

In those instances where the letter of inquiry
goes beyond mere matters of inquiry, it should
not be marked as a “status letter”, or returned
to the correspondent. Such letters must be
entered in the application file as a permanent
part of the record. The inquiry should be an-
swered by the examiner, however, and in s
manner consistent with the provisions of
Rule 14.

Inquiries from Members of Congress con-
cerning the status of pending applications
should not be answered by the Examiner but
should be referred promptly to the Commis-
sioner’s Office for answer with a report as to
when a particular case will be reached for
further action on the part of the office.

Anather type of inquiry is to be distinguished
from ordinary status letters. When a U.S. ap-
plication is referred to in a foreign patent (for

priority purposes, for example), inquiries as to
the status of said application (abandoned,
pending, patented) should be forwarded to the
Application Branch.






