1101.01(d)
1101.01 (e)
1101.01(f)
1101.01(g) s - ~
1101.01(h) by Law Exami- 1109  Action After Award of Pnority
s ; - 11109.01 The Winning Party ,
1101.01(i) Overcome  1109.02 The Losing Party
. 1110  Action After Dissolution
1110.01 TUnder Rule 262(b)
1110.02 Under Rule 231 or 237
1111 Miscellaneous
_ing Claims 1111.01 ' Interviews
" Time Limit Set for \Iakmg Suggested 1111.02 Record in Each Interference Complete
-~ Claims o T _Overlapping Applications
,1101 01(n) Suggested Claims S y 1111 “Secrecy Order” Cases
_ Period Running ' 11 mendments Filed During Interference
1101 o1 (o) pplication in'Issu in Interference . Notice of Rule 231(a) (3) Motion Relating
1101.02 a Patent ‘ . to Application Not Involved in Interference
1101.02(a) = Copying Claims From a Patent : X Conversion of Application From Joint to Sole
1101.02(b)  Examiner Cites Patent Having Filing or Sole to Joint :
‘ > Later Than That of Application  1111.08 Reissue During Interference
1101.02(c) Difference . Between Copying Patent - Suilt Under 35 U.S.C. 146
, Claims and Suggesting Claims of an 1111.10 Benefit of Foreign Filing Date
~_ Application 1111.11 Patentability Reports
1101.02(d) Copied Patent Claims Not Identified 111112 . Certifled Coples of Part of an Appllcatxon ‘
.1101.02(e)  Making of Patent Claims Not a Response 111113 Consultation With Examiner of Interferences
. ; to Last Office Action ' 1111.14 Correction of Error in Joining Inventor
1101.02(f) Rejection of Copied Patent Claims 1112  Letter Forms Used in Interferences
1101.02(g)  After Prosecution of Application Is Closed 1112.01 To Law Examiner
or Application Is Allowed . 1112.02 Suggesting Claims
1101.03 Removing of Affidavits Before Interference 111203 Same Attorney or Agent
1102 Preparation of Interference Papers and Decla- 111204 Reguesting Withdrawal From Issue
ration 1112.05 Declaration
1102.01 Preparation of Papers ' 1112.05(a) 1Initial Memorandum
1102.01(a) Initial Memorandum to the Board of 1112.08 Requests for Jurisdiction

Patent Interferences 1112.06(a) Reguesting Jurisdiction of Application

1102.02 Declaration of Interference 1112.08 Primary Examiner Initiates Dlsso]utlon
1103 Suspension of Ez Parte Prosecution 1112.09 . Redeclaration
1104 Jurisdiction of Interference 111210 Denying Entry of Amendment Seeking Fnr-
1105 “Interference Matters Requiring Decision by , ther Interference

Primary Examiner -
1105.01 Briefs and Hearings on Motion ; ‘a i 1 1
1105.02.  Decision on Motion To Dissolve Ug?lce‘ ;g;e;f:::ggf fg::ta}:nce is based on 35

1105.03  Decigion on Motion to Amend or to Add or
Substitute an Application ' 35 UB.C. 185. Interferences. Whenever an appli-

1105.04  Decision on Motlon Relating to ‘Burden of cation is made for n patent which, in the opinion of

Proof the Commissioner, would interfere with any pending

1105.05  Dissolution on Primary Examiner's Own application, or with any unexpired patent, he shali

. Motion give notice thereof to the applicants, or applicant and
163 Rev. 12, Apr. 1967



" “ent, or for reissue, and unexbiz;e’d original or reissued

, or for the same or
. the same subject matter as, a claim of

unless such a claim is made prior to one year from
the date on which the patent was granted.

Rule 201 sets fort definition of an in-
terference and is here reproduced. ;

Rule 201. Definition, when declared. (a) An in
ference is a proceeding instituted for DSe
determining. the question of pricrity of invention
tween two or more parties cl ly
same patentable invention and may be in
soon as it is determined that common patentable sub-
_ ject matter is claimed in a pluralit plicatiol
or in an application and a patent.
~ (b) ‘An Interference will be declared between pend-
ing applications for patent or for reissue of different
parties when such applications contaia claims for sub-
stantially . the same invention which are allowable in
the application of each par nd interferences. will
also be declared between pen;  applications for pat-

patents, of different parties, when such applications
and patents contain claims for substantially the same
invention -which are allowable in _the applica-
tions involved, in accordance with the provisions of
these rules, -

{c) Interferences will not be declared, nor contin-
ued, between applications or appiications and patents
owned by the same party unless good cause is shown
therefor. The parties shall make known any and all
right, title and interest affecting the ownership of
any application or patent involved or essential to the
- proceedings, not recorded in the Patent Office, when
an interference is declared, and of changes in such
right, title, or interest, made after the declaration of
the interference and hefore the expiration of the time
prescribed for seeking review of the decision in the

interference.

1101 Preliminaries to an Interference

An interference is often an expensive and
time-consuming proceeding. Yet, it is neces-
sary to determine priority when two applicants

Rev. 12, Apr. 1967
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y of initiating

_case is affected by

1ssion of them here

_ circumstances which

unnecessary are herein-

, but each instance must be carefully

sidered if serious errors are to be avoided..

In determining whether an interference ex-

claim should be given the broadest inter- .

~which it reasonably will support,

aring in mind the following general princi-

(a) The be

strained. .

" (b) Express limitations in the claim should

not be ignored nor should limitations be read

therein to meet the exigencies of a particular
situation, : 1

(c) The doctrine of equivalents which is:

~applicable in questions of patentability is not

applicable in interferences, i.e., no application
should be placed in interference unless it dis-
closes clearly the structure called for by the
count and the fact that it discloses equivalent
structure is no ground for placing it in inter-
ference. ' «

(d) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference.

(e) A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated.

(f) Since interference between cases having
4 common ussignee is not normally instituted, if
doubt exists as to whether the cases are com-
monly owned they should be stibmitted to the
Assignment Branch for a title report. Note:
After September 1965 title searches are auto-
matically made only when the Issue Fee is paid.

(g) If doubts exist as to whether there is an
interference, an interference should not be

declared.




. . i
~ 5

~ ‘except in exceptional

e claiming the same p e Inventi
may be put in interference, dependent ¢
status of the respective cases and the diffi

~ between their filing dates. One

tions shoul

_usual circumsta

dates of the aj

and approved by the Commissioner. Ifanin
ference is declared, all applications havi
same interfering subject matter sh:
cluded. (Basis: Notice of June

Before taking any steps loo
mation of an interference, it is ssentis
that the Examiner make certain that each of
the prospecti arties is claiming the same
patentable ir 1on and that the claims that
are to constitute the counts of the interference
are clearly readable upon the disclosure of each

_party and allowable in each application.

Tt is to be noted that while the claims of two
or more arp]icams may vary in scope and in
immaterial details, vet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not afford a ground for
suggesting to that applicant claims for the said
invention copied from another application that

~ is claiming the invention. The intention of the

parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essential in every instance.

- When the subject matter found to be allow-
able in one application is disclosed and claimed
in another application. but the claims therein
to such subject matter are either nonelected or
subject to e%ection, the question of interference
should be considered. e requirement of Rule
201(b) that the eonflicting applications shall
contain claims for substantially the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matrer is
sufficiently supported in each application and
is patentable to each applicant over the prior
ort. The statutory requirement of first inven-
torship is of transcendent importance and

| nventions T and II. Before

A. Application filed with claims to divisibl
ntions 1 a Bef ion requiring
striction is made, examiner discovers anot

restriction ha ac ually been

I not been responc

materially different i

ering subject matter had been
ut traverse but no action given on
of the elected invention. -

_ B. Application filed with claims to divisible
- inventions I and II and in response to a re-

quirement for restriction, applicant tra

the same and elects invention I. E:

165

“action on the merits of I. E
ly finds an application to a .
_claims to invention IT and

d by the fact that
t traverse and the
nonelected claims possibly cancelled. S

'C. Application filed with generic claims and
claimed species a, b, ¢, d, and e. Generic claims
rejected and election of a single species re-
quired.  Applicant elects species a, but contin-
ues to urge allowability of generic claims. Ex-
aminer finds another application claiming spe-
cies b which is ready for issue.

The allowability of generic claims in the
first case is not a condition precedent to set-
in% up interference.

. Application filed with generic claims and
claims to five species and other species disclosed
but not specifically claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.

The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.

In all the above sitnations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distingnished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. Tfowever, if the application disclos-
ing but not claiming the invention is senior.
and the jimior application is ready for issue.

Rev. 9, Jul. 1064




Decessary, appropnate trans-
‘applications is made.
e interference, further trans-
fer may be ne '
come. .

1101.01(b)

matter or subject matter that is not patentably
different :—

I. Interference therebetween is normally not‘

mstltuted since thete is no conﬂlct of interest.
laims fro ll

the apphcatlon in which the conflicting cla.uns
are properly placed.
is set forth

I1. Whe mterference

is found to exist, the owner should be required

to elect which one of the applications shall be
placed in interferenc

Whenever a comm ee of apphcatlons
by different inventors is called upon to eliminate
conflicting claims from all except one applica-
tion under the provisions of Rule 78(b), a copy
of the Office action making this requlrement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-
der Rule 201(¢) to elect one of the conﬂlctmg
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent to
the applicants in each of the commonl ass gn
applications. (Basis: Notlce of Marc 62. )
1101.01(c¢) The lmerference Search

'The search for interfering applications must
not be limited to the class or ﬁm lass in which
it is classified, but must be extended to all classes
in or out of the Examining Group which it has
been necessary to search in the examination of
the application. (Basis: Notice of August 2,
1909.)

Moreover, the possibility of the existence of
interfering applications should be kept in mind

Rev. 9, Jul. 1966

After
dependlng upon the out-

s by different inventors but
rship claim the same subject

ent by rejection

~_Interference, any funfor applicant may be called upon

_containing complete data concerning
ble interferences and the page and line of
is book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this book may include notes as to Why
prospective interferences were not declared.

In determining whether an interference ex-

1sts. the Primary Examiner must decide the

question. The Law Examiner may, however,
be consulted to obtain his advice and he will
have ch'u'ge of such correspondence with
junior parties as is provlded for in Rule 202.

. Basis: Order 2687.)

The appropriate Director should be con-
sulted if it is believed that the circumstances
justify an interference between applications
nelther of vhlch is ready for allowance.

1 lOl 01(d) Correspondence Un d er
Rule 202

(‘orrespohdence _under Rule 202 may be

_ necessary.

. Rule 202, Prepamtion for inter/erem between ap-
plwatuma, preliminary inquiry of junior applicant.
In .order to ascertain whether any question of pri-
ority arises between applications which appear. to in-
terfere and are otherwise ready to be prepared for

to state in writing under oath the date and the char-
acter of the earliest fact or act, susceptible of proof,
which can be relied upon to establish conception of the
invention under consideration for the purpose of ‘es-
tablishing priority of invention. The statement filed
in compliance with this rule will be retained by. the
Patent Office separate from the application file and if
an interference i3 declared willi be opened simultane-
ously with the preliminary statement of the party fil-
ing the same. In case the junlor applicant makes no
reply within the time specified, not less than thirty




1101.01(d)

bsequent to the  of proof which can be relied upon to establish

arty, the interference ordi-  conception of the invention under considera-
. . ~ tion.” Such affidavit does not become a part of

e Commissioner may re- the reco: in the application, nor does any cor-
cant junior to another applicant ondence relative thereto. The affidarit,

2 writing under oath the date and the ‘will become a part of the interference
racter of the earliest fact or act, susceptible f an mterferenoe is formed

166.1 Rev. 9, Jul. 1964



The Rule 202 corresponden:
the Law Examiner on
mary Exam.ner of noti
ference '

 of the pmposed inter-

_signed by ‘the Primary aminer. {ogether
th the files are forwarded to the Law Exam-

eipt from the Pri-

_ The ﬁles, however, are not retained by

t are returned to the
re they are held sepa-
e the corre~pondence

; e given to the
follow 1ng pomts :
(1) The name of the Exmnmer to be called

for a conference should be given as indicated

on the form.
(2) 1t should be stated which of the appllca-
tions, if any, is ready for allowanee. )

tinuation of an earlier one, this fact should be
stated. - If it is a continuation-in-part, this
should be indicated along with a statement
whether or not the application is entitled to the
benefit of the filing date of the earlier applica-
tion for the conflicting subject matter.

(4) If two or more applications are owned
by the same assignee, or are presented by the
same attorney, it should be so stated.

(5) Only ‘the br oadest claim proposed for
interference or. if various aspects of an inven-
tion are claimed. the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications. a pro-
posed count should be set out in this letter. See
the second form letter in 1112.01,

(6) Any other points which have a bearing
on the declaration of the interference should be
stated.

(7) Amendments or other papers filed in
cases held by the Law Examiner bearing on the
f||1e:;3t10n of interference should be promptly
orwarded to him.

(8) Letters of submission should be in dupli-

cate. (DBasiz: Notice of April 18, 1919.)

1101.01(f) Correspondence  Under
Rule 202, Not an Action
on the Case

Corresnondernce under Rule 202 is not an
action on the case. Hence. it cannot serve to
extend the statutory period if the case is await-
ing action hy the applicant.

(3) If an application is a division or con- -

1101.01(h) Correspondence Under
R

10L010)

ule 202, Approval or
Dlsapproval by Law Ex-

aminer .
mp the letters
” or “Dis-

The Law Examiner will st
from the Exalnmer either

- approved,” as the case may
bo!

, y to the examining division.
If the earliest date alleged by the }umor
party under Rule 202 fails to anfedate the fil-

ing date of the senior applicant, the Law Ex-

aminer disapproves the proposed. interference
and the Examiner then f lows the procedure
outlined in the next section. When a “Disap-
proved” letter is returned to the examining
division it is accompanied by & note to be at-
tached to the senior party’s case requesting the

. Issue and (Gazette Branch to return the case to

167

the Law Examiner after the notice of allow-
ance is sent.

Where the junior party, as required by Rule
202, states under oath a datem% a fact or an
act, susceptible of proof which would establish
that he had conceived the claimed invention
prior to the filing date of the senior npphcant.
the Law Examiner approves the Examiner’s
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cases for interference.

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previously been
submxtted to the Law Examiner for corre-

spondence under Rule 202, before forwarding
t e files to the Interference Division, the Ex-
aminer should ascertain from the Law Exam-
iner if any such statement has been filed and,
if 5o, get this statement and forward it with
the files to the Interference Division. (Basis:
Order 3380.)

The oath under Rule 202 becomes a part of
the interference file in contradistinetion to the
application file as in the case of an affidavit
under Rule 131 or Rule 204 Eat, like them, is

Rev. 5, Jul. 1065




_formation of an interference be

. g:nts thmli):g,the contested invention should

their £l ates or of any dates alleged under
I;.lulen ovided there 1s no sta ! ar to
the al

of the claims in

ior Party
Filing Date

. If the earliest date alleged bfv
in his affidavit under Rule 202 fails to overcome
the filing date of the senior lpar:::iy and if the in-
terference is not to be decla (note that an
interference might be necessary for other rea-
sons), the senior party’s application will be
sent to issue as speedily as possible and the con-
flicting claims of the junior applicant will be

rejected on the patent when granted. A short-

“ened period for response may be set in the
senior party’s case. (See 710.02(b).)

After the senior applicant’s application has
“"been passed for issue, the ggphcation is sent
to the Law Examiner by the Issue and Gazette

Branch in accordance with a note to that effect

attached to the application and he writes a
letter to that applicant urging him to promptly
pay the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues. -

INTERIM PROCEDTRE

In the meantime the junior party’s applica-
tion will be treated in accordance witg the
following:

Where a junior party after correspondence
under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of Rule 202. action on this case (or
on claims 1, 2, 4, etc., indicating the conflict-
ing claims and claims not patentable over the
senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-

Rev. 5, Jul. 1965

arties is necessary, all other appli-

laced in the interference irrespective of

pph- -

of " Senior

a junior party

eled). At the end of the six months appli-
cant should call up the case for action.

The letter should include the ususl action on
the remaining claims in the case, indicating
what, if any, claims are allowable. (Basis:
Order 2913,) i Lo

If the Examiner’s letter is a suspenzion of
action on the entire case, the case should be
noted on the Examiner’s calendar at the date
marking the end of the six months period and
on the Docket Clerk’s cards and, if applicant
does not call up the case, the Examiner should
do so unless the senior party’s patent will soon
issue, since there is no period for response run-
ning against the applicant and the case should
not be permitted to remain indefinitely among

~ the files in the examining group. ,
It sometimes happens that the application of
the junior party 1s not amended and nothing

else occurs to bring it to the attention of the

- Examiner, and thsat the patent to the senior

party issues and is not promptly cited to the
junior party. This works an unnecessary hard-
ship upon the junior applicant and the Office
should make every effort to give him action in
view of this reference at the earliest ible

~date. To this end. the Examiner should keep

informed as to the progress of the senior apph-
cation and cite the patent with appropriate
comment to the junior applicant immediately
after)its issue. (Basis: N]c))tice of February 15,
1921. o

If, at the end of the six months’ suspension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months.
Of course, if the first suspension was directed
to certain claims only and the usual action was
given on other claims. it is necessary for the ap-
plicant to make such response as is required to
the action on the other claims.

If, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettled question in the junior party’s case is
the disposition of the claims on which action
was suspended, then the interference should be
declared.

If the junior application is in issue when the
interference is discovered and, in correspond-
ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior.
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
1112.04) and a letter sent informing him that
the interfering claim or claims and claims not

patentable over the senior party’s case cannot




XA~

tion date on his calendar
t tc call the case up for

he six months. 7

_of the respective parties,

tion of the question of pri-

me language, to form the counts

must be present or be presented, in

" each application ; except that, in cases where, owing to
he nature of the disclosures in the respective appiica-
tions, it i9 not possible for all applications to properiy
" include a claim in identical phraseology to define the

common invention. an interference may be declared.
with the approval of the Commissioner, using .as a

count representing the. interfering subject matter a
claim differing from the corresponding claims of one
or more of the interfering applications by an imma-
_terial limitation or variation. ' ‘
(b) When the clai ' two or
differ in phraseology, but relate to substantially the
same patentable subject matter, the examiner shali.
- if it has been determined that an interference should
be declared, suggest to the parties such claims as are
necessary to cover the common invention in the same

language. The parties to whom the claims are sug-.

gested will be required to make those claims (i. e., pre-
sent the suggested ‘claims in their applications by
amendment) within a specified time, not less than 3¢
davs, in order that an interference may be declared.
The failure or refusal of any applicant to make any
claim suggested within the time specified, shall be
‘taken without further action as a disclaimer of the
invention covered by that claim unless the time he
extended. R

{c) The suggestion of claims for purpose .of inter-
ference will not stay the period for response to an
. Office action which may be running against an appli-
cation, unless the claims are made by the applicant
within the time specified for making the claims.

(1) When an applicant presents a claim in his ap-
plication (not suggzester] by the examiner. as specified

ore applications

ere-

- be suggested

~in one or the other of the applications, yet if
_claims cannot be found in the applications
which satisfactorily express the issue 1t may be

- already presented or framing one for

the interference; otherwise, p
: sted to some or &ll » parties.

It should be noted at this point that if an
applicant copies a claim from another appli-
cation without suggestion by the Examiner,
Rule 203(d) requires him to “so state, at the
time he presents the claim and identify the

_ tger laims must

~other application.”

 The question of what claims to suggest to the

~ interfering applications is one of great im-
_ portance, and failure to suggest such claims as
~will define clearly the matter in issue leads to

suggested (which are to form the issue of the

interference) should be claims already present

necessary to frame a claim or claims reading on
all the applications and clearly expressing the
interfering subject matter and suggest it or
them to all parties. Whether selecting a claim

ion
to all parties, the examiner should keep in mind
that where one application has a less detailed
disclosure than others there is less chance for
error in finding support in all applications if

language is selected from the application with
‘the less detailed disclosure. ' '

- It is not necessary that all the claims of each
party that vead on the other party’s case be
suggested. The counts of the-issue should be
representative claims and should be materially
different. Stated another way, the difference
between counts should be one not taught by the
prior art, and should have a significant effect
m the subject. matter involved. In general, the
broadest patentable claim which is allowable
in each case should be used as the interference
count. and additional claims should not be sug-
gested unless they meet the foregoing test as

‘to material difference. In determining the

in this rule) which is copied from some other appli- =

cation, either for purpose of interference or otherwise,
he must so state, at the time he presents the claim and
identify the other application. ,

Although the subject of suggesting claims is
treated in detail at this point in the discussion

Lroadest patentable count the examiner should
avoid the use of specific language which im-
poses an unnecessary limitation, Claims not
patentably different from counts of the issne are

~ rejected in the application of the defeated party
uafter termination of the interference.
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The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims.

lev. 5, Jul. 1965



consent of the other p
nrrumqtance% r’eqni'ri’

tmn shouhl be given to botl p'n'-
rested even

gh clain
tion of the pexsons to whe
shouls made on ;

salne attomev
set up and then it is done by notifyi
Examiner of Interferemeﬁ as uplamed in

- 1102.01(b).

~ 1101.01()
of Suggesting Claims

Ar the same rimr that the claims are sug-

gested an action is made on each of the app])ca-
rions that are up for serion hy the Examiner.
whether they be new or amended cases. In this
way possible motious under
and (3) may be forestalled.  That is, the action
on the new or amended case may bring to light
patentable claims that should he. included as

~ounis of the mrerferen('e. and, on the other
hund. the rejection of unpatentab]e claims will
serve 1o indicate to the opposing parties the
position of the Examiner with respect. (o such,

OIS,
The Examiner 1= wqmrm] to mfmm Pa('h

applicant when the interference is declared

what claimy in his application are unpatentable

aver the issue, There would seem 16 be no ob-
jectinon to, and many advantages in, gving Hm
nformation when sugaesting elaims,
Where in a letter cuggesting elaims to an
z.'mlu.mr for interference. the Kx XAMNOr -1l ey
af none of the elanns i the ense is patentable
s the elains sgggested, this statement does

Teor, & Apr. 1066

-1101.01 (n)

"«uggé%tion of C‘l}a’l’ims’ Ao | specitied for making. the claims, the apphcant
tion To Be Made at Time

Rule 231(a) (2)

e applicants fail
1ggested to him
. is claims not pat-
re re]euted on the ground
dlsclmmed the invention to which
If applicant makes the sug
[ el ey will be rejected on t
same gmuﬂd unless the delay is satisfactorily
explained. ( 706.03 (u) 2)

Suggestlon of Claims; :
gested Claims ,’VIade'

It suggwed cLums are made \\nhm the ti1

may ignore other outstanding rejections in the
application. - Even if cluims are suggested in
an applicarion near the end of the statutory pe-
riod rurning against the case, and the time limit.

for making the claims extends beyond the end ,
of the p«rm"k such claims will be admitted if ,

filed withir tiwe time limit even though outside
the six moniphs’ period and even though no
amendment was made respousive to the “Office
action out:zandmrr against the case at the time
of suggesting the claims. No portion of the

ase is abandoned provided the applicant makes
the suggested claims within the time specified.
However, if the suggested claims are not thus
maude within the specified time, the case becomes
abundoned in the absence of a responsive

sinendment filed within the six months’ period.
Plll" ’U-'Q‘ ;

} 101 0] (o) Suggestion  of  Claims,
Applieation in Issue or in
Inmterference

An application will not be withdrawn from
issie for the parpose of suggesting claims for

s interference. When an application is pend-




ce speclﬁed tune
withdrawn fro ssue, the
and the interferen

appllcatlon in 1ssue@ it ,
withdraw it from issue for the purpose of
jecting other claims on the implied disc
resulting from the failure to copy the suggested
claims, using form at section 1112.04.
~_When the Exam suggests one or more
_claims appearing in a case In issu an appli-
cant whose case is pending before him, the case
in issue will not be withd wn fo
of interfercnce unless t
shall be made in the pending applie
in the ‘ime specified b
letter suggesting claims .
the Group Director for
In either of th
Gazette Branch sho
claim is suggested, at
is paid dumng the me in which the suggwted

claims may be made, proper steps may be taken '

' is three months or less subsequent to the effective

o - :
wed aps ~'ﬁling date of & patentee. the appucant before the in

to prevent the  issu
he Exsminer sh

‘m% applied,

plication from the ssue and Gazette Branch

ntil the claims are made or
the time limit expires, This avcids any pos-
sible issuance of the application as a patent
should the issue fee be paid. To further insure
against the issuance’ of the epplication. the
Examiner may pencil in the blank space labeled
“Date paid” in the lower right-hand corner of
the file wrapper the initialled request: “Defer
for interference.” The issue fee is not applied
to such an application until the following pro-
cedure is carried out.

When notified that the issue fee has been re-
ceived, the Examiner shall prepare 2 memo to
the Iscue and Gazette Branch requesting that
issue of the patent be deferred for a period of
90 days due to a Fossxble interference. This
allows a period of 60 days to compleie any
action needed. At the end of this 60 day
period. the application must either be released
to the Issuz and Gazette Branch or be with-
drawn frem issue, using form at section 1112.04,

When an applxcatwn is found having claims

and hold the file

to be suzgested to other applications already

involved in interference, to form another inter-
ference, the Primary Examiner requasts juris-
diction of the last named applications. To this
end a separate letter (see form at section 1119,
06(a) ), addressed to the Commissioner is writ-

in section 1112, Ooa) properl =il

to ﬂmt ﬁle, ami -
oes to ttlllxe Gmup ‘

out as to the

additional application and i ing the inter-

 ference, to the Patent Interference Examiner
who wili take the a

l%)pro rlate actmn

Also see
section 110602 [ ~19 NE

[R—-l9]

Rules 204, 205 und 206 quoted below deal f
ith interference involving patents. L

YR"’e 204. Interference with o patent;. afidavit bu

terference will be declared, n affida
he made the invention in ,controve in this country
before the effective filing date of the patentee, or that
his acts in this country with respect to the invention
were ‘xnmcient ‘to establish priority of invention rela-
tive to the effective filing date of the patentee.

(¢) When the effective flling date of an applicant is
more thar three months subsequent te the effective
filing date of the patentee, the applicant, before the.
interference will be declared, shall file two copies of
affidavits by himself and by one or more corroborating
witnesses, supported by documentary evidence if avail-
able, setting out a factual description of acts and cir-
cumstances which would prima facie entitle him to an
award of priority relative to the effective filing date
of the patentee, and accompanied by an explanation
of the basis on which he belleves that the facts set
forth would overcome the efiective filing date of the
patentes, Epon a ‘showing of sufficient cause, an ‘
aflidavit on information and belief as to the expected
testimony of a witness whaose testimony is necessary

-~ to _overcome the filing date of the patentee may be
; m’ceptpd in Jieu of an afidavit by such witness.
‘examiner finds the case-to he otherwise in condition

If the

for the declaration of an interference he will consider
this nnterial only to the extent of determining whether
a date prior 10 the effective filing date of the patentee is

“alleged, and if so, the interference will be declared.
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rule. An example of the latter might be where
the showing submitted by the applicant demon-

_strates that his best proofs do not satisfy the

omitted limitation. This practice is less re-

strictive than that which was followed prior to

adoption of Rule 205(a) in its present form.
Where a patent claim is modified, the count

of the interference should be the broader claim

as between the patentee and the applicant.
Thus, if an immaterial limitat
the count of the interference
of the modified p ;
application following the practice as explained
in Bonine v. Bliss,; 1919 C.D. 75; 265 O.G. 306.
It has been found that the practice set forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all

a_copy

situations where there is an interference in fact A : 5 i
B. APPLICATION DISCLOSURE

between a patent and an application but there
_are obstacles to the applicant making the exact

patent claim. ,
In those cases where the claim of the patent

contains an immaterial Iimitation which can
be wholly eliminated or suitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be
followed. gy D

A. APPLICATION DISCLOSURE XNAR-
ROWER THAN PATENT CLATM

1In some cases, the disclosure in the appli-
cation, although for the same generi¢ ifiven-
. tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant shonld be
permitted to copy the claim of the patent
ns exactly as possible. modifying it only by
substituting language based upon his own nar-

rower diselosure for the limitation in the patent

~claim which he ean not muake. In declaring
the interference, the exact patent claim should
be nsed as the connt of the interference and it
shonld be indicated that the elaim in the appli-
eation corresponds substantially to the inter-
ference connt.

Rev. 19, Jan. 1069

-range of 20

~because justified by a showing as set out in the

"of, t

xcluded,

claim as made in the

pplication may be permitt copy t
t claim, modifying it by substituting
80 for t re of 10 to 90 in

the patent claim. ey ‘
Interference should be declared with the ex-
act patent claim as the count and it should be

count.

lpp'h n discloses a kush group of 5

difying it by substituting his

hould be declared with the ex-
aim-as the count and it should be

respond antially to the interference count.

BROADER THAN PATENT CLAIM

. In some cases, the disclosure in the applica-
tion, although for the same invention in fact
as the patent claim, is somewhat broader than
the claim of the patent. Under such circum-
stances, in initially declaring the interference

the applicant should be required to make the
exact patent claim and the interference should

be declared on that claim. However, if the

applicant presents and prosecutes a motion:

to substitute a broader count and, in connec-

‘tion with such a motion, makes a satisfactory

showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the applicant may be permitted
to substitute a count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the
application claim should be used as the count
of the interference and it should be indicated
that the claim in the patent corresponds sub-
stantially to the interference count.

Examples of the practice outlined in the pre-

ceding paragraph:

172

indicated that the claim in the application
corresponds substantially to the interference

CLAD(S A MAm;nsﬁ Grovr oF 6

e same 6 members, there being no distine-

. tion in substance between the two groups. :
. Applicant may be permitted to copy the pat-
. ent claim,

- 5- up for the 6-member group in

t the claim in the apfli‘cation cor- . .




phcant makes i
necessity for incl he ranges of

and 80 to 90 in the interference count, th
ference may be declared having as a count th

patent claim. Rule 205( a).

 Similarly, the applicant may seek such sub-
~ stitution after the interference is declared on
the exact patent claim by filing a motion to
substitute a count with the broader range sup-
ported by a similar showing.

In either case where the a lication claim i s
accepted as a count, it should be indicated in
the interference notices and declaration sheet
that the claim in the patent corresponds sub-
stantially to the interference count.

II. Patest Cratys 4 MargusH Grorr OF 5
MEMBERS,
; Apphcatlon dxscloces a \I’lrkush group of 6

members, including the 5 claimed in the pat-
ent, there being nc distinction in substance be-

tween the two groups. .

~tuting

patent claim modified by substituting his range
~of 10 to 90 for the range of 20 to 80 in the .

172.1 Rev,

ant should be requlx_'ed mltully to

atent clann

: i;‘patent c]ann as the count.
If, in connection with & motion to substl u

the app]xrant makes a satisfactory showing of =
_ the necessity for including the sixth member

in the interference count, he may be ermitted
. patent. claim modified by
ber group for th
group in the patent claim.
Interference should be redeclared w
application claim as the count and it sho

aponds substantially to the 1nterference count.

C. APPLI(_ ATION DISCLOSURE BROAD-
ER IN SOME ASPECTS AND NAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS i
~ Some cases may include aspects of both A and

B above. Such’ cases should be appropriately
treated by the same general prine 1ple~, outlined

_above.

Examples of cases Imoh ing mxxpd aspects

1. P-\TE\T CLarvMs A Rn*GE or 10 To 80.

i.pphcatlon discloses a range of 20 to 90,
there being no distinetion in substance between

the two ranges.
(a) Inmalh applicant may be perrmtted to

copy the patent claim, modlf}mg it by sub-

19, Jan., 1969

indicated that the claim in the patent corre -



mav be permltted to present the pate
modified’ by submitting his range
for the range of 10 to 80 in the patent (-an

Imorferenve shonld be redeclared with a
count covering the range of 10 to 90 ‘md it :
shonuld be mdu-ated_ that hoth the cl'um in the . ing. ,‘m fmmaterial hmmnm“or varmﬁ(m 1 such
patent and th J ' : 1mmaterial limitation or variation is not clearly sup-
respond subs Anterie « A ,mrted in the apphcatinn or if the applicant otberwise
11. PATL.' ? i makes a satisfactory: showing ‘in juastification rhereof.
©© by Where an: applxesnt presents a claim copied or -
"'.fﬁubsrannallv copied from a patent. he must. at the.
,‘,tune ‘he presents. he (1‘1ms, 1dent1n* tlze patent, give
. the ‘number of the pﬂtented dm . anpd fpeuﬁcallv,
apply the rerms ‘of the . (upied claun to. his own dis-

closure, uuless the. Llaxm is comed m response 1o a
'~u,.g(,anon by the Office, The exammer wiil c&)l to the
SwCommissioner's ntrexmon any mata.nce of the filing of
' an apphcatxony or the pr(>~entatmn of an amendment
copying or substantially copying claims from a patent
without calling attention t that fact and identifying
the patent, , .

R ulc 206; ]nt(’)ferz'nw 1with a putent; ciaims improp-
Prly copicd. (a) Where eclaims ure copied from a
patent  and the examiner is of the opinjon that the

plication discloses a Marlrush group of,
of the same 6 members, plus another membe
not. elaimed in the patent, there being no di
tinction in subsnmce hetween the two groups.. .,
(a) Initially, applicant may be permitted to .
~opy the patent claim, modifying it by sub-
stitnting the 5 members of the patent” claim |
which he discloses for the 6- mem{)er group in
the patent clainm.
Imterference should be decl: n'ed mma]ly Wxth
the exact patent claim as the count and it
should be indicated that the claim in’the appli-
cation corresponds .sub&tann.xl]y to the mter '

ference count. licant o ake onls some of the claime so copied
(b) If, in connection ‘with a motion to sub- f‘{’”;‘ant “'."f Inake Cny Some of the “;,;_m.’,"' - "(’1",‘;"
smute. the appumnt makes a satlsfacton it smll notify 1'h+,.» Jm»l}(ulhf tg».lmt effect, .smf? why
he “is :of the opiunlon the applicant cannot make the
showing of the necessity for including his addi- other claims and state further that the interference
tional member of tlie group, he may be per- will“be promptly declared. The applicant may pro-
mirted to present the patent claim modified by .7 nuder rule 231, if he desires to further contest
substituting the 6-member group which he dis- Lis right to make the claims not included in the decla-
closes for the G-member group in the patent ration of the interference. - :
('L‘UHL ib) Where the examiner is of the opinion that none
~ Interference shonld be redeclared with & of the ciaims can be made, he shall reject the copied
count m(]udmg in a Markush group all 7 ¢laims stating why the applicant cannot make the
- members claimed in the patent and disclosed  claims and set a time limit, not less than 30 days, for
in the application and it should be indicated reply. 1f, after response by the applicant, the rejec-
‘ ﬂlm b()ﬂp the claim in the patent and the claim tion is made final. a similar time limit shall be set for
in the application correspond ~nh~t.|ntm]h {0 appeal. Failure to respond or appeal, as the case may
the interference count. he, within the time fixed will in the absence of a satis-
The practice outlined above should be e factory showing. be deemed a disclaimer of the inven-
stricted  to “situations where the mwmmn\ tion clajmed.

When an interference with a patent is pro-
posed it should be ascertained before any steps

I "H} fl]l”l(’l' n()”( e, ""(‘1 f(’rf‘n(f"ﬁ d("’],ll(’(] are { ll\(‘ll “]l(‘”l(“] ”l(fl(‘ 13 ('OHUH()H ()“H(’lﬂhlp
or redeclared in accordsnce with this practice ,”1 \ title report must be placed in the patented
should be submitted to the Group Manager, file when the papers for an interference be-

AH pr lor (lm'xsmns, orders, and n(m('(*s are rween an :ipphvuimn and a patent are for-

Ny . L. M R -
hereby overruled to the extent that they may  warded. To 1his end the Ixaminer, hefore

claimed in the lmtont and  discloged in . the
application ave clearly the snme, o that there
“ig truly an interference in fact,
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]

e original drawings.
copied from a plurality of patents
different groups, the question
1ip. should declare the interfer-
‘resolved by agreement be-
xaminers of the groups con-
ation with the

cerned, possibly in con
Directors involved.

patent arise through th
cant in copying claims of a patent which has

come to his attention through citation in an

Office action or otherwise.

If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-
aminer should correct applicant’s claim to cor-
respond to the patent claim. A notation should
be added to his letter (POL 76) stating that

- the correction has been made. i
However, in some instances the Examiner
observes that certain claims of a patent can be
made in a pending application and, if the pat-
ent is not a statutory bar, he must take steps
to avoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hereinbelow ap-
plies when an issued patent and a pending
application are not commonly assigned. If
there is a common assignment, a rejection as
outlined in 305 should be made if an attempt
is made to claim in the pending application
the same invention as is claimed in tKe patent.

A patent claiming the same invention as that
heing claimed in an application can be over-
come only through interference proceedings.
Where the effective filing date of the applica-

tion is prior to that of the patented application,

no oath is required. :
If the effective filing date of the applicant is
three months or less later than that of the pat-
ented application, the applicant must submit an
affidavit. that he made the invention prior to the
filing date of the patent, even thmlgL there was

Rev. 9, Jul. 1964

ces which if proven by

e course would provide suf-
rd of priority to him
ffective filing date of the
In connection with a re-

-quirement for a showing under Rule 204 (b) or

or in examining such a showing submitted
untarily, the Examiner must determine
whether or not the patentee is entitled to the

application, ' A determination that a divisional

or continuation relationship is acknowledged in

the heading of the patent is suflicient for this
purpose as to a parent application thus men-

tioned. In the case of a foreign application

this determination will not be made unless

‘the necessary gapers‘ (Rule 55(b)) are already

of record in “he file, including a sworn trans-
lation of the foreign application if it is not in
the English language. ‘Where the benefit of .

. such earlier application is then accorded the

atentee. this fact should be noted on the form

0-850 and will be stated in the notices of
interference. :

The Examiner will examine the showing to
determine whether it includes the two copies
of affidavits and exhibits and is accompanied
by an explanation of the pertinency of the .
showing as required by the rule. If dupli-
cate copies of any of the affidavits or exhibits
are omitted. the Examiner will notify the ap-
plicant of such omission and state that because
of it the application cannot be forwarded for
declaration of the interference. Lack of an
explanation should be treated stmilarly except
that if there are accompanying remarks, with
the amendment or in a separate paper, which
appear to be an explanation their sufficiency
should not be questioned. A period of twenty
days should be set within which to correct the

omission.

The substance of the showing will be con-

_sidered by tlie Examiner only to the extent of

determining that it includes an allegation relat-
ing to priority of at least one date prior to the

- effective filing date of the patentee. Absent

such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under Rule 203,
If such an allegation is present and the inter-
ference is otherwise proper, the Examiner will

filing date of an earlier domestic or foreign




_If the filing date of the pat ﬁprecedes the

ﬁhng date of the application and the patent is

not a statutory bar against the application, t

claims of the a })phcatlon should ,

. Tf it appears that the applicant

: amnng the same invention as is claimed in

the patent and that the applicant is able to
make one or more claims of

the patent :
under Rul 131 but only through.mter (
proceedings. Note, however, 35 U.S.
2d par. and section 1101. 02(fy. 1

cant controverts this statement and p '
affidavit under Rule 131, the case should be

considered special, one claim of the patent

~ which the applicant clearly can make should
be selected, and an action should be made re-
fusing to accept the affidavit under Rule 131
and uiring the applicant to make the se-
]ectedre%axm as well as any other claims of the
patent which he believes find support in his
application. If necessary, the appfcam should
be required to file the affidavit and showing re-
~quired by Rule 204. In making this require-
ment. where applicable, the applicant should
be notified of the fact that the patentee has been
accorded an earlier effective filing date by vir-
tue of a parent or foreign application. A time
limit for response should be set under Rule 203.

In any case where an applicant attempts to
overcome a patent by means of affidavit under -

"Rule 131, even though the examiner has not
made a re;ertmn on the ground that the same
invention 18 claimed in the patent, the claims of
the patent should be examined and, if appli-
cant is claiming the same invention as is claimed
in the patent and can make one or more of
claims of the patent, the affidavit under Rule 131

should be refused, and an action such as out-

lined in the preceding part of this paragraph
should be made. TIf necessary, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under

Rule 203.

N ( a'patexif,‘hé
~ the filin PP
~ same subject matter as disclosed in that ap-

jected on '

’ SU?FO!‘? 1

"Nentably d1
ent, Whl(’]] dlscloses‘

hng date later than,
ication, discloses the

date of a

claims ‘the

phcatmn and xf ‘the applicati

_ , : roceed' the patent
should be mted and (g: la" gq,f pat

d be reqmred "
as well as any other
e beheves ﬁnd

claims of the patent wh
n his apphcatxon
lication claims an

a filing dat ing .

application, so that a distinct patent could be
granted to the applicant without interference
proceedings, the patent should be only cited to
the apphcant Thus, it is left to the applicant

to determine whether he wishes to and can ;
. copy the claims of the patent. ,

1101.02(c) Copying Claims From a
Patent, Difference Be-
tween Copying Patent
Claims and Suggesting
Claims of an Application

The practice of an Jpphcant Lopymg claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
involving only applications in the following

respects:
(1) No oorrespondenoe under Rule 202 is

conducted with a junior applicant who is to

become involved in an interference with a pat-
ent but, mstead an affidavit under Rule 204
is required. :

(2) When a questmn of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications.

(3) Al claims of a patent which an appli-
cant can make should {)e copied.

(4) Claims copied by an applicant from a
patent may ditfer from the patent claims by the
exclusion of an hnmaterial limitation or vari-

Rev. 8, Apr. 1966

the patent‘ i




tted to ¢ 18

‘ a’permd if he
. ‘fhe same sub}

fer vxthm the ye
rilton, 1946 C‘

ﬂr wE v, “ i Lmden, 195"; CD

a claim
entitled
or the
aection
made had he been in possess
Rule 295(h) therefore requis

to “call to the Commissioner’s attention any
instance of the filing of an application or the

presentation of an amendment copying

ing the mfpnf b

1101 02(9) Copying Claims From a
Patent. Making of Patent

Claims Not a Response to
Last Office Action

~The making of rlaims from a pqtnm when
not rﬁqmred by the Office doex not constitute a
response to the Tast Office action and does not
operate to stay the running of the statutory pe-
riod diring from the wnanswered Office action.

The dgd.uunon of an interference basged on
such claims before the v\plmrmn of the sat-
utory wr;od by operation of Rule ")10 Stuye
the m.m'ng nf tho statutory period. i

c opying Llalms From a
Patent. Rejectmn of
Copied Patent Claims

, 1101.02(f)

Resecrion Nor Arpricante 1o PatesT

When ciaims from a patenr are made, the
application is taken up at once and the Exam-
mer may reject such ekims in the application
if the ground of rejection is not also applica-
ble in the rase of the patert. Examples of
sieh agrovwnd of rejection arve insufficient dis-
elosnre in the Jpphr'nmn. a reference whose
date i3 junior fo that of the patent, or hecanse
the ¢laimsz capied from a patent are barred to

Rev, B Apr. 1966

~than one claim is copied.

ntially copying ‘elaims from a patent ‘with-
ealling .lttentmn to the fact and u]entsz—f

- aequi

“on_appeal, are specin) in order that the inter-

In re Tanke et al, 1954
Fmerqnn V. BP'lCh ]%5

Aq is pomted ont in Rule 206, hero more
from a patent. and
e Fxaminer holds that one or more of them
re not patentable to ap licant

“one other iz, the Examiner s
ate t]
sidered patenmble to applicant, rejecting th
“others, leaving it to napf

mterference on: ﬂl(} m or claims ('0]!-

icant to proceed under
Rule ""1(‘1') 2) in the event that he does not
esce i the Lxaminer’s. rnhno’ as to the
rP]ected claims. ‘ '
Whiere all the claims
are row(fvd on a eround hot plicuble to the
patentee the Examiner sets a time limit for
reply, not less than thirt;v Iavs. and all subee-
quent actions. ineluding action of the Board

op}ed fro patent

ference mav be declared as promptly as pl
sible.  Faihwe 10 reqpnnd or appeal, as m
e may ke, within the time fixed, will, in th
1hsence of a S‘]tl i-wmrv showing, be (]omneu 5
chcl.nmer of the invention claimed. §
While the time limit for au 'L])peal from the
tinal rejection of a copied patent claim is usu-
ally set, under the previsions of Rule 206, where
the remainder of the case is veadv for final
action, it may be advisable to set a shortened
statutory permd fm the entire case in 'mmr' -
ance with Rule 136.
The distinetion between a limited mme or
reply under Rule 266 and a shorteued: %tatumn o
period under Rule 13¢ should not he los
of.  Thepenalty resnlting from Lulm(‘ tore
within the time limit ander Rule 206 is loss of
the claim or claims involved, ou the doctrine of
disclaimer, and this is appealable; while failure
1o respond within the set statutory period (Rule
”4») results in abaudonment of the entire ap-
plivation,  That js not appealable,  Turther, a
bolated vesponse after the time limit set in ac-
cordance with Rule 2066 may be entered by the




1101.02(f)

. to the rejection (either fi
tent claims.” This conditi ‘
where possible as by setting a short-
md for the e ntxre case, but where un-
‘ ‘mzd in the Ex-
; ammer' : ‘
' In thx-«‘onne(‘tmn itis

ET :
either permd ma
provided that e:

xmonthc pemyo«l

: in the. case at the
Coplet '(') bk Tine Liot e ‘ does such reply or
OPIED '"T“m,Ef IME LAMIT 5  appeal xaminer from the duty of
acting on the caze lf up for action. when reached
Where a- p.nem claim s ~u¢rfrested to an in its regnlar order.

by the Examiner for tho mrpose of o
‘N’%' ‘?t Ve ¢ 1 pury ] Where an ( th retion is sueh as requires the
tablishing an interference and s not copiec setting of a time limit for response 1o or ap-

within the time limit set or a "e“’””“"”‘ FX7 peal from that aetion or a portion thereoi, the
tension thereof, an amendment presenting it Examiner should note at the end of the letrer
thereafter will not be entered withont rhe ap- the date whe: the time limit period ends and
proval of the (”“‘“‘, foner. (Basis: Notice 1 e dare when the statutory pel'lod ends.
of September 27, 1933.) (Basis: Norice of June 29, 1035 }  See T10.04.
The vejection of copied patent clainiz zome- )
ties creates a situation where two different RuseerioN APPLICABLE To PATENT AND
periods for response are running against the T »&Pm/"[c‘\:r‘r(w e
'1pp]1mnon—~ one, the statutory period dating _
from the last ml] action on the ease: the  If the frlm' of re]ex,tlon is appiicable to
other, the ]mmed period set for the response Loth the elaiis in the applwmmn and the claims

16 Res. s, Apr, 1068



would also be applicable
e patezt. However, if such a reference is

vered while ‘an interference involving a

patent is before the Examiner for his deciston
on motions, he should proceed under Rule 237,
last sentence. If a reference is discovered ai

any ‘ot,h@riiﬁ%e during th
erence, the Lxaminer procs
with Rule 237 and ng
Manuel. The Director’ ‘
obtained before forwarding the form letter
of Sec. 1112.08 and before mailing the decision
on motion, .

The decision on such a motion should avoid
any comment on the patentability of the claims
already granted to the patentee. See Noxon
v. Halpert, 128 U.S.P.Q. 481. [B-16]

1101.02(g)

- An amendment presenting a patent claim in
an application not in issue is usually admitted
and promptly acted on. However, if the case
had been closed to further prosecution as by
final rejection or allowance of all of the claims,
or by appeal, such amendment is not entered as a
matter of right. L
An interference may result when an applicant
copies claims from a patent which provided the
basis for final rejection. Where this nceurs, if
tfl;e r:i'ection in question has been a led, the
0n,

may be dismissed as to the involved claims.
\{’here the prosscution of the application is

invention distinet from that claimed in the a

plication, entry of the amendment may be de-
nied. (Ex parte Shohan, 1941 C.D. 1; 522 O.G.
501.) Admission of the amendment may very
properly be denied in a closed application, 1f
prima facie, the claims are not supported by ap-
plicant’s disclosure. An applicant may not have
recourse to asserting a patent claim which he
has no right to make as a means to reopen or pro-
long the prosecution of his case. See 714.19(4).

Arrer NoTICE OF ALLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from

of Appeals should be notified of the
withdrawal of this rejection so that the appeal

closed and the copied patent claims relate to an

one or more of the
plicant and an inter-

o Drsbane s m&a r {see
e y that the apphi-
fnr??n issue for tbepnrl;)oae
- 'This letter, which should des-
ns to be involved, shonld be sent
Manager ‘and then forwarded,
- wit e file and the proposed amend-
- ment, to the appropriate Director. @
~When an amendment is received after Notice
of Allowanee, which includes one or more claims
copied or substantially copied from a patent
and the Examiner finds basis for refusing the
interference on any ground he should make an
oral report to the Group Manager of the rea-
. sons for refusing the requested interference.
- Notification to applicant is made on Form
POL~271 if the entire amendment or a portion
of the amendment (including all the ied
claims) is refused. The followmgorequi(:zgmt A
language should be employed to express the
adverse recommendation as to the v of the
or substantially copied patent cisims:
T - of claims ANl
~ mended because (brief statement of basic rea-
sons for refusing interference). Therefore
~withdrawal of the application from issue is not

~ deemed necessary.”

1101.03 Removing of Affidavits Be-
fore Interference [R-
16] |

When there are of record in the file, affida-
vits under Rule 131, 204(b) or 204(c) they
should not be sealed but should be left in the
file for consideration by the Board of Interfer-
ence Examiners. If the interference proceeds
normally, these affidavits will be removed and
sealed up by the Service Branch of the Board of
Patent Interferences and retained with the
interference. SN v

In the event that there had been co d-
ence under Rule 202, this should be obtained

from the Law Examiner and loft (unsealed) in

the file. ,

Affidavits under Rules 181 and 204, as well
as an affidavit under Rule 202 (which never be-
comes of record in the application file) are avail-
able for inspection by an opposing party to an
interference when the preliminary statements
are opened. Ferris v. Tuttle, 1940 C.D. 5; 521
0.G. 523.

The now opened affidavits filed under Rules
131 and 204 may then be returned to the appli-
cation files and the affidavits filed under Rule
202 filed in the interference jacket.

17 Rev. 16, Apr. 1968




any |

any prior application as to the subject matter in issue,

...and, if so, identifying such application, .~ .
.. (b) A patent interference examiner will institute
“and declare the interference by forwarding notices to
the soveral parties to the proceeding. Each notice
“shall include the name and residence of each of the

of any asdignee, and will identify the application of

each opposing party by serial number and filing date, -

or in the case of & patentee by the number and date of

the interferemce, which shall be clearly and concisely

defined my'onlyfummcanntsumybemcea_ryy‘to
define the interfering srhject matier (but in the ease

patent which can be made by the applicant should con-
stitote the counts), and shall indicate the claim or
claims of the respective cases corresponding to the
count or counts. If the application or patent of a

' - party included in the interference is a division, com-

tinnation or continuation-in-part of a prior application
and the examiner has determined that it is entitled to
the filing date of such prior application, the notices
shall so state. Except as noted in paragraph (e) of
this section, the notices shall also set a schedule of
times for taking various actions as follows :

(1) For filing the preliminary statements required
by rule 215 and serving notice of such flling, not less
than 2 months from the date of declaration.

(2) For each ‘party who files a preliminary state-
ment to serve a copy thereof on each opposing party
who salso flles a preliminary statement as required by
rule 215(b), not less than 15 days after the expiration
of the time for filing preliminary statements,

(8) For fling motions under rule 231, not less than
4 months from declaration.

(e) The notices of interference shall be forwarded
by the patent interference examiner to all the parties,
in care of their attorneys or agents; a copy of the
notices will also be sent the patentees in person and, if
the patent in interference bhas been amsigned, to the
assignees,

(d) When the notices sent in the interest of a patent
are returned to the Office yndelivered, or when one of
the parties resides abroad and his agent in the United
States i9 unknown, additional notice may be given by
publication in the Official Gagzette for such period of
time an the Commissioner may direct.
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T addressed to the Board of Patent Interferen
which §mv:des “authorization for

~ Interferences.

other parties and those of his attorney or agent, and

of an interference with a patent sll the claims of the

178

t r p b(yFomPO—SW)

YIch provide T12E reparation
of the Notices of Interference and the Declara-
tion Sheet. The latter papers are prepared in
the Service Branch of t e"Boa'rdp of Patent

4Tn declaring or redeclaring an interference
the following should be horne in mind:

(1) That no party should be made junior as
to some counts and senior as to others, but that
two interferences should be set up making the
party with two applications junior in one in-
terference and senior in the other.
~(2) That no interference should be declared
in which each party to the interference is not
involved on every count. = '

(3) That where an applicant puts identical
claims in two applications by virtue of one of
which he will be the senior party and of the
other the junior the latter application should be
placed directly in the interference, leaving the
a.hpphcant to gain such benefit as he may from
the senior application either by motion to shift
the burden of proof or by introducing the
senior into the interference as evidence,” (In
re Redeclaration of Interference Nos. 49,635;
49,636; 49,866 ; 1926 C.D. 75; 350 O.G. 3.)

The Initial Memorandum and the files to be
involved are forwarded to the interference
Service Branch. Any correspondence under
Rule 202 should be obtained from the Law
Examiner and forwarded with the other
papers. See 1101.08. This same practice ob-
tains in the case of affidavits of this nature in
earlier applications the benefits of which is ac-
corded a party by the Examiner in the initial
e‘11(1;311:\01'9,n ﬁxmbeclSuch cases wﬂ% b%a,clmowl-

in the aration papers.) If a patent
is g1:(\irolved in the interfep:en a recent title
report on the patent should be forwarded with
the other papers, ‘ .

The information to be included in the initiat-
ing memorandum is set forth below: ‘

1102.01(a) Initial Memorandum to
the Board of Patent Inter-
ferences [R-16]

The initial memorandum to the Board of
Patent Interferences is written on Form PO-




_ the earliest application to whi

| n-in-part relaionshi
~ vided on the:
~ be filled in

_ particularly

important to list
provide continuity «

 titled. Alth

 Although a party wi rmally be
ven the benefit of a forelgn':apphcatlon‘w in
e

: ﬁe _declaration notices, if the Examiner has
determined that a patentee is in fact entitled to
the benefit of such %Jplicationsin connection
‘with the requirement for a showing under Rule
904, this should be noted on the form PO-850
~ (see section 1101.02(a)) and the notices of in-
 terference will indicate that such benefit has
been accorded the patentee. The claims in each
case which are unpatentable over the issue
“ghould be indicated 1n the blanks provided for
that pu . The Examiner also must furnish
a table showing the relation of the counts to the
“claims of the respective parties in the area pro-
vided in the form as for example:
o N “Jones  Smith Green
E BT O SRR 16 3 2

.5 1 3(m)
9 15 5
4 1 8(m)

The indication of claims in each case which
are regarded as unpatentable over the issue is
based on the decisions in Votey v. Wuest v.
Doman, 1904 C.D, 328; 111 O.G. 1627 and Earll
v. Love, 1909 C.D. 56; 140 Q.G. 1209 in which
it is held that when an interference is declared
involving a patentee and the Examiner is of
the opinion that the application or applications
contain claims not patentably different from the

issue of the interference, he should append to

the letter to the applicant a statement that such
claims, specifying them by number, will be held

, hip the blanks pro-  the L
forindicating this factshould I
all s lications. It is P
all applications  ti
of pendency to

rep ,
. by Rule 208. The Patent Interference Exam-
~ iner will also call to the attention of the parties

~ fied” or “substantially” should appear in paren-
- theses after the corres;l)onding i
 patent in the table of claims.

iners, when forwarding the Initial
f Patent Interfer

arties as provided

and the attorney the requirement of the second
sentence of Rule201(e). -

'In an interference involving a patent, if the
Primary Examiner discovers a reference which, .
in his opinion, renders a count obviously un-
patentable, action should be taken in aecco :
ance with Section 1101.02(£).

If one or more of the counts are clal
invoived patent modified to be broader than the
corresponding patent claims, the word “modi-

ims of the

tions where exactly correspond
not present in the applications. : , ;
sidered to be interfering, see the guides and ex
amples set forth in Section 1101.02 as to the
proper designation of the relationship of the
claims to the counts. In any event, where one
of the parties does not have a claim correspond-
ing exactly to the count, the Examin md ,
indicate by the world “count” and an arrow.
which claim in the table of counts is to be the
count. This should be the broader claim, of
course. The indication should be made for
each count. If an application was merely in
isse and did not become a patent, the original
claim numbers of the application, prior to revi-
sion for issue,should beused. e
A certificate of correction in a patent should
not. be overlooked. For the best practice in in-
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pe g
t0 one or more of the a pplications becomes neces
~ sary, the Examiner 185ts {unsdmtlon of th
- necessary apphc pplications from the
rwards the letter (or
Group Manager for approval.
o RO 2 D RE g , 105 and Form at 111206(9.) ?t is not
Rule 212. Buspension of ez 1 that the Prireary Examiner will need
deciaration of the interference, | \ to take action for which he requires ]urlsdl('tmn
of an applica tion 1s suspended, and ‘amendments and of the entu-e nterference. However, if circum-
received during the pendency of the in-  sta rise which appear to require it, the
' ' imary Examiner should request jurisdiction
th Boa.rd of Paten Interferences.

: ©  where the patent
prosecution as to speciﬂed matters may be {r] ‘ mtcrference
‘concurrently wif.h the interference, on orde fro;
with the consent of the Commissioner. &

The treatment of amendments ﬁled during
an interference is considered in detaxl in sec-
tions 1108 and 1111.05.

Ex parte prosecution of an appeal under Rule | : L '
191 may proceed concurrently with an interfer- Rule 231 Motions before the primary cwominer. (a)
_ence proceeding mvolvmg the same application Within the period set in the notice of interference for

o PPOVlded the Pri runary Examiner WhO forwards filing motions any party o an interference may file

- the appeal certifies, in a memorandum to be 4 motion secking: ;

' aw({’ in the file, that the subject matter of the ;

‘ 1nterference does not _conflict with the sub]ect v
matter of the appealed claims. . ko

For treatment of other app]mwlons by the

same inventor or assignee having overlapping

claims with the application being put into. m 18 a
terference sce 709.01 and 1111.08. , patentee, no motion 0 fhssmlve on the grounsd that

l 105 Mattei‘s' Requiril;g Decision by
‘ ’ anary Examiner Durmg Inter-
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(2) To amend the issue by addition o

o substitute any other application ow:

or patent owned by him as to any subject
' he existing issue but disclosed in

i1 oth
by proof of such service. :

. (4) To shift the burden of proof, or to be accorded
_ the benefit of an earlier application which would not
“change the order of the parties.

t5) To amend an involved application by adding or
removing the names of ope or.more inventors as pro-
videdin;rulgf!ﬁ.f o e
~ (b) Bach motion must contain a full statement of
the grounds therefor and reasoning in support there-
of. .Any. opposition to a motion must be filed within
20 days of the expiration of the time set for filing
motions and the moving party may, if he desires, file
a reply fo such opposition within 13 days of the date
the opposition was filed. If a party files a timely
motion to dissolve, any other party may file 2 motion
to amend within 20 days of the expiration of the time
set for filling motions. Service on opposing parties of
4an opposition to & motjon to amend which is based on
prior art must include copies of such prior art. Iu
the case of action by the primary examiner under ruie
237, such motions may be made within 20 days from
the date of the primary examiner's decision on motion
wherein such action was incorporated or the dare of
the communication giving notice to the parties of the
proposed dissolution of the interference.

(¢).-A motion to amend or to substitnte another
application must be accompanied by an amendmenr
adding the claims in question to the application cou-
cerned if snch claims are not already in that applica-
tion.

'(dj All proper miotions will be transinitted to and
; by the primary examiner withont ‘ora!
Reguests for reconsideration will not be

considered

argunent,

entertiained,
fe) In the determination of & motion to dissolve an

interferenyce between an application and n patent, the

prior art. of record in the patent tile may be roferred
to for the purpoxe of construing the issue.

(f) Upon the granting of a motion to amend and the
adoption of ‘the clnims by the other parties within a

patent involved in the interference
ing party's application or patent in
‘hich ‘should be made the basis of =
rfe , een  himself and such other party.
pieé*df uch he “application must be served on .-
5 he motion must be accompanied

110501

% of & motion to sub-

4 aféer the expiration
, ~climinary statements,
rence examiner shal} redeclare the
rfe shall declare such other interferences
may be pecessary to include said claims. A prelim-
inary statement as to the added claims need not be
- filed if a party states that he intends to rely on the
. original statement and such a declaratior as to added
“claims need not be gigned or sworn to by the inventor
] n. - A second time for filing motions will not be
_subseguent motions with respect to matters
have been once considered by the primary ex-

il not be considered. e

~~ An interference may be enlarged or dimin-
_ished both as to counts and applications in-'
 volved, or may be entirely dissolved, by actions
- taken under Rule 231 “Motions before the Pri-
mary Examiner” or under Rule 237 “Dissolu-
tion at the request of examiner”. The action
may be a substitution of one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the
application by addition, substitution, or dissolu- -
tion a shifting of the burden of proof, or a con-
version of an application by changing the num-
ber of inventors. See section 1111.07. Deci-

“ slons on questions arising under this rule are
“made under the personal supervision of the Pri-
~mary Examiner. ‘

. Examiners should not consider ez parte. when
raised by an applicant, questions which are
pending before the Office 1n inter partes pro-
ceedings involving the same applicant or party
in interest. See section 1111.01.

Occasionally the entire subject matter of the
interference may have been transferred to an-
other Group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration. If this has occurred.
after the second Group has agreed to take the
case, the Interference Service Branch should
be notified so that appropriate changes may
be made in their records. [R-19]

1105.01

Briefs and Consideration of
Motions [R-19]

A party filing a motion is expected to incor-
orate his reasons with the motion so that an
initial brief is not contemplated although if
filed with the motion it would not be objection-
able, Under Rule 231(h) other parties have
rwenty days from the expivation of the time for
fiting motions for filing an opposition to a mo-
tion, and the moving party may file a reply brief
within fifteen dave of the date sueh opposition
s filed,  If a motion to dissolve i tiled by one
party the other parties may file a motion to
amend within 20 dayvs from the expiration of
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the expiration o
reply brief, motions filed under

examined by a Patent Interference Examii 1& cannot make one or more of the pr
_ who, if he finds them to be proper motxons, will sed counts. In this case he should inquire
transmit the case to rimary Examiner f f the Clerk of the Board ) at t Interfer
consideration of the motions with an indicatio ‘ h 1 T
of such motions as are improper under the rules
and which should not be idered if there be
any such. No oral hearin
Primary Examiner s \ :
promptly and shoul , S a ' deci- Bv rhe grantmg of a motion to dissolve,
sion setting out in add ( ant-  or more parties may be eliminated from tl
al of each n onlv __ interference; or certain of the counts may be
as ary to dispose of  eliminated. Where the interference is 'dis-
sxgmﬁcant issues m'ced by the motion and op-  solved as to one or more of the parties but at-
s to matters not so raised least two remain, the interfe - 1s returned
inion of the Primary Ex- 1o the Primary Examiner prior to resumption
aminer pmwde basis for denial of the motion.  of proceedings before the Y’atent Interference
The Examiner should not undertake to answer Exammer for removal of the files of the parties
, ,,111 arguments presented. ' ho are dissolved out. Ea parte action is re-
In motions of the types ;speclﬁed below the sumed as to those applications and the interfer-
: _-Prlmar} Examiner must consult with and ob-  ence is continued as to the remaining parties.
tain the approval of a member of the Board of The ¢a parte action then taken in each rejected
_ Patent_Interferences before mailing the deci-  application should conform to the practice set
sion. Motions requiring . such consu tatlon 1nd; _ forth hereinafter under the heading “Action
. ;approval are: L After Dissolution” (section 1110). See section

Motions to amend uhere the matter of sup- 1302.12 with respect to listing references dis-

port for a count is raised in opposition or "““%e‘fﬁ“ motlotn : ecision, tion to dissol s
‘the Examiner decides to deny the motion ith respect to a_motion to dissolve on the
for that reason, ground that one or more parties cannot make

Motions rehtmg to the beneﬁt of a pnor one or more counts it should be kept in mind

application, _that once the interference is dissolved as to a

Motions to dissolve on the ground t]mt one  count any appeal from a rejection based thereon

or more parties ]nve no right to mql\e the i ex parte and the views of other parties in the

counts interference will not be heard. In order to
b

Motions to dissolve on the ground of no intep. =~ Preserve the infer partes forum for considera-
ference in fact, - tion of this matter a motion to dissolve on this

Motions to convert an application to a differ-  ground should not be granted where the deci-
ent number of inventors, and sion is a close one but only where there is clear
Motions to substitute or involve another ap-' ba?s f‘;r ltf 41 d that if all .
plication in interference where the matter t should be noted that 1f all parties
of support for a count is raised in opposi- =~ 1gTee upon the same ground for dissolution,

tion or the Examiner decides to deny the W hich ground will subsequently be the basis for
motion for that reason rejection of the interference count to one or
. 4

more parties, the interference should be dis-
The name of the Board member to be consulted  solved pro forma upon that ground, without
will appear in penc 1] on the letter transmitting regard to the merits of the matter, This : agree-
the case to the Primary Examiner. The con- ment among all parties may he expressed in the
sultation will normally be at the offices of the  motion papers, in the briefs, or in papers di-
Board of Patent Interferences, The I’lnn.n\ rected ~0le[\ to that matter.  See Buchlt v, Ras-
Examiner should arrange a convenient time by muszen, 339 .G, 223: 1925 C.D. 75, and Tilden
telephone. In the case of motions to amend v, Snpodgrazs, 1923 (L1, 300 309 O.G. 477 and
or to involve another application the Patent Gelder v. Henry, 77 U.S.P.Q. 223,

Interference Ixaminer will examine any oppo- Affidavits relating to the disclosure of a
sition which may have been filed and if the  party's applieation as, for example. on the
question of right to make the proposed counts  matter of operativeness or right to make.
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| Ey if the monon is trans itted to
; t. imary Examiner after the issue fee has
jappears that » ;  been paid or the date of transmittal is so close
useful to resolve the doubt, a moti ; to the ultimate date for paying the issue fee that
, ce  the motion cannot be decided prior to that date
imony taken on the poin r form seesection 1112.04.. :
dd, 1902 C.D. 27; 98 0.G. case. should thenbe withdrawn from xsaue i
] : : , xaminer may be of the opin-
- ion will probably be denied,
effective date of a- _patent. or pub kbut this w1thdm\\ al does not reopen the case
hich is not a statutory bar) is ante- = to further ex parte prosecution and if the mo-
y the effective filing dates or the alle-  tion is denied the case is returned to issue Wxth
gations in the preliminary statements of all  anew notice of allowance. ~
parties, then the anticipatory effect of that ' be noted that Rule 231{a) (3) does not,
Eatent or publication need not be considered , a party to the interference may
the Examiner at this time, but the refer- _motion to include an application or
ence should be considered if at least one party pabent owned by him as to subject matter, in
fails to antedate its effective date by his own addition to the existing issue, which is not dis-
filing date or the allegations in his prelimi- closed both in his application or patent already
nary statement. See Fors_y th v. Richards, 1905  in the interference and in an op}oosmg party’s
C.D. 115: 115 O.G. 1327 anc‘ Simons v. Dunlop,  application or patent in the interference. Con-
103 U.S.P.Q. 237. ~ sequently the failure to bring such a motion
In deczdmg motions under Ru]e 231(a) (1) will not be considered ‘by the Examiner to re-
the Examiner should not be misled by citation  sult in an estoppel agamnst any party to an
of decisions of the Court of Customs and Pat- mterference as to sub;ect matter not disclosed
ent Appeals to the effect that only priority and in his case in the interference. On the other
matters ancillary thereto will be considered  hand, if such a motion is brought during the
and that patentability of the connts will not ~ motion period, secrecy as to the appllcatlon
be considered. These court decisions relate  named therein is doemerl to have been waived,
only to the final determination of priority,  access thereto is given to the opposing parties
after the interference has passed the motion and the motion may be transmitted by the Pat-
stage; in the ordinary case 4 motion to dis-  ent Interference Exnminer: if so transmitted, it
solve may attack the patentability of the count - will be considered and decided by the Prmnr)

and need not be limited to matrers which are  Examiner without regard to the question of
. ancﬂlary to priority. whether the moving party’s case already in the
S interference discloses the ~ub]e(‘t matter of the
\110;) 03 Decision on Motion To  proposed claims.
Amend or To Add or Substi- CoNCURRENCE 0F ALL PARTIEs

,tlll{telgther Application | Contrary to the practice which obtains when
[R-19] all parties agree upon the same ground for

Motions by the interfering parties may be  dissolution, the concurrence of all parties in a
made under Rule 231(a) (2) and (3) to add ov  motion to amend or to substitute or add an ap-
substitute counts to the interference and also to plication does not result in the antomatic grant-
substitute or involve in interference other ap-  ing of the motion. The mere agreement of the
plications owned by them. Tt should be noted  parties that certain proposed counts are patent-

_that, if the Examiner grants a motion of this  able does not relieve the Examiner of Tns dnty
character, he sets a time for the nonmoving  to determine independently whether the pro-
nrties to present the allowed proposed counts  posed counts are patentable and allowable in
in their applications, if necessary, and also sets the applieations involied,  Fven though no
a time for all parties 1o file preliminary state-  veferences have been cited against proposed
ments as to the allowed proposed eonnts. An counts by the parties, it i< thie Exiouiner’s duty
illustrative form for these requirenents is given 10 cite sl references as may anticipate the

at section 1105.06. If the elaims are ninde ]4,_\v |nupm(-«l conts, making o soarel for 1his pur-
some or all of the parties within tie rime Thinit pose 1f necessary.

sof, the interference 1= reforned or o new iter- Atso, eare should be exercised, in deciding
foretee 1« deolapred by the Porenr Farerferenes mottons, that ANy comits to be adde to the
X iner, existing mterference diffor materially from the
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_ the matter will be reso
' qnt Comlmssloner

dee}&es motions -
ng to benefit of a prior application under
fact the case, and the propmed count is patent- ule 231(a)(4). These may invelve shifting
able over the prwr art, the Examiner shou he burden of proof or merel} giving a party
grant the motion to the extent of substituting the benefit of an earlier date w}u h will not
the proposed count for the broadest original - change the order of the parties. They may
\ hat the parties will not be llmlted in  result in ]udgm nt or order to zhow cause
their proofs to include one or more features 1ga1nst a Jumor arty whose prelm}vpary state-
unnecessary to patentability of the  ment does not allege dates prior to the earlier
count. Where there is room for a reasonable  application or, in the case of a junior party, they
ifference of opinion as to whether two claims may shorten the period for which diligence must
are materially different (or patentably distinct) ~ be proved or change the burden of proof from
it is advisable: tO add the proposed claim to the  that of beyond reasonable doubt to a mere ple- ‘
issue rather than to substitute it for the original . ponderance of the evidence.
count. This will allow the parties to submit If there is doubt whether an earlier appli-
priority evidence as to both counts. . cation discloses the inv ention involved in the
Affidavits are occasionally offered in =upport  interference, there being a reasonsable ground
of or in opposition to motions to add or substi-  for denying the party’s right to it, a_ party.
tute counts or applications, The practice here  should hot be given the earlier record date.
s the same as in the case o aﬁ'x(la\lts concern-  The denial of a motion to shift the burden of
~_ing motions to dissolve that is, affidavits relat-  proof does not deprive a party of the henefit
‘ o disclosure of a party’s application as, for of the earlier application upon which the mo-
on the matter of operativeness or. rw‘xt tion was based. He may have the matter re-
 to make, should not be considered, but affidavits  viewed at final hearing (Rule 258) and he may
relating to. the prior art may be oonqxdered by introduce that JI)I)hcatlon as part of his evi-
analogy to Rule 132, dence to be subject to argument by all parties
If a motion under Rule A‘ﬂ(a) (2) or (3) i3 and to be considered by the Board of Patent
denied on the basis of a reference which is not Interferences. See Greenawalt v. Mark, 1904
a statutory bar, and which is cited for the first C.D.352: 111 O.Gr. 2224,
time by the Examiner in his decision, the de- In deciding a motion of this nature, it is usu- .
_ cision may be modified and the motion granted ally advisable first to determine exactly which
_upon the filing of proper affidavits under Rule ¢« ounts will be involved in the final redeclaration
131 in the application file of the party involved.  of the interference. The practice in deciding
This is by analogy to Rule 237, although nor-  the motion should then follow thar set forth
sadly, mwosr for reconsideration of decisions in the case of In re Redeclaration of Interfer-
on motions under Rule 231 will not be enter-  ences Nos. 40,6551 49,636; 40866 1926 C.D.
tained, Rule 231(d). These affidavits should 755 350 O.G. 3. In accordance wirhi the last
not be opened to the inspection of opposing  stated case, no party in an interfereice should
parties and no reference should be made to the  bhe made junior as to some counts and senior as
dates of invention set forth therein other than  to others. Therefore, if, in considering a mo-
the mere statement that the effective date of the  tion to shift the l)unden of proof, it is found
reference has been overcome.  As in the case of that the moving party is entitled to the benefit

other aflidavits under Rule 131, they remain  of an earlier fiod application as to seme counts |
sealed nutil the preliminary st: m»m( nts for the  bhut not as to other counts in the sanme interfer-
nesw counts are opened. ence, the motion shonld be denjed. .
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In accordanee with present ice an ear-
lier filed, allowable applics isclosing
single species (including chemical
tions) is a constructive
of a count expressing the genus provided con-
tinuity of disclosure has been maintained be.
tween the earlier application and the involved
application either bydcopendency;or by a chain

of successively ng applica - Where
' constructive reduction

be eﬁt of its filing date ma
tained by a junior party by a mo

shift the burden of proof. See McBurney
Jones, 104 U.S.P.Q. 115; Den Beste v. Martin,
1958 C D. 178,
Murray et al., 1959 C.D. 311, 746 O.G. 563.

With respect to the shlfrmg of the burden
of proof it should be noted that the order of
_taking testimony should be placed upon the
applicant last to file unless all the counts of the

729 OG 724; Fried et al. v..

ence
.~ motion,

interference read upon an earlier apphcatlon

which 'mtedates that of the other part
For proving of foreign fili for Pnontv
sections 201.14,201.15. [R—l

1105 05 Dlssolunon on Primary Ex.
aminer’s Own Request | Lnder
Rule 237 [R—l9] '

Rule 237 Dwaolutwn at the requeaf of ezaminer, .
If. during the pendency of an interference. a reference

or other reason be found which. in the opinion of the
primary examiner, renders all or part of the counts
unpatentable, the attention of the Board of Patent
Interferences shall be called thereto. The interference
may be suspended and referred to the primary exam-
iner for consideration of the matter, in whigch case the
parties will be notified of the reason to he considered.
Arguments of the parties regarding the matter will
be considered if flled within 20 days of rhe notifica-
tion. - The interference will be continued or dissoived in
accordance with the determination hy the primary
examiner. If such ‘reference or reason be found while
the interference is before the primary examiner for
determination of a motion, decision thereon may be
incorporated in the declsion on the motion. but the
parties shall be entitled lo reconsideration if they
have not submitted arguments on the matter.

Rule 237 covers dissolution of an interference
ont the Primary Examiner’s own meotion if he
discovers a reference or other reazon which
renders all or part of the connts unpatentable,
Two procedures are available under this rule:
First, if the Primary Examiner finds a refer-
ence or other reason for terminating the juter-
ference in whole or in part the interference is
before him for determination of a motion, deci-
sion on this newly discovered matter “may he
incorporated in the decision on the motion, but

1105.05

artxes shall be entitled to reconsideration
submitted arguments on the
This same practice obtains
iscovers a new
ng counts proposed under Rule
; (3) unpatentable. Under
his practxce, the Primary Examin !
state that reconsideration may be req
within the time specified in Rule 244(c).
d, if the Primary Examiner finds a ref-
her reason for terminating the inter-
‘whole or in part when the interfer-
not before him for determination of a
he should call the attention of the Ex-
aminer of Interferences to the matter. The
Primary Ex er should include in his letter
to the Interference Examiner a statement a
plying the reference or reason to each of tﬁe
counts of the interference which he deems un-
~ patentable and should forward with the origi-
nal signed letter a (i?fpy thereof for each of the
~ parties of the mte erence. Form at section

- 1112.08.
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If preliminary statements have become open
to all parties, Rule 227, or if not and a party
authorizes the Primary Examiner to inspect his
prehmmarv statement, effect may be given
thereto in x.onSIdermg the applicability of a
reference to the count under Rule 237. See
‘section 1105.02.

The Patent Interference Examiner may sus-
pend the interference and refer the case to the
Primary Examiner for his determination of the
questlon of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is prepared and
mailed by the Primary Examiner as 1n the case
of a motion to dissolve,

In cases involving a patent and an appli-
cation where the Primary Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxon v. Halpert, 128
U.S.P.Q. 481.

If, in an interference involving two or more
.q)phcqtlonc a reference is brought to the at-
tention of the Examiner by one of the parties
to the interference, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237,

If, in an interference involving an applica-
tion and a patent, the applicant calls attention
to a referenve which he ‘states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
upon rejeet the elaim or elaims to the applicant
on his own admission of nnnpatentnlnhh withi-
out commenting on the pertinency of the refer-
dain, 1Y

Rev, 14,




1105.06 Form of Decision

tions involved in interference proceedings, Pri-
mary Examiners are directed to render deci

transmittal to them.
_ The decision should separately refer to and

by merely a statement of decision as granted
" or denied, supplemented by a brief statement
of the conclusion of fact or law or both which
provided the basis for the decision to the extent

that this is not obvious from the statement of
the motion. Different grounds urged for seek-

ing a particular action, such as dissolution for
example, should be referred to and decided as
separate motions. The granting or denial of a
motion to dissolve on a single ground should
_ordinarily need nostatement of conclusion.
When a motion to dissolve on the ground of
no right to make urges lack of support for
more than one portion of a count and is granted.
the Examiner should indicate which portions
of the count he considers not to be disclosed in
_the application in question. The same practice
applies in denying a party the benefit of prior
application. : ]
Motions to amend or to substitute an appli-
cation do not require any statement of conclu-
sion if granted, but a denial should be supple-
mented by a statement of the conclusion on
which denial is based. If an application is to
be added or substituted and the Examiner has
determined that it is entitled to the filing date
of a prior application by virtue of a divisional,
continuation or continuation-in-part relation-
ship. the decision should so state.

MOTION DECISION EXAMPLES

The motion by Brown to dissolve on the
ground of ‘unpatentability to all parties over
X in view of Y is denied. The combination of
references proposed in the motion is not con-
sidered obvions,

The motion by Brown to dissolve on the
ground that Jones has no right to make the
connt is granted. Tt iz considered that the
expression ... " i= not cupported by
the Jones disclosure,

The motion by Jones to substitute proposed
count £ for tle present connt i< gmnted.

Rev. 14, Jan. 1)

In order to reduce the pendency of applica-/ _ any changes he
i -may have been effect

sions on motions within 30 days of the date of

decide each motion which has been transmitted

; by Jones to add pmp@d ccount 3 .~
The expression ¢__________"is
be ambi '

1S con-
ous. i o
ith to shift the |

usually advisable to decide motions to
first, then motions to amend or to sub-

stitute an -algﬂication, and finally motions to

en of proof or relating to benefit
pplication taking into account

1e issue or the parties which
)y the granting of other
If a ‘motion to shift the burden of

anted the change in the order of par-

should be stated. - ‘; _
1f a- motion to amend is granted the decision
should close with paragraphs setting times for
nonmoving parties to present claims corre-
sponding to the newly admitted counts and for
all parties to file preliminary statements as to
them. Such paragraphs should take the fol-
lowing form: . :
Should the parties Smith and Brown desire
to contest priority as to proposed count 2, they
should assert it by amendment to their respec-
tive applications on or before ._._.______,and
failure to so assert it within the time allowed
will be taken as a disclaimer of the subject mat-
ter thereof. - i o

On or before _-_________ , the statements de-
manded by Rules 215 ¢t seq. with respect to
proposed count 2 must be filed in a sealed en-
velope bhearing the name of the party filing it
and the number and title of the interference.
See also Rule 231(f), second sentence. A date
for serving preliminary statements will be set
in the notice of redeclaration, !

If a motion to substitute another commonly
owned application by a different inventor is
granted, the decision should include a para-
graph setting a time for the substituted party
to file a preliminary statement in the following
form:

The party _—._____.__ to be substituted for
the party __.________ must file on or before
__________ , @ preliminary statement as required
by Rules 215 et 2¢4. in a sealed envelope bearing
his name and the number and title of the inter-
ference.

The decision should close with a warning
statement such as the following:

No reconsideration {Rule 231(d) second sen-
tence). ,

The time periods fixed in the decision for
copyving allowed proposed counts and for filing
preliminary statements shonld ordinarily be the
same and a period of 30 davs should suflice in
most cases.  [Towever, where mauiling rime is
materially longer, as 1o the West Coast or for-
eign countries, or when an attorney and inven-




cision so that the
no opportunity to present ar-
nents t . In this case the Examiner’s
ecision should include a statement to the effect
that reconsideration may be requested within
the time specified in Rule 244(c). See 1105.05.
1106 Redeclaration of Interferences
‘ ~ and Addi rferences
approval. For example, ~ Redeclaration of interferences where necessi-
“Approved as to the motion to shift th ed by a decision on motions under Rule 231
proof”™ g i1l be done by a Patent Interference Examiner,
’ decision is signed by the Prima ‘the papers being prepared by the interference
iner and the proper clerical entry made,  Service Branch. The decision signed by the
omplete interference file is forwarded to  Primary Examiner will constitute the author-
e Branch of the Board of Patent  ization. The same practice will apply to the
Interferences for dating and mailing or for the  declaration of any new interference which may
Board Member’s signature if there has been a result from a decision on motions. :
consultation. 1106.01 After Decision on Motion

The motion decision is entered in the index ot ‘101 o
of the interference file; it shonld include the Various procedures are necessary after de-
following information and be set forth in this  cision on a motion. The following general
order: rules may be stated : : N
Date_____“Dec. of Pr. Exr.”____.Granted (1) I{ the total result of the motion decision
If some of the motions have been granted and consists solely in the elimination of counts, the
elimination of parties or a shifting of the bur-

others denied, the last entry will be “Granted 1fting
roof, no redeclaration is necessary.

and Denied”, and of conrse, if all the motions  den of proof, no red is n
_have been denied. the last entry will be ¥De-  The motion decision itself constitutes the pa-

 nied.”” Ifa date for copying allowed proposed  per deleting counts or parties and is likewise
‘counts and for filing preliminary statements Aadequate notice of the shifting of the burden

" has been set, this should also be indicated at the  of proof. ) .. )
- endof thelineby © (2) If the motion decision results in any

S Amendment and Statement due_ - ____. " addition or substitution of parti% or app]ica-‘
Below are examples of entries which should  tions or the addition or substitution of counts,
‘be made in the interference brief in the section then redeclaration is necessary. If redecla-
entitled “Decisions on Motion™ (Form P()-222)  ration is necessary, the information falling
in each case involved in the interference: within category (1) is also included in the re-.
Dissolved S ' declaration gapers. The old counts should re-
Dissolved as to counts 2 and 3 tain their old numbers for ease of identification.
Dissolved as to Smith (3) Since all of the necessary information
Connts ¢4 and 5 admitted concerning an application to be added or sub-
These entries should be verified by the pri- stituted should appear in the motion decision
mary Examiner. : or on the face of the application file no separate
Determination of the next action to be  communication from the Primary Examiner to
taken is made by the Service Branch of the  the Patent Interference Examiner is necessary
Board. Examples of such action may be redec-  or desired. o .
laration, entry of judgment, or setting of time The Patent Interference Examiner will de-
for taking testimony and for filing briefs for  termine whether or not the nonmoving parties
final hearing. o have copied the proposed counts which have
: been admitted within the time allowed and if
1105.07 Petition for Reconsideration they h‘}‘f'ee he will !,‘?(‘Eﬂd with the redeclami
s tion, a party fails so to copy a proposec
' : of Decision count and thus )wi]] not. be incllt?tvied Ii)n ¥nter-
Petitions or requests for reconsideration of a ference as to such count the application will
decision on motions under Rule 231 or 237 will  be returned to the Primary Examiner by the
not be given consideration. Rule 231(d) sec-  Patent. Interference Examiner with a memo-

‘ ond sentence. An exception is the case where  randum explaining the circumstances, unless
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have been returned to the

the Primary Exuminee i3

giex in the

en the examiner is through'witll it. There it
be checked to see that such note has been
1aled be filing away the inter-

Entry of Amendments Filed in
_______ ~ Connection With Motions

_ In this case also, no times for filing preliminary  Thjs section is limited to the disposition of
_ statements or motions will be set. . amendmeiﬁts filed in coexzinect.ion‘ \}-‘ith motif«;us
. 02 Ry " - in an application involved in interference, after
110602 g’ Ad.dnnon of New Party by the interference has terminated.
. o Lxaminer.. , The manner of treating other amendments
Rule 238 states the procedure to be followed  which are filed in an application during the
when the Examiner finds, or there is filed, other course of the interference, is discussed in a
or new applications interfering as to some or  separate section (1111.05). '
as to all of the counts. The procedure when . %nder Rule 231(c) an applicant is required
any testimony has been taken differs consider-  t, submit with his motion to amend the issue
~ ably from the procedure when no testimony has o to substitute an application, as a separate
been taken. However, the difference does not  paper, and amendment embodying the proposed

involve the Primary Examiner but rather af-  claims if the claims are not already in the ap-

fects the ag&iontaken by the Patent Interfel" : plication concerned. - In the case of an app 1-
ence Examiner. . : . B cation involved in the interference, this amend-
The Primary Examiner forwards Form  ment is not entered at that time but is placed
- PO-850 accompanied by the additional anpli- i, the application file. ‘
cation to the interference Service Branch, If the motion is granted the amendment is
giving the same information regarding the  eptered at the time decision on the motion is
additional application as in connection with rendered. If the motion is not granted, the
an original declaration (1102.01) and also in-  amendment, though left in the file, is not en-
cluding the number of the interference. If no  tered and is so marked. ‘
testimony has been taken, the Patent Interfer- If the motion is granted only in part and
ence Examiner will as a matter of course sus-  denied as to another part, only so much of the
pend the interference and redeclare it to include  sniendment as is covered in the grant of the
the additional party setting sucl times for the  motion is entered, the remaining part being in-
new party or all parties as 1s consistent with the  dicated and marked “not entered” in pencil.
stage of proceedings at that point. If the addi- (See Rule 266.)
tional party is to be added as to only some of In each instance the applicant is informed of
the counts, the Patent Interference Examiner  the disposition of the amendment in the first
will declare a new interference as to those counts  action in the case following the termination of
and reform the original interference omitting  the interference. If the case is otherwise ready
the counts which are included in the new one.  for issue, applicant is notified that the applica-
In this case the fact that the issue was in another  tion is allowable and the Notice of Allowance
interference should be noted in all letters in the  will be sent in due course, that prosecution is

new interference. : closed and to what extent the amendment has
1107 Examiner’s Entry in Interference  "c¢! ¢itered. - o

- ' ; ry A As a corollary to this practice, it follows that

File Suhsequent to Interference ] ere prosecution of the winning application

An interference is terminated either by dis-  had been closed prior to the declaration of the

solution or by an award of priority to one of  interference, as by being in condition for issue,
the parties. In either case the interference is  that application may not be reopened to further
returned with the entire record to the Exam-  prosecution following the interference, even
iner as soon as the decision or judgment has  though additional cluims had been presented
become final. under Rule 231(a)(2). The interference pro-
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of an interference on the basis of a disclaimer,
_concession of priority, abandonment of the in-
vention, or abandonment of the contest filed by
‘ebruary ~_an applicant operates without further action as
ed at this piont that, under  a direction to cancel the claims involved from
the provisions of Rule 262(d), the termination  the application of the party making the same.

ceeding was not such an Office.
the case from its condit

189 ‘ Rev. 5, Jul. 1965



190 (Pages 191 and 192 omitted.)



_pendency of

, min 1 of the a%pea{:.aa h
may be. Jw ion of the Examiner

matically restored with the return of the files,
and the cases of all parties are subject to such
ex parte action as their respective conditions

may require, even though, where no appeal to
the Court of Customs and Patent Appeals was

filed, the losing party to the interference may

file a suit under 35 U.S.C. 146. In a case where
a patentee is the losing party, and the Office is

notified that a ciyil action under 35 U.S.C. 146
has been initiated, the files will not he returned
- to the examining group until after that action

has been terminated. 'Pl'he date when the pri-
ority decision becomes final does not mark the
_beginning of a statutory period for response by
‘the applicant. See Ex parte Peterson, 1941
CD. 8 5250.6G.3. e

If an application had been withdrawn from
issue for interference and is again passed to
issue, a notation “Re-examined and passed for
issue” is placed on the file wrapper together
with a new signature of the Primary Exam-
iner in the box provided for rhis purpose.
 Such a notation will be relied upon by the
Issue and (Gazette Branch as showing that the
application is intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Issue and Gazette Branch during the pendency
of the interference.

See 1302.12 with respect to listing references
discussed in motion decisions.

1109.01 The Winning Party

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
volving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142 270 F. 2d 335 122
U.S.P.Q. 564. In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue
while a suit is pending under 35 U.S.(C". 146.
Monsanto v, Kiamp et al, 146 U.S.P.Q. 431.

193

is auto-

‘common patentable subject matter.)
however. In re Hoover Co.. Ete.. 1943 C.D.

1109.02

ning party, if his
_allowable: gondition
7as formed and has
' y it contains an un-
answered amendment, or if the rejection stand-
ing against the claims at the time the interfer-
ence was formed was overcome by reason of

‘the award of priority, as an interference in-

volving the application and a patent which
ormed the ;ba’s&;of the rejection, the Exam-

thwith takes the application up for

, however, the application of the winning
party contains an unanswered Office action, the
xaminer at once notifies the applicant of this
fact and retﬂnres response to tge Office action
within a shortened period of two months

~ running from the date of such notice. See Ex

parte Peterson, 1941 C.D. 8; 525 O.G. 3. This
procedure is not to be construed as requiring

_ the reopening of the case if the Office action
_ had closed the prosecution before the Exam-
iner. (See Notice of April 14, 1941, 710.02(b).)

The winning party, if the prosecution of his

“case had not been closed, generally may be

allowed additional and broader claims to the
Note,

338: 553 0.G. 365.) Having won the interfer-
ence. he is not denied anything he was in pos-
session of prior to the interference, nor has he
acquired any additional rights as a result of
the interference. His case thus stands as it was
prior to the interference. If the application
was under final rejection as to some of its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod within which to file an appeal or cancel
the finally rejected claims.

1109.02 The Losing Party

The application of each of the losing parties
following an interference terminated by a judg-
ment of priority is acted on at once. The
judgment is examined to determine the basis
therefor and action is taken accordingly.

If the judgment is based on a disclaimer,
concession of priority, or abandonment of the
invention filed by the losing applicant, such
disclaimer, coneession of priority, or abandon-
ment of the invention operates “without fur-
ther artion as n direction to cancel the elaims
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involved from the ap] lication ¢ ]
making the same” (Rule 262(d)).

ment of the contest has a similar result ‘
1110. The interference counts thus disclaimed,

conceded, or abandoned are accordingly can-
celled from the application of the party filing
the document which resulted in the adverse
Ju ent. ; -

If the judgment is based on grounds other
than those referred to in the preceding para-
; ,graph,,fthe claims co ing to the inter-

ference counts in the ap li.cat‘ion ofthQJOSln .

" party should be treated in accordance with
Rule 265, which provides that such claims
“stand finally disposed of without further ac-

tion by the examiner and are not open to fur-

ther ex parte prosecution.”
pencil line should be drawn through
as to which a judgment of priority adverse to

Accordingly, a
the claims

applicant has been rendered, and the words

“Rule 265” should be written in the margin to
indicate the reason for the pencil line. If these
claims have not been cancelled by the applicant

NG PR EDURE ;
other case should not be included in the

Ofice Action,” Howerer, & osing sbpliean

id a rejection based on unclaimed dis-
closure }Tavlnnmgi; patentee. When notice
is received of the filing of a suit under 35
U.S.C. 146, further action is withheld on the
application of the party filing the snit. No let-
ter to that effect need be sent. @~

- When the award of priority is based solely
upon ancillary matters, as right to make, and
18 in favor of the junior party, the claims of
the senior party, even though the award of.

_priority was to the junior party, are not sub-

ject to rejection on the ground of estoppel,
through failure to move under Rule 231(a) (2)
or on the disclosure of the junior party as prior
art (Rule 257). S o

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in

- addition, rejections as unpatentable over the

and the case is otherwise ready for issue, these

notations fshould*be,ire'placed by a line in red
_-ink and the words “Rule 265” in red ink before

ing the case to issue, and the applicant
notifie
Amendment. If an action is necessary in the
application after the interference, the applicant
should be informed that “Claims (designated
by numerals), as to which a judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
Rule 265.”

If, as the result of one or both of the two
preceding paragraphs all the claims in the ap-
plication are eliminated, a letter should
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances, that no claims remain
subject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or civil action was ﬁk;;i. L

Except as notedin the next paragraph (judg-
ment based solely on ancillary m%ers), any
remaining claims in each defeated party’s case
should be reviewed in connection with the win-
ning Party’s disclosure. Any claim in a losing
party’s case not patentable over the winning
oarty’s disclosure, either by itself or in con-
junction with art, should be rejected, Where
the winning party is an applicant, reference
should be made only to the application of
, the winning party in Interference

(Nume) , ,
but the serinl number or the filing date
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of the cancellation by an Examiner’s

issue, unpatentable over the winning party’s
disclosure, or any other suitable rejections are
made. If it was under final rejection or ready
for issue, his right to reopen the prosecution is
restricted to subject matter related to the is-
sue of the interference.

Where the losing party failed to get a copy

- of his opponent’s drawing or specification dur-

14

ing the interference, he may order a copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure. Such
order is referred to the Chief of the Docket
Branch who has authority to approve orders of
this nature.

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party's
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under Rules 231(a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as weH as
where it is ended by dissolution. See 1110.
However, Rule 231(a)(3) now limits the doc-
trine of estoppel to subject matter in the cases
involved in the interference. See 1105.03.

1110 Action After Dissolution

After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the mo-
tions were not denied. See 1108, See 1302.12
with respect to listing references disenssed in




INTERFERENCE

motion decisions. If the grounds for dissolu-
tion are also applicable to the non-moving par-
ties, e.g., unpatentability of the subject matter
of the interference, the Examiner should, on
the return of the files to his division, reject in
each of the applications of the non-moving

parties the claims corresponding to the counts

194.1

’ plication of

1110

of the interference on the grounds stated in
the decision. It is proper to refer to the “ap-
oy -—_, an adverse party In

(Name) ! :

2 but neither the secial

Interference
: No. :
number nor the filing date of such application

_should be included in the Office Action.
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,, ~der Rule 262(]
Diseolution of ;ah interference on the basis of
an abandonment of the contest operates as a
direction to cancel the involved claims from

that party’s application (Rule 262(d)). =

lication are elim-

e claims in y
practice de-

If all

ragraphs, see the

fourth pa '

be taken. o
' Rule262(b) readsin pa

 Upon the filing of such aban t of the contest
- or of the application, the interference shall be dissolved

as to that party, but such dissolution shall in subse-
quent proceedings have the same effect with respect to
the party filing the same as an adverse award of
pﬂoﬂty. e . :

Under these circumstances, it should be noted
that, pursuant to the last sentence of Rule
262 ( b), supra, the party who abandons the con-
test or the application stands on the same foot-
ing as the losing party referred to in Section
1109.02. : o

for the action to

1110.02 Action After Dissolution Un
der Rule 231 or 237 "

If, following the dissolution of the interfer-
ence under these circumstances, any junior

arty files claims that might have been included
in the issue of the interference such claims
should be rejected on the ground of estoppel.
The senior of the parties, in accordance with
Rule 257, is exempted from such rejection.
Where it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a) (3)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See 1105.03, '

1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to he determined
inter partes. This includes not only the ques-

- 1111.02

ed to the issue and the question of
: ability of the clgims. .
o Examiners arc admonished that infer

2 # questions should not be discussed ez

ith any of the interested parties and
ghould so inform applicants or their
eyt if any attempt is made to discuss
e these infer partes questions.

Record in Each Interference
Complete [R-16]

When there are two or more interferences

| pending in this Office relating to the same sub-

ject matter, or in which substantially the same
applicants or patentees are parties thereto, in
order that the record of the proceedings in each
particular interference may be kept separate
and distinct, all motions and papers sought to
be filed therein must be titled in and relate only
to the particular interference to which they be-
long. and no motion or paper can be filed in any
interference which relates to or in which is
joined another interference or matter affecting
another interference. L

The Examiners are also directed to file in
each interference a distinct and separate copy
of their actions, so that it will not be necessary
to examine the records of several interferences

~_to ascertain the status of a particular case.

This will not, however, apply to the testi-
mony. All papersfiled in violation of this prac-
tice will be returned to the parties filing them.

| 111103 ‘ Overlapping Applicatibns

Where one of several applications of the
zime inventor or assignee which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
trearing as prior art the counts.of the inter-
ference and by insisting on proper lines of di-
vizion or distinction between the applications.
In some instances suspension of action by the
Offize cannot be avoided. See 709.01.

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
fererce and moving to substitute the latter
divizional application for the application orig-

Rev. 16, Apr. 1968



| so that all parties

1t18 entical subject matter.

all applications contain the claims s

Claims 1, 2, ete., (mdlcl% ,
claims and claims not patentable over th
plication under secu atus) conflict
those of another app on. However, the
security status (of the other application) or (of
your application) does not permit the declara-
tion of an interference. Accordingly, action on
the applications is suspended for so long as this

. sgituation continues,

. Upon removal of the secunty status from all
applications, an interference will be declared.
Jetter should also indicate the allow-

 ability of the remaining claims if any.

1111.05 Amendments Filed During
' Interference [R-16] '

 The disposition of amendments filed in con-

nection with motions in applications involved
in an interference, after the interference has
" been terminated, is treated in a separate sec-
tion (1108). If the amendment is filed pur-
suant to a letter by the Primary Examiner,
after having gotten jurisdiction of the involved
application for the purpose of suggesting a
clr;.im or claims for interference with a:not?ler
party and for the purpose of declaring an
additional interference, the examiner enters
the amendment and takes the proper steps to
initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application in-
volved in an interference i3 received, the
Examiner inspects the amendment and, if nec-
essary, the application, to determine whether

Rev. 16, Apr. 1968

_if it relates to the appeal,
ion. However, the

ordinary amendments filed during
rosecution of the case.

If th ndment is one filed it a case where
ex parte prosecution of an appeal to the Board
of Appeals is being conducted concurrently
with an interference proceeding (see 1103), and
it should be treated
ent in an ordinary ap-

like any similar amen
pealed case. .
When an amendment filed during interfer-
ence purports to put the application in condi-
tion for another interference either with a
pendilig application or with a li)atxent, the Pri-
- Examiner must personally consider the
amendment sufficiently to determine whether,
in fact, it does so. If it does, he obtains from
the Commissioner jurisdiction of the applica-
tion for  the EIt‘lrpose of setting up the new
interference. The Examiner submits his re-
quest for jurisdiction to the Group Manager for
approval, assuming of course that the existing
interference is still pending before the Board of
Patent Interferences. Form at 1112.06(a).

If the amendment presents allowable claims
directed to an invention claimed in a patent or
in another pending application in issue or ready
for issue, the Examiner requests ]urisdiction of
the file, as above, setting forth in his request the
reason wil(f immediate jurisdiction of the file
is required by him, and when the file is re-
ceived, enters the amendment and takes the
proper steps to initiate the second interference.

1ere in the opinion of the Examiner, the
proposed amendment does not put the applica-
tion in condition for interference with another
application not involved in the interference
tlI;e amendment is placed in the file and marked
“not entered” and the applicant is informed
why it will not be now entered and acted upon.
See form at 1112.10. Where the amendment
coples claims of a patent not involved in the




: mventlon, ‘Vthef . ndment ‘will not be entered
and the apphcant will be so informed. giving
very briefly the reason for the nonentry of the
amendment. See Letter Form 1112. IU

Notice of Rule 231(a)(3)
Motion Relating toiApphca-

1111.06

Although, for sxmpllmty, the

 section is titled “Conversmn of .

'uon Not Involved in Interfer-‘ ;

[R-17]

Tence

Whenever a partv in mterference brmnrs a
motion under Rule 231(a) (3) aﬁ‘ectmg an ap-
plication not already included in the interfer-
ence, the Examiner ‘of Interferences shonld at
once send the Primary Examiner a written ne-
tice of sneh motion and the Primary Examiner
shonld place this notice in said application file.

The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the correct group should be ascer-

tained and the notice forwarded to that group.

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the Examiner
is cautioned by this notice not to consider ex
parte, questions which are pending before the
Office In inter purtes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion is in issue and the last date for paving
the final fee will not permit defermination of
the motion, it will be necessary to withdraw
the application from issue. Form at 1112.04.
Third, if the application contains an aflidavit
under Rule 131. this must be sealed because
the opposing parties have access to the ap-
plication.

197

- cludes all cases where an apphcatlon is con-

Tapphcants _Hee 201.03.

verted to decrease or increase the number of

If conversion is attemp ; after declaration
of an interference but prior to explratlon of the
time set for filing motions, the matter is treated
as an /nfer partes matter, subject to opposition.
That is, the filing of conversion papers during
this peuod whether or not accompanied by a

formal motion will be treated as a motion under

Rule 231(a) (5) and will be transmitted to the
Primary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions which may
have been filed. If conversion is permxtted
redeclaration will be accomplished as in other
cases on the basis of the decision on motions.

- If conversion is attempted after the close of
the motion period but prior to the taking of
any testimony, the Interference Examiner may,
at his discretion, either transmit the matter to
the Primary Examiner for determination or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. - If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding pmmglaph

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-
gal requirements for such conversion have
heen satisfied. just as in the ordinary cr parte
treatment of the matter. Also as in co parte
situations the Examiner should make of record
the formal acknowledement of conversion as
required by 201.03.

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-
volved in the interference. Such substitution
is troated in the same manner as the conversion
of an involved applieation as described above.

Rev. 17, July 1968




1
rttention of th
' ’hon by the E

ﬁppmprx te
_mlmw ive to rhe ,m

opies thereof are phced
eation and mailed to tl |
ference. This letter gi notice of the ﬁ]mo'
~of the reissue ‘xpp]wahon and generally  in-
_paragraph of the following nature:
Applzmhon w

the opposing pa

during the in-

‘,‘iand, may be separately prosecuted

fgrenee, but. will not be passed

final “determination of the

mterference., except upon the approvql of the
("ommmmner ,

by Losmg Party [R—l 71

When a losing pdrh to an interferetice gives
notice in his application that he has fled
civil action under the provisions of 25 17.8.C.
146, relative to the interference, that notice
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fer w 1th '

(‘ % mn. : "
laced in ference, and appropriate ac

open to in-

“Rule 231{a) (4) and the matter is’ then comld-

"_‘111109 Suit Under 35 US.C. 146

, papers are,
in the apphcanon file in the same
ived during inter-
on taken aftel the
termination of the interference. "
A party is not given the benefit of a forenrn
ﬁlmv date in the original declaration of an
mterference, even though favorable action had
been stated in previous ex parte prosecntion.
The party having a foreign filing date should
therefore file a motion to shift the burden of
proof or for benefit of that filing date under.

ered on an mtel pmfev ‘basis.

1111.11

The question of Patentability Reports rarel\
arises in interference proceedings but the

Patentablllh Reports

proper occasion therefor may occur in decid-

ing motions. If appropriate. Patentability
Report practice may be utilized in deciding
motions and the procedure should follow as
closely as possible the ex parte Patentability
Report practice.




¥s of |
opposing party. ¥
Law Esaminer will cos
extent of determining wi ¢ ;
i acie conforms to applicable and
During the interference, a copy »:£ any.

r addition to the consultation required in
nection with certain motion decisions In ‘

1105.01. the Examiner should consult with a  decision concerning the request il be sent to.

Patent Interference Examiner: membex of

the Board of Patent In case

1111.14 Correction of Error
ing Inventor '

Requests for certificates correcting the mis- ‘

joinder or nonjoinder of inventors in a patent
are referred to the Solicitor’s Office for consid-
eration. If the patent is involved in interfer-

considered int
on the opposi
paper filed b

the request will be con

rty as well as to the requesting -
f the certificate will be with-

until the interference is terminated since

 evidence adduced in the interference ma havea
. bearing on the question of joinder.

ee also

140201
1112

Letter Forms Used in Interfer-
- ences i
 Forms are found in Chapter 600 of the
nal of Clerical Procedure which gives de-
as to the stationery to be used, number of
typing format and handling.

sed Interfer-
Correspondence
ule 202

This correspondence is no longer instituted.
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- oply Pluu Rofcf To:"~ !
Applicant: ; i

. ‘ {John Wentworth e *[a.
Evan C one o o . iSer.No., .
- Press milding L . 1202,705
Washington, D. . TFited
July 1, 1965,
For:t

STRETCH YARN :

Cited References Chazge Data (If applicable)
Deposit Account No, No. of Copies

SHORTEED 'I'IME FOR REPLY

_ Please fmd below a commumcauon from the EXAMI\ER in charge of this apphcauon
Commissioner éf Patents. k.
~ The following elaim(s) found anowable, 1s (are)

suggested for the purpose of mterference'" '

~ APPLICANT SHOULD MAKE THE CLAIM(S) BY
(allow not less than 30 days), PAILURE TO DO SO WILL EE
CONSIDERED A DISCLAIMER OF THE SURJECT MATTER INVOLVED
UNDER THE PROVISIONS OF RULE 203,

Examiner

WCJONES:pcf
W07-2804

1112.03 Same Attorney or Agent in Applications of Conﬂicting Interests

This is usually added to the letter suggesting claims:

Attention is mllul to the fact that the attorrey (or .wmn) in this application is w0 the
attorney (or agent) in an application of another ])d)'t_} and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application.
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S uU. S nsmnmm" OF CMERCE .
PATENT OFFICE

T vty

PMpe, "7 ‘v,'Director,‘obbrationf"fs'; DAT£
. - | | ' In:eply refer to:: :

,fPfimary Examiner"g‘i;, 7'

SUBJECT: g ¢hdrawal from Issue: S.N.
el (tn I ol
(allowed)

It 13 requested that the above-entitled application

be withdrawn from 1ssue for the purpose of ‘

(Examiner grovides neceagggl reason, or des;gpates one of .

a-f belmv).
 The final fee haa (ox haa not) been paid,
Respectfully,
ExamIiner

JCWILLIAMS fwa

a. ... interference, ‘another party having made claims
suggested to him from this application.

b. ... interfererice, on the basis of claims
(specify) copied from Pat. No. .

interference, &pplicant having made claims
suggested to him,

d. ... rejecting claims (specify) on the implied
disclaimer resulting Ifrom failure to make the
claims suggested to him under Rule 203,

c. o 00

e. ... deciding a motion under Rule 234 involving this
application, the date set for the motion .being
subsequent to the ultimate date for paying the

final fee.

f. ... deciding a motion under Rule 231(a) (3) involv-
ing this application, the final fee having been
paid, or, the motion cannot be decided prior to
the ultimate date for paying the final fee,

. WL Rev. 3. Jul. 1965
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FROM  :

. 3 Not» slphabetiral arrangement,

: 1112.0::- R-
| ‘1112 oe(a)

r«- co-m UNITED STATES GOVERNMENT

Memomndum

:,';'Mr;.

‘ lnvolwd m lmerfencnce

PATENT OFFICE

. orow Manaser.zsréﬁp.__;.[,f PATE:

In reply refer to:

SUBJééf;_ReQﬁest for JuriSdiction: ApplicatiOntefi

John T, McKibben :
Serial No. 385,963
Knitting Machine
Filed July 1, 1965

'~fJurisdiction ef the above-entitled application

: nowninvelﬁed in Interferehce No. 88, 262, McKibben v. Tapes,

is requested for the purpose of (The Examiner provides

'reason or indicates the appropriate item a—d below).

Respectfully,

,Examiner

J. WILLIAMS: pcf

(a) Suggesting claims thereto for interference

with another party and of entering such claims if

made, and of initiating such additional interference.

(b) Entering an amendment which puts the appli-
cetion in condition for another interference, and of
initliating such other interference.

(¢) 1Initiating another interference, another
party having made claims suggested to him from this
application,

(d) Entering and taking action on claims copied
from Patent No, tec_____, with which applicant

requests an interference.

_ U S’k DEPARTMENT OF COWERCE
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. wteoumsmmnrurs .

| WAsHGTON. DC Y . . US DEPARTMENTOF COMMERCE ‘
: e o PATENT OFFICE

WASHINGTON

In re Intf, No. 98,000 :

 Jonn Willard
Ve
Luther Stone

Under the provisions of Rule 277, your attention

‘13 called to the following patents:

197,520 Jolien  1-1897 21)=26
1,637:468 B Mo*an~ -~ L4=1950 214-26

Counts 1 and 2 are consldered unoatentable over

 91ther of these rererences for the following reasona:

(The Examiner discusses the references,)

Examiner

MiWard:pef

Copies tc:

John Joneé
133 .Fiftnh Avenue
New Ycrk, New York 11346

Leonard Smith
460 Munsey Building
Washirgton, D, C. 20641

PaTENTEE INVOLVED

If one of the parties is a patentee, no reference should be made to the patent claims nor to
the fact that such claims correspond to the connts,  See 1101020 f), Tast paragraph.  However,
this lestnrmm does not apply to elaims of the application. nguu.:e such as the following 1s

suggested : “Applicant’s elaime care considered  fully met by tor unpatentable over) the- .

reference.”  (Basiz: Notice of October 3, 1962,)

kev. 5, Jul. 1965 204
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, ( Wlth apphcatjpn _or patent not mvolv 1 in present i ', terference )

o ADDRESS MY
Tre COHU"’&SK}N’& ROF ”"WY‘

EIHINGTON, DC ny ' ' b
: U.S. DEPARTMENT OF commencs
PATENT OF FICE i ;
WASHINGTON

in Re'ply"Phau Refer To:

r g A plicant:
: ﬁichard A, Green

Charles A, Donnelly. Ser. No.
123 Main Street 521,316
Dayton, Ohio 65497 Filed

July 1, 1965

For

PIPE CONNECTOR

Cited References Chatge [data 711 applicabie;
Deposit Accounr Ne. Noo ol Copies

- - '; ‘;' j§gf

Please find below a communication from <he EXAS"NERVin'charge of this application.

; Commissioner of Patents.
— L The amendment filed ' has not now been

entered'sinée‘ﬂt does not place thencase in condition for
-another 1nterference. _

(Follow with apprODrtate paragraph, e.g,, (a) or
(v) below:)

(2) Applicant has no right to make claims
becauge (state reason briefly.) (Use where applicant cannot
make claims for interference with another application or
where applicant clearly cannot make claims of a patent,)

(b} Claims are directed to a specles

which i3 not presently allowable in this case,

Examiner

ZGREEN:ns
WOT-2ti032

205 Rev. 5, Jul. 1065





