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201 Types of Applications

Patent applications fall under three broad
tvpes: (1) applications for patent under 35
U7.8.C. 101 relating to a “new and uzeful process,
machine, manufacture, or composition of mat-
ter, ete.”: (2) applications for plant patents un-

-I

der 35 U.S.C. 161: and (3) applications for de-
sign patents under 35 U.S.C. 171. The first
type of patents are sometimes referred o as
“utility™ patents or “mechanical” patents when
being contrasted with plant or design patents.
The specialized procedure which pertains to the
examination of applications for design and
plant patents will be treated in detail in
Chapters 1500 and 1604, respectively.

201.01 Sole

An application wherein the invention is pre-
sented as that of a single person is termed a
sole application.

201.02 Joint

A joint application is one in which the in-
vention. 1s presented as that of two or more
persons.

201.03 . Counvertibility of Application

Rule 45. Joint Inventors (Second Paragraph). (b)
If an application for patent has been made through
error amd without any deceptive intention by two or
more persons as joint inventors when they were not
in fact joint inventors, the application may be amended
to remove the names of those not inventors upon £l-
ing 4 statement of the facts verified by all of the orig-
inal applicants, and an oath a8 reguired- by rule €3
by the applicant who is the actual inventor, provided
the amendment is diligently made. Such amendment
must have the written consent of any assignee.

The required “statement of the facts verified
by all of the original applicants” must include
at the least, a recital of the circumstances. in-
cluding the relevant dates, of (1) the mis-
joinder and (2) the discovery of the mis-
joinder. Without such a showing of circum-
stances, no hasis exists for a conclusion that
the application had been made in the names
of the original sole or joint applicant(s)
“through error and withont any deceptive in-
tention”, and no foundation is supplied for
a ruling that the amendment fo remove the
names of those not inventors or include those
to be added as inventors was “diligently
made.”
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‘ required by Rule
inventors, provu]ed

any assignee. v

. Any attempt to ¢
_either type or fo eﬁ'

¥ fipproprnté DII'E(‘tOI T
312 apply to attempted on;
gémce and before 13~ue

, flone at .1pp1want s reque

celling a ‘name is m’dm
charge.

Where a person. is qdded orr
inventor during the prosecution of an apphf*a-
tion before the Patent Office, problems may oc-
car npon applicant claimmg U.S. priority in a
foreign filed case. Therefore Examin hmx}d“
'mknow}edo‘e any addition or rem :
ventors made in accordance with t
under Rule 45 and 1nclude the following st 'tf:e'-
ment in the next nommumcatwn to apphcam
or his attorney.

- YIn view of the paperc filed = .o,

- has been found that this apphcat]on, as ﬁ]ed

~ throngh error and without any deceptive in-
tentmn (failed to include .. ... .
actnal joint inventor: or included
as 4 joint inventor who was not in fact a joint
inventor) and accordingly, this application has
been corrected in compliance with Rule 45.”
[R-17] . S A

201.04

The terms original and parent are inter-
changeably applied to the first of a series of
applications of an inventor, all disclosing a

Original or Parent
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" application as filed,

n application for a
n unexpared patem'

of'h must kbe

forl hi

k phLa
hereof,

utlhtv apphca rtic]
_‘in the deswn agphcatlon In re. Camp cﬂ 1954 .

G. 470

"Whl]e a divisional apphcatlon may depart

from the phraseology used in the parent case
_there may ‘be no departure therefrom in sub-.
~ stance or variation in the dmwmv that would

mtroduced by .

amount to “new matter” if - ;
Compqre .

amendment into the pirent ‘case.
201.08 'md 201.11. :

Rule 147 .\Pprzmte application for mventzon o

elected. The nbnelected mventlom, those not elecred o
STRY
..be made the ~ubxeﬂt- of separate applications, whlch o

after a umure-ment fr)r rpstrlctzon (rule 1-1"

must conform tothe rules apphcable to ongmal apph-
mt:ons and which will be examined in the: samé man-:,
ner. as’ ormmal apphcatlons IIowever, if <uch a_n‘
application s filed before the patenting or abandon-
ment. of or termmatxon of proceedings on the original
apphcatlon and if the dmwmgs are identical and the.
application papers comprise a copy. of the original
prepared and certified by ‘the

Patent Office, together with a proposed ;amendni'ent,

*cancelling the irrelevant claims or other matter, sign-

ing and (-tecution by the applicant may be omitted.

“Since the language of Rule 147 “prepared and
certified’? contemplates that the papers will not
leave the custody of this Office, the request for
the certified copy should be submitted to this
Office with the other pertinent parts, and if the
requirements under that Rule are fully met, the
application will be given a filing date of the




v el s and filing
 201.11 for e tr aof the reference to

ing of the dn’1~ -
(Ter Ry "

~ et al.,
147 apphcatson
'pfuent case a i and
: none]ef:t@é mnver

and must have
7'zgmal form
he mtnctmn requ,rement ‘was made; b

; I‘he sole Jll:sUflC‘ at condition is satisfied

vies in the divisi a )hca : o
: alren 1;1 execut he . were added prxor to the re

~ Accordingly, an ‘1pphcat 1 under - such amended or added claim is to
' t. either as filed, g 1e Rule 147 application.
, . Since Rule 147 is limited by its terms to ases ‘
- in which the parent apphcanon :
A When the dwmmml case 1s fil d“

prlor to ab

e iint and “ent apphcamon. o

ik parent and Since Rule 45 ( c-e(‘ond pamgmph) pex mits
s of substance o 14 wonversion of a joint application t le,
a joint application to a sole, .

I fr)”"“& that any proposed ¢ follows that a new application, restricted t
rediv 1510"31 ftppllcatlon should  {ivisible subject matter, filed duri g' he pend-
eceived a filing date. © ency of the joint application by one of the

that the Rule ]Olllt applicants, in phce of :
: parent case gcom'ertmc the joint. case, 1

e
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_ the applicant in the continu
same as in the prior

The disclosure presented in the continuation

 must be the same as that of the original appli
cation, i.e., the continuation should not include
which would constitute new mat
in the original ap .
time before the pater
o mination

ng or )
oceédinigs on his

‘;fthé Examiner in t
plication see 202.02.

] , ONTINUATION
If the drawings .

if the claims are to be directed to the same in-
vention as that prosecuted in the pending ap-

plication, the application papers of the earlier.

case, excepting the claims but including the
drawing, may be used in the new case. A re-

quest for the use of such papers must he made
and such request will be considered a waiver of

' the right to further prosecution of the earlier

ion, an applicant may haye re-
continuation in order to intro-.

of claims and 1o

ination by the

‘th:e file jaCket, by ‘
f a continuation ap- -

d specification of a new
application are to be identical with those ofa
pending application of the same applicant, and

~ prosecuted in the parent_application and are

_notice of May

The streamli

; a defect in the format o; _

nation application’ which can be
h as failure to. include aims

sime invention prosecuted in

drawn to 't

5

parent application, failure to grant a power of "
~_attorney in either application to the person filing
. ‘ th

the continuation application, or some

minor defect, applicant will be given on
"+ to correct the
. result in the cancellation of the continuation
. application. .
 The Primary Examiner makes an initial re-
. view, the main function of which is to deter-
_ mine that the new case is a proper continuation
" and how to treat the case if it is not proper.

efect. Failure to do :

While the conditions of the streamlined prac-’ |
tice require that “the claims are to be directed

- to the same invention as that prpseuutédain!the
 pending application,” the inclusion of one such

claim ‘will be acceptable to preserve the serial
number and filing date. Claims to the same in-

‘vention in continuation cases are claims which

cannot be properly restricted from the claims

fully supported by that disclosure,
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has madwmmiy omit-
nt case in a stream-

sptod and a copy ,
b d@ ooty if c:fmmzzb‘ia, muat ;
wi&hin one month from the :ma.llmga : ’s.l}owam (see201 11)

”& 8 ﬁmmm continuation 291.&8 *=Commuatmn-m-Part

S:l ‘having matter not sup- TR
rected tinuation-in-part is an apphcatlon filed

e isclosure or (2) di
@rbhm that prosecuted in the dm'mg a}le lifetime of an earlier application by

Lhm claims will b@ rej %t@d by the  the same applicant, repeating some substantial

on 85 U.8.C, 132 snd lﬁl, tively. portion or all of the earlier a;i]phcatmn and
cz%mmi ghould indicate ghm;t, claims  adding matter not disclosed in the said earlier
‘acoordance with the conditions set .~ case. ~ (In re Klein, 1930 C.D. 2, 393 OG— :

om; in t&m Notice of February 11, 1066 (824 519.)
0(3' 1}; Mm%ﬁg ﬁhﬁ mmmd continua- ' A continuation-in-part filed by a sole apph v
' ¢ ‘cant may also derive from an earlier joint -

gg&f &ﬁ%f %&i% &t»m&nﬂnwd - application showmf a portion only of the sub-
1 not ¢ a

don the  ject marter of the ter application, subject to

] F@H} pmwm tm arent . the conditions stated in the case of a sole divi- *
shandoned by Gpﬂm ion of  sional application stemming from a joint ap-
hand, in gim&umxs where  plication (201.06). Subject to the same con- =

action by the Office,  ditions, & joint continuation- -in-part apphcataon

i awaith
. mk@n%hila thé Mmmlmed may denve from an earlier sole apphcatwn

no wtwn Will
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1. The second 'lppheatmn whlch 18 1
continuing application) must be an app
for a patent for an invention which i
isclosed in the first ap cation (the parent o
] 1 dlsclocure of . mven-'

Ex parte
Current |

02. 0”)' that one case i
ther is gnuted in the
coples. 201.11..
' As 1s explamed in 001‘,
the beneﬁt

L prior ‘application.

- 201 10 Redfile

uing appl:
the ﬁrct apphc
i t

Re- ﬁle, thouvrh it i 1eti d as an alt ' 1t ! ¢
native for the term Substitute, to include nuing application of a_
- If the ap plicant destgnates his applicat inventor derived from an application of joir
“re file” an the Examiner finds that the app mventors where a showing was made that
cation is in fact a duplicate of a former appli- joinder involved error without any decephve .
" cation by the same party which was abandoned . intent ('50 U.S.C. 116 Qeeom 06 B
- prior to the filing of the second ' '
“aminer should requlre the substituti
word substitute for “re-file.” since tl
term has official recogmtlon. The endo sement
on the file wrapper that the case 1s a “substi-
tute” will result in the further endorsement by
. the Assignment Branch of any assignment. of
the parent case that may have been ‘made.

; ‘riCopenden y is deﬁned in the clause which
requires that the second apphcanon must be
filed before () the patenting, or “(b) the
abandonmeént of. or ¢ the ternumtlon of .-
‘proceedings in the fi apphm’uon o

If the first applica issues as a patent, it
is sufficient for the second application to be co-
201.11 Contlnulty ‘Between Applica- pending with it 1f the second application is

tions: When Entltled to Filing filed on the same day or before the patenting
. <.Date w . of the first application. Thus, the second ap-

Under oprtax circumstances an apphr'atmnw pil;gflx]on blg?grebil iilelfj ;Thlﬂe the]ﬁfSt tls sull
for patent is entitled to the benefit of the filing ?«ue 0%. even beh:'e :1 mfner t‘l‘ uf:a 1] fb :
~ date of a prior ¢ 'Lpphcatlon of the same inven- said and the pat lteic e time the hinal ee.
_ tor. The conditions are specified in 35 U.S.C. I‘If ‘the ﬁrstl ‘qm]“,;d;g 5 abandoned. the
120, which contains a few variations over “the ) licati .PP n} ie ﬁ% ancone e .
pmotloe prior to Janu ary 1. 19533, which was ~§aconc application must be filed before the:
hot based upon any spem e prm' Son of th( - abandonment in order for it to be copendlnn_ ‘

statute. . with the first. The term “abandoned,” refers to
é ] . abandonment for failure to prosecute ( Section
35 11.8.C. 120. Benefit of earlier filing da!f’ in the 711.02), express abandonment {Section 711.01),
United States. An application for patent for an in-  and abandonment for failure to pay the issue
vention disclosed in the manner provided by the first fece (59(-110" 71-)) If an abandoned .q)phca-

p.nngmph of section 112 of this title in an application tion is revived (Section {]1 03(¢)) ora petltxon
previously filed in the United States by the same in- for late payment of the issue fee (Section 712)
vontor shall have the same effect. as tq such inven- 15 (r]dn[(\d by the . (0mm1~~10ner. it bL(‘OHles
tion, as thoygh filed on the date of the prior applica- reinstated as a ppndm«r application and the

tion, if filéd before the patenting or abandonment of preceding per m(] of abandonment has no effect.
or termination of proceedings on the: first appiication The expression “termination of proceedings™
or on an application similarly entitled to ‘the henefit of is new In the statute. d]l]lOllE]l not. new 1in

10.1 Rev. 14, Oct. 1967
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applicant’s

¢ lngs are rminate ’ e in s g o ' | ol p i y lication NO. -——«-———1
me. . o - o reference to this prior ap-

an applic tlon : phcatxo must be maerted in the specification of
ion is treated in the . the present th«catmn if applicant intends to
apphcatmn. nd the ' on the filing date of the prior qpphcatmn,
Trm “abandoned application” may be .
roadly to mclude ~ apphcatwns . In Rule 14" (cenzﬁed copy) divisional cases,
f _used ) : " thcant in his amendment canceling the non-
elected claims, s :hmﬂd include directions to enter
nt - “This is a division of application Sérial-No.
e mventor, and th secon apphcatmn m:n.‘ il , s the first sentence.
eferred to-as ntinuing applicat followmg the a 't.  Where the applicant
tinuing applications include those applica- ,haa nmdvertenti ﬁﬂed to do-this and the Rule
‘hich are called divisions, continuations,
ions-in-part. As far as the mght }owance, the EX&IH} ner should insert the quoted
te is concerned the name 1 - sentence by mem.,era_&mendment ,
the namea being merely exp: ' The end of th ‘1r~t sentence of
The statute is

"‘apphcqtlon is meant the pecification) does
not contain a reference to the prior ‘lpphcatmn,
© thé prior application must be referred to in a
/. separate paper filed he later application.
- This provision is merely for the purpose of re-
: - quiring the applicant to call the .examiner’s
attention to the fact that there. was a prior a ap-
: REFERE"CE 10 Frest APP LICATION plication, 1If the examiner is aware of a prior
. The third requirement of the statute is that application and notés.it in an Office action, as
r.;i:he second (or subsequent) a%pljcatlon must - indicated above, the rule is satisfied and the

ase the second &
nefit of the filing

&phcat ion
o corhmon subject matter.

teof the first as to the .

contain a speczﬁc reference to the first applica- examiner should not require the applicant. to-
tion. This should appeai as the first sentence  call attention to the prior application,
_« of the specification following the title and ab- Applieations are sometimes filed w ith- -a divi-
stract.  In the case of de-lon apphcatmna, it sion, - continuati ar. or continuation-in-part -

* . should qppear as set forth in 1503.01. In vi ew oath, in which the oath refers back to'a prior
 of this require ement, rlie nght to rely ona.prior  application.  If there is no reference in the

application may be wa ed or refused by anap-  specification, ir 1 cases, the examiner should

, F ant by refrcumncr rom inserting a refer- . merely call ‘mem‘ to this faet in his Office

ence to the prior apph -ation n the s ec1ﬁcat70u “action, atilizing, for example, the language

*of the later one. If the Examiner 1s aware of . suggested in we first pamgmph of thls sub-
the fact that an apphraﬁ:mn isa contmumg ap- section. oo S

o
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iging apphcat:on car-
a! continuation, sub-

gmal applzcatmn and,

" df assxgnment.

n conditions and on fulﬁlhng .
; ments, an application for patent
nited States may be_entitled to
f the filing date of a.pri
ign country,
ference or for s:mﬂar purposes
fied in the first para-

~may be
date of

*assigns have,’ gularly filed an application

which is not copendmg
n, which includes those‘ for a patent fo same invention in a forelgn
y 1 "\ country which . :

L e filing date of _prior ap- plic&tnons filed in the United States or to citizens
5 ‘Jphcatlon and the bars to the grant of a patent
_ are oomputed from the ﬁhng date of the second
~ application. An applicant 1s not now required
) refer to such applications in the specification
he later filed ation. If the examiner
of a prior abandoned apphca,-

the same application would bave 1if filed in this coun-
try.on the date on which the application for. patent
'Ior the same invention was first ﬁled in such forelgn,
country, it the application in this country {s filed
. ‘within twelve months from the earliest date on which
- such foreign appncation was filed : but no patent shall.
- be granted on any application for patent for an inven- ,
tion which had been patented or described: in a

. ould make a reference to it n an
Office action in order that the record of the
- second application will show this fact. In the
case of a “Substitute” application, the notation
. on the file wrapper is printed in the heading
 ‘of the patent copies and thus calls attentxon ,
to the relatlonshlp of the two. cases nse or on sale In this country more than one year '
If an applicant refers to a prior noncopend prior to such filing. g
iig abandone(% ap})hcatmx; in tthﬁ sqzaﬁcaﬁzont. The period of twelve months speclﬁed in this
e manner of referring fo it should make it
evident that it was abandoned before filing the™ Isgcélgn isms ix months in the case of deSIgns, 35
second. '
For notatlons to be p]aced on the file wrap- The conditions may be llsted as follows:
. per in the case of continuing applications see
1 902.02 and 1302.09. in “a forelgn country which affords similar
: .. privileges in the case of applications filed in
WeEy Nor ENMEDD A’II:;) Bexerrr or FILING 1 United States or to citizens of the Umted
; g t 9
', ﬁ}fﬂﬁ thet ﬁyrstbeapphcatéon 1sﬁif013ntd dt° Ibe ..‘Stg e’i‘ he foreign application must have been.
cérﬁ tg sui) ecr?;llovgggls; c(l)anlnnsglzz s‘é]c(g;l d 15;1?: ~filed by the same applicant (inventor) as the
cation filed as a “continuation - part” F t he applicant in thr Umted States, or by his legal
representatives or a531gns.

‘ Iy t
first application to supply the deficiency is not 3. The application in the Umted States must

entitled to the benefit of the filing date of the
first applieation. Hunt Co. v. Mallinckrodt  be filed within twelve months from the date.

Chemical Works, 83 USP(Q) 277 at 281 and cases  of the earliest foreign filing in a “recognized”
cited therein. [R-18] country as explained below.

11 , o Rev. 18, Oct. 1968

vear before the date of the actual ﬁhng of the appli-,

hose legal representstives or; R

‘of the' _United States, shall have the same effect a8

printed publication in any country more than ome .

cation in this country, or which had been in ‘public - '

1. The foreign application must be one filed |



oreign ap!
ention as th

), Paraguay (P),
. Portugal (I), %{’h ]
arino (I), Senegal, ,
S (1), Switzerland

~ patent law ' been d (1), ri Tanzania (I).
in our statute. The right of . £ dad o (I), Tunisia
i al t f whie rkey , ion of South

ruguay (I,
(1), Yugosls

. be] 0 ; ’
was last revised in Stoc ‘ , - any app
(copy at 852 O.G. 511) but this revision hasnot  filing date of an appl
, yetgecome offective. One of the raany provisions not on this list, the exa
of the treaty requires each of the adhe _ determine if there has be
_tries to accord the i prio _ status of that country. It shot
“tionals of the othe _the right is based on the coun:
i ' filing and not upon the ci
applicant. i

~ Ipextrry or INVENTO :
roviges 1 , cle The inventors of the U.S. application and of
glo;;lot(% rll:zgl i ey : tbehforefign .applic;aition\ must be the s&}alme,rfqr z}
Nore: Following ntries with LB O O o ntor A in. tho, foreign
- respect to which the right of pri d countp > and inventor B in the Unitedetatgsr
~ toin 35 U.S.C. 119 has been recognizec 1€ even ?’hw h the two applications may be
‘authority in the case of these countries ¢ owned by the same part pgloweVer the appli-
International Convention for the Protection of . ion 1ny the forei p cg{lnt' ' av have ll))gen
al Property (613 O.G. 23, 53 Stat. ' g4 1o'the assi B e i ] Tt
indicated by the letter I following the o0 gz?" e ‘nt%?e%hor' y te e‘gviichp' nr— ‘
‘the country; the Inter- American Con- pitred in S foreie I%Zilrlltmi‘es rfithels fhan
lating to Inventions, Patents, De- by the inventor himgilf but il‘n silcl; ases the
Industrial Models, signed at Buenos  pypme of the inventor is usuall ivéilsif tﬁz '
20, 1910 (207 O.G. 935, 38 Stat.  gorejom application on a paper ﬁlZd%herein An
1811), indieated by the letter P after the name  indicion of the idantity of inventors made in
of the country; or reciprocal legislation in the  (ho oath or declaration gccom ann in th: I?lsn
Serticular country, indicated by the letter L o1 Beticn by identifying the fore 5 applica-
following the name of the country. Algeria tir())ll)l and statsi,n that the foreign gn lli)cption .
(1), Argentina (1), Australia (1. ustrin (I)e  }20 yeen fled by the assignee, or the legal rep
Belgium (1), Brazil (I, P). Bulgaria (I), resentative, or agent, of the inventor, or o1 b};
Cameroon (I), Canada (I), Central African half of t-h’e, ill‘\"(:l‘;f(fi‘ 15 the cas n’m bf(l) T
Republic (1), Ceylon (1), Chad, Republic of ., copntahle nior, as big tase mauy o
_ (I), Congo, Republic of (Brazzavihe) (L), paye. : ,
Costa Rica (P), Cubu (I, Pj, Cyprus (I), Tk ror FrLive U.S. APPLICATION
Czechoslovakia (T), Dahomey (1), Denmark Sl [ i
(1), Dominican Republic (1 P). Ecuador (P). The United States application must be filed
Finland (1), France (1), Gabon (I), Germany, within twelve months of the foreign filing. In
_ Federal Republic of ( 1), Greece (1), Guatemala computing this twelve months, the first day is
(P), Haiti (I1,P),Honduras (P). Hungary (I), not ‘counted; thus, if an application was filed
Tceland (I), Indonesia (I), Iran (I), Ireland 1D Canada on January 2, 1952, the U.S. appli-
(1),Israel (I),Italv (1), Ivory Coast, Republic * cation may be filed on January 2, 1953. The
of (I),Japan (I),Kenya (I), Korea ( I.),Laos,  Convention specifies in Article 4C (2) that
Kingdom of (I), Lebanon (I). Liechenstein  “the day of filing is not counted in this
(I), Luxembourg (1), Malagasy, Republic of  period.” (This is the usual method of comput-
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«d within a certain time limit. . The maxi-

i time Hmit specified o the statute is that .
papers must be filed hefore the patent

gives the Commis-

:mllmlnv to =et this time limit at an

- time during the pendency of the appli-

o I the n-qunwl papers are not filed

Sirlin the time limit ser the right of prioriiy

st Dela

papers was lield not 1o be a basis for

Rd\'. 1, Jan. 1961

) file a certified copy of the

i makine he clim and liling



, going into the p
pers, reference

cral represe
application
state the coun
earliest such
identify every forei

of the application i s country. I f

eign applications ha , within twelve

months of the U.S. filing the applicant is
uired to recite on ‘ \ application

_ 119 must be filed in the case of interference
ified in rules 216 and 224; when necessary
to overcome the date of a reforence relied upon by the

examiner: or when specifically required by the exam-

iner, and in all other cases they must be filed not
later than the date the final fee is paid. If the pa-
are not language, a transla-

L tio od not be filed escept in the three particular

instan s~pecxﬁed in the preceding sentence, in which

event a sworn tmns]ation:or'ia translation certified

. as accurate by a sworn or official translator must he

It ‘should first be noted that the Commis-

sioner has by rule specified an earlier ultimate

_date than the date of the patent. The latest

time at which the papers may be filed is the

_date of the payment of the final fee, except

,' t‘,h/:_xt',‘funder’,cexjtain circumstances, they are re-
quired at an earlier date. These circumstances

are specified in the rule as (1) in the case of
interferences in which event the apers must

_ be filed within the time specified 1n the inter-

' gnd it should be ' ‘ on that the

foreign applicati , e first filed
foreign application. The requirements for re-
citing foreign applications before January 1,

953, included more informatie han the pres-

ent rule and any oath follo

gb the require-
ments of the old ‘rule would still e acceptable.

(It may be pointed out here that a para-
graph, (d’, f
ary 1, 1953. The statute referred to in'this
E:ragraph is still in force with respect to
rring the patenting of certain inventions
made by Germans or Japanese but the former
requirement in the ‘oath mitted because
£ the fact that the critical da e of January 1,
1946, is now so old that the recitation in the
oath is no longer insisted upon unless the ap-
plicant is claimin riority under P.L. 619.)
" The requirements for recitation of foreign
applications in th oath, while serving other
urposes as are used in connection with

the right of priority.

201.14(a) Right of Priority,
‘ *  Time for Filing Papers

 The time for filing the papers required b
_the statute is specified in the second pumgmpz
of Rule 55.7

An applicant may claim the benefit of the filing
Cate of a prior foreign application under the condi-
_ tions specified in a50.8.¢. 119. . The claim to priority

Rev. 1, Jan. 1964

of Rule 65 was canceled on Janu-

ference rules, (2) when necessary to overcome

the date of a reference relied upon by the exam-.

iner, and (3) when specifically require’d by the

" examiner.

14

Although Rule 55 permits the .ﬁling of pri-
ority papers up to and including the date for -

payment of the final fee, it is advisable that

such papers be filed as soon as a claim is in-
dicated to be allowable. Frequently, priority
papers are found to be deficlent in material
respects, such as, for example, the failure to
inelude the correct certified copy, and there is
not sufficient time to remedy the defect. Occa-
sionally, a new oath may be necessary where
the original oath omits the reference to the
foreign filing date for which the benefit is
laimed. The early filing of priority papers
would thus be advantageous to applicants in
that it would afford time to explain any in-

consistencies that exist or to supply any addi-

tional documents that may be necessary.

201.14(b) Rights of Priority, Papers
Required o

The main purpose in amending the statute
to require the filing of the papers mentioned
was to muke the record o} the file of the
United States patent complete. The Patent
Office does not examine the papers to deter-
mine whether the applicant is in fact entitled
to the right, of priority and does not grant or
refuse the right of priority, except as described




pecial langn
; laim for priori
sion which can be reasonab
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rily consist of a copy of the specifi
rawings of the application as led wi

C; the foreign patent offic
mation. Application i
ered

cop,

1 3 application.
uired; however, a
cation and drawing  201.14.(¢)
ient if the certifi- :
ponds to the ap- ; i
Before going into the practice

those instances in which the priority pape

used to overcome a reference,

o Wheﬁ the papers under Section
. ceived they are to be endorsed o
age of the file as “Letter (or am
oreign application”. Assun
rs are regular in form and that there are no
irregularities in dates, the Examiner in the
next Office action will advise the applicant that
the ve been received. - ’Y‘ge form of, =

Lo . , ent may be as follows: o
If priority papers are filed in an interfer- . eipt is acknowledged of papers sub-
ence. it is not necessary 1o file an additional = mj er 35 U.S.C. 119, which papers have
certified copy in the application file. The in- ; e
terference examiner will pla in the ap- 4y
plication :

C'oNTINUING APPLICATIONS, REISSUES - bl A e
, ~ 4 ' ' TIf application is in interference when papers

Where the benefit of a foreign filing date is under Section 119 are received see 1111.10.
claimed in a continuing application or in a re- ‘ ; : « ; o
issue application and a certified copy has been ~ Parers INCONSISTENT
received in the parent case. it is not necessary . . o :
to file an additional certified copy in the later ~  If the certified copy filed does not corre-
" case. The applicant when making the claim  spond to the application identified in the ap-

for priority may simply call attention to the plication oath, or if the application oath does

fact that the certified copy is in the parent  not refer to the particular foreign application,
~ applieation. . the applicant has not complied with the re-

If the applicant fails to call attention to the  quirements of the rule relating to the oath. In
fact that the certified copy is in the parent ap-  such instances the examiner’s letter, after
plication and the Examiner iz aware of the fact acknowledging receipt of the papers, should

Rev. 18, Oct. 1988




signs in any fore
St If the appl
, s to be in support
‘then the original
tatement. ,
t is required to explain thi:
file a new oath stating ctly
_ the uired by the rule regarding for
eign fili e L ,
~ "Other sttuations requiring some action by the
examiner xemplified by the following
sample lett W T

G. ,“"Recelp

ubject 1 was not dis
visional specification.” o
PLICATION

ged of papers filed
orting to comply with

of 35 U.S.C. 119 and they '

record in the file,

‘to .the fact that the date

.

f the first filed foreign application acknowl- |
ged in the oath. However, the priority date

(date claimed)

No Cerrrrmep Copy

1948, Tt is noted, however, that applicant has

required by said section.’ L

Note: Where the accon panying letter states
that the certified copy is filed for priority pur-
_poses or for the convention date, it is accepted

as a claim for priority.

Foreicy AprLications Ann More THAN 4
Year Berore U.S. FiLixe

 D. “Receipt is acknowledged of the filing on
_ September 18. 1953, of a certified co
_ French application referred to in the oath. '
Tt is not seen how a claim for priority can
he based on the application filed in France on
March 4, 1948, since the United States applica-
tion was filed more than one vear thereafter.
The certified copy is herewith returned.”

Soxt Forriex Arrrications More Tnaxy

A Year Brerore US, Fiuane '
For example, British provisional specifica-
tion filed more than a year before 178, appli-

Rev. 18, Oct. 1968 16

not filed ,
cation as required by 35 U.S.C. 119.7

The above letters are merely typical ones
which have been used, and any unusual situa-
tion may be referred to the Group Director.

AppLIcATION IN ISSTE
The ity papers may be received while

the application is in issue. When the papers
are apparently regular in form and correspondl

the oath and this application is not too old. the
Issue Branch will enter the papers, acknowl-

edge their receipt. and make the notation on .

the face of the file. In other cases the allowed
application. together with the papers. will he
forwarded to the examining Group for con-
sideration and taking any appropriate action.

If foreign application papers are received

after the Issue (final) fee has been paid, they
will be lefr in the file and the applicant notified
by the Issne Branch that the papers were re-
ceived too late to be admitted.

the printed head-

‘acknowledged of the paper
- filed March 9, 1953, claiming priority based on
_ an application filed in France on November 16.

certified copy of the French appli-

to the earliest foreigm application recited in.




Revo 18 Oct, 1968




The applican
the rejection if

n addition to repeating the rejection if it is
still considered applicable, o nay merely

continue the rejection. In t
the applicant files the forei
purpose of overcoming t.

reference a translation is uired, if the for-

V,pagjers are not in the English language.
Whn,te, the filing

nslation should also be required

at the same time. This translation must be a

sworn translation or a translation certified as
accurate by a sworn or official translator.

When the necessary papers are filed to over-

5Con'1e the date of the re erence, the Examiner’s
_action, if he determines that the applicant is

not. entitled to the priority date, is to repeat

the rejection on the reference, stating the rea-
_sons why the applicant is not considered en-
titled to the date. If it is determined that he
is entitled to the date, the rej ion is with-
drawn in view of the priority date '
If the priority papers are al

when;the;ﬁExaminet‘éﬁnds a reference
intervening effective date, the Examiner will
study the papers, if they are in the English
language, to determine i the applicant is en-
titled to their date. If the applicant is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-
aminer may reject the unpatentable claims and
at the same time require an English translation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

mine re«i:xim the filing of the

i
ified ,
_refused until the
,_men’t SreSOIV'ed..,'

priority is the

1 ty of invention be-
and the foreign applications
cation may be considered in
it had been filed in this

ate that it was filed in

112, as well as
for the claims so! ht. .
’ Jications filed from Great Britain there

 may be submitted a certified copy of the British
“provisional specification,” which may also in

‘some cases be accompanied by a copy of the
“complete specification.” The nature and func
on of the British provisional sps ification i
 decribed in an article in the . ournal of the
~ Patent Office Society of November 1936, pages
770-774. According to British law the provi-
sional specification need not contain a complete
isclosure of the invention in the sense of 35
U.S.C. 112, but need only describe the general
. nature of the invention, and neither claims nor
drawings are required. Consequently, in con-
sidering such provisional specifi cations, the

question of completeness of disclosure is impor-
tant. If it is found that the British rpvlsional
specification is insufficient for lack of disclosure,

* fication and its date, if one has been presented,
the complete specification then being treated as
a different application. |
In some instances the specification and draw-
ing of the foreign application may have been
“filed at a date subsequent to the filing of the
petition in the foreign country. Even thongh
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the date on which the specifica-
tion and drawing were filed. ;
It may occasionally happen that the U.S.
application will be found entitled to the filing
date of the foreign application with respect to

17 Rev. 15, Jan. 1968

reliance may then be had on the complete speci- - .



imes referred to a:

for extensions of the

delays during the war.
, ), Ju 1947, Public Law 3580,
 August 6, 1947, and Pubiic Law 619, Novem
16, 1954, supplement the original enactm
These laws are reprinted in the back
Patent Laws p

83 applicat'i(m"" was
licat f govern-

- )
130,1928. Thisa
h was repealed Octo
ing with this date, the
ications which are exer

25, 1965. Begin-
o longer any ap-

_owned by the government. Other applications,

not inventions of government employees, may
be assigned to and owned by the government.
See 607.01. o -

202 Cross- oting | .
202.01 In Specification :
' See Rule 78(a), Rule 79 and Section 201.11.
There is seldom a reason for one application

to refer to the application of another applicant
not assigned to a common assignee. Such

reference ordinarily should not be permitted.

Rev. 15, Jun. 1968

) from the filing fee
se. Such applications are not always

plication.
ten in the

»f an application which
he patent number and
jed. T atent num-

the parent case of a con- .

10t entered on the file
cation at hand is a divi-
ivision of a continuation
volved should be given.

~ When an application is a continuation-in-part

two or more distinet applications, each appli-

cationshall be noted on the face of thefile. When
‘an application isa continuation-in-partof acon-
arent

tinuation-in-part, only the immediate ‘
%pplication will be noted on the face of the file.
he status of the parent or prior ap lication as

- “abandoned” is not written on the file wrapper.
1 ppe

A service to the public was begun with the issue
of January 16, 1968, by which the heading of

_the printed patent now includes all identifying

parent data of continuation-in-part applica-
tions as has been the practice in continuatior:.
divisional, substitute, and reissue applications.
Some exceptions may occur, see the last para-
graph of this section. Inclusion of this infor-
mation in the heading does not necessarily
indicate that the claims are entitled to the bene-
fit. of the earlier filing date. The above prac-
tice will not change the procedure with regar
to assignments as set forth in the first sentence
of paragraph 2 of Section 306 of the M.P.EP.




on
wrapper.
~ divisional, continuing. ,
tions at the time of allowance to th
Branch for title se

 In accordance with 201.14(c) the Exami

will fillin the sps

. provided for on the face of the
the { ,
ry, appli-
available,

-

concerning foreign appli-

ace of

ft'he ‘

, the particular nature of the foreigm ap-

_plication such as “utility model” (Germany.
(Gebrauchsmuster) and Japan) must be writ-
ten in parentheses befor pplication num-
ber.
ity model) B62854,

-~ 5 ; .

On the file wrappers used during the filing ‘
he abbreviation
tion number (if

period April 1959 to July 1964
“~App.” followed by the appli
determinable from the pape
~ determinable) should be w
block as and underneath the name of the coun-
try. The word *Patent” and number (if
known) should be written to the right of the

a dash (if not

ﬂ}')plir_'ﬂtion‘1111ml)er.,‘ If no foreign priority is

claimed. the word *None” iz written in the
block. ' : . B

. The file wrappers used during the filing pe-
riOd c]u ’
tain se e boxes for the application and

1964 to September 1966 further con-

or example : Application Number (util-

ritten in the same_'

_patent numbers, and a hox for checking if no
claim for priority has been made.
File wrappers in use from September 1966 to
the present further include an additional box
labeled “BT for the Examiner to nse for indi-
cating complianee of applicant with 35 US.C".
119, ; o

If the filing dates of zeveral foreign applica-
tions are claimed (see 20115, Iast paragraph)
and satisfactory papers have been received for
each, information respecting each of the foreian
applications is to be entered an the face of the

19

_action is designated as a “rejected”” application.

‘as snch until acted upon by the applicant in

he clan
filing date,

,,nu;nbe f the application (and

1e instances) in those cases in

h the face of dorsed.
the case o

date are

~As will be noted by reference to 201.1
5 requires that the oath include certain in-
jon concerning applications filed in anj
foreign country. If no applications for patent
have been filed in any foreign country, the oath’
should so state. - -

20205 In C@géof;Réi‘ssﬁesyﬁ"y .
Rule 179 requires that a notice be placed in

the file of an original patent for which an ap-

_ plication for reissue has been filed. For the
form employed for this notice see Clerk’s

Manual.

203 Status of Applications
20301 New

A “new” application is one that has not yet

,recei,ved an action by the Examiner. An
amendment filed prior to the first Office Action
‘does not alter the status of a *new” applica-
~ tion. : -

20302 ‘ ‘;;}Re‘jected :

- An application which. during its pro,secu'tioh' ,

in the examining division and hefore allow- -

ance, contains an unanswered Examiner’s

Tts status as a “rejected” application continues -

response to the Examiner’s action (within the
allotted response period), or until it becomes
abandoned. e

203.03 Amended

An “amended” or “old” application is one
that, having been acted on by the Examiner,

Thas in turn been acted on by the applicant in

response to the Examiner’s action. The appli-
rant's response may be confined to an election,a

traverse of the action taken by the Examiner or

may include an amendment of the application.

Rev. 13, July 1967
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in which the issue fee
in the Notice of Al-
three months after

the Notice of . bandoned for that

reason. The issue fee may
by the Commissi 9
three months on a verified show
_cause in which case the pater
‘though no abandonment had occurred
_ An application which has beco
by reason of failn
was formerl arred to as a forfeited appli-
_cation. See Rule 316 in T12.

ners To Answer *‘Status

us of applications,
formation, should be
imple letters of inquiry

Inquiries as to the st
persons entitled to th
answered promptly.
regarding the :

Rev, 13, July 1967

_ for failure to pay

1o pay the issue (final) fee

atus of applications will be

z action by
made of th
for acti0]

quiry with a
allowance, and

f th _application with respect

) payment sue fee and aband

In those instances where the letter of in
inquiry, it should
letter”, or returned

" to the

ation file as a permanent

he inquiry should be an-
miner, however, and in
_with the provisic

entered
]

from Members of
tus of pending
answered by t
; e referred promptly to
oner’s Office for answer ¥
when a particular case wil
further action on the part of e,
Another type of inquiry is to be distinguishe

from ordinary status letters. When a U.S. ap-

plication iz referred to in a foreign patent (for

iority purposes, for example). inquiries as to

» status of said application (a ndoned,

ending. parented) shonld be forwarded to the
lication Branch. ‘






