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ainst the original applica-

on either of them, if the

. filed before the issuance of
application. If a divisional
ect matter de-

tioﬁ as filed,

ing and exe-

rtent ‘shall

tion or any
. aivisional appli

" the patent on th
application s

require the nmiy)’lilcafion‘td

. Rulesklyé},‘lk;thi';mlgh]l!ﬁ,f ‘which will be quoted
under pertinent topics, outline Office practice
~ on questions of restriction. - ,

Meaning of “Independent”,
“Distinet”
35 1.S.C. 121 quoted in the preceding section

«tates that the Commissioner may require re-
ctriction if two or more “independent and dis-

802.01

tion. In Rule 141 the statement is made that

two or more “independent and distinct inven-

18
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‘might also be considered as a

tinet” inventions are claimed in one applica-
" {hat may be “distinct” may be dependent, and

two words -
S the committees
g the codification of the
) 1: “enacts
ect to divi-
- a number

ependent inventions, the word “ind
uld clearly have been used alone.
' oner has authority or discre-
ilependent inventions only.

gress. Nothi language o atut
and nothing in the hearings of the committees
indicate anv intent to change the substantive
law on this subject. On the contrary. joinder -
of the term “distinct” with the term “in-
pendent”, indicates lack of such intent. TI
Jaw has long been established that dependen
inventions ( frequently termed related inven
tions) such as used for illustration above may .
be properly divided if they are, in fact “dis-
tinet” inventions, even though dependent.

~ While in ordinary parlance, two inventions
that are “independent” (i.e,, not dependent)
ccurately termed
Inventions

»distinct”, the converse is not true.

thus the term “independent® could not accu-




. le., they are

 subjects.

“independeat” (
‘ent) means that there iz no ¢
ship betwee, lisclos:

~unconnected in design. operation

~or effect, e.g., (1) species under s genus which
species are not usable together as disclosed or

(2) process an |

~used in ticing the process, etc.

subjects as disclosed are connected in design,

operation, or effect, i.e., they are related, for
example as combination and part (subcombina-
tion) thereof, process and apparatus for its

“distinct” means that two or more

and apparatus incapable of being

gmctice, process and product made, etc.,
ut are capable of separate manufacture, use

or sale as claimed, and are patentable over
each other (though they may each be unpatent-
able because of the prior art). It will be noted
that in this definition the term “related” is
used as an alternative for “dependent” in re-
ferring to subjects other than independent

It is further noted that the terms “inde-
pendent” and “distinct” are used in decisions
with varying meanings. All decisions shonld
be read carefully to determine the meaning
intended. '

802.02 Deﬁniﬁbn of Restriction

Restriction, a generic term, includes that
practice of requiring an election between dis-
tinet or dependent inventions, e.g., election be-
tween combination and subcombination inven-
tions, and the practice relating to an election
bet ween independent inventions, e.g., an election
of species. ‘

803 Restriction—When Proper
18]

Under the statute an application may prop-
erly be required to be restricted to one of two
or more claimed inventions only if they are
independent (806.04-806.04(j)) or distinct
(B06.05-806.05(g) ).

If it is demonstrated that two or more claimed
inventions have no disclosed relationship (i.e.,
“independent”’), restriction should be required.
and it is not necessary to further show that the
claimed inventions are distinet,  If it is demon-
strated that two or more claimed inventions
have a disclosed relationship (i.c., “dependent’),
then a showing of distinctness is required to
substantiate a restriction reqniren:ent.

119

 this section apparen
~ against the dangers that previously might have

n the two or more subjects disclose ;_ 8

otwithstanding the fact that
rently protects the applicant

resulted from compliance with an improper
requirement for restriction, it still remains im-
portant from the standpoint of the public
Interest that no requirements be made which
might resuit in the issuance of two patents
for the same invention, Therefore to guard
against this possibility, the Primary Exam-
iner must personally review all requirements for
restriction. gl L

804 Definition of Double Patenting
[R-16]

_The term “double patenting” is properly ap-
plicable only to cases involving two or more
applications and/or patents having the same in-
ventive entity and where an invention claimed
in one case is the same as, or not patentably
distinet from, an invention already claimed.
The term should not be applied to situations in-
volving commonly owned cases of different in-
ventive entities.

Sole and joint. inventors cannot constitute a
single entity, nor do two or more sets of joint
inventors constitute a single entity if any indi-
vidual is included in either set who is not also
included in the other.

804.01 Nullification of Double Patent-
ing Rejection

35 U.S.C. 121, third sentence, provides that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other.
This apparent nullification of double patenting
as a ground of rejection or invalidity in such
cases 1mnposes a heavy burden on the Office to
guard against erroneous requirements for re-
striction where the claims define essentially the
same inventions in different language and
which, if acquiesced in, might result in the issu-
ance of several patents for the same invention.

Rev. 18, Oct. 1968



Arrmr,

: (a) The apphca oluntarily .
more cases. without mqmrement by the exam

’ fact that thé clmms have been changed

terial respects from the claims at the time the’ ;

requirement was made.

(c) The requirement was made subJect to‘

- the nonallowance of generic or other linking

claims and such hnkmg ‘claims are subse-’ '

quently allowed.
B. SrruaTions mem: 35 [’SC 121 (Arr.uz-

' ga
: ouble patenting apphm to re-
qulremen for restriction between the related

subjects treated in this Manual. 806.04 through
806.05(g), namely, between combination and

subcombination thereof, between subcombina-

tions disclosed as usable tovether, ‘between

process and apparatus for its practice, between

. get rocess and product made by such process and:
‘ ween

apparatus and product made by such

apparatus, etc., so long as the claims in each
filed as a 'result of such requirement are

_case
limited to its separate subject.
804.02 Terminal Disclaimer Avmding
' Double Patenting Rejectliqn
[R-16] .
If two or more cases are filed by a single in-

ventive entity, and if the expiration dates of
the patents, granted or to be granted, ave the

same, either because of a common issue date or

by reason of the filing of one or more terminal
disclaimers, two or more patents may properly
be granted, if the claims do mot overlap. even
though the subject matter to which the claims
of one case is directed may he obvious in view
of the subject matter claimed in the other case.
In re Robeson, 1964 C.D. 561, 141 1T7.8.P.Q. 485.
In re Kay. 1964 C.D. 630, 141 17.S.P.Q. 829.

If the claims do overlap. two or more patents
may still properly be granted if the expirntion
dates of the patents are the same (see preceding
paragraph) and if the claims which would
otherwise he subject to the double patenting

Rev. 18, Oct. 1968

~ section, overla pl
lowed l’n cases n§

cases or the relatlve scope of

on or pabent.'

overkz;o within the meaning o ﬂm
if it 43 possible for them to
y the same process, h ;
‘ ter; oross reading &8
ich an overlap.
cept under t
should not be al-
- the same inventive entity
if they are dxrected to identical inventive con-
cepts, or if the concept to which one set of claims
is directed would be obvious in view of that to
which the other set is directed. This is true
regardless of the relative filing dates of the
16 clanns.

~ Cases of Different Inventive
Entities [R-16]

In view of 35 U.S.C. 135, it is necessary to
determme priority of invention whenever two
different inventive entities are claiming a single
inventive concept, including variations of the
samne concept each of which would be obvious in
view of the other. This is true regardless of
ownership, and the provision of Rule 201(c)
that interferences will not be declared or con-
tinued between commonly owned cases unless
good cause is shown therefor. A terminal dis-
claimer can have no effect in this situation, since
the basis for refusing more than one patent is

35 U.S.C. 102 or 103, and is not connected with
any extension of monopoly. '

Accordingly, the assignee of two or more
cases of different inventive entities, containing

conflicting claims must maintain a line of de-
marcation between them. If such a line is not
maintained and one of the cases is in condition

- for allowance, claims covering the conflicting

subject matter should be suggested as provided
in Rule 203: care being taken to insure that
such claims cover all the conflicting matter.
The assignee should be called on to state which
entity is the prior inventor of that subject mat-
ter and to limit the claims of the other applica-
tion accordingly. If the assigmee does not
comply with this requirement and presents the
interfering claims in bhoth cases, an interfer-
ence should be declared. Attention is directed
to Rule 208 if there is n common attorney. If
sngpested elaims are not presented within the
time allowed, rejection should be made on the




ion not patentably

e patent, the claims of the
jecte the ground

‘appication suo
: thiﬁi the assigne
4 time when the applic

e patented invention,
that the patentee is

a patent is inadvertentl

~ two commonly owned applications by different -
 inventive entities which at the time when the

patent issued were claiming inventions which
are not patentably distinct, the assignee should

be called on to make a determination of priority
nding applications. If the

as in the case of pi ]
determination indicates that the patent issued
102 or 103 should be made. If no election is
made and the patent has issued to the junior
entity, an interference should be declared. An

a complete (not terminal) disclaimer of the con-
flicting claims in the patent.
804.04 Submission to Group Director
[R-18] ~
In order to promote uniform practice, every
action containing a rejection on the ground of
double patenting of either a parent or a divi-
sional case (where the divisional case was filed
"because of a requirement to restrict, including
a requirement to elect species, made by the
Office) must be submitted to the Group Director
for approval prior to mailing. When the
rejection on the ground of double patenting 1s
disapproved, it shall not be mailed but other
appropriate action shall be taken.

805 Effect of Improper Jo’inder, in
Patent [R-16] 2

35 U0.8.C. 121, last sentence provides: “The
validity of a patent shall not be questioned for
failure of the Commissioner to require the ap-
plication to be restricted to one invention.” In
other words, under this statute, no patent can
be held void for improper joinder of inventions
claimed therein.

806 Determination of Distinctness or
Independence of Claimed Inven-

tions [R-16]
The general principles relating to distinct-

ness or independence are elementary, and may
be summarized as follows:

120.1

by the Office double patenting cannot be held,

to the senior entity a rejection under 35 US.C.

_election of the applicant (senior entity) as the
first inventor should not be accepted without

)
lated

it is imperative the requirement should never
be made, where related inventions as claimed
are not distinct. For {2) and (3) see 806.05-

- 806.05(g) and 809.03.
806.01 Compare Claimed Subject Mat-

ter

In pas’siyng f\}[)(jn questions of double patent-
ing and restriction, it is the claimed subject

~matter that is considered and such claimed
~ subject matter must be compared in order to
~determine the question of distinctness or inde-

pendence.

806.02 Patentability Not Considered

For the purpose of a decision on the question
of restriction, and for this purpose only. the
claims are ordinarily assumed to be in proper
form and patentable over the prior art.

This assumption, of course, 1s not continued
after the question of restriction is settled and
the question of patentability of the several
claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Fea-
tures

.- Where the claims of an application define
the same essential characteristics of a single
disclosed embodiment of an invention, restric-
tion therebetween should never be required.
This is because the claims are but different
definitions of the same disclosed subject mat-
ter, varying in breadth or scope of definition.

Where such claims appear in different appli-
cations optionally filed by the same inventor,
disclosing the same embodiments, only one
application can be allowed. ‘

806.04 Independent Inventions [R-

18]

Rule 141. Diffcrent inventions in one application,
Two or more independent and distinet inventions may
not be claimed in one application except that wmore than

Rev. 18, Oct. 1968
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motive bearing

£ it can be shown that the two or more  parel such as a shoe, ‘
~of painting a

inventions are in fact independent applicant wonld be an example.

Rev, 16, Apr. 1985 )2



‘ situation is frequently presented where
two different combinations are disclosed, hav-'
ing & subcombination commen to cach. It is

. frequently puzzling to determine whether a

- claim readable on two different combinations -

) , . is generic thereto. TS e
nus of paper clips ‘ his was early recognized in Ex parte Smith

g in the manner in which a sec 388 C.D. 131; 44 O.G. 1183, where it was held

tion of the wire is formed in order to achievea ¢ subcombination was not generic to the

_greater increase in its holding power.  © different combinations in which it was used.

: . . e -exemplify, a claim that defines only the

SIVELY IN THE subcombination, e.g., the mechanical structure

NS B of a joi not a generic or genus claim to

o R two forms of a combination, e.g., two different

enus forms of a doughnut cooker each of which

: utilize the same form of joint. ' :

~ The statute }a{izdown,the general rule that 5 i S
 restriction may be required to one of two or  806.04(d) Definition of a Generie
. more independent. inventions. Rule 141 makes i Claim .

~ an exception to this, providing that up to five Gnt iRy N :
species may be claimed in one application if In an application presenting three species
the other conditions of the rule are met. ~illustrated, for example, in Figures 1,2 and 3
Prs ol Sy ;. EA e respectively, a generic claim should read on
806.04(b) Be Related

each of these views; but the fact that a claim
does so read is not conclusive that it is generic.
It may define only an element or subcombina-
tion common to the several species.

It is not possible to define a generic claim
with that precision existing in the case of a
geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-
tion covered in each of the species.

For the purpose of obtaining claims to more
than one species in the same case, the generic

“For example, two different subcombinations  claim cannot include limitations not present in
usable with each other may each be a species of each of the added species claims. Otherwise
some common generic invention. In ex parte  stated. the claims to the speeies which can be
Healy 1898 (".D. 157: 84 0.G. 1281, a clamip for  included in a case in addition to a single spe-
a handle bar stem and a specifically different  ciezs must contain ‘all the limitations of the

clamp for a zeat post both usable together on  generic claim.
Once a claim that is determined to be generic

a bhicycle were claimed. In his decision, the
commissioner considered hoth the restriction  is allowed, the claims restricted to species in
practice under election of species and the prac-  addition to one but not to exceed four addi-
tice applicable 1o restriction between combina-  tional species, provided they comply with the
tion and subeombinations. requirements. will ordinarily be obviously al-
As a further example, species of carbon com- lowable in view of the allowance of the generic
pounds may b related to each other as inter-  claim. since the additional species will depend
mediate and final product. Thus these species  thereon or otherwise inelude all of the limita-
are not independent and in order to sustain a tions thereof.
restriction requirement, distinetness must Dbe When all or some of the claims directed to
shown. Distinctness is proven if it ean be shown  one of the species in addition to the first do
that the intermediate product is nseful other  not inclide all the limitations of the generic
than to make the final product. Otherwisze, the  claim. then that species cannot be claimed in
disclosed relationship wonld preclude their  the same ease with the ofher species, see
being issned in separate patents, RO9.02(c) (2).

121 Roev, 18 Oot. 1968

Speclés May
- Inventions

Species, while usually independent may be
related under the particular disclosure. Where
inventions as disclosed and claimed, are both
(a) species under a claimed genus and (b)
related, then the question of joinder must be
‘determined by both the restriction practice ap-
plicable to election of species and the practice
applicable to other types of restrictions. If
restriction is improper under either practice it
should not be required.




: ime (1 e 3 s :
_designated a specific spe-
ude two or more ofx th

"I‘he’y are uaualh/ but n : v
as disclosed (See 806.04(b)) since there ajé

The fact that a genus for two ' different em
ments _is (-ﬂp'lble of bemg conceived and de-
fined, does not affect the independence of the
on iments, where the case under c era-
/ntams no dleclosure of 'mv community

cies, by Mutually Etc]uslve
~ Characteristics

~ Claims to be restricted to different species
_ must be mutnally exclusive. The general test
~as to when rlmmc are restricted respectively to
“different species is the fact that one claim re-
. cites limitations w hich under the d@&(‘?f)ww are
found in a first species but not in a second,
while a second claim recites limitations dis-
closed only for the second species and not the
first. 'This is frequently expressed by saving
that claims to be restricied to different spevies,

must recite the mutually exelusive characteris-.

ties of such species.

- 806.04(h) Species Must Be Patentably
e Distinet From Each Other
and From Genus

~ Where an .1pp]10ant ﬁ]es a divisional appli-
cation claiming a species previously claimed

in the parent case, pursuant to and consonant
with a requirement to restrict, there should be
no determination of whether or not the species
claimed in the divisional applieation is pat-
entable over the species retained in the parent
case,

In an application containing claims directed
to more than five species. the Examiner shonld
not require restriction to five species nnless he
is satisfied that he would be prepared to alow
claims to each of the claimed species over the
parent case. if presented in a divisional appli-
cation filed according to the requirement. Re-
strietion should not he required if the speries

Rev. 18, Oct. 196

“the same patent.

ally no disclosure of relationship therebetween.

- of the species,
~lowed,

4 allowed a ‘ph'

m in the same application
2 y Rule 1 ;
ction between the

rlgmoush 1m'e~t1g'1ted ‘since they wi
‘However, the pract
in 706.03(k) may be followed if the claims
differ from the allowed genus only by subject
matter that can be shown to be old by citation

ere, however, an apphcant o

by the

ent case as filed and first acted :
estigation to

aminer, there should be close

determine the presence or absence of patentfxble :
,dlﬁ'erence g s

'806.04(.)

See 804.01 and 804 02 e
Re]ected

Generlc. Clalme

~ Time After Issue of Specles
[R-18]1 ,

Where an applicant has separate applica-
tions for plural species, but presents no generic
claim until after the issue of a patent for one
the generic claims cannot be al-
even though the applications were

copendmg_
806.01.(j)

Generie Claims in One Pa?
ent only [R-18]

Generic claims covering two or more species
which are separately claimed in two or more
patents to the same Inventor issued on copend-
ing applications wist all be present in o single
one of the patendts. 1f present in two or more
patents, the generic claims in the later patents
are void. 'Thus generic claims in an applica-
tion should be rejected on the ground of dou-
ble patenting in view of the generic claims of

the patent.
806.05 Related Inventions [R-18]

Where two or more related inventions are
being claimed, the principal question to be de-
termined in connection with a requirement to
restriet or a rejection on the ground of double
patenting is whether or not the inventions as
claimed are distinet. If they are nor distiner,

122

s and genus is not

' mna]ly files

'mother apphcatmn for a different species, or =
for a species disclosed but not clalmed ina %r- o

When Presented for First




"' The various pa
' noted*in, the follo

A combmanon or an aggxegatlon 18
ganization of which a subcommittee or e
isa part. ~

The distinction between combm'ltlo
gregation is not material to questions of
striction or to questions of double pate:
Relative to questions of restriction wh

__combination is alleged. the claim thereto mix it

be assumed to be allowable as pointed out in
806.02; in the absence of a holding by the Ex-
aminer to the contrary. When a claim is
_ found in a patent, it has already been found
by the Office to be for a combination and not
gn aggregation and must he treated on that
asis.

Combination elaims (other than oomb'ratmn
claims which are also genus claims dinking
species claims) whether al]owab]e, allowed. or
not allowed and considered the subject of a
proper _restriction requirement . should  be

‘grouped as a separate invention, see 806. n5ic).

Combination claims which nnder past- prac-
tice may have served as a basis for joining
claimed inventions are not considered to he
linking claims.  Likewize rejoinder of re-
stricted inventions, should any combination
claim be allowed, ml] not be pemmtted

806 05(b) OM Combmatlon-—-’\ovel
Subcombination [R-18]

~ Restriction is ordinarily not proper betveen
‘a combination (AB) that the examiner helds
to be old and unpateutab]p and the subeombina-
tion (B) in which the examiner holds the
novelty, if any, to reside. ex parte Donnell 1923
C.D. 54, 315 O)G. 395, (See 520.01.)
806.05(¢) Criteria of Distinctness for
Combination, Subcombina-
tion or Elemeni of a Com-
ination—Related Inven-
tions [R-18]

To support 2 requirement to restrict hetween
the elaimed inventions of two or more combina-
tions; of two or more subeombinations: of two
or more elements of a1 combination: of a

are classifiab

st ‘de onstrate by appropr
of the follﬁwuzg cnger?a

ogr tlon m ‘the ari aaa %parate sub-
) ve effort, and also a separam :

o«rethel

Even though thev are c]a\smed tozvethel, as
shown by appropriate explanation each subject
can be shown to have formed a separate subject
for inventive eff rt when an explanation in-
dicates a f- scparfxte effort by

3) eld of search:
: \Vhoze it is necessary to search for one of the

~ distinet subjects in places where no pertinent art

to the other subject exists, a different field of
search is shown, even though the two are classi-
fied together. The indicated different field of
search must in fact be pertinent to the type of
subject matter covemd bv the claims.

806. 05(e) Process and Apparatus for
Its Practlce——Dlstmctness
[R—-18] ’

Process and: apparatus for 1te practxce can

. be shown to be distinet inventions. if either or

both of the following can be shown: (1) that
the process as claimed can be practiced by an-
other materially diflerent apparatus or by
hand, or (2) that the apparatus as claimed can
be used to practice another aml matermllv dif-
ferent process. A

806.05(f) Process and  Product
Made—Dnstmctness [R-
18]

A process and a product made by the process
can be shown to be distinct inventions if either
or both of the following can be shown: (1)
that the process as claimed is not an obvious
process of making the product and the process
us claimed can be used to make other and dif-
ferent products, or (2) that the product as.
claimed can be made by another and matena]h

different process.

806.05(g) Apparatus :
Made—Distinctness

18]

The criteria are the same as in 806.053(f) sub-
stituting apparatus for process.

and ‘Productﬂ b
R~
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ould not be required if -
“the ‘considered clearly un-
patentable o In making a re-

quirement _an appheation

» Examiner should

onsidered clearly un-

her, with the statement
s between those species is not

i . . Election of species should be required prior
- Every requ triet has two as- _'to a search on the merits (1) in all applications:
_pects, (1) the res (as distinguished ‘f"‘?m . containing claims to a plurality of species with
the mere statement of conclusion) why the m- ;4 generic claims, and (2) in all applications
ventions as clam ' 'ent or - containing both species claims and generic or
" - Markush clai PN e AT
~Inall applications in which no species claims
~ are present an eric claim recites such &
| . ‘mgt;p]i(clity of s : an un(hély extensive
e o ey | burdensome search is required, a require-
e o commestol o de, et for an election of specis should be made
3h ) g 1.C. VWAL o 3 Tt X : : ) R
hin oraration or SRt undor th dclome of | BRCF 4 & ureh of the geerio um.
t(}é%epgf)tm?},?f?,l;?g] ";223 ?‘n(::lr ;3;1 szl;zl?; “ct':;(;:.l _ allowable, the application should be treated as
" clusion are in essence the ,ﬁap,SOn,e for insisting 1nd;§‘at‘e.(1 o secftlcfl)ns 809.'02 (b), (c) lor ](_e) - If
upon_restriction. [This. situation, except for ;an.‘}e‘-t',"" 1s made pursuant to a telephone re-
" species (treated in the following section) is but quirement, the next action should include a full
pe e, ted. i fow persons will file an and complete action on the elected species as
rarely presented, since lew persons will file an o] 4 on any generic claim that may be
application containing disclosures of independ- - present poe BT v
‘ent things.] ' G : o '

- 808.01(a) Species [R-18]

- Where there is no disclosure of relationship
between species (see 806.04 (b)), they are inde-
pendent inventions and election of one is man-
datory even though applicant disagrees with
the Examiner. Where the Examiner decides
“that there i3 a patentable distinction between
the species as claimed, see 806.04(h). Thus = lve diffe ; f § ¢l i
the reasons for insisting upon election of one ~ volve different statutory classes (e.g., process
species, are the facts relied upon for the con- and apparatus for its practice, process and
cmsion' that there are claims restricted respee- product made, or apparatus and product made)
tively to two or more different species that are and are shmw.x t«-) be (!Ié'fln(,'t under the criteria
disclosed in the application, and it is not nee- of sections 806.05(e~g), the Examiner, in order
essary to show a separate status in the art or 1o establish reasons for insisting upon restrie-
separate classifieation. . tion (see 808(2)), must show by appropriate
A single disclosed species must be elected as  explanation one of the following additional
a prerequisite to applying the provisions of  eriteria for distinctness:
Rule 141 to four additional species i a generic (1) Separate classifieation thereof:
claim is allowed. This shows that each distinet subject has at-

Even though the examiner rejects the generic ~ tained recognition in the art as a separate sub-

i ot)

! fdepénldenty Inventions

808.02 Related Inventions [R-18]

Where, as disclosed in the application, the
several inventions claimed ave related, and such
related inventions are not patentably distinet
as claimed, restriction is never proper (806.05).
If applicant optionally restricts, double patent-
ing may be held. ‘ ’

Where the related inventions as claimed in-

claims, and even though the applicant cancels ject for inventive effort, and also a separate
the same and thus admits that the genus is un- field of search. '
patentable; where there is a relationship dis- (2) A separate status in the art when they

closed hetween species such disclosed relation  are elassifiable together:

Rev. 18, Oct. 1968 124




; mimed examlmng
nd action on the my ~
, o1 shoul \ ~In those applicati 1
_ distinet =nb)ects in p nces whe ' no pertinent her quiirement for restriction or election
art to the other sub]ect exists, a different field ccompanied by a com lete action on the
of search is shown, even though the two are  nw aims, such action will be con-
classified together. The indicated differer - sidered ion on thie merits an thenextr
field of search must in fact be pert,nent to the  action b i ' :
ﬁpe of subject matter covered. by the claims.
owever. the cl '

and the field of search is the same and there is. reqmrement see 821.01.

_ no clear indication of separate future classifi- ating a requirement for rest o
. cation and field of search, no reasons exist f - should be no citation of patents to show separate

- dividing among related inventions. This is = status or classification or utility. The ‘separate G

/urtlcularlv‘ true in the manufacturing arts  inventions should be identified by a grouping of
where manufacturing processes and the’ result-  the claims with a short description of the total

- ant produet are classified together, e.g. Carbon extent of the invention claime m each group,

Compounds Class 260. Under these n- ing the type or rel ach
stances, applicant may optlonallv restrict a3 by stating the grou
one of plural distinet inventions since double ¢ subcombination, t,
patenting will not be held and restnctlon will  should indicate the c]aSSIﬁC‘ItIOH - separate
not be required. - starus of each group, as for example, by class
' “'here the relabed mventlons mvo]ve com-  andsubelass.
‘binations. subcombinations, elements of a com- ~ The lmkmg claims must be examlned with

bination, combination and subcombination, or the invention elected, and should any linking

~ combination and elements of a combination, the ~ claim be allowed, rejomder of the dxvxded in-

~ reasons for insisting upon restriction there-  ventions must be permltted ‘

f between (see 808(2)) are implicit in the show-
‘ing of distinctness under the criteria of section 809.02 Generlc Claim Llnkmg Specles

806 03{” : : ' ‘. T'nder Rule 141, an allowed generic_claim
: may link up to five disclosed species embmced

809 . thereby.
tle)al:lsns [Iﬁil‘llél]ng "Dlsnnct Inven- The practice is stated in Rule 146:

Rule 146. Election of species. In the first action on
Where upon examination of an app]:catmn an application containing a generic claim and claims,
mntamm;z claims to distinet inventions linking

claims are found, restriction should neverthe-

emahiraced thereby, the examiner, if of the opinion after
less he reqmred See 809.03 for definition of a mmplete search on the generic claims that no generic
R ciaim presented is allowable, shall require the appli-

]mkmﬁ claims. : cant in his response to that action to elect that species
It thluld he notod that a claim drawn to an 'of kis invention to which his claims shall be restricted

aggregation or combination does not link claims i¢ v.r. generie elaim is finally held allowable. However

to two or more elements thereof, or to two or 1 oo application contains claims directed 12 more

more subcombinations, see section 806,05 ( ,1)‘ than five speeles, the examiner may require restriction
A letter including on]y 1 restriction reqlure- nf the claims to not more than five species before taking

ment. or a telephoned reqnirement to restrict  any farther actlon in the case.

(the latrer being encouraged) will be effected, The Iast sentenre of Rule 146, that the Ex-

S ,,' /1 ‘hich elaims are eonsidered 1i i .
qu‘g?:,”;,? }‘]”(h]d“]""q are “"'.“’,"l“"d .]t"'.k:'."""' aminer may require restriction of the claims
See 312.01 tor telephone practice 1n restriction ) ¢},4¢ not more than five species are separately

requirements. _ _ rlaimed, is permissive. Tt may be used in ag-

. No art will be indicated for this tvpe of link- ;rramfod cases of a mlﬂtlpllmtv of species,

ing elaim and no rejection of these claims made. without acting on generic claims, to_narrow

A 30.day shortened statutory period will be  the issnes down to five species. But see

‘ set for response to o written requirement,  Such ~5.04(h). ‘
125 Rev. 18, Oct. 1968
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(2) Clearly 1dent1fy each (or in aggmvated
cases at least exemplary ones) of the disclosed
species, to which claims are restricted. The
species are preferably 1dent1ﬁed as the species
of figures 1, 2 and 3 or the species of examples
I. IT and III respectively. In the ahsence of
distinct ﬁgnres or examples to identify the sev-
eral species, the mechanical means, the par-
ticular material, or other distinguishing char-
~ acteristic of the species should be stated for

each species identified. If the species cannot
, be more convemently identified, the clalms may

d in accordance with the spemes to

Whlch ﬂl))e are restricted.
(3) Apphcant should then be required to
elect a single disclosed species, and advised as

to the requisites of a complete Tesponse and hls

“ nghts under Rule 141. ,

For generic claims, a search should not be
made and art should not be cited.
A 30-day shortened statutory perxod will be
set for response when a written requirement is
made without an action on the merits.  Such
action will not be an “action on the merits™ for
- purpose of the second action final program.
. To be complete, a response to a requirement
" made according to this section need only include
__a proper election.

In those applications wherein a requirement .
for restriction is accompanied by an action on

all claims, such action will be considered to be
an action on the merits fmd the next avnon
should be made final. '
Tzs following form paragraphq are sug-
t

“Generic claims . . . (identify) are present
in this application. Applicant is required to
elect a single disclosed species to which his
claims shall be restricted if no generic claim is
finally held allowable.”

“Applicant is advised that his response must
include, an identification of the disclosed species
that he elects consonant with the requirement,
and a listing of all claims rendable thereon.
An argument that a generic claim is allowable,
or that all elaims are generic or amended to be

Rev, 1K, Oct. 109G8

_requiring election of species:

] by an ‘lséct;ion‘, is

gener

: _consideration of

0 an four species in addi-
ngle elected species, provided all
h additional species are writ-

m or otherwi Tude all

i the elec on,
. must mdlcate which are

How Expressep
The followi ing text is ordmarllv =uﬂ‘iczent ip

SApplicant is required (1) to elect single
(hsclosed species even though this reqmrement
be traversed and (2) to list all claims readable
thereon. including any  claims subsequently
added. tion 809. 0’)(a) Manual of Patent

Procedure.” G
- be used instead of the three quoted
art (3) of this section except
where applicant is prosecuting his own case or
there are other reasons for believing that the
short form would not be understood.

It is necessary to (1) identify generic claims o

_or state that none are present, and (2) to clearly
f*u’~1dent1fv each spemes 1mo]ved

Requu-ed—Ge- “

809.02( b) Elecuon
neric Claim Allowable
[R-18]

When a claim generic to two or more claimed
species is found to be allowable on the first or
any subsequent action on the merits and election
of a single specics has not been made, applicant

should be informed that the claim is allowable
and generic, and a requirement should be made

. that applicant elect a single species embraced by

the allowed genus unless the species claims are
all in the form required by Rule 141 and no more
than five species are claimed. Substantially
the following should be stated:

“Applicant is advised that his response to be
complete must include an identifieation of the
single, disclosed species within the allowed
genus that he elects and a listing of all claims
readable thereupon. \pphoant is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected spe-
cies, which speries he must identify and list
all claims restricted fo ench, provided all the
cliims to each additional species are written
in dependent form or otherwise include all the
limitations of an allowed generic claim as pro-
vided by Rule 141.”

claim ap- g8




tion of a single species

An exa T'S ;onéubseque‘nt“_ E
on of species should include a com

the merits of all claims readable on the

_elected speci
(1) When
claims

should

claims are rejected. all
ted species
follows:

from further consideration under Rule 142(b)
as not readable on the elected s ,
(2) When a generic claim
- found to be allownble,
‘additional species
be as follows: i .
 When any claim directed to one of said addi-
tional species embraced by an allowed generic
claim is not in the required form, a?l claims to
that species should be held to be withdrawn
from further consideration by the examiner.
The holding should be worded somewhat as fol-

lows: “Clamms _________ --. directed to species

_________ are withdrawn from further consid-
eration in this case. since «Zl of the claims to

this species do not depend upon or otherwise

include all of the limitations of an allowed
generic claim as required by Rule 141.” When
the case is otheriisc ready for issue, an addi-
tional paragraph worded somewhat as follows
should be added to the holding: “This applica-
tion is in condition for allowance except for the

month from the date of this letter to amend the
claims in conformance to Rule 141 or take other
action (Rule 144). Failure to take action dur-
ing this period will be treated as authorization
to cancel claims to the nonelected species hy
Examiner’s Amendment and pass the caze to
issue. The prosecution of this case is closed
except for consideration of the above marter.”

Claims directed to species nof embdraced hy
an allowed generic claim should be treated as
follows: Claims _______.____ are for species not
embraced by allowed generic claims __________
as required by Rule 141 and are withdrawn
from further consideration in this case, Rule
142(b).

809.02(d) No Species Claims
18]

Where only generic claims are presented no
restriction can be regnired except in those cases
where the generice c’::ims recite sich a multi-
plicity of species that an unduly extensive anid
burdensome search i= necessary. See section
SO8.01(a). If after an action on only generic
elnims with no restrietion requirement, appli-

[R-

127

s ... __. are held to be withdrawn

~more properly divisi

presence of such claims. - Applicant is given one

| 809.02(e)  Generic Claim Allowable in

 Substance

generic claim is found to be al-
ce, even though it is objected
rerely formal grounds, action

species claims shall thereupon be given

e generic claim were allowed.
The treatment of the case should be as indi-
cated in sections 809.02 (b), (c), or {d).

809.03 Linking Claims [R-18]

_ There are a number
in which an appli

of situations which arise
on has claims to two or
) e inventions, so that
quirement to restrict the application t ;
would t per, but presented in the same case
are one re claims (generally called “link-

ing” claims) parable therefrom and thus
linking together the inventions  otherwise
divisible. It should be noted that a claim drawn
to an aggregation or combination does not link

the claims of two or more elements thereof. or
of two or more subcombinations, see 806.05(a).

The most common types of linking claims
which, if allowed, act to prevent. restriction be-

. tween inventions that can otherwise be shiown to

be divisible,are: :
Genus claims linking species claims.
Claims to a product defined by process of

making the same linking proper product claims

and process elaims.

A claim to the necessary process of making a
product linking proper process and product
claims. ,

A claim to “means™ for practicing a process
linking proper apparatus and process claims.

‘Where linking claims exist, a letter including

_ a restriction requirement only or a telephoned

requirement to restrict (the latter being encour-
nged) will be effected, specifying which claims
are considered to be linking.

. 809.04 Retention of Claimé to Non-

Elected Invention

Where the requirement is predicated upon
the non-allowability of generic or other type
of linking claims, applicant is entitled to retain
in the case claims to the non-elected invention
or Iventions.

If a linking claim is allowed, the Examiner
must thereafter examine species not to exceed
five if the linking elaim is generie thereto, or
he must examine the claims to the nonelected
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. When a fingl requirement is con

810 | MANUAL OF PATENT EXAMINING PROCEDURE

- inventions that are linked to the elected inven-  before final action in the case, at the discretion
tion by such allowed linking eclai ; . of the examiner.” = |

- This means, make a p

early as possible in the prosecution, in the first

i

NNRL requIToment 18 conungent ¢ rbpéi'reqﬁirementans
the non-allowability of the linking claims, ap-

~ plicant may petition from the requirement nn-  action if possible, otherwise as soon as a proper

der Rule 144 without waiting for a final action  requirement develops.
- on _the merits of the linking claims; or he may o PN
~ defer his frecition until the linking claims have  811.02 Even After Compliance With
been finally rejected, but not later than appeal, Preceding Requirement
Rule 144, 818.03(c). oy ) Ce e
e ‘ . Since the rule provides that restriction is
810 Action on Novelty [R-18] = Proper at any stage of prosecution up to final
e s action, a second requirement may be made when
In general, when a requirement to restrict is it becomes proper. even though there was a
made, no action on novelty and patentability is  prior requirement with which applicant com-
given. plied (Ex parte Benke, 1904 C.D. 63; 108 O.G.

: 1588).
810.01 Not Objectionable When Cou-
i pled With Requirement [R- 811.03 Repeating After Withdrawal—

18] , | Proper

Although an action on novelty and patentabil- Where a requirement to restrict is made and
ity is not necessary to a requirement, it is not = withdrawn, because improper, when it becomes
objectionable, ex parte Lantzke 1910 C.D. 100;  proper at a later stage in the prosecution, re-
156 O.G. 25T. e striction may again be required.

_ However, except as noted in 809, if an action
is given on novelty, it must be given on all 811.04 Proper Even Though Grouped
claims. : .

Together in Parent Case

810.02 Usually Deferred . Even though inventions are grouped together
The office policy is to defer action on novelty 1N @ requirement m a parent case, restriction
and patentability until after the requirement is  thereamong may be required in the divisional
complied with, withdrawn or made final. case if proper.
Ex parte Pickles, 1904 C.D. 126; 109 O.G.

1888 812 Who Should Make the Require-
Ex parte Snyder, 1904 C.D. 242; 110 O.G. ment
2636
Ex parte Weston, 1911 C.D. 218; 173 O.G. The requirement should be made by an exam-
285 iner who would examine at least one of the
inventions. N
810.03 Given on Elected Invention An examiner ordinarily should not require
restriction in an application none of the

gheln Requirement Is Made claimed subject matter of which is classifiable
ma in his group. Such an application should be

Rule 143 last sentence states: “If the require-  transferred to a group to which at least some
ment is repeated and made final. the Examiner  of the subject matter belongs.
will at the same time act on the claims to the
elected invention.” Thus, action is ordinarily 812,01 Telephone Restriction Practice
given on the eclected invention in the action [R-18]

making the requirement final.
If an examiner determines that a requirement

811 Time for Making Requirement for restriction should be made in an applica-
. tion, he should formulate a draft of such re-

. “ 2 . ’ . . . . 3 1} »
Rule 142.(’1)’ 2nd sentenf:e. If. the q]Stm(it striction requirement inclnding an indieation of
ness and independence of the inventions be  (hose claims considered to be linking and
clear, such requirement (i.e. election of the in-  yeneric.  No search or rejection of the linking
vention to be claimed as required by 1st sen- claims should be made. Thereupon, he should

tence) will be made before any action upon the  telephone the attorney of record and ask if he
merits; however, it may be made at any time  will make an oral election, with or without
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%;v usxmmers’ :

0! anty Other

aust: the prior appmval of theu'
iso Prlmary’Exammer ks

,Cltatlon of Art [R—-18]

A. Link ng cl’amw \0 art will be cited fnr

}m. ing claims,
m]l then proceed to incorpor: : - B. I'ndependent or distinet inventions—no
a formal restriction requiremen nc]udmg the  linking claims. No art is cited to show sep-
name, and 2 arate ‘status, separate classification, different

piete record of the telepho,ne; terview, fol- %rches, or sep’tmte unhtv. See 809

wed hv a comple e action on 'h.e ected claims ,
,814 Indlcate Exactly Ho ;';"»‘Apphcauon

lecterl claims to be 1llowab1e and no traverse Is ToBeRestncted
was made, the letter should be written on POL~ A ,Qpeczeg The mode of mdlcatm«r how to
37 (Examiner’s Amendment) and should in- require restriction between species is set forth
clude cancellation of the non-elected claims, a  ip Section 809.02(a).
statement that the proseoutlon is closed and that 43 poin ut in ex parte Ljungstrom 1905
a notice of allowance will be sent in due course.  C.D. 3413 0.G. 2335, the particular limi-
Correction of formal matters in the above-noted  tations in the claims and the reasons why such
situation which cannot be handled by a tele- . limitations are considered to restrict the claims
phone call and thus requires action by the ap- 53 particular disclosed species should be men-
_plicant should be handled under the £z parte  tioned if necessary to make the requirement
Quayle practice, using POL-326; these would clear.
usually be drawing corrections or the hke re-,, ‘B. lnfuentzom ather than species. Tt is nec-
quiring payment of charges. - ' . B e@:ar\ to read all of the claims in order to de-
Should the elected claims be found '1110“ able ~termine what the claims cover. When doing
in the first action, and an oral traverse was  this the claims directed to each separate sub-
noted, the examiner should include in his action ject should be noted along with a statement of
a statement under Section 821.01, M.P.E.P., {3, subject matter to which they are drawn.

making the restriction final and giving apnh- This 1s the best way to most clearly and pre-
cant one month to either cancel the non-elected risely indicate to applicant how the application
claims or take other appropriate action (Rule (10,10 be restricted. It consists in i entifying

144). Failure to take action will be treated as ear‘h separate subject amongst which restriction
an aurhorization to cancel the non-elected requlred and o-roupmg “each claim with its
claims by an Examiner’s -\mendment and pass ~:m}ect

the case Ito 1ssue. 9 Pel;iosecuhon of this applica- While every cl'um should be accounted for,
tion is atherwise clos o the omission to group a claim, or placing a
In either situation (traverse or no traverse), ~claim in the wrong group will not affect the
caution should be exercised to determine if any propriety of a final ‘requirement where the re-
of the allowed rl]anm '""; 1”23 2 Of generic be- quirement is otherwise proper and the correct |
fore cancelling the non-elected claims. dizposition of the omitted or erroneously
Where the respective inventions are located arouped elaim is clear. :
in different groups the requirement. for restric- . Linking claims. The generic or other =

tion should be made only after consultation  yiying claims should not be associated with -
with and approval by all gronps involved. 1f 0 " h0"0¢ the linked inventions since such
an oral election would eaunse the application to .37 ms must be examined with any one of the
be exarnined in another aroup, the ln]flﬂtlnﬂ Brked mventions that may be e]e(\fed This
group shomld transfer the application with o 41 <hould be clearly stated.

signed memorandum of the restriction reguire- g

ment and a record of the interview. The re- 8135 Make Requirement Complete

ceiving group will incorporate the substance of [R-18]
this memorandum in its official lefter as indi-
cated above. Differences as to restriction When making a requirement every effort
. should be settled hy the existing chnin of com-  shonld be made to have the requirement com-
' 129 Rev. 18, Oct. 1988
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The partlcular reasons relied

Exammer for his holding that the mvéntmm

as claimed are either ind pendent or distinct,

 should be conmselv stated.” A mere stateme
of conclusion is madequate The reasons upo
which the conr'lusm based should be give
~ The separate inv should be identifie
- bvagroupingof thec ]
- tion of the total extent of the invention claimed

in each gro -
ship of ea _as by stating the group is
drawn to to subcombination, or to

product, e houl
tion or sepa each ¢

examp , by class and subelass.

D¢ ee 809, o
817 Outline of Letter fo't Resti'iéiion

_ventions [R—18]

The statement in 809.02 through 809. (r2( d)
is adequate indication of the form of Ietter
when election of species is required.

No outline of a letter is given for other types
. of independent mventlons ‘since they rarely
oceur.

The fo]lowmg outline of a letter for a require-
ment to restrict is intended to cover every type
of original restriction requirement between
related inventions including those lmvmg link-
ing claxms

OvtLINE oF LETTER
Statcment of the requirement
Identlfy each group by Roman numeral
- List claims in each group
(‘heck accuracy of numbering
TLook for same claims in two groups
Look for omitted claims
(nve short description of total extent of
‘the subject matter clnimed in each
group
Pont out ecritical claims of different

scope ;
Identify whether combination, subcom-
bination, process, apparatus or prod-
uct
Classify each group
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specifying the type or relation-

dicate the classifica-
oup, as for

Reqmrement between Distinet In-

ith a short deserip-

130

S 'noegmuped,; indi-

icate—(make No Actwn)
Statement of groups to which ]mkm ‘
claims may be assxgned for examina-
tlon ‘
g ,“Jspos\ltmn

sly nonelected nonstatu-~

- Point out facts whi :hmv dxshnctness

' Treat ‘the inventions as claimed, don’t

- merely state your conclusion that in-

- ventions in fact are distinet

( 1) -Subcombination or Element—

Subcombination or Element

Each are separately classified, have at-

~tained a separate status in the art, or
involve different fields of search

o ( '))' ('ombmatlon—-Subcomblmtlon or Ele-

ment

- Thesameas (1) above

(3) Combination-—Combination
The same as (1) above

(4) Process—Apparatus

Process can be carried out by hand or

by other apparatus
Demonstrate Y Examlners sugges-
- tion
' OR KR '4 5 .
Demonstrate apparatus can be used in
other process (rare).
~(5) Process and/or apparatus—Product
Demonstrate claimed product can be
made by other process (or appara-
‘tus) b
By Exammers sugg%tlon
OR
Process ( or appamtus)‘ ‘ean produce
-other product (rare)

D. Allegation of reasons for insisting upon re-
strlctmn——Fnr combination, subcombination,
and elements of a combination the reasons are
implicit in the determination of distinctness,
see 806.05(c) o

Separate classification
Separate status in the art
Different fields of search
E. Summary statement
Summarize (1) distinctness and (2) rea-
sons . for msmtmg upon restriction, if
~applicable.
Include paragraph udvnqmg as to response
reqquired.
Indicate effect of allowances of lmkmg
claims, if any present.




81801
rement to restrict is 2
apon which the apphi-
ision that the require-

n his action sk e To be complete, a response to a e uireme
response to that action to elect merelj,gspe::!iﬁes . elinking’ﬁgims need -
s claims shall be restricted, lude a proper election.
reqmt“;me“; 1;0:' re:  Where a rejection or ‘objection is included
nt for division). “a restriction requirement, applicant, be-

striction (also: ]
If the distinctne
be clear, such
action on the mer
‘time before final :
of the Examiner. ; L
" Election is the designation of the particular -
 _one of two or more disclosed inventions that
_ will be prosecuted in the application.
‘A response is the reply to each point raised
d may include a

dence itions  gides making a proper election must also dis-
i I.It' 'ﬁamggengf:i zzy tinetly and specifically point out the supposed
veyer, 1 y Ade y errors in the examiner’s rejection or objection.
1 in the case, at the discretion See Rule 111, 7 e

818.0

1 Election Fixed by Action on
: o Claims _

s E]gctiph]becomes fixed when the claims in an
application have received an action on their
merits by the Office.

by the ‘examiner’s action, an
traverse or compliance.
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hown by the ﬁrst"sentence f R*.zl :
oa re(i 1rement must be compleie n
guire ule 111(b) which reads in

I order to be entltled to reexamination

' actmn is given, they
“claims for urposes of ;
. The claims originally presente: pposed
_upon by the Office on their merits determine actlon the ap f) cant -
the invention elected by an applicant, and sub- e respond to every ground of ob]ectlon :md
sequently presented claims to an invention rejection of tlie : " office action__________._ ,
other than that acted upon should be tre'ttedy ~and the applicant’s action must appear
as provxded in 59‘3“0“ 531 03.  throughout to be a bona fide attempt to ad-
,~ vance the case to final action. The mere alle-
818 02(b) Genenc C]alms On]y—No ~ gation that the examiner has erred will not
Election of Specles [R- be received as a proper n for such re-
18] 'exammatlon or reconsideration.”
: - Un this ru]e, the applicant is required to
- Where mﬂy generic claims are first PI‘ resented "speclﬁcally point out the reasons on which he
and prosecuted in_an application in which no bases his onclusion that a requirement to re-
election of a single inv “has been made.  gtrict isin r. Amere broa allegation that
and appheant later presents species claims to  the requirement is in error does not comply
_more than one species of the invention he must  with requirement of Rule 111. Thus the
at that time indicate a °t sing required provisional election ({See 818.03(b))
cies. The practice of reqmrmg election of  becomes an election w1thout tra,verse :

Qr es in cases with only generic claims of the
818. 03(b) Must | Elect, Even When

unduly extensive and burden~ome qeflrch type is
et f()l'th Hl ‘P( tion 8()‘ ,("I) Req““'ement Is Traversed

i [R-18]
, 818 02(0) By Opnonal Cancel]atlon As noted in the second sentence of Rule 143,
of Claims a provisional ‘election must be made even

though the requirement is traversed.
All requirements should have as a conclud-
ing paragraph a sentence stating in substance:

~ Where apphcant is claiming two or more
inventions (which may be species or various
tyvpes of related inventions) and as a result of

action on the claims he cancels the claims to “Applicant is advised that his response to be
one or more of such inventions, leaving claims  complete must include an election consonant
to one invention, and such cliims are acted  with the requirement, see Rule 143.” -
- upon by the examiner. the claimed invention The suggested concludmg staternent should
thus acted upon is elected. be reworded to fit the facts of the partieular

requirement, e.g.. as in 809.02(a) second form
818.03 Express Election and Traverse  paragraphunder (3).

Rule 148. Reconsideration of requirement. 1If the 818 03(0) Must Traverse To Preserve
applicant disagrees with the reqmromont for restrie- : Richt of Pcuuon
tion, he may request reconst ideration and wnthdrawal &
or modification of the requirement, giving the re'lsam R i
therefor (see rule 117).  In requesting reconsideration .:\ft(,r “ f'innl F-eqmu_went f()r restriction, the appl‘icnnt,
the applicant must indieats a provisional election of in uddition to making any response due on the re-
> applici ’ e ; o ) mainder of the action, may petition the Commissioner

Rule 144, Petition fram_requircment for restriction.

one invention for pros eruition. which inw.ntmn shall to review the requirement. DPetition may be deferred
he the n ne elected in the event the requirement be- until after final acdon on or allowance of claims to
comes final.  The requirement for restriction will be the invention elected, but must he filed not later than

reconsidered on such a request. If the requirement is  appexl. A petition will not be considered if reconsid-
repeated and made final, thc» examiner will at the same eration of the requirement was not requested, (See

. time act on the claims to the invention elected, rule 181.)
133 Rev, 15, Ocr. 1968




; 1le apphcan , a8 3 matter of rig may
from claiming ore invention to claim-

' allowanﬂe
Election )
allowance o thelmlnngcl‘nmsonl is an agree
h the position taken by the Office :
ction is proper if the linking ty]
owable and improper if they

If the Office allows such a claim it 1&,_‘“
bound to withdraw the requirement and to act

on all linked inventions. But once all linking
claims are canceled Rule 144 would not apply,
since the record would be one of qgreement as
to the propriety of restriction

Where, however, there

that also prevents restrlctlon
requirement are contest
. Assume a particul tion of process and
aproduct made whe “claim held linking is
~a claim to product limited by the process of
making it.

_striction is improper since the process neces-
sarily makes the product and that t

- other present known process by ,
product can be made. If restriction is made

final in spite of such traverse, the right to

petition is preserved even though all lmkmrv

claims are canceled :

818.03(e) Apphcant Must Make Hls
Own Election

Apphcant must make his own election.  The
examiner will not make the election for him.
Rule 142, Rule 143, second sentence.

819 ~ Office Generally Does Not Permit
Shift

The general policy of the Office is not: to
permit the apphc'mt to shift to claiming an-
other invention after an election is once made
and action given on the elected subject matter.
When claims are presented which the Exam-
iner holds are drawn to an invention other
than elected he should treat the claims as ont-
lined in §821.03,

Where the inventions are distinct and of
such a nature that the Office compels restric-
tion, an election is not waived even thongh the
examiner gives action upon the pqtm)tublhr\
of the claims to the non-cleeted invention, Ex
parte Loewenbach 1904 C.1). 170. 110 O.(3. 857,
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1914).

raverse on the
ground that there is some relationship (other

than and in addition to the linking type claim)
the merits of the
not admitted.

‘ holds invention to be in

The traverse may set forth partic-
ular reasons justifying the conclusion that re-

£
tage” Pat. No. 2375414 decided January 26,
H'wmg accepted a shift, case is not
abandoned. (Meden v. Curtis, 1905 C.D. 272;
117 O.G. 1795). ,

‘820 Not an Electlon. Permnssnble Shift

Where the Office rejects on the ground that

‘the process is obvious, the only invention being
_in the product made, presenting claims to the
product is not a shift {Ex parte Trevette,

1901 O.D. 170; 97 O.G. 11T3).
Product e]ected——no ahz’

'where examiner
process (Ex parte
Grier, 1923 C.D. 27; 309 O.G. 223).

Genus allowed, ';.ppllcant may elect up to

- four additional species thereunder, in accord-

ance with Rule 141, this not constituting a
shift (Ex parte Sharp et al Pqtent Yo.
2,232, 739) ‘

820 01 Old Combination Clalmed—-
Not an Election

"Where an application orl,qulllw pxesents

“claims to a combination {AB), the examiner

holding the novelty if any. to reside in the sub-
combination (B) per se (see 806.05(b)) only,
and these claims are rejected on the ground of

“old combination,” subsequently presented

claims to subcombination (B) of the originally
c¢laimed combination should not be rejected on

the ground of previous election of the combi-
nqt:on nor should this rejzction be applied to
such combm‘mon claims if they are reasserted.
Fm’t] rejection of the reasserted “old combina-
tion™ claims is the action rhat should be taken.
The combination and subcombination as de-
fined by the claims nnder this special situation
are not for distinct inventions. (See
806.05(c).)

820.02 Interference Issues—Not an
Election

Where an interference is instituted prior to

an applicant’s election. the subject matter of

the interference issues is not elected. An ap-

plicant may, after the termination of the in-

the Office is not precluded from -
hift. It may do so where the
o additional work or expense,
: rtic vhere the shift reduces work .
‘as by simplifying the issues {Ex parte Heri-




ing claims to n
s indicated in 821.0

QGQ 02( c) tlnough ROQ O‘?’(
.. The propr}etv of 1 require
raversed 18 rewewable

n from further consideration by the
s set forth in section 809.02(c) and
gh 821.03. As to one or more of
he applicant may traverse the Ex-
holding that they are not directed to

the elected subject matter The propriety of
this holding, if traversed., is appealadle. Thus.
if the Examiner adheres to his position after
such traverse, he should reject the claims to

which the traverse applies on the ground that

they are not directed to the e]ected subject

Claims for which no traverse is pre-

hou]d be withdrawn under Rule 142(h)

821 .01 After Electxon With Traverse
' [R-17]

“'here the initial reqmrement is traversed, it
should be reconsidered. If, upon reconsrdem-
tion, the Examiner is still of the opinion that
restriction is proper he shall repeat and make
final the reqmrement in the next Office action.
(See 803.01.) In doing so, the Examiner
‘should reply to the reasons or argument ad-
vanced by applicant in his traverse. If the
- Examiner. upon reconsideration, is of the opin-
_ion that the requirement for restriction is im-

- proper he should state in the next Office action

that the requirement for restriction is with-
drawn and give an action on all the claims,

If the requirement is repeated and made
final. in that and in each =vhsequent action.
the claims to the nonelected invention should
be treated substantially as follows:

“Claims _.... ----. stand withdrawn from
further consideration by the examiner, Rule
142(b). us being for u nonelected invention (or
speciesi. the (-qunvm(-nr having been traversed
in pxp(r NoOw s

ed in the other abme noted, section.

<t

‘nonelected mth trav-

per N Applicant is given

onth from the date of this letter to can-

_cel the noted claims or take other appropriate

, 1 i
the elected subject matter should be cept. for. consicerat

_ take appropriate action will be construed as
_authorization to cance] these claims by Examin-

_ing this period will be treated as authorization
© to cancel the nonelected claims by Examiner’s
Amendment and pass the case for issue.

be filed ¢

tion (Rule 144). Failure to take action dur-

f this case is closed ex-
of the above matter.”
When preparing a final action in an applica-
tion where there has been a traversal of a re-
quirement for restriction, the Examiner should
indicate in his action that a complete response

. The prosecution.

must include cancellation of the claims drawn ;

to the non-elected mventlon, or other appropri-
ate action (Rule 144). Where a response to a
final action has otherwise placed the application
in condition for allowance, the failure to cancel
claims drawn to the non-elected invention or to

er’s Amendment and pass the case to issue after
the expiration of the statntory permd for ap-
peal. (See 714.13 time for appeal.)

Note that the petition under Rule 144 must
‘not later than appeal”. This is con-

“strited to mean appeal to the Board of Appeals.

If the case is ready for allowance affer appeal
and no petition has been filed, the Examiner

- shonld simply cancel the non-elected claims by
Examiner’s Amendment, calling attention. to Sk

the pm\ isions of Rule 144.

821. 02 After Elecuon Wlthout Trav-

erse

“ here the initial rvequirement is not tra-
versed, if adhered to. appropriate action should
be given on the elocte([l) claims and the claims
to the nonelected invention should be treated
substantially as follows:

“(Claims stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or
spemes) Election was made without traverse
in paper No. __..... ”

This will show that applicant has not re-
tained the right to petition from the require-
ment under Rule 144.
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tion by the examiner,
invention other than

Ous]y c]mmed shou]d
be treated as 1ndlca‘ , :

v Rule 145.

invention from and independent of the irfven-
tion previously claimed, the gpplicant will be required
1o restrict the claims to the invention previously claimed
if the amendment is entered, subJect to reconsideration
and review ag provided in rules 143 and 144.

The action should take substantmlly the fol-
lowing form: .

(identify the invention) elected by ______.___
(indicate how the invention was elected, as by
original presentation of claims, electlon with

{or without) traversein paper No. ______ ,ete.)
and applicant has received an action on such
claims.

I1. Claims —.________ are for __________
(identify invention, give factual showirg of
reasons why, as claimed, it is distinct from

elected invention, show separate classification

or status, etc., ie., make complete showing of

propriety of requlrement in manner similar to

an original roqmrement)

Applicant is required to restrict the claims
to the invention previously elected, and thus
the claims of group IT are held withdrawn
from further consideration by the examiner
by the prior election, Rule 142(b).”

Of course, a complete action on all claims to
the elected invention should be given.

Note that the above practice is intended to
have no effect on the practice stated in 1101.01.

Rev. 17, July 1968
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“1. Claims _';_;f__,- are dlrected to _; ______ B
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, P - app
inventive entity, none 0 thc'}' hﬁs become
"t,tls treated Rule 78 ns follows

See 304 for con

, ‘ sub]ect rmtter in two
a.pphcatwns, same 1ment1ve entlty, one
assigned. ' ‘

See 305 for conﬂlctmg sub]ect mattel dlﬁ'el-

, ent ‘inventors, common ownership.

See 706. 03 (k) for rejection of one clalm on

o another in the same application.

See 0603(w) and 706. 07(b) for res ]udl-

See 709 01 for one apphcatlon in mterference

See 806.04(h) to 806.04(j) for species and
genus in separate applications.

_Wherever appropriate, such conﬂlctmg ap-
phcatlonc should be joined. This is particu-
larly true, where the two or more applications
are due to, and consonant with, a_requirement

to restrlct which the examiner now considers
to be improper. '

822.01 Co-pendmg Before the Exam-

_iner [R-17]

Under Rule 78(b) the practice relative to
overlapping claims in applications copending
before the examiner (and not the result of and
consonant with a reqmrement to restrict, for
which see 804.01). is as follows:

Where claims in one application are unpqt-
entable over claims of another application of

“the same inventive entity (either because they

recite the same subject matter, or hecause the
prior art shows that the differences do not im-
part a patentable distinction), a complete
examination should be made of the claims of
one application.  The claims of the other appli-
cation may be rejected on the claims of the one
examined, whether the claims of the one exam-
ined are allowed or not.

In aggravated situations no other rejection
need he entered on the claims held unpatentable
over the claims of the other application. How-
ever, any additional claims in the one applica-
tion that are not rejected on the elaims of the
other should be fully treated.






