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Patent. applieations fall under three bhroad
types: (1) .1pp]n<"1tmn~ for patent under 35
U.S.CL 10T relating to a ner and useful process,
machine, manufacture, or con; position of mat-
ter,ete,”; (2) applications for plant patents un-

Types of Applications

&'»phmtlons When En-, :

-3

der 35 U.S.C. 161; and (3) apphcahons for de-
sign patents under 35 U.S.C. 171. The first
tvpe of patents are sometimes referred to as
"ut111t3 patents or “mechanical™ patents when
being contrasted with plant or design patents.

The specnh?ed procedure which pertams to the
esamination of applications for design and
plant patents will be treated in detail in
(‘hapters 1500 and 1600, respectively.

201.01 Sole

An application wherein the 1nvent10n is pre-
sented as that of a single person is termed &
sole application.

201.02 Joint

A joint apphcatmn is one in which the in-
vention is presented as that of two or more

persons.

| 201.03 Convertlbnhty of Apphcanon

Rule }5. Joint Inventors {Second Paragraphj. (b)
If an application for patent has been made through
error and without any deceptive intention by two or
mare persons as joint inventors when they were not
in fact joint inventors, the application may be amended
to remove the names of those not inventors upon fil-
inz a statement of the facts verified by all of the orig-
inal applicants, and an ocath as required by rule 63
by the applicant who is the actual inventor, provided
the amendment is diligently made. Such amendment
must have ‘the written consent of any assignee.

The reqmred “statement of the facts verified
by all of the original applicants™ must include
at the least, a recital of the circumstances. in-
cluding the relevant dates, of (1) the mis-
]r)mder and (2) the discovery of the mis-
joinder. Without such a showing of cireum-
srances, no basis exists for a conclusion that
the application had been made in the names
of the original sole or joint applicant(s)
"rhrou«rh crror and without any deceptive in-
tention™, and no fonndation is supplied for
a ruling that the amendment to remove the
names of those not inventors or include those

to e added as inventors was diligently
made.”
Rev. 17, July 1068



. to file a sole application to
take the place of the joint application, subject
to the requirements -

For the procedu:
joint application is invo
see 1111.07 and 1112.09(m) ~ (
Conversion from a sole to a joint application
itted by 35 U.S.C. 116.

a statement of the facts verified by, and an
required by Rule 65 executed by, all the actnal
inventors, provided the amendment is dili
Such amendment  must have the written

any assignee. ,

Any attéﬁipt to effect a second com‘érSidlx, of

either type or to effect both types of conversion, -

in a given application, must be referred to the
appropriate Director. The provisions of Rule
312 apply to attempted conversions after allow-
ance and before issue. When any conversion
is effected, the file should be sent t Appli-
cation Branch for a revision of '
Addin r's name on the di
t’s request and expens ~an-

s ordinarily done without .

ere a person is added or removed as an
tor during the prosecution of an applica-
tion before the Patent Office, problems may oc-
_cur upon applicant elaiming U.S. priority ina
foreign filed case. Therefore Examiners should
acknowledge any addition or removal of in-
ventors made in accordance with the practice
under Rule 45 and include the following state-
ment in the next communication to applicant
or his attorney. :
“In view of the papers filed ____ it
has been found that this application, as filed,
throngh error and without any deceptive in-
tention (failed to include . . asan
actual joint inventor;orincluded ..
as a joint inventor who was not in fact a joint
inventor) and accordingly, this application has
heen corrected in compliance with Rule 45.”
[R-17] ; ‘

201.04 Original or Parent

The terms original and parent are inter-
changeably applied to the first of a series of
applications of an inventor, all disclosing a
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ts records.

given invention. Such invention may or may

t be claimed in the first application.

pplication is an application for a
place of an unexpired patent
ne or more particu-
_of reissues will be

a distinct or inde-

lent ; d out of a pending
application and disclosing and claiming only
subject matter disclosed in the earlier or parent
cation, is known as a divisional applica-
ivision”. KExcept as provided in Rule

45, both must be by the same applicant. (See

below.) The divisional application should set
forth only that portion of the earlier disclosure
which is germane to the invention as claimed

~in the divisional application. ~

However, 2 design application is not to be
considered to be a gi!:'ision of a utility applica-

tion, and is not entitled to the filing date tfxereof,

even though the drawings of the earlier filed

utili pylication show the same article as that =

the design a8 lication. In re Campbell, 1954

~ While a divisional application may depart
from the phraseology used in the parent case
there may be no departure therefrom in sub-

stance or variation in the drawing that would

~amount to “new matter” if introduced . by

amendment into the parent case. Compare

201.08 and 201.11.

Rule 147. Separate application for invention not
elected. - The nonelected ‘inventions, those not elected
after a requirement for restriction (rule 142), may
be made the subjects of separate applications, which
must conform to the rules applicable to original appli-
cations and which will be examined in the same man-
ner. as original applications. . However, if such an
application’ is filed before the patenting or abanden-
ment of or termination of proceedings on the original. .
application, and if the drawings are identical and jthe‘ .
application papers comprise a copy of the original
application as filed, prepared and certified by the
Patent Office, together with a proposed amendment .
cancelling the irrelevant claims or other matter, sign-
ing and execution by the applicant may be omitted.

Since the language of Rule 147 “prepared and
certified” contemplates that the papers will not
leave the custody of this Office, the request. for
the certified copy should be submitted to this
Office with the other pertinent parts, and if the
requirements under that Rule are fully met, the
applieation will be given a filing date of the




~ liminary amendment prior to the ti

ph-
mprises (1) a copv of th ‘orig mas)
as filed, prepared and certlﬁed by the
d (2) a pr0posed amendment
1

or other matter.

ies in the division
subject matter has a
parent case. Accordingly, an application under

Rule 147 should not, either as filed or by a pre-
when it

pllcatlon is that their
ady been executed in the

corded a filing date, contain anything what-
that was not present in the. parent ap-
ion as filed. The Patent Office cannot
take, prior to giving a filing date, to de-
ether differences between the parent and

dn isional case involve matters of substance or
of form only.
amendments to the divisional appllmtlon should
be withheld until it has received a filing date.
However. an amendment stating that the Rule
147 application is a division of the parent case

It follows that any proposed

5.1

~ were added prior to the 1
no such amended or adde

cation, but no amend
or drawing other th

tion has received its serial number an
date. See 201.11 for entry of the refere
the parent case by E am'ners'Amendmen
Ru}e 147 cases.

been reqmred as to the
 See Inre \pphcatlon'

f I\opf et al.,, 779 O.G. 290. Since a

Rule Mc ‘application must be based on the
parem case as filed and must be directed to

ted inventions, the claims which it is

eoughz to include in such an apphcatlon must be
original claims of the parent case and must have
been present in that case in their original form
when :he restriction requirement was made; but
if that condition is satisfied, it is not material
that other claims were amended or new claims
uirement so long as
claim is to be in-
cluded in the Rule 147 application. ,
Since Rule 147 is limited by its terms to cases
in which the parent application is still pending
when the divisional case is filed, it is necessary
that all requirements of the rule be satisfied

_prior to abandonment or patentmg of the par-

ent application.

Since Rule 45 (second paragraph) permxts
the conversion of a joint application to a sole,
it follows that a new application, restricted to

~divisible subject matter, filed during the pend-

ency of the joint application by one of the
joint applicants, in place of restricting and
converring the joint case, may properh be

Rev. 17, July 1968



identified as a division of the joint application.

In like menner under Rule 45 tgnl d pars-
_graph), a new joint application divisible
subject matter present In a sole application
may be identified as a division if bgethe
sole applicant and another during the pendency
of the sole. See 201.11.
~ However, the following conditions must be
_satisfied in each of the foregoing situations,
(a) It must a pear that the parent appli-
‘cation was filed * through error and without
“any deceptive intention”. '

application must be diligentlg filed and the
burden of establishing good faith rests with
the new applicant or applicants.

(c) There must be filed in the new applica-
tion the verified statement of facts required
by Rule 45.

For notation to be put on the file jacket by
the Examiner in the case of a divisional ap-

_ plication see 202.02.

201.07 Continuation [R-16]

A continuation is a second application for
the same invention claimed in a prior applica-
tion and filed before the original becomes
abandoned. Except as provided in Rule 45,
the applicant in the continuing application
must ge the same as in the prior application.
The disclosure presented in the continuation
must be the same as that of the original appli-
cation, i.e., the continuation should not include
anything which would constitute new matter
if inserted in the original application.

At any time before the patenting or abandon-
ment of or_termination of proceedings on his
earlier a,pé)]ica.tion, an applicant may have re-
course to filing a continuation in order to intro-
duce into the case a new set of claims and to
establish a right to further examination by the
Primary Examiner.

For notation to be put on the file jacket by
the Examiner in the case of a continuation ap-

plication see 202.02.

STREAMLINED CONTINTATION

If the drawings and specification of a new
application are to be identical with those of a
pending application of the same applicant, and
if the claims are to be directed to the same in-
vention as that prosecuted in the pending ap-
plication, the application papers of the earlier
case, excepting the claims but including the
drawing, may be used in the new case. A re-
guest for the use of such papers must be made
and such request will be considered a waiver of
the right to further prosecution of the earlier

(b) On discovery of the mistake the new .

201.07

a,ﬁ)p’lication and will terminate proceedings
therein as of the filing date accorded the new
application. A new set of claims directed to the
same invention ag that prosecuted in the pend-
ing application isrequired. The filing fee will be
that appropriate to all the claims to be included
in the new case. The entire file wrapper con-

tents of the earlier application will be included

in the file of the new one but the Office actions in
the former will not be regarded as actions in the
latter and the prosecution of the new applica-

tion will be conducted in the same manner sas if

new application papers had been filed. A new
serial number and filing date will be accorded

- but the effective filing date will be that of the

earlier application.

A su%gested format for transmitting a new
set of claims and requesting the use of the con-
tents of an earlier filed application for a stream-
lined continuation application is set forth in the
notice of May 31, 1966 (828 O.G. 1085).

The streamlined continuation application
g)rooeduremay not be used when at the time of

ing the continuation application: (1) the
parent application has been allowed and the is-
sue fee has been paid; (2) the parent application
is involved in court action; or (3) tie parent
application has been abandoned. Ifa continua-
tion application having one of the above defects -
(as determined by the clerical personnel as soon
as the application is received in the Examining
Group) is filed, it is returned to Application
Branch for cancellation of the serial number
{md1 filing date, and applicant notified accord-
ingly.

If there is a defect in the format of a stream-
lined continuation application which can be
corrected, such as failure to include claims
drawn to the same invention prosecuted in the
parent application, failure to grant a power of
attorney in either application to the person filing
the continuation application, or some other
minor defect, applicant will be given one month
to correct the defect. Failure to do so will
result in the cancellation of the continuation
a.pFication.

he Primary Examiner makes an initial re-
view, the main function of which is to deter-
mine that the new case is a proper continuation
and how to treat the case if 1t is not proper.

While the conditions of the streamlined prac-
tice require that “the claims are to be directed
to the same invention as that prosecuted in the
pending application,” the inclusion of one such
claim will be acceptable to preserve the serial
number and filing date. Claims to the same in-
vention in continuation cases are claims which
cannot be properly restricted from the claims
prosecuted in the parent application and are

fully supported by that disclosure.
A Rev. 16, Apr. 1668




. The Examiner will notify applicant by tele-
phone of a defective or un: able applica-
tion. Form POL~-324 will be compl and
signed by the Primary Examiner in each in-
. stance where a streamlined continuation is de-
fective or not accepted and a copy mailed to

applicant. The defect, if correctible, must be

dateoftheform,

- When examml"qastmmhnedcontmuatlon .
that includes claims Sl baving matter not sup-

ported by the original disclosure or (2) directed
to an invention other than that prosecuted in the
parent case, these claims will be rejected by the
examiner on 356 U.S.C. 132 and 121, respectively.
These rejections should indicate that the claims
are not in accordance with the conditions set
out in the Notice of February 11, 1966 (824
0.G. 1), instituting the streamlined continua-
tion practice. b

continuation will not operate to abandon the
parent case, neither will it prevent the parent
case from becoming abandoned by operation of
law. On the other hand, in situations where
the parent case is awaiting action by the Office,

within one month from the mailing

Although the filing of a defective streamlined

no action will be taken while the streamlined

Rev. 14, Oct, 1967
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application is being reviewed for acceptabilit)
o??ﬁsﬁﬁngdate. mg - = ptalhty
- Where the applicant has inadvertently omit-
ted a reference to the parent case in a stream-
lined continuation, as required by 85 USC 120,
the reference may be inserted by Examiner’s
Amendment if the case is otherwise ready for
allowance (see 201.11), .

201.08 Continuation-in-Part

A continuation-in-part is an application filed
during the lifetime of an earlier application by
the same applicant, repeating some substantial
portion or all of the earlier application and
adding matter not disclosed in Sxe said earlier
case. (In re Klein, 1930 C.D. 2; 3938 O.G.

1 519.) :

- A continuation-in-part filed by a sole appli-
cant may also derive from an earlier joint
application showinf a portion only of the sub-
ject matter of the later application, subject to
the conditions stated in the case of a sole divi-

“sional application stemming from a joint ap-

plication (201.06). Subject to the same con-
ditions, a joint continuation-in-part application
may derive from an earlier sole application.




AND STATUS OF APPLICATION 201.11

» filing date of the first spplication and if it com-
~ tains or is amended to contain a specific reference to
the earlier filed application.

There are three conditions in addition to the
basic requirement that the two applications
be by the same inventor:

1. The second application (which is called a
tinuing application) must be an application
atent for an invention which is also

For notation to be put on the file jacl
the Examiner in the case of a continuatio
part application see 202.02. L
201.09 Substitute
The use of the term “Substitute” to desig-
nate an application which is in essence the
duplicate of an application lf)iy the same a{;ph-
cant abandoned before the filing of the later or & pat enti
case, finds official recognition in the decision. disclosed in the first application (the parent or
Ex parte Komenak, 1940 C.D. 1; 512 O.G. 739. original application) ; the disclosure of inven-
Current practice does not require applicant to ~ tion in the first application (and obviously in
insert in the specification reference to the earlier the second application as well) must be suffi-
case. The notation on the file wrapper (See cient to comply with the requirements of the
202.02) that one cage is a “Substitute” for an- first paragraph of 35 U.S.C. 112. ‘
other is printed in the heading of the patent . 2. The continuing application must be co-
copies. See 201.11. o pending with the first application or with an
As is explained in 201.11 a “Substitnte” does application similarly entitled to the benefit of
not obtain the benefit of the filing date of the  the filing date of the first application. ]
prior application. ; : 3. The continuing application must contain
: * ' a specific reference to the prior application(s)
201.10 Re-file ol in"i‘l}llespeciﬁ‘(‘:ati‘on.- : N ;
Xo official definition has been given the term . ‘1he term "same mnventor " has been constriec
Re-file, though it is sometimes us%d as an alter- 0 In re Schmddt, 1961 C.D. 542; 772 O.G. 897,
native for the term Substitute. to mclude a_continuing appllc‘atlo'n of a,.sple
If the applicant designates his application as ~ [nventor derived from an application of joint
“pe.file” amﬁ’ the Examiner finds that the appli- inventors where a showmg was made that the
joinder involved error without any deceptive

cation is in fact a duplicate of a former appli- ] €r Myo. s
cation by the same party which was abandoned mtent (35 U.S.C. 116).  See 201.06.

prior to the filing of the second case, the Ex- . COPENDENCY

aminer should require the substitution of the . ’ _
word substitute for “re-file,” since the former Copendency is defined in the clause which
term has official recognition. The endorsement  requires that the second application must be
on the file wrapper that the case is a “substi- filed before (a) the patenting, or (b) the
tute” will result in the further endorsement by ~ abandonment of, or (c) the termination of
proceedings in the first application.

the Assignment Branch of any assignment of
g ) T If the fil

the parent case that may have been made. ) e first application issues as a patent, it
' is sufficient for the second application to be co-

201.11 Continuity Between Applica- pending with it if the second application is

tions: When Entitled to Filing filed on the same day or before the patenting
of the first application. Thus, the second ap-

Date e . !
Gndor ot irumstancs an spliaion Liion 3 b e while fue st i 1
for patent is entitled to the benefit of the filing 1ssue, or even between the time the final fee is

dut'of o prics sppicaton ofthe same Inyn ks T patent e

L.t D) 1ons are speciied in 59 15.5.0. If the first application is abandoned. the
120, which contains a few variations over the ond applicati " K e
astiee rior to January 1. 1953, which was second application must be filed before the
practice p JANUALy fe 2700 **  abandonment in order for it to he copending

e e 0 [ QC': 'c '_' e . N .
not based upon any specific provision of th with the first. The term “abandoned,” refers to

statute. abandonment for failure to prosecute (Section

25 IN.8.0. 120. Benefit of earlier filing date in the 711.02), express abandonment (Section 711.01),
United States, An application for patent for an in- and abandonment for failure to pay the issue
vention disclosed in the manuer provided by the first fee (Section 712). I an abandoned applica-
paragrapb of section 112 of this title in an application tion is revived (Section 71103 (¢)) ora petition
previously filed in the United States by the same in- for late pnyment of the issue fee (Section 712)
ventor shall ‘have the same effect, as to such inven- 1s granted by the .Commissioner, it becomes
tion, as thoygh filed on the date of the prior applica- reinstated as a pending application and the
tion, if filed hefore the patenting or abandonment of p['(-,(r(',(“ng |wrim| of abandonment has no effeet,
or termination of proceedings on the first application The expression “termination of proceedings™

or on an application similarly entitled to the henefit of is new 1n the statute. “]”m"g], not. new In

10.1 Rev. 14, Oct. 1967




201.11

practice. P s in an application are
obviously terminated when it is abandoned or

when a patent has been issued, and hence this

expression is the broadest of the three. There

are several other situations in which proceed-

ings are terminated as is explained in Section

711.02(c). '

When proceedings in an application are ter-
minated, the application is treated in the same

manner as an abandoned application, and the
term “abandoned application” may
broadly to include such applications.

The term “continuity™ is used to express

be used

"kthe

relationship of copendency of the same subject

matter in two different applications of the
same inventor, and the secomf application may
be referred to as a continuing application.
Continuing applications include those applica-

tions which are called divisions, continuations, .

and continuations-in-part. As far as the right
under the statute is concerned the name used
is immaterial, the names being merely expres-
sions develo for convenience. The statute is
so worded that the first application may con-
tain more than the second, or the second applica-
tion may contain more than the first, and in
either case the second application is entitled to
the benefit of the filing date of the first as to the
 common subject matter. T

REFERENCE TO FIRST APPLICATION

The third requirement of the statute is that
the second (or subsequent) application must
contain a specific reference to the first applica-
tion. This should appear as the first sentence
of the specification following the title and ab-
stract. In the case of design applications, it
should appear as set forth in 1503.01. In view
of this requirement, the right to rely on a prior
application may be waived or refused by an ap-
plicant by refraining from inserting a refer-
ence to the prior application in the specification
of the later one. If the Examiner 1s aware of
the fact that an application is a continuing ap-

Rev. 14, Oct. 1467
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~claim subject matter disc

- plication.
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plicatiouﬂ?of a prior one, he should merely call

_ attention to this in an Office action, for example,

in the following language: ; ;
“It is noted that this apf;lication appears to
! osed in applicant’s
ferlor COpenc application Serial No. ______ .
led .______.... A reference to this prior ap-

 plication must be inserted in the specification of

_ the present application if applicant intends to
. ga]y on the filing date of the prior application,
Rule 8.

In Rule 147 (certified copy) divisional cases,
applicant, in his amendment canceling the non-
eft)acted claims, should include directions to enter
“This is a division of a,pplication Serial No.
______ , filed " as the first sentence
following the abstract. Where the applicant
has inadvertently failed to do this and the Rule
147 ‘divisional case is otherwise ready for al-
lowance, the Examiner should insert the quoted
sentence by Examiner’s Amendment.

The end of the first sentence of revised Rule
78 states that if the second application (and by
“application™ is meant the specification) does
not contain a reference to the prior application,
the prior application must be referreg to in a
separate paper filed in the later application.
This provision is merely for the purpose of re-
quiring the applicant to call tgxe examiner’s
attention to the fact that there was a prior ap-
If the examiner is aware of a prior
application and notes it in an Office action, as
indicated ahove, the rule is satisfied and the
examiner should not require the applicant. to
call attention to the prior application.

Applications are sometimes filed with a divi-
sion, econtinuation, or continuarion-in-part
oath, in which the oath refers back ro a prior
applicatiorn.  If there is no reference in the
specification, in such cases, the examiner should
merely cail attention to this fact in his Office
action, utilizing, for example, the language
suggested in the first paragraph of rthis sub-
section.




TYPES, CROSS-NOTING, AND STATUS GF APPLICATION 201.13

licant has inadvertently failed  201.12 Assi ignment Carries Title
e to the parent case in a . Ja i Sl t\ e lde
nation which is otherwise Assi%nment of an original application car-.
xaminer should insert the ries title to any divisional, continuation, sub-

! stitute or reissue application stemming from

 the original application and filed after the date

of assignment.

1201.13 Right of Priority of Foreign
~ Application [R-18]

Under certain conditions and on fulfilling

in,

ate application entitled to the benefit of the
filing date of the first application. Ifapplicant
desires that the pe(rildingf app%iication ha,ve1 the
i t ica- : . et :
ml:ffi‘feofnﬁﬁ,ﬁ ll:;ls%dez fnoaktilllle xﬁgleegc:pig ltcvlalle Eﬁ:td"p r&;m%en_len(is, an application for patent
specification to the intermediate application, ;- belxl:eﬁteof t?ng'}i]iftaéﬁ m?y; be.:“t’tleﬁ t‘_’
also make reference in the specification to the = "oy ot " Tl o g date ol a prior applica
first application. See Hovlid v. Asari et al, [on fled in a foreign country, to overcome an
1D B 0 162; 305 F. 2d 747. e intervening reference or for §1m£1ar purposes.
' There is no limit to the number of prior appli- The ﬁ°3?’3f§°%ss“f§ ill)gmﬁed in the first para-
cations through which a chain of copendency grap. pioelse 228
may be traced to obtain the benefit of the filing Eztract from 85 U.8.C. 119. Benefit of earlier filing
date of the earliest of a chain of prior copendi date in foreigm country; right of priority. Anp applica-

'pplicatidns. See In re Henriksen, 158 US tion for patent for an invention filed in this country by
294 ; 853 O.G. 17. L u any person who has, or whose legal representatives or

A second application which is not copending  assigns have, previously regularly filed an application
with the first application, which includes those for a patent for the same invention in a foreign
country which affords similar privileges in the case

called substitutes in sec. 201.09, is not entitled , :
to the benefit of the ﬁling date of the prior ap- of applications filed in the United States or to citizens
plication and the bars to the grant of a patent of the United States, shall have the same effect as
are eomputed from the ﬁling date of the second the same application would have if filed in this coun-
application. An applicant is not now required  try on the date on which the application for patent
to refer to such applications in the specification ~ for the same invention was first filed in such forelgn
of the later filed application. If the examiner  country, if the application in this country is filed
is aware of such.a prior abandored applica- within twelve months from the earllest date on which
tion' he should make a reference to it 1n an such foreign application was filed: but no patent shall
Office action in order that the record of the be granted on any application for patent for an inven-
second application will show this fact. In the tlon which had been patented or described in 2
case of a “Substitute” application, the notation  printed publication in any country more than one
on the file wrapper is printed in the heading year before the date of the actual filing of the appli-
of the patent copies and thus calls attention  cation in this country, or which had been in public
to the relationship of the two cases. use or on sale in this country more than one year
If an applicant refers to a prior noncopend-  Prior to such filing.
irl;g aban oneg an"C?m’; in tthﬁ ngciﬁcaéiovt’ The period of twelve months specified in this
e manner of referring to it should make i PN . .
evident that it was abandoned before filing the %céu())n 1575“ months in the case of designs, 35

second. ol . .
For notations to be placed on the file wrap- The conditions may be listed as follows:
per in the case of continuing applications see , 1. The foreign application must be one filed
202.02 and 1302.09. in “a foreign country which affords similar
W Not E To B Fr privileges in the case of applications filed in
HEN NOT JNTITLED -0 DENEFIT OF FILING  the United States or to citizens of the United
. . tates.”

p ‘twi!]‘erg }het'ﬁrsii)eapplicatflop 1smf9untd dt.o ]be SQa. e’i’he foreign application must have been
surs tu support allowable claims, a second appli.  fied by the same applicant (inventor) as the
cation filed as a “continuation-,in-part” o}) the AaPplicant in the United States, or by his legal

first application to supply the deficiency is not ~ representatives or assigns. 4 e :
entitled to the benefit of the filing date of the 3. The application in the United States must
be filed within twelve months from the date

first application. Hunt Co. v. Mallinckrodt | elve months 1re ,date
Chemical Works, 83 USPQ 277 at 281 and cases  of the earliest foreign filing in a “recognized’

' cited therein. [R-1§] country as explained below.
11 Rev. 18, Oct. 1968




same invention as the application in the United

N1zep Countrizs oF Foreloy Fruivg

The right to rely on a foreign application is
known as the right of ,ﬁrioritz in international
patent law and this phrase has been adopted
m our statute. The right of priority origi-
nated in a multilateral treaty of 1883, to which
the United States adhered in 1887, known as
the International Convention for the Protection
of Industrial Property. This treaty has been
revised several times, the latest revision in effect
being written in Lisbon in 1958. The treaty
was last revised in Stockholm in July, 1967
(copy at 852 O0.G. 511) but this revision has not
vet become effective. One of the riany provisions
of the treaty requires each of the adhering coun-
tries to accord the right of priority to the na-
tionals of the other countries and the first
United States statute relating to this subject was
enacted to carry out this obligation. There is
another treaty between the United States and
some Latin American countries which also
provides for the right of priority, and a foreign
country may also provide for this right by re-
ciprocal legislation.

Nore: Following is a list of countries with

t to which the right of priority referred
to 1n 35 U.S.C. 119 has been recognized. The
authority in the case of these countries is the
International Convention for the Protection of
Industrial Property (613 O.G. 23, 53 Stat.
1748), indicated by the letter I following the
name of the country; the Inter-American Con-
vention relating to Inventions, Patents, De-
signs and Industrial Models, signed at Buenos
Aires Au 20, 1910 5207 0.G. 935, 38 Stat.
1811), indicated i)y the letter P after the name
of the country; or reciprocal legislation in the
particular country, indicated by the letter L
following the name of the countr{. Algeria
(I), Argentina (I), Australia (1), Austria (1),
Belgium (I), Brazil (I, P), Bulgana (I).
Cameroon (I), Canada (I}, Central African
Republic (I), Ceylon (I), Chad, ReE)ublic of
(I), Congo, Republic of (Brazzavilley (I),
Costa Rica (P), Cuba (I, P), Cyprus (I),
Czechoslovakia (I), Dahomey (1), Denmark
(T), Dominican Republic (I, 1?), IEcuador (P),
Finland (T), France (T), Gabon (1), Germany,
Federal Republic of (1), Greece (1), Guatemala
(P), Haiti (I, I”), Honduras (P), Hungary (I},
Iceland (1), Indonesia (I), Iran (1), Ireland
(1).Israel (I), Italy (1), Ivory Coast, Republic
of (I'),Japan (I), Kenya (I), Korea (1,). Laos,
Kingdom of (1), Lebanon (1), Liechenstein
(1), Luxembourg (1), Malagasy, Republic of
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" gIﬁe'Panama g)
" Romania (), San Marino (T).

lawi (T), Malta (1), Mauritania (T),
), Monaco (I), Morocco (I), Nether-
¢ ), New Zealand (I), Nicaragua (P),
(1), Nigeria, Federation of (1), Norway

Paraguay (P), Philippincs

Portugal SI)’ hodesia (1),
A na (Ij, S arino (. ,éeneaal,‘Re ub-
lic of (I), Spain (I), Sweden (I), g“'itzer and
(I), Syrian_ Arab Republic (I), Tanzania (1),
Togo (I), Trinidad and Tobago (I), Tunisia
(1), Turkey (I), Uganda (I), Union of South
Africa (I), U.S.8.R. (I), United Arab Repub-
lic (Egypt) (I), United Kingdom (1), Upper
Volta, Republic of (I), Uruguay (I, P),
Vatican City (I) Viet-Nam (I), Yugoslavia
(I), Zambia (I). g

If any applicant asserts the benefit of the

filing date of an application filed in a country
not on this list, the examiner should inquire to
determine if there has been any change in the
status of that country. It should be noted that
the right is based on the country of the forei
filing and not upon the citizenship of the
applicant. o

I), Poland (

~ IoeNTITY OF INVENTORS
The inventors of the U.S. application and of
the foreign application must be the same, for a

right of priority does not exist in the case of

an application of inventor A in the foreign
country and inventor B in the United States,
even though the two applications may be
owned by the same party. glowever the appli-
cation in the foreign country may have been
filed by the assignee, or by the legal represent-
ative or agent of the inventor which is per-
mitted in some foreign countries, rather than
by the inventor himself, but in such cases the
name of the inventor is usually given in the
foreign application on a paper filed therein. An
indication of the identity of inventors made in
the oath or declaration accompanying the U.S.
application by identifying the foreign applica-
tion and stating that the foreign application
had been filed by the assignee, or the legal rep-
resentative, or agent, of the inventor, or on be-
half of the inventor, as the case may be, is
acceptable.

Tiye ror Fuing U.S. ApPLICATION

The United States application must be filed
within twelve months of the foreign filing. In
computing this twelve months, the first ga y is
not counted; thus, if an application was filed
in Canada on January 2, 1952, the U.S. appli-
cation may be filed on January 2, 1953. The
Convention specifies in Article 4C (2) that
“the day of filing is not counted in this
period.” (This is the usual method of comput-




201.13

ing periods, for example the six months fer in time if filed on September 8, 1953, since
reply to an Office action: dated January 2 does  September 6, 1953 was a Sunday and Septem-
not expire on July 1 but the reply may be  ber 7, 1953 was a holiday. After Janunary 1,
made on July 2.) If the last day of the twelve 1953, the Patent Office has not received appli-.
months is a Sunday or a holiday within the  cations on Saturdays and. in view of 35 U.S.C.
District of Columbia, the U7.S. application is in 21, and the Convention which provides “if the
time if filed on the next succeeding business  last day of the period is a legal holiday, or a
day; thus, if the foreigm application was filed -~ day on which the Patent Office is not open to
on September 6, 1932, the U.S. application is . receive applications in the country where pro-

TYPES, CROSS-NOTING, AND STATUS OF APPLICATION

I 12.1 Rev. 18, Oct. 1968



right of priority
on in a forei
"utlhtv model called
many. ~

g !'ormzx! Re-
qunrements

Prior to January 1, 19.)3 “the statute cer
' ) ‘ tained no reqmrements for obtammcr the right
prlor ' = he wr ot be entitled to the of puorxty Tlis right existed in mmr of any
heneht of the date of Fr ' , apphcanb or pawntee whenever the conditions
since this application was filed more tha Spec ified in tie statute obt: med, and the “F'
h\elvc montlh before the T ; " licant was not required to do anvthing to ob-
; tain it except when he wished to assert the
: data of the British ‘q)phcatmn sit S 'earher date to overcome a reference or estab-
cation is not the first one filed. If : inter felence Patents gmnted
foreign applicatio '
which is not recognizec
right of priority, it is disregard
purpose.
Public Law 87-333 extend
priority to “subs
one earlier AV
doned or rvise dlaposed of, under certain
conditions and for certain countries only. after be asserted.
Great Bmtqm and a few other countries have ~ U.S.C. 119 reads: .
a system of * 11)0“ dating” whereby the filing application for patent shall be ent‘tled to this
 date of an application is changed to a later date. ight of priority nnless a claim therefor and a certified
This “post-dating™ of the ﬁhnO' date of the "F' copy of the original foreign application. specification
plication does not affect the status of the APPI- and drawings upen which it is based are filed in
cation with respect 1o the right of priority: if  (ns patent Office before the patent is granted. or at :
tho ()xm'mal ﬁlmfr date is more than one yea such time during the pendeney of the ﬁpplicmioh as o
F”m to the U.S. hlmfr no right of priority can required by the Commissioner not earlier than six
we based upon the ‘ll’Phcatmn months after the fling of the application in this conn-

the nghf of pmu' ity is Iost and cannot thele- .
The second p‘mgmph of 35

If an inventor las filed two foreign applica-  (1v Such cerrification shall be made by the patent
“tions In recognized countries, one outside the office of the foreign country in which filed and show
year and one within the year, and the later the date of the application and of the filing of the

, apphcatlon discloses additional subject matter, specification and other papers. The Commissioner
a claim in the U.S. application specifically may require a transiation of the papers fled if not in
limited to the additional disclosure would be (1o English 1anzuage and such other information as
entitled to the date of the second foreign ap-  ho acems necessarr.

plication since this would be the first rm,rzn
application for that subject matter.

The requirements of the statute are (a) that
the qs;phcant must file a claim for the right

SrrEer oF RiGim or p,«ﬂomrry - and (b) he must also file a certified copy of the
' originad foreign application; these papers must

be filed w nhm a certain (mm limit. The maxi-
mum time limit specified in the statute is that
the papers must be filed before the patent is
e .mtull but the statute gives the Commis-
sioner nmhmw} to set this time limit at an
earlier time during the pendency of the appli-
eation,  If the xm,uilw papers are not filed

The right to wlv on the foreign filing ex-
tends to overcoming the eflects’ of intervening
references or uses, “hut there are eertain re-
strictions.  For r-\‘lmplo the one vear bar of
95 17.8.C. 102(h) dates from the U.S, filing
(ate and not from the foreign filing date; thus
if an invention was deseribed ina printed pnb-

lication, or was in public nse in this conntry,  within the time limit et the right of priority
in November 1952, a foreign application filed s lost. Delay omnking the elaim and filing
in January 1958, and o T8, application filed the papers was held not to he a busis for a

13 Rev. 1, Jan. 1964



glish lan-

her information as he may

‘Before going

_the oath, requi
whether or not

into the procedure on the filing
_ of the papers, reference must be made to the
requirements of the oath. Rule 85, relating to

- examiner: r.:r when specifically required by the exam-

_later than the date the final fee is paid. If the pa-

iner, and ir ‘all other cases they must be flled not

pers filed are not in the English language, a transla-

. tion need not be flled except in the three particula
- instnnces specified in the preceding sentence, in whicl
__event a sworn transiation or a transiation certif

by a sworn or official translator mus

, application has been filed the app!
_ state the count he date of

ing of the

earliest such application and he must also.

~ iden every foreign application which was
files e than twelve months before the filing

f the ication in this country. If all for-
gn applications have been filed within twelve

“months of the U.S. filing the ;‘apglicant,is re-

quired to recite only the first suc

and it should be clear in the recitation that the

foreign ap '

~ citing foreign applications before January 1,
1953, included more information than the pres-
ent rule and any oath following the require-
~ments of the old rule would still

(It may be pointed out here that a para-
graph, (d), of Rule 65 was canceled on Janu-
cary 1, 1953. The statute referred to in this

_Earagraph is still in force with respect to
barring the patenting of certain inventions

made by Germans or Japanese but the former

requirement in the oath was omitted because

of the fact that the critical date of January 1,

1946, is now so old that the recitation in the

oath is no longer insisted upon unless the ap-

plicant is claiming priority under P.L. 619.)
The requirements for recitation of foreign

applications in the oath, while serving other

purposes as well, are used in connection with
the right of priority. '

201.14(a) Right of Priority,
Time for Filing Papers

The time for filing the papers required by
the statute is specified in the second paragrap
of Rule 53. k

An applicant may claim the benefit of the filing
dute of a prior foreign application under the condi-
tions specified in 335 U7.8.C. 119 The claim to priority

Rev. 1, Jan. 1064

application

referred to is the first filed

foreign application. The requirements for re- examiner.

B

_ sioner has by
date than the date of the patent.

“date of the payment of the final f
- that, under certain circumstanc

. ority papers up to and including the date for.

acceptable. _ payment of the final fee, it is advisable that

hou}d",“ﬁrst, be noted that the Cyor"nr,his‘-’? ;
as by rule specified an earlier ultimate -

The latest

is t

time at which the papers may be

quired at an earlier date. These circumstances

‘are sFeciﬁed in the rule as (1) in the case of

erences in which event the papers must
d mn the inter-
.to overcome -

inter , ,
be filed within the time speci
ference rules. (2) when necess

_ the date of a reference relied upon by the exam-

iner, and (3) when specifically required by the

- Although Rule 55 permits the ﬁli’ng of pri-

such papers be filed as soon as a claim is in-
dicated to be allowable. Frequently, priority
papers are found to be deficient in material
respects, such as, for example, the failure to
include the correct certified copy, and there is
not sufficierit time to remedy the defect. Occa-
sionally, a new oath may be necessary where
the original oath omits the reference to the
foreign filing date for which the benefit is
claimed. The early filing of priority papers
would thus be advantageous to applicants in
that it would afford time to explain any in-
consistencies that exist or to supply any addi-
tional documents that may be necessary.

201.14(b) Rights of Priority, Papers
Required o

'The main purpose in amending the statute
to require the filing of the Fu‘pers mentioned
was to make the record of the file of the
United States patent complete. The Patent
Office does not examine the papers to deter-
mine whether the applicant is in fact entitled
to the right of priority and does not grant or
refuse the right of priority, except as described




ferences).

The pap rsrequlred re th

ority and the certified
application. The cla
no special form, and may be

_cation. No spec  is requi

14.1

201.14(

ge! time of transmitting the
ertified copy if the fo application is the
one referred to i of the U.S. r:gpli-

in

making the claim for priority and any expres-
sion which can be reasonably interpreted as

Rev. 1, Jan. 1964




tion as filed

certam mforma

. nection is not

~ papers such as
_ elgn patent as i
 application as

copy of the pri ted Qpemﬁcatmn ‘and drawing i

of the foreign patent is sufficient if the certlﬁ-

icates that it corresponds to the ap-
A French cI)atent: stamped
strielle—Con-

‘as filed.
De ‘La Propriété In

Déposées AL Appuide La

ditionally bearing a signed

seal is also accepfable in lieu of a certzﬁed copy

| 201.14(c)

of the French application. :
When the claim to priority and the oertlﬁed

. copy of the foreign application are received

_ while the application is pending before the Ex-
aminer, the Examiner should make no exam-

_ ination of the papers except to see that they
correspond in date and country to the apph-“
cation identified in the oath and contain no

obvious formal defects. The subject matter of
the application is not examined to determine
“whether the applicant is actually entitled to
the benefit of the foreign filing date on the
basis of the disclosure thereof. :

DURI\'G Ix TERFERENCE. '

If prmntv papers are filed in an mterfex-
ence. it i1s not necessary to file an additional
certified copy in the apphcatmn file. The In-
terference Examiner will place them in the ap-
phcnhon file.

CoxtmiNvinGg Arrnicamions, REISSUES

Where the benefit of a foreign filing dare is
claimed in a continuing application or in a re-
issue application and a certified copy has heen
received in the parent ease, it is not necessary
to file an additional certified ecopy in the later
ease. The applicant when making the claim
for priority may siraply eall attention to the
fact that the certified copy is in the parent
applieation.  Insuch enses the Examiner should
acknowledge the chiin with a statement as
foHows

y of the specification y

eant’s attents
1 follmn

S -y

ﬁcknowledged

This sentence a

fully compli
USC. quan

- date of an earlier filed foreign

apphéﬁtmn, 1 ould direct it to the appli-
i ran Oﬁice actlon, as in the

exemplary lan : ,

plicant is remlnded that in order to
be entxt{)ed to pnorlt
parent application
35 U.8.C. 119, a cla
be made in this app

~claim, applicant may

Serial No. _..-_. under

p
ation. . In making such

parent application.

application is in the
[R-201

_(MPEP.20L 14(b) )*

nght of Prlorltv. Practlce
[R—ZO] L

Before amng mto the practlce “'lth respect” L
to those instances in which the priority papers
are used to overcome a reference. there will =
first be described the practice when there isno

occasion to use the papers, which will be in the
majority of cases. In what follows in this
section it is assumed that no reference has

~been cited which requires the pnont\ date to
‘be overcorme. :

Xo Innmnmm*rms

When the papers under 35 U. S C 119 are re-
ceived they are to be endorsed on the contents
page of the file as “Tetter (or amendment) and
foreign ‘lpphranon Assuming that the pa-
pers are regular in form and that there are no
irregularities in dates, the Examiner in the
next. Office action will advise the applicant that
the papers have been received. The form of
acknowledgment may be as follows:

RN “Rece ipt is acknowledged of papers sub-

mitted under 35 17.8.C. 119, which papers have

been placed of record in the file.”

This sentence appears on work sheet form
PO)-1002 as statement 3.

The Examiner will enter the information
specified in section 202,03 on the face of the file
Wrapper.

Rev. 20, Apr. 1969

» based on papers filed in o

: smlply call attention to
*'the fact that a certified copy of the foreign




If the certlﬁed,copy ﬁl q
_spond to the applicatic
‘appllcatlon oath or declar
cation oath or declarati
particular foreign appli
mplied with the requi
g to the oath or declaration.
ces the Examiner’s ]etter, after qcknowl

edging receipt of the papers, should require the

applicant to explain the inconsistency and to file

a new oath or declaration stating correctly the

facts concerning foreign applications required
-ule 65. A letter in such cases may read:

Jedged of papers filed

o e 2 o o e

10t complxed w1th the

reqmred »
_ This p‘lragraph appears on wo
PO—IOO'Z as statement 7. [
_Other situations requiring so
Examiner are exemphﬁed I
samp]e letters.

ctlon by the
the following

- No CLAIM FOR Pmonrrr

[3] “Recelpt is acknow]ed;zed of a certified
copy, filed September 18, 1953, of the Italian
appllcanon referred to in the oath. If this
copy is being filed to obtain the benefits of the
foreign filing date under 35 U.S.C. 119, appli-
cant should also file a claim for prlomtv as
~_required by said section.”

Nore: Where the accompanying letter states
that the certified copy is ﬁ]pd for priority pur-
poses or for the convention date, it is accepted
as a claim for priority.

© ForelcN Arprications ALL More THAN A
Year Brerore U.S. FirLixe

[4] “Receipt is acknowledged of the filing
on ___.....___. , of a certified copy of the
............. application referred to in the
(oath or declaration).
can not be based on said application, since the
United States applieation was filed more than
twelve months thereafter.”

This paragraph appears as statement 6 on

work sheet form PO-1002,

Rev, 20, Apr. 1969

n apphcatxon filed
........ Applicant
quirements of
(a), since the (oath or de_c?amtzon) -
acknowledge the ﬁlmg of any forelgn'
d . have been placed of record in the file.

A eclaim for pnorny j~

sh eompleta ed within the 3y
) submitted.

g to comply
) 16 req ‘ S.C.119. Itis
not seen how the claim for,pnomty can be

ary 23, 1948, because the instant application
‘was filed mone _than one year thereafter.
However, the 1eadmg of the patent
will note the ¢ almed priority date based on
the complete specification; i.e., November 1.
- 1948, for such subject matter as was not dis-
closed i in the provisic speclﬁcatlon ”

Cna'm*mn Copy Nor THE Fmsr Fn‘nanonrm-
o APPLICATION '

[6] “Recelpt is aclmowledged of papers filed
____________ s purportmg to comply with

(date)
e requirements of 35 U. S.C. 119 and they

Attention is directed to the fact that the
date for which priority is claimed is not the
- date of the first filed foreign application

acknowledged in the oath or declaration.
‘ However e priority date claimed which will
{)ear in the printed headmg of the patent

(date claimed)

No Certirrep Copry

[7] “Acknowledgment is made of applicant’s
claim for pnorm based on an application

filedin . ________._ on _________.__. It is
noted, however, that applicant has not filed a
certified copy of the AT apphcatlon
as requlredpg) 35 U.S.C. 119.7

The above paragraph appears as statement 5
on work sheet form PO-1002. :

The above letters are merely typical ones
which have been used, and any unusual situa-
tion may be referred to the Group Director.

ArpPLICATION 1IN IssSUE

The priority papers may be received while
the application is in issue. When the papers
are apparently regular in form and correspond
to the earliest foreign application recited in
the oath or declaration am‘ this application is
not too old, the Issue Branch will enter the
papers, m'knowledgo their receipt, and make the
notation on the face of the file. In other cases
the allowed application, together with the pa-

»ased on the British specxﬁcatmn filed Janu-




2@1.14‘(.;) |

they fail to g ;  asic requirement of the

_ statute, e.g., all m applications were filed
vers are re-  more than a year prior to the U.S. filing date.
. gei ue paid, they will = 'Where the papers have not been entered in
 be left in the file and the aj icant notified by the file, it is not necessary to secure approval
_ the Issue Branch that the papers were received . of the Commissioner for their return but they

too late to be admitted. i  should be sent to the Group Director for can-
e o cellation of the Office stamps. Where the pa-
S ~ Retory oF DA | - pers have been entered in the file, a request for
It is sometimes necessary 1 he Examiner  permission to return the papers should be ad-
__to return papers filed under 35 U.S.C. 119 ‘dressed to the Commissioner of Patents and
either upon request of the applicant or because forwarded to the Group Director for approval.

‘ 16.1 Rev., 20, Apr. 1509



 only -

that the Examin
- applicant’s claim
ence is found w

paying any attention to the priority

niifled in the equired by Rule 65
and no discrepancies appear, it may be assumed

_ that the inventors are the same. If there is dis-

date (assuming the papers have not yet been

filed). The applicant
argue the rejection if it
that it can be argued, or
foreign papers for the pi
the date of the referen If
the reference, the Examiner, in his
n the case, may, if he so desi
cifically require the foreign '

[f the applicant
next

is
~ still considered applicab
continue the reject .
‘the applicant file foreign papers. for the
purpose of overcoming the effective date of a
reference a translatior

- he may merely
hose cases where

required, if the for-

his response may The foreign application may be considered in

eign papers 1 the English language.
Whes the Exa ires the fling of the

papers the should also be required
at the same time. This translation must be a
sworn translation or a translation certified as
accurate by a sworn or official translator.
When the necessary papers are filed to over-
_come the date of the reference, the Examiner’s
- action, if he determines that the applicant is
not entitled to the priority date, is to repeat
the rejection on the reference, stating the rea-
sons why the applicant is not considered en-
titled to the date. If it is determined that he
_is entitled to the date, the rejection is with-
drawn in view of the priority date.

- If the priority papers are already in the file
when the Examiner finds a reference with the
intervening effective date, the Examiner will
study the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. If the applicant is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
‘are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-
~ amnner may reject the unpatentable claims and
at the same time require an English translation
for the purpose of determining the applieant’s
right to rely on the foreign filing date,

the filing of the

17

“complete specification.” The nature and func-

~ sional specification need not contain a complete

. agreement as to inventors on the certified copy,
ithe p il th

‘date

the U.S. and the fereign applications

the same manner as if it had been filed in this
country on the same date that it was filed in
the foreign country, and the applicant is ordi-
narily entitled to any claims based on such
foreign application that he would be entitled

to under our laws and practice. The foreign /

a?plication must be examined for the question
of sufficiency of the disclosure under 35 U.S.C.

112, as well as to determine if there is a basis

for the claims sought.

. In applications filed from Great Britain there

may be submitted a certified copy of the British
“provisional specification,” which may also in
some cases be accompanied by a copy of the

tion of the British provisional specification is
decribed in an article in the Journal of the
Patent Office Society of November 1936, pages
770-774.  According to British law the provi-

disclosure of the invention in the sense of 35
U.S.C. 112, but need only describe the general
nature of the invention, and neither claims nor
drawings are required. Consequently, in con-
sidering such provisional specifications, the
question of completeness of disclosure is impor-
tant. If it is found that the British provisional
specification is insufficient for lack of disclosure,
reliance may then be had on the complete speci-
fication and its date, if one has been presented,
the complete specification then being treated as
a different application.

In some instances the specification. and draw-
ing of the foreign applicaiion may have been
filed at a date subsequent to the filing of the
petition in the foreign country. Even though
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the date on which the specifica-
tion and drawing were filed.

It may occasionally happen that the U.S.
application will be found entitled to the filing
date of the foreign application with respect to

Rev. 15, Jan. 1968




L apphca : give € o
- must be inserted by the Exammer in black ink
~ on the file wrapper in the case of a DIVISION,
~a CONTINUATION, a CONTINUATION-

~ IN-PART and. ,whether given in the specifica-
, - tion or not, in the case.of a SU BSTITU EAp-
e ,phcatlon The notation “None” ’ must be writ-
1946, Congress passed an act, ten in. e:boxas which do not have
referred to as the f

Y i ;
of delays durnng the war. in no later than the fi ,actmn “Tf the instant g .
-, ) 23, 1047, Public Law 380,  application is a division of an application which ,
August 6, 1947fand ublic Law. 619, \0"9’“1’91 ‘has issued as a patent, the patent number and
16, 1954, 5“1’1’le it the original enactment.  date should alsoli)e supplied. The patent num-
Theso laws are re rmted ) the back Of the  ber and patent date og the parent case of a con-
‘ ion-i m art are not entered on the file
per. If the application at hand is a divi-
ofa lelsmn or a division of a continuation
, ' : ~ the data of all cases involved should be given.
The term ,“ACt Of 1883 apph&‘ltlon was  When an application is a continuation-in-part
e used mn referrm to apf)]lcatlons of govern- . of two or more distinct apphcatlons. each appli-
nt_em loyees filed without fee under an act cationshall be noted on the face of the file, \ﬂ‘:en
arch 3, 1883, which was amended  ap application is a continuation-in-part of a con-
130 1928. This act became 35 U.S.C. 266, tinuation-in-part, only the immediate parent
h was repealed October 25, 1965. Begin- plication will be noted on the face of the file.
ning with this date, there are no longer any afP 4 ’I!l)le status of the parent or prior application as
plications which are exempt from the filing fee  “abandoned” is not written on the file wrapper.
or issue fee. Such applications are not always A service to the public was begun with the issue
owned by th iment.  Other a thcatmns, of January 16, 1968, by which the heading of
not inventions of government employees, may  the printed pfltenr now includes all identifying
be assigned to and owned by the govemment - parent data of continuation-in-part applica-
See 607. 01 tions as has been the practice in continuation,
‘ o { ‘ divisional, substitute, and reissue applications.
202 Crosg.Not]ng i , Some exceptions may occur, see the last para-
202 01 In Speclﬁcatlon b - graph of this section. Inclusion of this infor-
~ mation in the heading does not necessarily
.See Rule 76(a), Rule 79 and Sectlon 201.11. indicate that the claims are entitled to the bene-
There is seldom a reason for one application fit of the earlier filing date. The above prac-
to refer to the application of another applicant  tice will not change the procedure with regard
not assigned to a common assignee. Such  to assignments as set forth in the first sentence
lpference ordinarily should not be pernutted of paugranh 2 of Section 306 of the M.P.E.P.
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; ex ous pra
ntinuing, and
, time of al owance tot
' Branch for tlt]e search is no ]o

202 03 On Flle Wrapper Whe
ity Is C]almed for Por ,

the spaces
~ ) 10v1ded for on th
_ wrapper.
The i formahon to be
e file wrapper consist
(filing date), ,
ion and patent numbers ,
- , the particular nature of the foreig
~ plication such as “utility ~
(Gebr uchsmuster) and }a an) must be wri
arentheses before t
‘or example: App ,
B62851. ,
ile wrappers used during the ﬁlmg"
April 1959 to July 1964, the abbreviation
.2 followed by the apphc.ztum number (if
determinable from the papers) ora dash (if not
determinable) should be written in the same
block as and underneath the name of the coun-
try. The word *“Patent” and number (if
known) shonld be written to the right of the
.1[)1_)]1(':1“0" number. If no forel,tm priority is
atmed, the word "\one 1s vrltten in the
block. .
The file wrappers used durmg thp filing pe-
riod July 1964 to September 1966 further con-
tain separate boxes for the application and
patent numbers, and a box for ¢ nerkmg if no
claim for priority has been made,

File wrappers in use from Qc*ptember 1‘)66 to
the present further include an additional box
labeled “B* for the Examiner to use for indi-
cating compliance of app]rmnt with 35 U.S.C",
119,

If the filing dates of Ge\mal foreign applica-
tions are claimed (see 201.15, last paragraph)
and satisfactory papers have been received for
each, information respecting eacly of the foreign
.lpplu ations is to be entered on the face of the

19

~ 202.05

. the file of an original patent for which an ap-

‘received an action by the Examiner.

fdoeu not alter the status of a “new”

nd the listing in
er to the claim of

th‘lt tne mth mclude certam dn-c
rning applications filed in any

ij o applications for patent
ny foreign country, fhe oath

In Case of Relssues

Rule 179 requires that a notice be placed in

lication for reissue has been filed. For the

orm employved for this nonce see Clerk’s
nual.

k,203,f"{'5tatu- of Appllcatmns ;
20301 New

A “new” '\pphcanon is one that has not yet

An
amendment filed prior to the first Oﬂive Action

 applica-

tion. ,

203.02 Rejected :

An app]wahon which, during its rosecutlon

in the examining division and before allow-

ance, mntams an
action is dpsngnatod as a “re]ected application.

Tts status as a “rejected” application continues
as such until acted upon by the apphcant in
response 1o the Examiner’s action (within the

allotted  response peuod), or until it becomes
abandoned

- 203.03 Amended

An “amended” or “old” application is one
that, having been acted on by the Iu\nmmer,
has in turn been acted on by the applicant in
response to the Examiner’s action. The appli-
cant’s response may be confined to an election, a
traverse of the action taken by the Examiner or
may incinde an amendment of the application,

Rev. 13, July 1967
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om.. t 1r cted to an a phcatlon
as ] patent or b awaitin he Office, a prediction
Ru]e 316, Dee (12, hould be made f reach-

Fendmg, bond , _
the applicant (ac the ivelope. The reply doe
_if thereisone) orby t eqttornef oragento rec: o opote _as an action in the case. This predlC :
ord, (2) through failure of applicant to take ap- I e o be considered as binding :
proprlate acti t estage nthe pro%emtmn Sty iner in makmg his next action. -
of the case, or (3) for failure to pav the issue 1y cases of allowed applications, a memoran-
fee. (203 07, T11to 711.03, 712) uld be pinned to the inquiry with a
o atement of date of notice of allowance, and
203 06 Incomplete L , smitted to the Issue Branch for its appro-
priate action. This Branch will notify the in-
_quirer of the date of the notice of allowance
~and the status of the appllmtlon with respect -
to pwme - of the 1 1ssue fee and ab'mdonment

“An appllcanon ]ackm,q some of the e=sentn]
parts and not accepted for filing is termed an.

incomplete appllcatlon }r(_y'5()6 'mrl 506.1)
- for failure to pay the issue fee.

‘ 203 07 Abandonment for Fallure to.. In those instances where the letter of inquiry
Pay Issue Fee (Forfeiture)  goes beyond mere matters of inquiry, it should

An allowed application in which the issue fee  not be marked as a “status letter”, or returned
(or that portion specified in the Notice of Al-  to the correspondent. Such letters must be
lowance) is not paid within ‘three months after  entered in the application file ns a permanent
the Notice of Allowance is abandoned for that ~ part of the record. The inquiry should be an-
reason. The issue fee may however be accepted swered by the examiner, howev er, and in a

by the Commissioner within a further period of manner consisten ,¢“'1t11 the PTO"ISIOHS of
three months on a verified showing of sufficient Rule 14. ‘
cause in which case the patent will issue as Inquiries from Members of C ‘ongress con-
though no abandonment had occurred. cerning the status of pending applications

An applicatio ich has become abandoned - should not be answered by the Examiner but -
by reason of fai o pay the issue (final) fee should be referred promptl\ to the Commis-

was fompr]v referred toas a f()rfe"ed ﬂpph_ . ‘l()n(,rs Ofﬁce for HHG“QF with a ](‘pOl‘t as tO
catmn See’ Ru]e 316in712. C o when a pamcular case will be reached for

further action on the part of the office. ~
203. 08 Exammers To Answer “Status‘ _ Another type of inquiry is to be distinguished
, Lottares ~from oxdumn status ]ettors When a U.S. ap-
ere plication is referred to in a foreign patent (for
Inquiries as to th(, status of upph(.ttmm, by priority purposes, for example), inquiries as to
persons entitled to the information, should be  the statns of said application (abandoned,
answered promptly. Simple Jetters of inquiry  pending, patented) should be forwarded to the
regarding the status of applications will be Application Branch.
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