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PARTS, FORM AND CONTENT OF APPLICATION 602

an oath when presenting a claim for matter not orig-
nally claimed (rule 67), when applying for a reissue
patent (rules 171 and 172), when applying for a patent
. for a design (rules 151 and 133), when applying for a
~ patent for a plant (rules 161 and 162), and when filing
~a statement concerning the making or conception of the
invention as required by 42 1°.8,C. 2182, or by 42 U.S.C.
245700, ~ -

A Rule 68 Declaration need not be ribboned

_ to the other papers, even if signed in a country
_ foreign to the United States. When a Declara-
tion 1s used, it is unnecessary to appear before
any official in connection with the making of the
Declardtion. It must, however, since 1t is an

(c) An additional statement may be required if the integral part of the application, be maintained
; together therewith., Suggested forms for dec-

application has not been filed in the Patent Office within lasntions e L
@ reasonable time after execnrion of the original stage.  |ATALIONS are located in the back portion of the
ment. o ~ "Rulesof I r:wt,lge“vbf‘x)]f.f v o
Rule 68. Declaration in Licw of Application oatn, . Dy statute, 35 11.8,C, 25, the Commissioner
() The spplleant may, ip liea of making an oath o D0% been empowered to preseribe instances when
afrmation in the manner provided by Rule 66, set a written declaration may be accepted in lien
. forth in the body of the statement required from him of the oath fgr “any document to be filed in the
by Rule 65 his written declaration that all statements Patent Office”. ; Sl
‘made of his own knowledge are true and that all state- The filing of a written declaration is not ac-
 ments made on information and belief are believed to ~ ceptable in lieu of the authentication of an
be true, if, and only if, the applicant is, on the same  Original application oath that is informal in
_ paper, warned that willful false statements and the Iike that it lacks anthentication by a diplomatic or
sre punishable by fine or imprisonment, or both (18  consular officer of the United States. See
U.8.C. 1001) and may jeopardize the validity of the 604.04(n). However, if the informality i
application or any patent issuing thereon. original onth is not a requirement of the Statute,
(b} A written declaration by the appiicant satisfying ~ the defective onth may be replaced by a declara-
the foregoing copditione may zleo bhe vued in leu of tion.

for plant cases.

(b) If the application is made as provi
42, 43, or 47, the applicant shall state his :
to the inventor and, upon information and belief, the
facts which the inventor is required by thig rule to
state. : :

Rev, 19, Jan. 1969
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pplication, especially if the inven-
name !l?ln)mt appear in a certified copy of
id foreign application. It should
that an oath in the form proper be
isstillncceptable, .
ingle signature form mentioned in
_includes the oath. ; 1
which refers to applicant
need not contain applicant’
y thereof, ' .

re Janu-

_1In the oath, the jurat must be filled out, and
_ the word “sole” or *on
_ is but one inventor, an

must appear if there
1t if two or more
inventors. ; .

When joint inventors execute separate oaths,
each oath should make reference to the fact
that the affiant is a joint inventor together
with each of the other inventors indicating
them by name. This may be done by stating
that he does verily believe himself ro e the
original, first and j’ioint; inventor together with
“yor A & B, ete as the facts may be,

A seal is usnally imp 1. See 604 and
Rule 66.. However oaths execited in many
states including Alabama, Louiziana, Mary-
land, Massachusetts, New Jersev, New Ymic,
Rhode Island, Sonth Carolina and Virginia
need not be impressed with a seal. i

If a claim is presented for matter not orig-
inally claimed or embraced in the original
statement of invention in the specification a
supplemental oath is required. Rule 67, 603.

602.01 Oath Cannot Be Amended

The wording of an oath eannot be amended,
1f the swording i8 not correct or if all of the

squired affirmations have not been made or if
Mﬁ?} not been properly suhseribed to, a new
oath must be rm,uirmi. However, in some
eages a defieiency in the oath can he corrected
by a supplemental paper and a new oath s
not necessary.

For example, if the onth does nor et forth
evidence that the notary wis acting within his
jurisdietion at the time e adiinistered the

GGG )iy ]

be noted

35

he require-
that the
a part

~ of attachment Form PO-
152 (rev, 6/67) (see T07.07(a)). : ,

Where neither the original oath, nor the sub-
stitute oath is complete in itself, but the two
taken together give all the required data, no
further onth is needed. ‘

New O@Ih or Substitute for
When Waived ' ‘

 In_the first Office action the Examiner must

point out, making use of attachment Form PO-
152 (rev. 8/67) (see T07.07(a) ), every deficiency
in a declaration or oath and require that the
same be remedied. However, when an appli-
cation is otherwise ready for issue, an Examiner
with full signatory authority may waive the
following minor deficiencies : 5

1. A\ delay of somewhat more than five weeks
plus mailing time in filing after the time
of making the deelaration, or the time of
execution in the case of an oath.
2, Residence of an applicant if a post office

address is given,
3. Minor deficiencies in the execution of an

‘oath.
If any of the above are wanived, the Examiner
should write in the margin of the declaration or
oath a notation such as “Date of declaration
waived  application ready for issne” and initial.

602.04 Foreign Oath

An oath executed in a foreign conntry must
be properly authenticated,  See 604 and Rule 66,

602.01(a)

Foreign Oath Is Ribboned
to Other Application
Papers

Lartiaet from Rule 66, (by When the oath is taken
before au offfeer in o ecountry foreign to the United
States, ail the appdication papers, except the drawings,
st be uttached together and a ribbon passed one or
tore tiges thirough all the sheets of the application,
oxcopt the drawings, and the ends of said ribbon
brought together under the seal - before the Talter is
uflized and impressed, or each ghicet st be impressed

Rev. 14, Oct. 1067




an unreasonable time has ,
iner should calé for a new R

question of be detg?m}g&mﬁv’i{} for the original oath. As to the purpose to be
ﬁ‘ ecircum n the particular case, (Five  served by the supplemental oath, the Examiner

' of transmission in the mails  should bear in m hat it cannot be availed

_ of to introduce new matter into an application.

e 67 réquires in the supplemeninl oath
bstantially all the data called for in Rule 65

Mot ol ExE 603.01 Supplemental Oath Filed After

. 1 ;

1f no date of execution appears, applicant is Allowance .
required to file either a new oath or a certifi- Since the decision in Cutter Co. v. Metro-
cate from the notary giving the actual date  politan Electric Mfg. Co., 275 Fed. 158, many
when the oath was taken. ' , f,suppllemenal oaftillxja co;'erin tl:xe,claimsuin thle
~ - . A e e , case have been d after the case is allowed.
602.05(a) Oath in Division and Con-  g,0), oaths may be filed as a matter of right

tinuation Cases and when received will be placed in the

Where the date of filing the application i file by the Issue Branch, but their receipt will
not the date that determines the statutory  not be acknowledged to the party filing them.
twelve months' period, as in divisional and  They should not be filed or considered as
continuation cases. it is immaterial, so far as  amendments under Rule 312, since they make
concerns the acceptability of the oath, how  no change in the wording of the papers on
long a time intervenes between the execution  file. See 714.16. | *
of the oath and the filing of the application. . . Gy

When a divisional application is identical 604 Administration or Execution of
with the original application as filed, signing Oath
and execution of the oath in the divisional case Extract From Rule 66, Ofpicers authorized to ad-
ma]y be omitted. (See Rule 147, 201.06.) minister oaths. (a) The oath or affirmation may be

1 a streamlined continuation :1])[7“(’51“0)’1§th(€ ade before any person-within the United States au-
oath oy declaration of the parent application  ihorized by law to administer oaths, or, when made in
can be used, Therefore, signing and execution of 4 foreign country. before any diplomatic or consular
a new oath or declaration in the streamlined  officer of the TUnited States authorized to administer
eontinuation is not required. See 201.07. caths, or before any officer having an officlal geal an
: anthorized to administer oaths in the foreign country
603 5upplememul Oath i which the applicant may be, whoge authority shall

Rule 67, Bupplemental aath formaller vt originglly he proved by a certificate of a diplomatie or consular
claimed.  fay When an applicant presents a clabm for offfcer of the United States, the oath being attested
mutter ceiginally shown or describied but not substan. in all eases in this and other countries, by the proper
tially embraced in the statement of invention or claim aofficial el of the officer before whom the oath o
originally presented, he ehall file s supplemental onth atfirination is made,  Such oath or affirmation shall be
toy the effect that the subject matter of the proposed vulid as% to execution if it complies with the laws of

sruendment wae part of his inventfon : that he dosg not the state or countey where made. When the person
know anud does not believe tha! the same was ever before whom the oath or affienetion g midde fn this
knowrn argsed hefore hits nvention or digeovory thereof, country 8 not provided with o seal, Iig official eharvae
or patested-op deseribed in any printed publication i ter shall Ineosstablished by competent evidence, as by

LY
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 Texas

VARI ;\lsmi JURISDI CFI0N
op exp]anmm'v par agmphs belov')

hen the pes ‘
affirmation is mad )untrv is not
vided with a seal. his official flr.wt@r ~§m!i
pstablished by mm;m
tificate from a clerk o
other proper officer hm*mg a wal ewew as
noted i 6040 isw. m whwh wmmlmm no v-»m}

STATEWIDE

;\]‘] other stiates

3 miner « muid quro wmf of \m?mt'- .
ity. Depending on the pmﬁdwtmn. e Useal’ ) Alabhama and Nehraska notaries arve ap-
may be either et d or rubber stamped. The poitited ounties and for state at large,
latter should not be confused with a stamped (L) Florida notary commissions are cus:
legend mdxmtmg only the date of Mp:mtmn of  tomarily for state at large but may be restricted
he notary’s commission, by commisgion to less than the state at large.

See also 602.04(a) on foreign executed ﬂmh (o) I Hawaii it is generally limited 1o the
and seal. In some jurisdictions, the seal of the  judicial eirenir,
notary is not required but the official title of td)y InTown, Kentneky and West Vieginia it

the officer must be on the oath. This appliesto  is limited 1o connty for which a ;pmmwl bm

Alabama, ‘alifornia (certain notaries! - notary inoany county nay (|u,1h}' and acr as
isiana, Marvland. Massachusetts, New I notary in any other connty,

vew York, Ohio. Puerto Rico, Rhode [sland, (v) The Junwlwtmn of Kansas and Missouri

sonth Carolina and Virginia, , notiavies is coextensive with county of appoint-

, , ent and adjoining connties,

604.02 unp () InOhio,notaries other thanattorneys are

appointed by the Governor fora tern of 5 years

That portion of an oath or aflidavit ind and haye power to aet only in connty for which

ing where (] i is taken ig known as the
venue.  Whe cotnty and state iy the o byajudge of the comrt of conmmon pleas of the
ventte agree with the county and state in the cotnty i which he resides as qualified for 1the
seal, no prol .. the venu 4y duties of otficial stenographic reporter of such
do not ecorrespond in conunty and state, tie state, may, livwever lw commissioned  for (e
jurisdiction of the notary must. be deterr ' entire state. The extent of jurisdiction is stared
from statements by the notary : ipp@:umz on the  pear the notary’s signature.
oath, or from the listing at 604,03, Venue and (g) Teunessee notary publies commiizsioned
notary jurisdiction must (-nrrc'spmxd or the in one county may file in connty conrt of any
oath is munproper. The oath should show on  other connty and’ thereupon may exercise the
ite face that it was taken within the jurisdic. funetion of his office in sueh utlwr county, In
tion of the certifving ofticer or notary, This el cases, inwevery notary must attach ‘to his
may be given either in the venue or in the certificate a statensent that he is qualified in the
hmh of the jurat. - Otherwise, a new mm, or connty i which he aets, Notaries at barge are
a eortifiente of the notary that the oath was  commissioned by the Seeretary of the State,
taken within his ;nrrwh:fmn. trnst e veoit ratl Notury's <iguatiee st indieate that he is o
Ex parte Delavoye, 1906 C.1D, 3200 120 006G, quadified, Special senl is preseribed hy 1he See.
626 Kx puarte Irmn. 12 LD, 150 067 OG,  perary of Sate, '
gus (h) Tn Virginia noturies nee Hiited 1o ny
: : or county for which appointed except that
601.03 Notaries and Extent of Juris-  notary for city may aet i county or ety «on-

appointed. An attorney orany person certitied

dietion trgraons theretogand o notary Tor a county iy

act i ety contignous thereto, Notaries way be

The extent of the parisdicrion of the potares appomted for two or more connties and eines or
in the varions stiates is given below, for the state af large,

37 Rev, 12, Apr. 1967




_oath should be inspected to de
~_or not the notary’s commission
the date of execution of the oa

© 601.03(a) Notarial Powers of Some

Military Officers

506 (81st Corng
A 136: (a) The %’0
active duty in the armed for

, e the general powers of a notar
't;f a consul of the United States, in t

iembers of any of the armed f
hey may be, and by other pe;
this code [Uniform Code of Military

outside the continental limits of the
(1) All judge advocates of the Army n
Air Force; e

(2) All law specialists;

(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-
ing adjutants, and personnel adjutants:

(5) ANl commanding officers of the Navy
 and Coast Guard; : ,

(6) Al staff judge advocates and legal offi-
cers, and acting or assistant staff judge advo-
cates and legal oflicers; and ~

(Ty All other persons designated by regula-
tions of the armed forces or by statute,

(d) The signature without seal of any such
person acting as notary, together with the title
of his office. shall be prima facie evidence of
hig authority,

6014.04 Consul

When the oath is made in a foreign country.
the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States.  Rule 66,604, This proof
may be through an intermedinry: e.g., the con-
sul may eertify as to the anthority and jurisdie-
tions of another officinl who, in turn, may cer-
tifv as to the anthority and jurisdiction of the
officer before whom the onth is taken,

601.04(a) Consul-Omission of Cer-
tificate

Wihere the oath is taken hefore an officer in
1 foreign country other than a diplomatic or
consular officer of the United States and whose
anthority is not autheniented, the application
i« neverthelesg given a filing date for prrposes
of examination,  The exniner, v his first

Rev. 12, Apr. 1967 3
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that formerly required the consular fee stamp,

n oath: .

is informal in that it lacks au-

thentication by a diplomatic or consular officer

of the Unite

formality can be overcome only

the original oath to the ;
for authenticatior Epﬁl
, ] 'llg

re request return of the oath for
Such st must be accompa-
ed by an order { 0 the oath to be
ained in the file until the properly nuthenti-

_ cated oath is returned. See section 604.04(a),

MPEP. After the oath has been authenti-

_cated, it should be returned promptly to the
_ Patent Office.” ~

~ At the time of the next Oflice action the
request for return of the oath, together with
the application file and the copy of the oath,
is submitted through the Group Manager to the
Director of the Patent Examining Operation.
If the request is approved by him. the onth will
be returned by the examining division. ,

_ The filing of a declaration by the applicant
in liei of an authentication of the original onth
cannot be accepted since the authentication is
essential to preserve the original filing date,

601.05

All papers executed on or after June 28, 1955,

Consular Fee Stamp

are acceptable without such stamp.

604.05(a) Omission of Consular Fee
~ Staamp

In applications executed abroad prior to June
28, 1955 before a counsular officer and in which
a consular fee stamp is required but from
which the required stamp is lacking, the Ex-
aminer should not rvequire a consular fee stamp
to be furnished. The applicant should be in-
formed that the oath or authentication, as the
case may be, does not carry the required con-
sular fee stamp and that the applieant should
obtain a statement. from the consular officer
that a fee stamp had been afixed when the
paper was executed,

604.06 By Attorney in Case

The language of Rule 66 and 35 U.S.C.
115 is such that an attorney in the ease is no
lomger barred from administering the oath as
notiary.  The Oflice presumes that an attorney
acting as notary is cognizant of the extent of Lis
anthority and jurisdiction and will not know-

States; Rule 66(a). in-.

Applicant .

]
‘
. i




this to be invalid, the proper action for the
Office to take is to strike the application since
there is in eflect no proper application before
the ( and the Examiner will refer the file
to the Solicitor's Office to initiate such action.
(Riegger v. Beierl, 1910 C.D. 12: 150 O.G.
§26). See Rule 66 and section 604, [R-20]

605 Applicant  [R-20]

Rule §1. Applicant for patent, (a) A patent must be
upplied for and the application papers must be signed
and the necessary oath or declaration executed by the
actual inventor in all cases, except as provided by rules
42, 43. and 47, See rule 147, ,

_(b) Unless the contrary is indicated, the word “ap-
plicant”” when used in these rules refers to the inventor,
Joint inven who have applied for a patent, or. to
the person mentioned in rules 42, 43, or 47 who has
applied for a patent in place of the inventor.

Extract from Rule 45. Joint inventors, (a) Joint
inventore muet apply for a patent Jointly and each
must gign the application papers and make the re-
quired oath or declaration : neither of them alone, nor
less than the entire nnmber, can apply for a patent
for an invention invented by them Jointly, except as
provided in ritle 47. :

For convertibility from a joint to sole or sole
to joint application, see section 201,03,

Rule 46. Assigned inventions and patents. In case
the whole or a part interest in the invention or in the
patent to be issued is assigned, the application must
stifl be made by the inventor or one of the persons
mentioned in rules 42, 43, or 47. However, the patent
may be issued to the assignee or jointly to the inventor
and the asgignee ag provided in rale 334,

This section concerns filing by the actual in-
ventor, If filed by other, see section 409,03,

Nore
Streamlined continuation application, wec-
tion 20107, Disposition of application by
inventor, section 301, Inventor dend or in-
sane, section 406,

605.01 Applicant’s Citizenship
' The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship.  Where un

39

f any country, a
is accepted as satis-
rement; but a state-
applied for or first
papers tak ) to future citizenship
1n this (or any other) country does not meet
the requirement.

A 60502 ;Appiicant"q‘ Residence

[R-20]
Applicant’s place of residence (not to be con-

fused with his Post Office address) can be fur-

nished by the attorney. In the case of an ap-
plicant who is in the U.S. Army or U.S. Navy,
_a statement to that effect is sufficient as to
residence. For change of residence see
section 717.02(b). ' '
When the post office address is supplied but
the residence is omitted, the - office address
is presumed to be the citg and state of his resi-
dence. Applicant should be so notified by us-
ing language similar to that suggested on work
sheet form PO-1002, which states:
1] “Applicant’s residence has been omitted
rom the papers. The city and state of his
post office address will be presumed to be the
city and state of his residence, If the above
is Incorrect, applicant should submit a state-
ment of his place of residence no later than at
the time of payment of the issue fee,”
If both the post office address and residence
are incomplete, not uniform or omitted, the
“Notice of Informal Patent Application® form
P()-152 should be used.

605.03 Applicant’s Post Office Address
[R-20]

Applicant’s post office address means under
Rule 61 that address at which he customarily
receives his mail. ,

The object of requiring applicant’s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desired;
hence, the address of the attorney with in-
structions to send communications to applicant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete datn a4 to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

Rev. 20, Apr. 1960



605.04 pryliani’Q ~ Signature an d
| R-200

~ Rule 57. Signature. The application mn
by the applicant in person. The signature of
or. declaration will be areepted as the signatui
application provided the sath or declaration is

the full first name without abbreviat
_ die ipitinl or name if amy.
Rule 1¢. Bignature to the specifl
oath or declaration is attached to and refers to the peti-
tion. specification and claim to whi , a

The signing and esecution by )
of certain Divisional and Streamlined
nation applications may be omi
sections 201.06 and 201.07. |

Nore: Signature to response see sections

m(e)_ .

sy , should be exe-
euted only wh hed to a complete appli-
cation as the last page thereof. Such a form
is shown as No. 16 in the List of Forms in
the Rules of Practice hooklet.

signatt
bl

_ tial, action should be taken as follows:

~ Rule 147,

605.04(b) Full First Name Required

All applications which disclose the full first
and last names with middle initial or name,
if any, of the applicant at any place in the
a Jﬂicatiqn papers will be received and con-
sidered as a sufficient ~ompliance with Rules
57 and 76 of the Rules of Practice,
When the full first rame of the applicant
does not appear either in the signature or else-
where in the paperz rhe Examiner will. in
the first official action. require an amendment
over applicant’s signature supplying the omis-
sion, and he will not pass the application to
issue until the omission hag bheen supplied
nnless a statement be filed over the applicant’s
own signature setting forth that his full first
name is as signed or what i in fact his full
first name.
No affidavit should be required.
The requirement sheild be made only when
for the firgt name iy the signature a mere ini-
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_printed in

_In an application
_written with a midq
_signature is with

ttention to the

lest information

s to the correct
with any necessary

. In.the fi

cant, in reply, gives the name with-
. the middle name or initial unaccompanied
by any instructions to amend the typewritten
name, the reply may be interpreted as n direc-
tion to cancel the middle name or initial from
the preamble; though such amendment is not
material, since the preamble is no longer
: patent. It is necessary how-
ever, that surplus portion of the name,
if it appears printed on the drawing, should
be removed therefrom. This can be done by
the Office draftsman. :
If applicant gives the name with the middle
name or initial, interpret the reply as a direc-
tion that the middle name or initial is to be
used in the name on the printed patent. As
thegrinter takes the name from the face of
the file wrapper, the middie name or initinl
shonld be added thereto in red ink.
If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an Examiner’s Amendment indicating that the
name on the drawing has been corrected to
correspond with the signature or signatures,
have the Draftsman correct the drawing, and
pass the case to issue. This cannot be done if
there are inconsistencies in the signatures.
There should be uniformity notwithstanding
that lack of it is not sufficient to affect the
validity of the patent. ‘ :
When the name on the file is corrected, the
file should be sent to the Application Branch
for correction of its records.

605.04(¢) Applicant Changes Name
[R-20]

In eases where an applicant’s name hns been
changed after his application has been filed
and the applicant desires that the patent when
issued earry an endorsement as to the change
in his name, he pmnst submit a recording fee
accompanied by either an aflidavit signed with




certified c hy
el

~ No change is .
by the Clerk of
able endorsem

" regg the change of
ed copy of the Co

ame was effected, or a
_order. Such papers
ment Branch where

d on the file wrapper.
h forwards the file to
ch for a change in their

 on the face of

L ,l

the file
A suit-
gnment

40.1

k Branch :Whén ready foi‘ allowance, the case |

should be sent to the Drafting Branch for the

_addition of the new name to the drawing.

Where the change of name is merely b
amendment, such as the addition of a full first
name cr a middle initial and no affidavit is
required, the file is sent to the Application
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assignment record.

Itev, 20, Apr. 1960




permissible for a
e r other
h his $

It is
~ f no

It is not essential that the names appepl: i
n,

» same order in the signatures to the pet
eeification, oath, and drawing.
order of names of joint patentees i
ing of the patent is taken from the
hich the typewritten names appear
iginal oath accompanying the ap
papers. Care should therefore be exere
selecting the preferred order of the ty
ten names of the joint inventors, before filing.
as requests for su v
nrames would entail changing numerous rec-
ords in the Office. Since the particular order
in which the names appear 18 of no consge-
nee i ' egral rights of the joint
applicants are concerned. no changes will he
made except for good reasons and by permis-
sion of the Commissioner. It is suggested that
all typewritten and signed names appearing
in the application papers should be in the same
~ order as the written names in the oath,
In those ces where the joint applicants
file separate oaths, the order of names is taken
from the orde
pear in the application papers unless a differ-
ent order is requested at the time of filing,

605.04(g) When Name Is Corrected,
Sendto Application
Branch

When the name is corrected by amendment,
the file should be sent to the Application

Branch for correction of the name in its rec-
ord. When the name is changed, see 605.04(c).

605.04(h) Signature to Drawing

Rule 82. Rignature to drawing. Signatures are not
required on the drawing if it accompanies and i re-
ferred to In the other papers of the application, other-
wise the deawing must he signed, The Arawing may
be signed by the applicant In person or have the name

-n"
t-

bsequent shifting of the

- be identifie

hich the several oaths ap-

41

_cant, attorney, or agent in pe
 drawing

The signature when plac

-should never cross the margi

nature on the drawing must not b
with the other signatures and typed
' ion. Moreover, it cannot
_the other signature

; initia] consistent therewith. -

wever, include initials for the first

ile names. Drawings filed without the

ntor’s name thereon, will have the n

applied in pencil by the Mail Branch.

"{)"h&m the drawing is signed by the inventor

names in
include a

_in person the name of the attorney is not per-
_ mitted to appear thereon.

The drawing may be signed by the appli-
i rson after the
has been filed. The signature need
not be dated. Prohibition against changing
name of the attorney on drawing is discussed
at 608.02(u). For return of drawing to appli-

cant for signature see 608.02(y). ,

The name or signature of the inventor must

as such by an appropriate legend,
Each sheet must be signed when the signature
is necessary. The printed name of the in-
ventor without a signature is also acceptable
a}nd may appear, if desired, only on the first
sheet. : o

605.05 Administrator, Exeﬁijtor, or
, . Other Legal Representative

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.” o

For prosecution by administrator or execu-
tor, see 409.01(a). Ll

For prosecution by heirs, see 409.01(a) and
409.01(d). o

For prosecution by representative of legally
ineapacitated inventor, see 409.02,

For prosecution by other than inventor, see

409.03,
605.05(a)

Signature of Legal Repre-
sentative

If the drawing is signed by the legn] repre-
sentative it must follow this form:

John A. Jones, decensed,
by Mary A. Jones, Administratrix.

Rev. 11, Jan. 1967




 Ifthe speci
administrator
“administrator

ing not more t

ROCTDURE

on ed o

~ Applications filed on or aftel
1965, are subject to the following fees and prac-

tice:

When ﬁling an application, a basic fee of $65
titles applic: : ,

(1) in independent form. If

':,,,claims in excess of the above are included at

time of filing, an additional f
ired for each independent cla

of one, and a $2 fee for each claim in excess of

tle of ’ lnventibﬁ

a). m tme of the invention, which should .
 be as short and specifie as possible, should appear as a
__heading on the first page of the specification, if it does

Bot ofherwise appear at the beginning of the applica-

606.01 Examiner May Require Change

inTitle .
; the title is not descriptive of the in-
vention claimed, the Examiner should require
the substitution of a new title that is clearly
indicative of the invention to which the elaims
~are directed. This may result in slightly
longer titles, but the loss in brevity o ;titl{
will be more than offset by the gain in its
informative value in indexing, classifying.
searching, etc. If a satisfactory title is not
supplied by the applicant, the Examiner may
change the title by Examiner's Amendment on
or after allowance.

If a change in title is the only change being
made by the Examiner at the time of allow-
ance a separate Examiner's Amendment need
not be prepared. The change in title will be
incorporated in the Notice of Allowance. This
will be accomplished by adding the tvpewrit-
ten notation in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
hereunder the title as changed by the
er who should initial the face of the
file wrapper. ’

However, if an Examiner’s Amendment mnst
be prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1967 42

;t . 810__for each

‘ k’ ,Ari}endmentg hefore the first action, or not
_filed in response to an Office action, presenting

ten {logjvla’ims (whether independent or de-
pendent). ,

. Upon submission of an amendment (whether
entered or not) affecting the claims, payment

__of the following additional fees is required in
& pending appli : '

fjon: .
egendem claim pending in
‘excess of the number of independent
. claims already Said for.
 82__for each claim pending in excess of the
~' _total number already paid for, (It
_should be recognized that the basic
865 fee pays for ten (10) claims, one
of which may be independent, re-
ﬁ;gl)es.s of the number actually

additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. Such
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in section 714.03 will be
followed.

The additional fees, if any, due with an
amendment are ealeulated on the basis of the
claims (total and independent) which would be
present, if the amendment were entered. The
amendment of a claim, unless it changes a de-
dendent elaim to an independent claim, and the
replacement of a elnim by a claim of the same
type do not require any additional fees,

For purpoges of determining the fee due the
Patent Office, a elaim will be treated as depen-
dent if it containg reference to one other claim
in the application, A claim determined to be
dependent Ly this test will be entered if the
fee paid reflects this determination,

Any elaim which is in dependent form but
which is so worded that it, in fact is not, as for

o present (10) claimsinclud-




m in proper
hem as inde-

The additional fees, if any,
amendment are required prior to any consider-
ation of the amendment by the Examiner.
Money paid in connection with the filing of
a proposed amendment will not be refunded

hy reason of the nonentry of the nmendment.

Exempt appli-

There tWO types ;
5 U.S.C. 266,

cations: (a) those filed w
repealed as of October 25, 1¢ and (b) those
filed under a ruling of the Comptroller Gen-
eral’s Opinion B-111.64~ also abrogated as of
the same date: ' ; o

Frep Usoer 35 US.C. 266

85 I.8.C. 266. Issue of patente seithout fees to Gor-
erament  employees, The Commissioner may grant,

42.1

, 607.01
subject to the provisions of this title, to any officer,
nlisted man, or employee of the Government, except -
flicers and employees of the Patent Office, a patent
witheut {he payment of.feex, wien tne head of a de-
‘partment or agency, certifies the invention is used or
iikeiy. to be used:in the public interest and the appli-
cant in his application states that the invention de-

CF APPLICATION

_seribed therein, if patented, may be manufactured and

nsed by or for the Government for governmental pur-

poses without the payment to him of any royalty

thereon, which stipulation shall be included in the
(Based on Act Mar. 3, 1883, amended Apr, 30,
epenled October 25, 1963.) ,

_In revising such applications for issue, the
specification should be checked to assure the
presence of the substance of the following
statement therein:

“The invention described herein may be
manufactured and used by or for the Gov-
ernment for governmental purposes without
the payment of any royalty thercon.”

If the substance of such a statement does
not appear as the first paragraph of the specifi-
cation “after” the abstract but is present else-
where in the specification or record, the same
should be entered, by Examiner’s Amendment,
as the first paragraph of the specification after
the abstract. ‘

If the substance of this statement is not
present at any point in the record of the ap-
plication. an action should be made requiring

~such statement, signed by the applicant. and an

{ment direeting insertion of sume as the

Rev, 13, Jaly 1967



right, trt}e d interest in the inv ention
apphcat;;m o the Government or a Govern-

applicatiol
mgpand fi-
nanced bv :Ew ('iovemmsmt under contract or
agreement requiring that the results thereof
be made available to the gubhc, and the appl
cation contains n clause dedicating the inven-
tion and patent to be granted to the free use
e people in the territory of the United
States. ,
Beginning October 25, 1965, there are no
longer any applications whwh are exempt from
the filing fee or the issue fee. Applications file
I i= date without the ﬁlmg f :
_pro : viously in effe :
payment of the insue fee if th
ance is dated on )L
The follow
are applicabl

607.01 (a)

lnwmmr Leaves Serviee of
United States

An opinion of the Attorney (General., dated
January 14, 1936, rules that an application
ﬁ]ml under the Act of 1883, as amended, now
35 1U.8.C, 266, which meets the requirements uf
this statute as to the status of the inventor
the time of filing, is sufficient warrant for tlm
issnance of a patent to the inventor if the in-
vention claimed therein is found patentable,
whether or not he is in the service of the
United States at the time the patent issues,

607.01(b) Fee Exempt Changed to
Fee Filed

Where au application was filed under 35
U.s.C. 266, the regular filing fee can be subse-
griently prid and proper amendiment made by
the inventor, concurred in by the Head of the
Departiient concerned, cancelling the offer of
clm;imm)n, the fee be'mg entered on the file
and the original date of the application re-
tained.

Cwhatoie old,

' ﬁertammg in the return of fees

‘to the Refund Unit of ti
e Budget and Finance Division.
ns she  expressed to attorneys or
' or not fees are return-

the mventor gwes as ,

- consxderatlon n_complete revelation or dis-

the invention fur which he seeks
All amendments or claims must
n the original disclosure, or they
Ive new matter. Applicant may rely for

_upon the specification with original
mwmgs, all as filed complete. %e

losure of

603.,01

Rule 71. Detailed description and specification of the
inrention, (n) The specification must include a writ-
ten: deseription of the invention or discovery and of

Specification

_ the manner and process of making and using the

same, and is required to be in such full, clear, con-
cise, and exact terms as to enable any person skilled
fn the art or science to which the inventlon or dis-
covery appertding, or. with which it s most nearly
ennnected, to make and use the same,

tti The specifieation must set forth the precise In-
vegsion for which a patent is soliclted, in guch manner
ag to distinguish it from other inventions and from
1t must describe completely  n specific
embodiment of the  process, machine, manufacture,
eompposition of matter or improvement invented, and
must exphiin the mode of operation or principle when-
ever applicable, The best mode coutemplated by the in-
ventor of carrying out his inv an mugt be set forth.
(s 1n the ease of an improvement, the specification
must particularly point out the part or parts of the
process, machine, manufacture. or composition of mat-
ter to which the improvement relates, and the descrip-
tingn should be confined to the ==cific improvement nnd
to 1ot parts as necessnrily enogerate with it or as may
e pecessary to n eomplete understandiug or deserip:
tineu of if,

Certain crogs notes to other related applica-
tions may be made,  Refervisees to foreign up-
plications or to applications identified only by
the attorney’s docket numiber should be re.
guired to be enncelled.  Rule 78, 202,01,

Rule 52 Lanpuage, paper, wcriting marging,  (a)
Phies guetivicn, spoettiention, and oath mu<d he in the
Fasetizh ipgange. A popaers which are to heeome o
part of the peematvnt records of the Patent Office must
b fegibiy weltteu or printed in permanent ink.

Rev, 11, Jap, 1067
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_ and initialed or
_indicate such fac

In order that speciﬁpi@iﬁnﬁ may be expedi-

tiously handled by the Office, page numbers

should be placed at the center of the bottom
of each page. It is a common ]pmctim and
a commendable one, to consecutively number all
the lines of each nd the lines of each
claim). A top mar at least 1% inches

- should be reserved on each page to prevent
_ possible mutilation of text when the papers are
et

nched for insertion e jack b :

‘mimeographed, xeroprinted, multi-

%. d or good eﬁ%on e e(?ohnnﬁ of rep;)‘;
uction are acceptable provi the T us

has a surface such t’hgtz amendm&nlt):px;ay be

written thereon in ink. So-called “Easily

Erasable” paper having a special coating so

that ernsures can be made more easily may not

provide a “permanent” . Rule 52(a). If
a light pmp;re of an oqugl?;ry (pencil) eraser

removes the imprint, the examiner should, as

soon as this becomes evident, notify applicant
that it will be necessary for him to order a copy
of the specification and claims to be made by
the Patent Office at his expense for incorpora-
tion in the file. It is mot necessary to return
this copy to applicant for signature,

See in re Benson, 1959 C.D. 5; 744 0.G. 353.
roductions prepared by heat-sensitive, hec-
tographic or spirit duplication processes are
also not satisfactory. ,

As stated in Rule 52 the specification as wel
as petition and oath must be in the English
language.

*he specification is sometimes in such faulty

English that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence ghould
not be required or accepted except in extreme
cases.
" The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed specification in a foreign

Rev. 11, Jan. 1567

other alteratie

ot require a date.
. application obviously fails to
invention with the clarity required
12, revision of the application
i See 70201.
is neve rned to ap-

or retu
ce, he should re- -
reof, each line, pref-
cutively numbered on
g, the attorney or the

s insertions, cancellations, or
g the page and the line.

ing to interlineations and
3 is strictly enforced. See in
re Swanberg, 129 U.S.P.Q. 364.

608.01 (a) Arrangement of A plica-
Frokl Gt

Rule 71. Arrangement of application. The follow-
ing order of arrangement should be observed in fram-
ing the application : e

(a) Title of the invention; or an introductory por-
tion stating the name, citizenship, and residence of the
applicant, and the title of the invention may be used.

(b) Abstract of the disclosure. -

(c) Crose-references to related applications, if any.
(d) Brief summary of the invention, ‘
(e) Brief description of the several views of the
drawing, if there are drawings.

(f) Detalled description,

igy Claim or claims.

‘hy Signature, (Seerule76.)

Norte

Design patent specification, 1503.01,
Plant patent specification, 1601.5.
Reissue patent specification, 1401.06.

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by the headings
indicated.

(a) Title of the Invention.

(b) Abstract of the Disclosure.

(¢) Cross-References to Related Applica-
tions (if any).

(d) Background of the Invention.

1. Field of the Invention.
2, Description of the Prior Art.

(@) Summary of the Invention,

(f) Brief Description of the Drawing.

() Description of the Preferred Kmbodi-
et (), .

(h) Claim(s),

 Rule 52(




 a first Office

',,mmtofrthe”

bstract of the Dis-

application is required

lication received in the  cepia
‘ A wonld be an application having cla:

Pa e on or after January 1, 1067. An
abstract is also required in all patent applica-
tions previously on file which have not received
: e action of a.%}nnd from the Exam-
iner by November 1, 1986, except those passed
to issue on the first action. e
___In all such ceses which lack an abstract, the
Examiner in the first Office action should re-
quire the submission of s brief abstract of the
technical disclosure in the specification, the ab-
_ stract to appear immedi mﬂw the title of
the invention and preceding the disclosure in a
_separate paragraph under the heading “Ab-
' Disclosure.” Responses to such
actions should be treated under Rule 111(b)
practice like any other formal matter. ~
~ Applications sometimes include statements
attempting to restrict the use of the abstract in
interpreting the m'pa of the claims. Because
Rule 72(b) expressly prohibite this use of the
abstract, statements of this type are uncalled
for and should not appear in the printed patent.
Whenever any such restricting statement con-
%W&am pears in the porﬁonedofan
application that would appear in a printed pat-
 ent, cancellation will be required, or the cancel-
lation shall be effected by E iner’s Amend-
ment if the application is otherwise ready for
allowance. - ‘
Under current practice, in all instances where
the application contains an abstract when sent
to isme, the abstract will be published in the
O%{:ii&l Gazette 1:};?‘1 of a clu.im.lm .
pon passing the case to issue, the Cxaminer
should see that the abstract is an adequate and
* clear statement of the contents of the disclosure
and generally in line with the guidelines in the

following numbered ptn%l ; the abstract
shall be changed by the Examiner’s Amend-
ment in those instances where deemed necessary.

1. The purpose of the abstract is to provide a

nonlegal technical statement of the contents of

 scientist, engineer
~ lar art, and th

state of the

researcher In the particu-
ore should serve to indicate
need for consulting the full
etails. .
ot
, _A single paragraph of 50-10(
“s,uﬂi\«gent. In un%sualclmm
es a plural paragraph abstra h
le. An example of these

ent statutory classes, it being

the abstract of the disclosure should include all
the advancements in the art. Where a plural
paragraph abstract is deemed necessary, the

~ complete abstract must be set off by suitable

headings to indicate where it begins and ends.
For headings usable between the abstract and
the subsequent description, see 608.01(a), or see
“Guidelines for Drafting a Model Patent Ap-
plication Under the Revised Rules” 832 0.G. 5.

1. Especially in the chemical field, the ab-
stract should include & statement of the utility
of the subject matter of the disclosure, particu-
larly that which is related to the invention,

5. The abstract should be separate and inde-
pendent of the “Summary of the Invention.”
One of the purposes of the abstract is to deter-
mine quickly the nature and gist of the technical

diselosure,

608.01(c) Background of the Inven-
tion

The Background of the Invention ordinarily
comprises two parts:

(1) Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a pamphras‘i.;g of
the applicable U.S. patent classification defini-
tions. 'The statement should be directed to the
subject matter of the claimed invention. '
(2) Description of the Prior Art: A vars-
graph(s) describing to the extent practical the
rior art known to the applicant,
including references to specific prior art where
appropriate. Where applicable, the problems
involved in the prior art, which are solved b
the applicant’s invention, should be indi .
See also 608.01(s).

Rev. 16, Apr. 1068




1y those interested in the particular

to which the invention relates, of the nature of

the invention, the summary should b
_ to the specific invention being clai
tradistinction to mere generalities
be equally spplicable to numerous preceding
patents. p’:l‘ha is, t ect matter of the in-
v}anti(m should = i :'m,on& mé more
clear, concise sentences or paragrapl tereo-
typeé genersl statements that nguld fit one
case as well tﬁ another serve n

of any

_statements that

n point as applicable exclusively
e in hand. SRk

bmfsummuy, if properly written to

the exact nature, operation and purpose

y invention will be of material assistance

n ai “ ding of the patent
in future s See 005.04. The brief
mmmagdwuld be more than a mere state-
ment of the objects of the invention, which

 gtatement is also permissible under Rule 73.
" The brief summary of invention should b

kwfgsisteut with the subject matter of the

£ application aud

| Regervation C]aum Not
" Permitted o

" _Rule 9. Rescrvation clauses not permitted. A res-
ervation for a future application of subject matter die-
_ closed but not claimed in & pending application will
not be permitted in the pending application, hut a5
application disclosing unclaimed subject matter may
~contain a reference to u later filed application of the

same applicant or owned by # commot aaslgnee Ais-
closing and clsiming that subject matter.

608.01(f) Brief Deseription of Drav-
ings |
Rule 14, Reference to drawings, Wheo there are

Arawings, theve shall be a brief description of the
several views of the drawings and the detalled de-

Rev. 16, Apr. 1968

‘able any person

 must b
_ not made for the

_ applied, no single reference character being

ailed description of
ngs follows the
d brief d 1 of the drav :
quired by Rule 71,
ularity as to en-
) the pertinent art or
science to make and use the invention without
involvi :
plicant is ordinarily permitted to use his own

_terminology, as long as it can be understood.

ecessary grammatical corrections, however,
| be required by the Examiner, but it
be remembered that an examination is
purpose of securing gram-

1 perfection. ,
reference characters must be properly

used for two different parts or for a given part
and a modification of such part. Iu the lattes
case, the reference character, applied to the
“given part,” with a prime afixed may advan-
tageousiy be applied  to the modifieation,
Every feature specified in the claims must be
illustrated, but there should be no superfluous
illustrations.

Restrictive statements or express limitations
relating to the scope of the invention claimed
should be omitted from the application. If the
limitations are only intended as statements de-
signed to have no effect in the interpretation of
the claims, the language is wholly unnecessary
and should be eanceled as surplusage. On the
other hand, if the statements are to be used in
the interpretation of claims, said statements are
clearly iznproper and should be deleted. Title
35 1°8.C. 112 requires that an applicant shell
particularly point out and distinctly claim the
gubisct matter or combination which he claims
as his invention or discovery (sce 608.01(k)).
Whenever any sach r@.'%%t,ri(.ft,sn“x%j staternent. con-
cerning the claims appears in the portion of an
application that would appear m a rinted
patent, cancellation will be required, or the can-
sellation shall be effected by Examiner’s
Amendment if the application is otherwise

ready for allowance.

extensive experimentation. Ap ap-




and shonld

' Rule 75 in 608.01(i), 608.01(0), and 1302.01.
Nore.—Completeness 608.01 (p) '

608.01(h) Mode of

venu

The bwt mode devised by the inventor of',k'

ca out his invention must be set forth
in the description. Current practice is to ac-

cept an operative example as sufficient to meet.

this requirement.

In chemical cases, ‘complete data necessary

for the preparation and use of at least one ex-
ample of the invention should be presented.
Nore.—Completeness 608.01(p)

608.01(i) Claims [R-18]

Rule 15. Claim(s), (&) The specification must con-
ciude with 4 clalm particularly polnting out and dis-
tinctly claimiog the subject matter which the nnpucant
regards se Lig invention or discovery,

(b} More than one claim may be pregsented provided
they differ substantially from cach other and are not
unduly multipiled.

46.1

J8e-uRT (3 - GG -k

- invention a
tion and the te d
~find clear support or antecedent basis in the descrip-

. be ascertainable by reference to the descriptfon,

| 608.01 (£)  

‘more th,a'n ona claim is presented, they

SLICATION

incomorated by reference into. the dependent clafm
idy (1) 'rhe claim or claims must conform to the
rth in the remainder of the specifica-
s and phrases used in the elaims must

tion so that the meaning of the terms in the claims may
12) See rules 141 to 147 as to claiming different

inventions in one application.
fej} Where the nature of the case admlts, as. in the

: case of an improvement, apy independent claim should

contain in the following order, (1) a preamble com-
prising - a general description of all the elements or

~steps of the clalmed combination which are conven-

tional or known, (2) a phrase such as “wherein the
improvement comprises,” and (3) thoze elements, steps
and/or relationships which constitute that portion of
the claimed combination which the applicant considers
as the new or improved portion.

Numberin
Form of

Notz
of Claims, 608.01(j).
laims, 608.01 (m).

Rev, 18, Ocf, 196%




PAETS, FORM AND

Dependent,’clbims,' 608.01(n). i
Examination of claims, 706. ,,
Claims in excess of fee, 714.10,
608.01(j) Numbering of Claims
Rule 126. Numberin ~oféu;&m The original number-
ing of the claims must be pr throunghovt the

ciaims must not be renumbered. When claims are

added, except when presented in accordance with Ruole
121¢by, they must be numbered by the applicant con-
secutively beginning with the number next following.
claim previously presented
i whether entered or not). When the application is:

the highest numbered
ready for nlilowasnce, the examiner, if necessary, will re-
niunber the clafms conwecutively in the order fn which
they appear or in such order as may bave been re.

guested by applicant.

prosecution. When claims are canceled, the remaining

In a single claim case, the claim is not num-

608.01(k) Statutory Requirement of
Claims

Sec. 35 U.S.C. 112 requires that the appli-
cant shall particularly point out and distinetly

claim the subject matter which he regards as

hig invention. The portion of the application
in which he does this forms the claim or
claims. This ie an important part of the ap-
plication, as it is the definition of that for
which protection is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may
rely not only on the specification and drawing
as filed but also on the original ¢laims if their
content justifies it.

Where subject matter not shown in the draw-
ing or described in the specification is claimed
in the case as filed, and such original claim
itself eonstitutes a clear disclosure of this sub-
ject matfer. then the elaim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not he attacked
either by objection or rejection hecauze this
subject matter is Jacking in the drawing and
specification, Tt iz the drawing and specifiea-
tion that are defective; not the elaim,

Tt ig of course to be understood that this dis-
closure in the claim must be sufficiently epecifie
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01(m) Form of Claims

While there s no sef statutory form for
clrims, the present Office practice ig to insist

47

breviation
_ various elements ¢ )
 There may be {)l“ural indentations to further

T OF APPLICATION

‘each claim must be the object of a sen-
tence starting with “I (or we) claim” (or the
eqn nt). If, at the time of allowan ,
quoted terminology is not present, it is inser
by the Clerk. Each claim begins with a capital
letter and ends with a period.  Periods may not
be used elsewhere in the claims except for ab-
claim may be typed with the
subdivided in paragraph form.

segregate subcombinations or related steps. In

4 general, the printed patent copies will follow
the format used but ‘)
_pense may prevent the duplication of unduly

rinting difficulties or ex-
complex claim formats, :

Reference characters corresponding to ele-
ments recited in the detailed description and the
drawings may be used in conjunction with the
recitation of the same element or group of ele-
ments in the claims. The reference characters,
however, should be enclosed within parentheses
g0 as to avoid confusion with other numbers or
characters which may appear in the claims.
The use of reference characters is to be consid-
ered as having no effect on the scope of the
claims, S

Claims should preferably be arranged in or-
der of scope o that the first claim presented is
the broadest. Where separate species are
claimed. the claims of like species should be
grouped together where possible and physically
separated by drawing o line between claims or
groups of elaims.  (Both of these provisions
may not be practical or possible where several
spectes claims depend from the same generic
claim.)  Similarly, product and process claims
shonld be separately grouped. Such arrange-
ments are for the purpose of facilitating classi-
fieation and examination.

The form of elaim required in Rule 75(e) is
particularly adapted for the deseription of jm-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this forr of claim is considered to positively
and clearly inelude all the elements or steps re-
cited therein as a part of the claimed combina-
tion.

See Rejections not based on Prior Art
706.03.

608.01(n) Dependent Claims

Rule 75(r). reads as follows:

When more than ope claim {8 presetited. they may
be placed jn dependent form in which a claim may refer
baiek to and farther restreiet 8 gingle precoding eladm.
Clnim< in nependent form shall be ennstried to incliude
alt the thndcations of the elalim inenrposrated by refer-
vepieke initer L dependent eliving,

Rev. 156, Jan. 1968



depends

‘not, however, preclude , :
the examiner that a claim is not a proper de-
pendent claim. Any claim which is in depend-
ent form but which is so worded that it, in fact is
not, as for example it does not include every
limitation of the claim on which it depends, will
be required to be canceled as not being a proper
dependent claim; and cancellation of any fur-
ther elaim dependin 1ch a dependent claim
will be similar} red. The applicant may
thereupon amen laims to place them in
proper dependent form, or may redraft them as
mdependent claims, upon payment of any neces-
sary additional fee.

An essential characteristic of a proper de-

ndent claim is that it shall include everv
imitation of the claim from which it depends
(35 U.8.C. 112) or in other words that it shall
not conceivably be infringed by anything which
would not also infringe the basie claim. Thus,
for example, if claim 1 recites the combination
of elements a, b, ¢ and d, a claim reciting the
%frt}mu?m‘nf clﬁimﬁ in wgweich d was o]mit’tec; or

aced by ¢ would not be a proper dependernt
ggm, even though it placed fnriml;fr liri’i)fminng
on the remaining elements or added still other
clements. '

The fact that a dependent claim which is oth-
erwise proper might mguire a separate search
or be separately classified from the claim on
which it depends would not render it an im-
proper. dependent claim, although it might
result in a requirement for restriction.

The fact that the independent and dependent
claims are in different statutory classes does not,
in itself, render the latter improper. Thus, if
claim 1 recites a specific product, a claim for the
method of making the product of claim 1 in a
particular manner would be a proper dependent
claim since it could not be infringed without in-
fringing claim 1. Similarly, if claim 1 recites a
method of making a product, a elaim for a prod.-
uet made by the method of elaim 1 could be a
pmf:mr dependent claim.  On the other hand.
Hf elaim 1 recites a method of making a specified
produet, a claim to the product set forth in elaim
1 would not be a proper dependent clnim if the
product might be made in other ways, Note,
that since Rule T5(e) requires the dependent
claim to “further restrict™ the preceding elaim,

tl;c'vfz Riutle doses not apply to product-by-process
ehuitns,

Rev. 18, Oct. 1948 18

AND

- CrLarx Fo
A dependent claim 2
2. The product of clai
A dependent claim can
to two or more preceding
a claim reading as follows:
7. A machine as
5 and 6) in whic
is not permitted.

It is also alternative.

claim which depends from a dependent

should not be separated therefrom by any

laim which does not also depend from said
*dependent” claim, It should be kept in mind
that a dependent claim may refer back to any
preceding independent claim. These are the
only restrictions with respect to the sequence of
claims and, in general, applicant’s sequence
should not be changed.  See 608.01(j).

ResrctioN Axp Osyrcrion

If the base claim has been cancelled, a claim
which is directly or indirectly dependent thereon
should be rejected as incomplete. If the base
claim is rejected, the dependent claim should be
ohjeeted to rather than rejected, if it is otherwise
allowable,

Examiners are reminded that a dependent
claim is directed to a combination including
everything recited in the base claim and what is
recited in the dependent claim. It is this com-
bination that must be compared with the prior
art, exactly as if it were presente:l as one mnde-
pendent claim.

Dependent claims should be carefully checked
when claims are renumbered (Rule 126).

[R-15]

608.01 (o) Basis for Claim Terminol-
-~ ogy in Description N

The meaning of every term used in any of

“the claims should be apparent from the de-

seriptive portion of the specifieation with clear
disclosure as to its import, and in mechanicen)
cases it should be identified in the descriptive
portion of the specifieation by reference to the
drawing, designating the part or parts therein
to which the term applies. A term used in the
elaims may be given a special meaning in the
desgcription.  No ferm may be given a meaning
repugnant to the usual meaning of the term,

rified in claims 5 or 6 (or,

Such a claim disguises the
- true number of claims, since it is in reality two
claims,
However, a series of dependent claims is per-
missible in which a dependent claim refers toa
__preceding claim which, in turn, refers to an-
_other preceding claim, g




ration, but sometimes in
or in adding new claims, re int
t do not appear in the ification.
f a confusing variety of terms for

should not be permitted.

nomenclature used in the application as filed,
vet whenever by amendment of his claims, he’
departs therefrom. he should make appropriate

amendment of his specification so as to have
therein clear support or antecedent basis for

the new terms appearing in the claims. Thisis

necessary in order to insure certainty in con-
struing the claims in the light of the specifica-
tion. Ex parte Kotler 1901 C.D. 62: 95 0.G.
ai%4. See Rule 75, sections 605.01(1) and
13602,01. '

Restrictive statements or express limitations
which relate to the scope of the invention
claimed, or which appear to restriect interpreta-
tion of the claims, should be omitted. If
resent they will be cancelled. See section
18.01(g). [R-20]

608.01(p) Completeness [R-20]

Newly filed applications obviously failing to
disclose an invention with the clarity required
are diseussed in section 702,01,

A disclosure in an applieation, to be com-
plete, must contain such description and details
as to enable anv person skilled in the art or
scienice to which the invention pertains to make
and use the invention. :

_ While the prior art setting may be men-
tioned in general terms, the essential novelty,
the essence of the invention, must be described
in such defails, including proportions and tech-
niques where necessary. as to enable those per-

CONTENT OF APPLICATION

lem in mechaaical cases. In chemical cases,

varying degrees of spec U .
A gisclomre,invqlvi

pound or composi

skilled in the art how to he com )

or composition. Incomplete teachings may not

be completed by reference to subsequently filed

upplications. : o e

INCORPORATION

An application for a patent may incorporate
“essential material” by reference to (1) a United
States %atent, or (2) an allowed U.S. applica-
tion, subject to the conditions set forth below.
“Essential material” is defined as that which is

‘necessary to (1) support the claims, or (2) for

adequate disclosnre of the invention (35 U.S.C.
112). “Fssential material” may not be incorpo-

_ 1ated by reference to (1) patents issued by for-

eign countries, to (2) nonpatent publications, or
to (3) a patent or application which itself in-
corporates “essential material” by reference.

Nonessential subject matter may be incor-
porated by reference to (1) patents issued by
the Tnited States or foreign countries, (2) prior
filed, commonly owned 17.S. applieations or (8)
nonpatent publications, for purposes of indicat-
ing the background of the invention or illustrat-
ing the state of the art.

The referencing application must include (1)
an abstract, (2) a brief summary of the inven-
tion, (3) an identification of the referenced
patent or application, (4) at least one view in
the drawing in those applications admitting of
a drawing, and (5) one or more claims, Where
appropriate it would be advisable to direet, par-
tienlar attention to speeific portions of the
referenced patent or application.

If an application is filed with a complete dis-
closure, essential material may be cancelled by
amendment and the same material substituted
by reference to a patent or a pending and com-

_monly owned allowed application in which the

sons skilled in the art to make and utilize the

invention. :

Specific operative embodiments or examples
of the invention must be set forth. Examples
and deseription shonld be of sufficient seope as
to justify the scope of the claims. Markush
claims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitution and formula of
a_chemical compound is stated only as a proba-
bility or speculation. the disclosure is not suffi-
cient to snupport claims identifying the com.
pound by snch composition or formula.

A complete disclosure should inclade a state-
ment of utiiity. This usually presents no prob-

isane fee has been paid. The amendment must
be accompanied by an affidavit executed by the
applicant or hig attorney or agent of record
stating that the material cancelled from the
applieation is the same material that has bheen
incorporated by reference,

f an application incorporates essential ma-
terin} by reference to a U7.8, patent or a pending

and commonly owned allowed 1.8, application

48.1

for which the issue fee has been paid, applieant
will he required prior to examination to furnish
the Patent Office with a copy of the referenced
material together with an affidavit executed by
the applieant or his attorney or agent of record
stating that the copy consists of the smme ma-
terial incorporated hy reference in the refer-
encing applieation.

Rev, 20, Apr. 1969




~ be accompanied by
applicant or his attorney or age
stating that the amendatory
of the same materia) i
in the referencing a iP
leﬁl o date of

be affected beeause of the presence of such refer-
ence. In such a case, as well as any other case

which improperly incorporates essential ma-
terial by reference, the applicant will be re-

quired to amend the disclosure to include the
material incorporated by reference. The amend-

ment must be accompanied by an affidavit exe-
pplicant, or h
of record, stating that the an
consists of the same material incorpor:
reference in the referencing app on.
Reliance upon a copending application by a

ifferent inventor may not ordinarily be made

- for the purpose of completing the disclosure.
. Since a disclosure must be complete as of the
filing date, subsequent publications or subse-
quently filed applications cannot be relied upon

to establish a construetive reduction to prac-

tice.

nation of materials by trademarks and trade
names, see section 608.01(v).

608.01(q) Substitute or Rewritten
Specification [R-20]

Rule 185. Rubstitute specification. 1f the number or
natare of the smendments shall render it diffieult to
consider the case, or to arrange the papers for printing
or copying, the examiner may require the entire spect-
- fiention or elaims, or any part thereof, to be rewritten.
A mubstitate specification will ordinarily not be ne.
cepted unless it has been required by the examiner,

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications cumber the record and
require additional reading, and hence shonld
not be required or accepted except in extreme
cases. ,

A substitute specification that lias not been
required. and is not needed, is nnt entered. See
section 714,20,

New matter in amendment, sev section 808,04,

Applieation prepared for isgne, oo section
1024052,

Hev. 20, Apr. 1909

his attorney or agent

Nore.—For problems arising from the desig-

48,2

his invention,.
derogatory rema
of others. ‘ -
608.01(s) Restorati
 Maner [R-2 |
Canceled text in the specification or a can-
celed claim can be restored only by presenting
the cancelled as & tion. See

~ Rule 124, section 7.

608.01(1) Use in Subsequent Applica-

A reservation for a future application of
subject matter disclosed but not claimed in a
pending application will not be permitted in
the pending application. Rule 79, section
608.01(e). ‘ '
- While « specification cannot be transferred

_to another application, except to a streamlined

continuation application (see section 201.07),
drawings may be transferred from a prior ap-
plication to a later case by the same inventor,
note sections 608.02(i) to 608,02(1).

608.01(u) Use of Formerly Filed In-
complete Application
[R~20]

Parts of an incomplete application which
have been retained by the Office may be used as
part of a complete application if the missing
parts are later supplied. See sections 506 and
506.01.

608.01(v) Trademarks and Names
Used in Trade [R-16]

The expressions “trademarks” and “names

~used in trade” as used below have the follow-

ing meanings:

Drademark : a word, letter, symbol or device
adopted by one manufacturer or merchant and
umr to identify and distinguish his prodnet
from those of others. Tt iz a proprietary word
pointing distinctly to the produet of one pro-
ducer.,

Names Used in Trade: a nonproprietary
name by which an article or product is known




panyi f on which is
efinite to be made &

ionsh & trademark and

uet it identifies is sometimes indefinite.
uncertsin and arbitrary. The formula or char-
acteristice of the product may change from
time to time and yet it may continue to be sold
under the In patent specifi-
i ,‘ ingredient of the

posit

8 to
whieh are lisble to mea ,
at the ffmmaf manufactorers do not
te such langusge. :
. if the product to which the trade
ie otherwise set forth in such
dentity is clear th
to permit the use of the ¢
eommon d

event 48 4190 10 ¢ ases where the traden
and definite meaning. identificarioo
pr other explanatory langtayge i

the identification of a trademari 2
it mmet be rests :
sroduet known 4

f proper i ieation of the product soic
under & trad n product referrec to
omiv by a name ased in trade. s omitted fre
the zpecification and  guct dentifieatiog
deomed recessare under the prineipleg est §o

ahove, the Fenminer shanid hold the diasle

ngaliciant and Fefect

Language such as “the product X (a descrip-
tive name) sold under the tmdapqa:k Y oie

i to wooid any

48

t

Ices
» process of it,s,,,_n;anufwcture
~Such amendments must be
: v showings establish-

the application.

Although the use of trademarks having defi-
nite meanings is permissible in patent ap-
plications, the proprietary nature of the mar:
should be respected and every effort made
prevent their use in any manner which might
adversely affect their validity as trademsaris
The Examiner should not permit the use of
language such as “the product X (a deecrip-
tive name) commenly known as Y (trade-
mark)’” sinee such langnage does mor bring
out the fact that the latter is a trademark.

permiseible.
The use of a trademark in the title of ar

_application shonld be avoided as well as t!

use of a trademark coupled with the w«
“type”: ie., “Band-Ald type bandage.’

Parriar Last or TRADEMARES

Note: Any question ag to whether or not 4
arent tradermnark 1s in fact o trede
forred to the Trademark Classifi
1 Divigion for determination.

rademark, the firet letter, at least, she

italized. ; '
Acoustical Labyrinth
Adrenslin
Aerosol (wetiing age
Alemite
Alphs (Protein)
Al Si Mag
Alumel
Alundum
Ameripo!
Anehor (o
Aquadng
Aresiian
Areslret
Avaphlone
A brauintic

otralyein

Bev, 18, Apr. 199



: Callul(nd (plastics)
Celotex

Chevron (machmery packing)

Chlorex
Chlowmywtm

(Exromol

(alloy)
Coke (beverage)
Corex

Cumar
Cyclone (fence)

Dscron
Danforth (anchor)
Dea

Eidophor
Electro-Silicon

Elon
Emulphor
Erector

Fascinator
Fathometer
Fiberglas
Filtro
Flexowriter
Fluorophene
Foamite
Formica
Freon

Gantrigin
GD
Geon
Glyptal

Rev. 14, Oct. 1967

 PATENT 'EXAMINING PROCEDURE

kﬂgex

(surgical dressing)

e (bome freezer)

Hovercraft . ,
Humatin
Hydm :

Igepon
Instant On
Invar

(¢ otting)
Ironté?x ad ( (gm)
Ironclad (Batteries)

Jee
JetpLine

Kaltron
Kodapak

. ;
Koroseal
Kovar
Laminae

Lavite
Leatherette
Lexide

Link (trainer)
Linoty ?

Liquid Lead (ink)
Lucite

Lax

Masonite
Methocel
Micarta
Microballoon (s)
Modutrol

Monel
\Ionotype

ng'lar

N.D.GA.
Neon (signs)
eon (si
Nit:hroimsg’m
Nico-fume
Ni-Resist
Nitralloy
Nonex
0il
Or
Paraplex
Perbunan




Plasmatron
Plastacele
Plexiglas
Pliofilm
Pliolite
Pliowax
Pluronic
Polane
Polaroid

- Polyfoam
Polymerin
Polynosic
Poracel
Primacord
Priscoline
Push-Back (theatre chairs)
Pyralin
Pyrex

RAM (Random Access Memory)
Refinite

Resinox

Revertex

Ripple (sole}

Rocklath (plaster-board)
Rockwell (tester)

Roquefort

Santomerss
Seintillometer
Secotch (pressure sensitive tape, ete.)
Shakeproof
Sheetrock

Snap-on

Solvesso

.gma; Nut (f
Speed-Nut (fastener)
Steel-Flex

Stellite

Steri-Pad (surgical dressing)
Stiflex

Storm Choke
Straddle Truck
Styrofonm

Sylphon

Sylphrap
Synchrotester
Synpor

Syntron

Tagalong
Talon (fastener)
Technicolor

51

Thenfadil

Thermit

Thermos (vacuum bottle)
Thiokol L
Transite
Triton
Trombone (sprayer)

Uformite
Urotropin

Vacumatic
Varsol

Vaseline
Verichrome
Victrola
Vinylite

Vistac

Vistanex (-Medium)
Votator

Vultex

Vyecor
Weather-Ometer

Zip
Zipper (heels)

608.02 Drawing

Rule 81. Drawings required. The applicant for pat-
ent is required by statute to furnish a drawing of his
invention whenever the nature of the case admits of
it: this drawing must be filed with the application,
iustrations facilitating an understanding of the in-
vention (for example, flow sheets in cases of processes,
and diagrammatic views) may also be furnished in
the same manner as drawings and may be required by
the Office when considered necessary or desirable,

Rule 86, Draftsman to make drawings. (a) Appli-
cants are advised to employ competent draftsmen to
make their drawinga.

(b) The Office may furnish the drawings at the ap-
plicant’s expense as promptly as its Jdraftsmen can
make them, for applicants who cannot otherwise con-
veniently procoure them, (See rule 21.)

NOTE

Standards for drawings, Rule 24,

A booklet “Guide for Patent Drafts-
men” is available from the Superintendent
of Documents, U.S. Government Printing
Office, Washington, D.C'. 20402, price 20
cents,

Design patent drawings, Rule 152, 1503.02.
Plant patent drawings, Rule 165,
Reissue application drawings, 608.02(k).

Rev. 14, Oct. 1087




; *ﬁlingmg

ce of the

ere the invention ¢
, 2 of a particular mat
rial or composition, unless significant detai
of structure or arrangement are involved
the article claims, '
111. Lominated structurer.  Where  the
claimed in on involves only laminations of
_ sheets (and contings) of speeified material un-
less sigmificant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

4 APP . Y8
uishing feature is presence of n par-
rial.  Where the invention resides

gole dist
ticular »

Photographs

aratu systems where

Examiner from

on in the form of a

e second sentence of Rule 81.
' a drawing, th i

 of Rule 81,

e is doin

ase admits” o

; ght give rise to an erro-
ression as to the completeness of the
on when filed. Examiners making

‘such requirements are to specifically require, as

he applicant’s next response, at least
1 ch or permanent print of any draw-
ing proposed in response to the requirement,
even though no allowable subject matter is yet
indicated. This will afford the examiner ai
rly opportunity to determinee the sufficie
e 1llustration and

PHoOTOGRAPHS

: Clearly, photographs are not drawihgs.

are not acceptable for a filing
date nor for any purpose except as exhibits

lees they come within the special categories

set forth in the paragraph immediately below.

Photolithographs of photographs and_photo-
] ‘ on proper size Bristol board

able. See In re Taggart et al.,
G. 307 and In re Myers,

The Patent Office iz willing to accept black
and white photographs or photomicrographs
(not photolithographs or other reproductions

_of photographs) printed on sensitized paper in
lien of India ink drawings, to illustrate inven-




| by the ﬂmﬂ of 1

As soon as allowable subject matter is found,
the requirement for new drawings should be
insisted u Before writing the action, the
Drafting Branch should be consulted to ascer-
tain if, at that time, the new drawing could
be prepared by the Patent Office on request and.
if 8o, the estimate of cost should be included

tion. Otherwise, the action should

leant is advised to em

sf a competent patent draftsman out-

«ide the Office, as the Drafting Branch of

_ the Patent Office does not have the facilities

at the present fime, for preparing new
drawings”, ~

This procedure, by avoiding a fruitless request

to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the

patent.

ploy the sery-

5) can be waived instead of requ
to make correction : ' ,
ad lines too lo

[he following objections if made by the
Draftsman must be corrected and cannot be
waived: . s

(1) Space for heading required.

(2) Inkdrawings required.

(%) Paper undersize.

(4) Signature on wrong end of sheet.

(5) Insufficient margin, ~

(8) Borderlinenot in ink.

ApprTioNaL ILLUSTRATION

If there is only one figure, it should not be
designated “Fi%. 1.” The Examiner may re-
uire additional drawings for the purpose of

 illustrating the disclosure. ~,

When a necessary additional illustration is
small and may be added to the drawings on
file, an additional sheet of drawing should not
be required, but the Examiner will ask that t

proposed  illustration be shown in a
~ which showing will be transferred tc

sheets of the drawings. G s
For the handling of additional, duplicate, or
?u]{ﬁnt]uto drawings, see section 608.02(h).
R-20 5o A0

608.02(a) N awing—When Re-
- quired [R-20]
PromopriNTs A8 DRAWINGS

. If photoprints are snbmitted with a new case
in lieu of formal drawings and such prints are

 not only readable but reproducible, the Appli-
__eation Branch notifies npplieant that the case is
_ accepted for filing only and that, to be entitled

to examination, formal drawings complying

with Rule 84 must be filed within 60 days from
the date of the letter of notification. e for-

Rev. 20, Apr. 1960




r processing will remam
Branch unt.ilht,he correct

~ ment of 311& view:

the

)2(e) Examiner Deterﬁnineu'ﬁ
‘ ~ Completeness of Drawings

' .  The Examiner shoul it that the fig-
berler WE p iF . # 2 ' rroc 5 1
Imlf«, % Infarmal drawings. ’mc;‘ nents \ires are o tlY d ’ he brief
rule %4 relating to deawings will be st fares s £t} > if i
\ drawl : red | Coimily tharets b seription of the speci

. ,;,is:wdmgmm s:«x’gfmk: 4 n cz'm: @rmi' y’/ﬁﬂef:’? ? t;:f&’ ve reference characters are p

admltie ; for puepone of exninination. bstat  fen g (:a - : : ference character bein
the drawing must be corrected oF 8 new one furnished, ¢ or fora g'ive‘n ,'
nw required.  The sury cotrections wiil be made ‘ic‘;*h part "l"‘}very featﬁm rovered
by the Office upon spplicant’s request and al his ex- £ must be “iﬂ{wtmted b"u f ’ mei‘é

na superfluous illustrations, '

e, (Sew rule 200 ,
stances where the drawing is such that _ ,

the prosecution can be carried on without the € 2(f) Modifications in Drawings
eorrections, applicant is informed of the reasons ar , e
why the drawing is objected to, and that the . 0000 s may not be shown in broken
deawing is admi or examination purpo lines on fgures which show in g(’;]xd lines
only ( “07(a)). To be fully re another form of the invention, Ex parte
SBOTIEIve, | dment mnst inelude Badger, 1901 C.D, 1952 97 0.3, 1596, -

 for drawing cor when there is an imi'm ANl modifestions described must be illus-
tion of allowable cubject matter, <o¢ Rule . ext canceled, (Ex parte P?Cky

L ainn - 1901 C.D. : 96 0.G. 2409.) This require-
.. i ment does not apply to a mere reference to

603(72{ ¢) Drawings or Pnnt Ké‘l“ ip  minor va 1= nor to well-known and con-
e . . i e g ey ventional parts, .
~ ' Examining Group [R-20] y o
The phatacop ¢ the drawings mu :ﬁwu!yeé 60&02(8} i,,“]&llﬁll‘aﬁOﬁ; ot Ir ;
be kept on top of the papers on the rizht of the . Lo S s g
file wrapper so as 10 be visible upon opening ﬁ@r@ig::%% . ?,Zwi?gfl},‘f’ {’,ﬁ"};ﬁgﬁ,{;ﬁ" ll?,ﬂ“y ‘i.?‘
the wrapper and easily detached. This photo- i e AL s Lttt X PATLS
v (or “print o placed in the draw Elliott. 196 C.D. 103: 109 O.G. 1337, How-
inet when the ponding drawing : vt eded to understand applicant’s
sved diring prosecution. s invention. they may be retained if designated
) applicatic Vinld Fa sent o jess by a legend sich as “Prior Art”
abandoned fi e original drawing, if . o T
ANy, accompanies it. o S 608.02(h) Additional, Duplicate or
\ ‘ Substitute Drawings [R-
20]

Wien ar armendment is filed stating that at
the same time substitute or additional sheets
of deaswings are filed and sueh drawings have

et Teer tenssrnitted to the Examining Gronp,
e docket lerk i the Fxamining  Gronp

«c
%

608.02(d) Complete [llustration in
Drawings
Bute 88 Conlent of dramwing, L4y Fhe deaving mast

whow every fonture of 1he invent feegy spwecified Cin the
it Flowwever, convesitfornt featires Aiurteivaed in € hier

deseripnton snd elaime, where their detailed Hlnstration

Hev, 205 cpr, L0



Formal transfer of drawings betwee!
cations under Rule 88 are processed i
amining | ‘ s the later

_ newly sub

i ;
" \dditional and subst
through the Drafting Branc ,
in execution <vill be noted. If there are none,
mped, “APPROVED BY |
When such drawings are . YEW UBM:
it should be kept e t of drawings to newly submitted
amp applies pr hat have not been forwarded to
. lines rongh  will be effected by the
ecation. The i ' the application is other-
T such factors as ﬁ‘ing date. A new
y for the adrh“mnal applicatio ‘without drawings but having
ney wirh other sheets. ( lerks  request for transfer of drawings from a pend-
Senter” all additional and sub- g application must be accompanied by a writ-
eets on the file wrapper. If ’h‘?’ E’?“"" _ ten deelaration of abandonment under Rule 135,
ides that the sheets ald not b‘? In order to insure copendency, such an abandon-
ntere. “Ff{“h“’m" @ informed, giving the 00 iy be worded as to become effective only
reasons.  The entries made by the Clerk will gier (he transfer of the drawings has taken
be marked “(N.E.) 7 L place. Since the drawings will be transferred
_If an additional sheet of drawing is €O from the earlier application to the new applica-
sidered unnecessary and the original drawing - jon as of the filing date of the new application.
requires alterations which are taken care of in 3.yt necessary to submit or order photoprints
the proffered additional sheet. the latter may g, ))o pow application
_be used in lieu of the usual skerch required in  "pha above practice “applies to transfer of
making the correction of the original drawing.  Jpqwings from any applicarion except where
For return of drawing, see section 6080208 ). 0 jeee fee has been paid, in which case an

A A . : Yy i . express abnndonment (Rule 135) must he filed
608.02(i) }'?"*fﬁr ;’f %f'm;,mﬁi” ‘F?’l;’: together with a showing w]%&' the proposed ac-
25!}“" Applications , tion was not taken earlier. See Rule 313,

The name of the attorney on the drawing
¥ f 3 & ol 1o 6 oA
Rule 24, af old drieings, A pwinge of 4 GOS0,

being teansferved is not changed. See section

new arv e ion ¢ . AR {!:%i"?: When an application becomes a patent, any

BiH bt ol saeh o i ol draw cuneeled sheet of rh'mwng' then in the case is

. 5, ¢ the prior  ent 1o the abandoned files.  Such canceled

 or if the  <heet is available for applicant’s use in another

‘e appliea- application divected 1o its subject matter. It
follows that, except as provided in Rule 174,

f e are cancelled in
| e new appiication et b wied by 4
(nttor requesting the teansfer of the drawinzs which  drawings printed ina pateni may not be trans-
shiowld be Tetely identified, ferred to a subsequent case, i

54.1 Hev. 20, Apr. 1980




case of a divisional application, if the

¢ ng and descriptive matter pertaining
_thereto have been canceled from

_ case, the canceled sheet or sheet

_may be withdrawn and
drawing of the divisions
volved should be taken to
for erasure of the “CANCE i

608.02(k) Transfer of Drawings to

 Ertract from Rule 17§, The drawings upon which

" the original patent was lssued may be used In relssue
_applications if no changes whatsoever are to be made
_ in the drawings. In such cases, when the reissue ap-
 plication is filed, the applicant must submit a tempo-
rary drawiog which may consist of & copy of the printed
Arawings of the patent or a photoprint of the original
drawings securely mounted by pasting oo sheets of
drawing board of the slze required for original draw-
Ing, or an erder for the same.

, In a reissue application, the prints of the
original or patented drawing may be used for
examination purposes, and the formal transfer

of the original drawing to the reissue applica-

tion made when the reissue application is ready -

for issue, provided no change whatever, even so
much as the priming of a reference character,
or correction of an obvious error. is made in
the drawing. If there is to be any change

as the original
_ The sheets in-
Drafting Branch

Transfer fb"fk“the drawing is made as forth in

1 608.02(1), notation thereof being entered on the
file wrapper of the original application.

608.02(1) Transfer of Drawings Made
' But Abandonment Delayed

Under the old policy, transfer of drawings
was permitted with & letter of abandonment
being filed at a later time or allowing the earlier
filed application to become abandoned. In ap-
lications which have had their drawings trans-
erred under this old policy and have not been
abandoned by the time it is normally taken up
for action, a letter limited to the following
statement should be written therein by the
examiner: .

“In view of the transfer on __ of the draw-

(date
ings from this application to aep]gcation Serial
No. ..., pursuant to applicant’s request under
Rule &8 and the intention to abandon this ap-
plication, the filing of the express abandonment
of the instant application is required.

A SHORTENED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER. :

Rev, 12, Apr. 1967




. Pn

Photographic p ,

of an acceptable app .
drawings as filed are entered in
_cation, given a paper number a
_of the papers o%lther’rx h

Where. as in a ctrical wiring case, it is
desirable, to identify the various circuits by
diﬁexmt colors, ‘;)r 1 ' more orl ]eias e:g;—
ex case, it is ndvantageous to apply . .
‘ g ows or other indicia, an additi %:;%%‘for
_ such use should be ordered by the Examiner
and placed unofficially in the file.
remain in the file at all times except
ded in 608.02(c).

Duplicate Prints in Patent-
ility Report Cases

_ In Patentability Report cases having draw.
ings. the Examiner to whom the case js as-
signed will obtain o duplicate set of prints of
the drawing for filing in the group to which
the casze is referred. 5
When a case that has had Patentability Re-
port prosecution, is passed for issue or becomes
abandaned, notification of this fact will at once
en by the group having jurisdiction of
the rasze to each group that submitted a P. R.
The Examiner of each such reporting group
will nate the date of allowance or abandonment
or: hiz duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608.02(n)

608.02(0) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
ipplied by the Drafting Braneh are im-
pressedd on the back of the drawings.

Kev. 12, Apr. 1967

fting Branch is indicated
ated with the “0.G. Fig.
mp on the front of each un-

 608.02(p) Correction of Drawings

‘ Rule 123 Amendments to the drawing. (a) No
change in' the drawing may be made except by permis-

__sion of the Office. Permissible changes In the con-
_ struction shown in any drawing may be made only by

the Office. A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. The paper requesting amendments to the draw-
ing sbould be separate from other papers. The draw:
ing may not be withdrawn from the Office except for
stgnature. '
th) Substitute drawings will not ordinarily be. ad-

mitted in any case unless required by the Office.

Nore—~Correction is deferrable, see 608.02
(b}, correction at allowance and issue, see
08.02(w) and 1302.05. '

A canceled figure m:iy be reinstated, An
amendment should be made to the specification

adding the brief description.

608.02(q) Conditions Precedent to
Amendment of Drawing

Correction and alterations in the disclosure
of the drawings of a pending application may
be made only under the supervision of, or by
the Chief Draftsman.

No alterations as above indicated will be
Fermitted unless required by an Examiner's
etter in each case, or proposed in writing by
arplicant or his attorney. In either case the
alterations or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the request of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman.

Nore.~Disposition of Orders for Amend- -
ment of Drawing, 608.02(x).




 bodied in a s amte letter
 Draftsman. Otherwise the cage, unless in
other respects rez*r! for issue, will not be for-
warded by the anmmer,
Branch. and applicant
the next action by the
Order No. 4009.) ,

Nore.—Changes which may requme sLetche-.

608.02(). |
608 02(5) Esnmatmg Cost of Cor

'~ Fxles and drawm% sent from the Examm-
~ing Group to the Draftsman for estimating
the cost of correcting the drawing or of mak-
ing new drawings will be retained by the
Draftsman only ong enough to estimate the
cost of the work.

 If the Examiner approves of a _proposed
correction of a drawing for which an estimate
is requested he will note his approval on the
order for the estimate, attach tﬁe order to the
outside of the file and have the Docket Clerk
of the Group forward the file and drawing
to the Draftsman. The Draftsman will note
~the estimate on the order and also on the
.;drawmg If the application is not up for ac-
tion the Draftsman sends the estimate to the
Applicant. If the application is up for action
the Draftsman does not send an estimate, but
the Examiner should include the estimate in
the next action. (Basis: Notice of July 13.
1908.)

When giving an estimate in a case where no
allowable subject matter has been found the
Examiner should inform the applicant that no
correction will be made until a claim is found
to be allowable. If specifically requested by
the applicant, the drawing will be corrected
; ;whether or not a claim is allowable. (Basis:
Notice of February 1, 1932.)

If an application is ready for allowance ex-
cept for a correction required by the Official
Draftsman, such as in a case where the lines
are rough and blurred, the Examiner will ascer-
tain (by calling Ext. 2589 or 9887) whether
or not the attorney in the case has a De-
posit Account. If there is no such account.
the Examiner will obtain an estimate of the
cost of - this work from the Draftsman even
though applicant has not requested such an
estimate. Including the estimate in the final
requirement for correction of the drawing may
avoid prolonging the prosecution.

Y

for the 7@4&: :

- will not be returned.

the cancelatio

mmmﬁ

ts of the drawmgs is

,  the Examining Groap who

its legend with a red ink

line. ’\0 porhon ‘of the figure itself should be
cro=sed by the red line. The words “CANCEL
per” and the y of the amendment directing
the date that substitute sheets

are filed should be written in red ink within the

mgs is done by stamping the words “CANCEL
per” in the top right corner of the drawmg
within the marginal line.

When the cancelation of some of the ﬁgures
from one sheet of drawmgs has left the re-
maining figures with an inartistic arrangement,
the Chief Draftsmen should be consulted as to
whether the remaining figures should be trans-
ferred to other sheets already in the case or
shown in additional drawings. Cancelation of
a figure may necessitate renumbering of the
remaining figures. (BasiS' Order No. 1862.)

608. 02(u) Changing Name of Attor-
~_meyon Drawmg Forbidden

Wntmg upon the dramngs the names of
attorneys subsequently appointed, so as to
make it appear that their names were present
when the drawings were criginally filed. is
prohibited.

This prohibition applies also where a dmw-
ing is transferred from one case to another
having a different attorney. (Order No. 480,
Revised.)

608.02(v) Drawing Changes Which
Require Sketches

When changes are to be made in the drawing
itself, other than mere changes in reference
characters, designations of figures, or inking
over lines pale and rough. a print or pen- -and-
ink sketch showing such changes in red ink
must be filed. Ordinarily, broken lines may
he changed to full without a sketch. '

Sketches filed by an applicant and used by
the draftsman for correction of the drawing
Al such sketches must
be in ink or permanent prints. (DBasis: Or-
der No. 4009).

A pencil sketch that is otherwise nm‘?ptablt’
or a blueprint with the changes indieated in
pencil, may be inked in by the Office Drafts-
man at applicant’s request and at his expense,

Rev, 4. Apr. 1945

red line. Cancelation of an entire sheet of draw-




ot necessary to carry such

Lo , an. Messenger envelo)
lication. is “‘“dy Jor. 10 should be used, After the drawing has boen

fﬁfﬁl ng change ;zllef;crﬁxc? re, mng ner ‘cormcted the Draftsman stamps the letter to
will pre are Examiner’s dment indi- Draft n and ck of the drawing
rns the case to the

~ made and send the drawing by the file clerk to N Dm Prer P o
the Draftsman for the required correction. e wmes ARED BY PATENT Omcn, 50
AS 8 gmde to the Exammer the - followmg \Vh@n new dmwmgb have been Iﬁquu’ed in ’

corrections are illustrative of those thatamav . pending applications and have been prepared by
thus be made: ~ the Office Draftsman, they are not sent to the
1. Adding two or three referenoe cha, ers  applicant for his signature but s copy (print)
or exponents. _ is sent to him for %ns file. The name of the
2. one or two numerals or ﬁgure inventor(s) will be printed on the drawingsby
ordmﬁles (Quality of paper being a faci?r ). the Office Draftsman. = o
3. Removing superfluous matter, e. 1gure In the event that the application is in condi-
and ordinal where all but one figure ﬁave a]e tion for allowance, the agghcatlon can be sent

canceled. to issue immediately after the drawing is pre-
4. Adding or reversing directional arrows. pared (Basis: Notice of Jan. 6, 196 “g)
5. Changing Roman Numerals to Arabic Nu-

merals to agree with specification. Comcnox Nor ArPrOvED

6. Adding section lmes or brackets, where
easily executed. W'here the correction is not approved for

7. Makin mmple changes in Imentors example, because the proposed changes are er-
name (not %us signature). ; roneous, or involve new matter or {although

. R. Changmg lead lines. otherwise proper) do not include all necessary

9. Correcting misspelled legends ( Basis:  corrections, the case and request for correction
_ Order No. 4009.) ~ of drawing are not sent to the draftsman. The

In the event that several different kinds of ~ Examiner’s reasons for not approving the cor-
chgnges are requu'ed or _any of the listed rections to the drawing should be set forth
changes are time consuming, an Examiner’s in the Office action. (Basis: Notice of Febru-

Amendment should not be made. ary 1. 1932, Revised.)

608.02(x) Disposition of Orders for  608.02(y) Retu’rn of Drawing :
Amendment of Drawmg Rule 81. Return of drawiiwa.'k "(a) The drawings of

Where the ordored correction of the drawmg an accepted application will not be returned to the ap-

in a case up for action by the Examiner is ap-  plicant except for signature. :

~ proved, the application and drawing are for- A photographic print is made of the drawing of an
wiaitrdecll) ]to tlhe draftsrlx:an p}fomg:;l there is ?in accepted application. :
allowable claim or there has been a specific If there is an accepted drawing in the case,
e o ias of hether or not o glaim has  other drawings (except those originally filed)
been allowed (608.02(s). Applicant’s letter that have been finally denied admission will be
to the draftsman is attached to the outside of  Teturned to the applicant only at his requesi.
the file and the Examiner writes on said let- Such a request must be filed within a reason-
ter “approved”, with the date of approval and  able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

his initials, attachmg. if appropriate, a “Spe-

Rev. 7, Jan. 1966 58



EONTEHT 01" APPLIGIA%GN

med and the draivm

tive of thek \Cleﬁrk’s Oﬂice or wxll be

; plcked up by the examining division.

Branch where the %etter .

‘the drawing returned.
r the Iz:‘:]amnnng Group.

Rule 9 Modets not generally reqmred as part o_f
,applwatum or patent. Models were once required in
all cases admitting a model, as.a part ‘of the applica-
tion, and these models became a part of the record of
the patent. Such ‘models are no longer generally re-
quired (the description of the invention in the specifi-
cation, and the drawings, must be sufficiently full and
complete, and capable of being understood, to disclose
the invention without the aid of a model}, and wil
not be admitted un]ess speclﬂcally called for.

Rule 92. Model or exhibit may be required. A model,
working ‘model, or other physical exhibit, may be re-
quired if deemed necessary for any purpose on exami-
nation of the application. . s

With the exception of cases mvolvmg per-
petual motion, a model is not ordinarily re-

tiveness of a device. If operativeness of a
device is questioned, the applicant must estab-
lish it to the satisfaction of the Exammer, but
he may choose his own way of so doing.

A physical exhibit, not to be part of the case,
is generally not refused except when bu]ky or
dangerous.
Rule 93. Specimens.

gredients or Intermediates, for the purpose of lnspec-
tion or experlment : :

60803(3) Handlmg of Models, ‘Ex-

hibits and Specimens

All models received in this Office, whether
forming part of an application, or filed upon
request from the Examiner, must be received
from the Model and Receiving Room and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Model Room for proper recording in order
that they may be located under subsequent
inquiry and for final disposition. The Exam-
iners should, therefore, refuse to accept models
from inventors or attorneys. Models properly
received and entered in the records of the
Model Clerk will be delivered by a representa-

FU2GH TE T

o

quired by the Office to demonstrate the opera-

When the inventlon relates to ;
‘.a-composition of matter, the applicant may be required -
to furnish specimens of the composition, or of its in-

‘When a model has been received in comph-‘ .

ance with the official requirement, the date of

its filing shall be entered on tha file wrapper

_ of the application.

: exammmg divisio

When an exhibit orkmodel is recened it will
be forwarded from the Model Room to the
. label showing attor-

ney’s name and address should be attached to

~ the model or exhibit so that it can be remrned

after prosecution of case. If exhibit is too
large to be kept in the division during prosecu-
tion of case, it may be sent to the Model Room
with instructions to indicate whether exhibit i is
to be held or returned to sender.

Rule 94 Refum of models. exhibits oy specimens.

‘Models, exhlblts, or specimens in applications which

have become abandoned, and also in other applications
on conclusion of the prosecution, may be returned to

the applicant upon demand and at his expense, unless’ =

it be deemed necessary that they be preserved in the
Office... Such physical exhibits in contested cases may
be returned to the parties at their expense. If nof .
claimed within a reasonable time, they may be disposed

of at the discretion of the Commissioner. ,

When a model is to be returned a letter
should be written to applicant by the Exam-
ining Division stating t at it is being returned

~under separate cover and the model room

should be properly notified to return the

 model.

Nore.—Disposition of exhibits which are

~ part of the record, 715.07(d).

Models, exhlblts and specimens may be pre ;
sented to the Office for purposes of intervie

‘and taken away by the attorney at the erd ¢

the interview. See 713.08.
Nore.—Plant specimens, 1607, Rule 163.

Rule 95. Copies of exhibite.  Coples of modgls or =
other physical exhibits will not ordinarily be turnished ‘
by the Office, and any model or exhibit in an applica
tion or patent shall not be taken from the Office except
in the custody of an employee of the Office speclally
authorized by the Commisqionnr

608.04 New Matter

Rule 118. Amendment of disclosure. In original ap-
plications, all amendments of the drawings or specifi-
eations, and all additions thereto. must conform to at
least one of them as it was at the time of the filing of
the application. Matter not found in either, involving
a departure from or an addition to the original disclo-
sire, ecannot be ndded to the application even though
supported by a supplemental oath, and can be shown
or claimed only In a separate application,

Rev. 12, Apr. 1967




ablishing a disclosure applicant may
_rely not only on the specification and drawing
_ as filed but also on
content justifies it. 8o01(1). .
~ While amendment e specification and
claims involving new m
entered, such matter is required to be canceled
from the descriptive portion of the specifica-

. tion, and the claims affected are rejected.

A “new matt amendment of the drawing
is ordinarily not entered. Neither is an addi-
tional or substitute sheet containing “new mat-
ter” even though stamped APPROVED by the
Draftsman and provisionally entered by the
(Clerk. See 608.02(h). '
be petitionable or appealable 4(c).

Nore.—New matter in reis
1401.07. New matter in substi
tion, 714.20. b

608.04(a)

‘Speciﬁcation‘.,”

Matter not in the original specification.
claims or drawings is usually new matter.

Depending on circumstances such as the ade-
quacy of the original disclosure, the addition of
_inherent characteristics such as chemical or
physical properties, a new structural formula
or a new use may be new matter.  See Ex parte
Vander Wal et al., 1956 C.D. 11; 705 O.G. 5
(physical properties), Ex parte Fox, 1960 C.D.
28; 761 O.G. 906 (new formula) and Ex parte
“Ayers et al,, 108 U.S.P.Q. 444 (new use). For

Rev. 12, Apr. 187 60

original claims if their

tter are ordinarily

The Examiner’s holding of new matter may

man, 137 Ms. 336, Pat. No. 1,581,937, and Ex
payrte_;Adams, Pat. No. 1,789,921,

60804(C) Review of Examinerié‘

42 new taatter cee

x?ejectionﬁ o
706.03(0) o :

Norez. ness of disclosure, 608.01
s and trade names, 608.01(v).

New Matter by Prelimi-
nary Amendment
ant has fhe rlght to ¢

is kept within the

filing fee, an amend i5 som
along with the filing of the‘agplica‘t on.
amendment does not enjoy the status as part

of the original disclosure. Its test as to in-

voiving new matter is the same as though
filed on a subsequent date. Ex parte Leish-

 Holding of New Matter

“Where the new matter is confined to amend-

ments to the specification, review of the Ex-
aminer’s requirement for cancellation is by
way of petition. But where the alleged new
~ matter is intreduced into or affects the claims,
thus necessitating their rejection on this
ground, the (}uestion becomes ‘an appealable
one. and shou

even though that new matter has been intro-
duced into the specification also. Rules 181
and 191 afford the explanation of this seem-
ingly inconsistent
matter in the specification.

d not be considered on petition

ractice as affecting new






