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717.06 F
TIT.07

The main condltlonc pref‘

"'_'of a patent to an qpphcam

sf.C 101, 102, 103,

’Ihe F\ammer chould

,the application meets all 1 e rr*qumt(-c et
_ forth 1n Chapter 600 hoth

~ and as to the eompletel <

~ disclosure. If all of the rpr;mqtes are not

_met, applicant may be called upnn for neces-

0 fnrm,xl m'nfer.

~ amendments. Such ame

Whm an application s re

_action :md it 1s then dise

tical to give a complete ucti
because of the pancity of disclosure,
lr)wm;z procedure may be followed: (1)

le sv'm-h slmuld !w lmﬁ(l(* of the'xn'

diselosure, ()h]f‘l‘fh of mvom'rve; inid 4|mms,.md
_any apparently pertinent arr fm‘d {2) Infor-
Cmalities noted by Application Branel and de-

hvwm ie< in the tlr.lwmg_v sheonld be pmmml nm

: the I’\ammer searc

it
g fo define t e
d by 35 U.S.C. 112 if tlu,y are.
kd; “rejection is usually sufficient. :
miner should not attempt to poind
pecific. points of informality in the

n and claims. The burden is on the

,phc&nt o revise the application to render
proper. form for a complete exammatlon?
pphmnf:- ahould make eve

e fm' ﬁlmg 1f this ha%‘n
npt amendment should be n
,roductlon of new m"ttter' '
ase in proper form.
For the procedure

~ the drawing is info
- 608.02(b

'handhng hi

(Ieem~ 1t ad\ sdble. :

7 04 Se’arch'

After leadmg the spemﬁmtu \

es the prior art.
The ret is more full
d in (‘h‘lpter,900 ol
The mventlon,‘chould be "horo

, l)e 1mp9rfect]v underqtood when they
me up for action in their regular turn are

also given a search. in nrder to d\md plece-,‘ £

mm] prn%ecutmn

Previous E AM’IVFR ’s bEARr

“ hen an examiner is assigned

, upplvc ation which has received ol
tions by some other examiner, fi

edit should be given to the
_the previous examiner unless there

error in the previous action or kno

other prior art. Tn general the second Exam-

iner should not take an entirely new ap-

proach to the case or attempt to reorient the

point of view of the previons Examiner. or
~make a new search in the mere lmpe of finding

scomething., See717. 0.;

. Rev. 14, Oct. 1967
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miner in thc group, .
agree~ with the
d incorporate the

ntability Repo h action |

in extmordmarv cm'um

48, relating to Pat tabi
rocedure shou
ien an application

‘_and the Primar C

. entability Report is necessar

the apphcatlon will be forwarded to the prope

group with a memorandum at ached. for i
~ ;"a"”’ I‘ "P"t""“b port. from ‘Group entabili vReport but may make 111~ own actio
' n the referred claims, in which case the Pat-
it Report should be remov ed from tho

- 70.) 01 (a) Nature of P.R., Its Use and .
: i e PPEAL TAREN
When n appeal is t ken from the re;echon

The Primary Examiner in the group from» .
5§ of claims, all ich are examinable i in the

which the Patentability Report is requested, i
)proves the request, will rect the prepa- ~ Zroup preparing § ; o
ration of the Patentability Report This Pat-  the q[)plwatlon otherwise. 'lﬂowabie, formal
entability Report will be written or typed on 2 transfer of the case to said group should be
memorandum form and will include the cita-  made for the purpose of appeal only. The
tion of all pertinent references and a complete  receiving group will take um:dwnon of the
action on all claims involved. The field of "_apph(“ltlon and prepare the examin nswer.
~ search covered should be endorsed on the file At the time of allowance, the application 1
wrapper by the Examine making the report.  be sent to issue by said group with |
When an Examiner to whom a case has been  sification determined by the conhollm g (-Lums
forwarded for a Patenhbxht\ Report is of the mm.nmng in the case.
opinion that final action is in order as to the ' i i
referred claims, he should so state. The Pat- 705.01 (b) : Sequenco of Examination
entability Report when sl,r.med by the Primary
Examiner in the reporting group will be -
turned to the group to which tlw appln .mmn 15
regularly assigned. .
The Examiner prvpann,t_r the P:m nmhthf\
I{vport \nll be entitled to receive an. m:pl'm't

 In the event that the I’mnar) Examiners

concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdietion of the
ease will direct that a mmplvt(- w'm'h be made

Rev. 13, July 1967 B i : . 64




The forwarding

the P.R. is completed and tion is
ready for return to the forwarding group,
~ it is not counted either as a receipt or action
by transfer. Credit, however, is given for the
time spent. See 1705.
A box is provided on each file wrapper
headed “P.R. Group -_____ ”” and the number of
the cifx-oup - making the P.R. is entered in
- The date status of the application in the
reporting group will be determined on the
- basis of the dates in the glroup of original
- jurisdiction. To insure orderly progress in the
~ reported dates, a timely reminder should be
- furnished to the group making the P.R.

705.01(d)

Duplicate Prints of Draw-
‘ ings £ '

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
~ signed will furnish to the group to which the
. case is referred, prints of such sheets of the
drawings as are 'la"ﬁplicable, for interference
search purposes. That this has been done may
be indicated by a pencil notation on the file

en a case that has had Patentability Re-
port prosecution is passed for issue or hecomes
abandoned. NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to eac up that
submitted 2 P.R. The Examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use [R-
16] |

The above outlined Patentability Report
practice is not obligatory and should be re-
sorted to only where it will save total examiner

Ly n Speclt

IR- i claimed invention

r rding of the application for & Pat-

entability Report is not to be treated as a

~transfer by the forwardinﬁ gmuIII) ‘When
the "applica

. 70501(e)

or result in improved quality of action

_due to specialized mowiedge. A savingof to-
tal examiner time that is required to give 8

complate examination of an application is of
rimary Importance. Patentability Report

practice is based on the proposition that!"w%‘sn

plural, indivisible inventions are claimed, in

Anstances either less time is required for

amination, or the ts are of better qual-

, When ' n each charscter of

} nven reat the claims directed to

their specialty. However, in many instances &

single examiner can give a complete examina-

tion of as good quality on all claims, and in

less total examiner time than would be con-

sumed by the use of the Patentability Report
practice. S bl R
Where qlaims are directed to the same char-
acter of invention but differ in scope only,
prosecution by Patentability Report is never

xemplary situations where Patentability
Reports are ordinarily not proper are as fol-

~ lows: :

(1) Where the claims are related as a manu-
facturing process and a product defined by the
rocess of manufacture. The examiner having

- Jurisdietion of the process can usually give a
complete, adequate examination in less total

examiner time than would be consumed by the
use of a Patentability Report. :

(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a_product having certain characteris-
tics is made. The examiner having jurisdic-
tion of th:zu})roduct. can usually make a com-
plete and adequate examination.

(3) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination se. The examiner having
jurisdiction of the subcombination can usually
make a complete and adequate examination.

Because of the high percentage of new ex-
aminers, situations uently arise where the
Patentability Report would of necessity be
made by an examiner who knows less about the
art than the examiner seeking the Patentabil-
it{ Report. Then there are also situations
where the examiner seeking the report is suffi-

- ciently qualified to search the art himself.

In view of these conditions which are ex-
to prevail for some time to come, it is

elt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a Patentability Report will save total
examiner time, exceptions may be permitted
with the approval of the Group Manager
of the group to which the application is 2s-

Rev. 16, Apr. 1088
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of an invention (i
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subject matter and it is apparem, from r}u

claims and the Applieant’s arguments that the
1ch pat-

claims are i mde&{m he. dxrwteé
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Examiner sb:miri not

tion or reje of ,
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or eliminating ¢

If ju he E
iged to spend time te
oof. If t

licant trav

_1ner should ci'tjf'

position.

Failure of the 'seé‘s/ohablyy*ché

hes them as ad- |

The primary object of the exa
application is to determine wheth
claims define a patentable ady:
prior art. This consideratio
relegated to a se
emphasis is given
rejections. Eff
centrated on truly essential matters, minimizing
which are not really

disclosure. undue breadth, ntility, et¢

jection should be stated with a full dev ﬁihént

of the reasons rather than by a mere conclusion
coupled with some stereotyped expression. '

sion of ( |

Generally speaking, the
ernativ

negative Iimitations and (2

pressions, provided that the alternatively ex.
pressed elements are basieally equivalents for
~ the purpose of the invention, are permitted if no

nneertainty or ambignity with r(t-s?)m-f to the

question of scope or breadth of the claim is

presented.

The Examiner has the responsibility to make
sure the wording of the elaims i sufficiently de-
finite to reasonably determine the scope. It ix
applieant’s rosponsibility to select proper word-

should not be
dary position while undue
non-prior art or “technical”

in examining should be con-.

technical rejections

_ technical rejection is proper (e.g..lack of proper

‘method of doing b J
 being within the statutoery classes. Totel Se-

DS

TN

e not granted for all new and use-

ind discoveries. - The subject
ntion or discovery must come -

v

rt or method, and includes:

e of 2 known process, machine, manu-
composition of matter. or material.

decisions have determined the lim-

sses. Examples of sub-
ntable under the Statute

, =0 MATTER
For example, a mere arrangement of printed

¢ matter, though seemingly a ‘manufacture,’
 rejected as not being within

e statu?

{ATURALLY OCCURRING ARTICLE
~ Similarly, a thing occurring in nature, which
1s subs’tantmlly;unaltered. is not a *manufac-

 ture.” A shrimp with the head and di

tract removed is an example. Ex parte
son. 51 USPQ +13. ¢

~ Mernop oF Dorxe BusiNess
Though seeming the category of
process or methoc
se rejected as not

curity Checking Co. v. Lorraine Co., 160 Fed.

ScIENTIFIC PRINCIPLE ,
A scientific principle. divorced from any
tangible strmcture, ean be rejected as nor
within the statutory claszes. O'Reilly v. Morse,
15 Howard 62. , \
This subject matter is further limited by the
Atomie Energy Act explained in 706.03(h).

Ttev., I8, Oct. 106X

¢ ig seftled that a



: 'k'sy'tru‘ed to cover the corr
_or acts described in he

thereof.

Pg to atomic

nergy Com-

r8.C.
Paperssub-

promptly by

o determine -

application h n amended to

~ relate to atomic energy and th

7. 2185) of the Atomic Energy
e only by Group

70603(c)  Functional

See Ex parte Ball et al., 19
0.G. 5 In re Arbeit et al, 195
' gg‘{' 0.G. 843 and Ex parte Stanl

,y;‘,Se,c‘tio,n‘ 112 of the Pzit':eﬁt”"Act of 1952 con-
sists of three paragraphs, which read as fol-

lows:

 The specif
of the inv

 making an

to which it pertaing, or with which it ig most nearly

Rev. 18, Oct. 1968

. ; so related must

~ be promptly forwarded to Licensing and Re-
o = of the functional language in the cls
jections based upon Sections 151(a) nple of a ¢ Angnes:
. 2181a), 152 (42 U.8.C. 2182), and

2() personnel.

shall contain a written description ¢
nd of the manner and process of
. : s it. in cuch full, clear, concise, and
__exnct terms as to enable any person skilled in the art

. Atomic  Paragraph 3 of section 112 has the effect of
14(c),appli- )iti

or which ap-
rt to disclose,

o

biting the rejection of a claim for a com-
,ozf- elements (or steps) on the ground
Jaim distinguishes from the prior art |
‘element (or step) defined as a

step”) coupled with a statement

However this provision of para-

be considered as subordi-
paragraph 2 that the
point out and distinctly

If 2 claim be found

proved by paragraph 3

ys be tested additionally
aragraph 2 and if it fails =
requirem f paragraph

guage not supported by recitation
of sufficient structure to warrant ti

example of a claim of this character
found in In re Fuller, 1929 C.D. 172: 8

279, The claim reads: .

A woolen cloth having a tendency
rough rather than smooth. :

2.” A claim which recites only. a

and thus encompasses all possible_ means for
performing a desired function. For an ex-

ample, see the following claim in Ex parte

Bullock. 1907 C.D. 93; 127 O.G. 1580:
~ In a device of the class described. means for .

i ~tfran$fer,ringft:lo‘thes»carrying rods from one

epositing them on a suitable

- 706.03(c : , s
. When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to

means



be claimed by a process of ons _and some lega
tler, 1941 C.D. 316, 527 nclude old and exhauswd_

i))-




] ad to. omy

~losely related
pplication to a
1 to e‘wh of,, 1€

confirmed anp-
by plural claim

erence in scoge he- ;
eld to be enough.
wo claims in an apr'} i
- else are so close in
3 th cover the same thing,
spite a slight difference in wording, it
proper after a} one_claim to re]e('t t

ing a s}u!’ tantia.

carburet m* claimed in oombmat,mn A A )
. A reference iz cited which shows nwmp; _paragra
a r*a, ?nm r combined with o g rine. W ’mre}aw' 1‘)15 O
‘ / h ‘;brmd :ombmff o be old.




 the apphi

30 dnd

ent 4Lpphmt10
' wlnchl.sassxgned see D4,

 APPLICATION

 der 35 U.S.C. 121, che'
ject a divisional appl ica

ent 1f tht d.n'lsmnal

| ,(J.Dﬁ,z, 27 0.G. 'ibee élso Ln re Herrick et
al, 1968 C.D. 1; 7 OG 4: where the Com-

Rev. 16, Apr. 1968




_the applicant to

- exceed the number
The

able in settin
cant some |

If a reject
Examiner sh

- When applicant refuses to comply v
_ telephone request, a formal licity rejec-
tion is made. N

the unsuccessful telephone call.

_ The applicant’s response to a formal 1t1 b
~ plicity rejection of the Examiner, to be com-

 plete, must either:

£t . , .
e Office action, thus overcoming the
: i d of multiplicity.

YeeB1T O - BY - 2

o reference should be made to

1 aims presented to
by telephone, or if no
has been made to a number
number specified by the Ex-

s ap)

ultl

- Scealso sention 70603(k).
706.03(m) Nonelecte
o

d Inventions

ions 821 to ! 03.,';/'Séé piartlyicnla'rly' ;
a’graph of section 821 for the neces-

ng claims, which stand withdrawn o
not readable on the elected

ecies, where applicant has traversed the
xaminer’s holding. =~

(n) Ci;freépﬁﬂdéhcé"' of Clalm Ao

~  and Disclosure [R-20]
 Rule 117. Amendment and revision required. The .
"sbeciﬁcgtion;‘iclaims and drawing must be amended and

n required, to correct inaccuracies of de-

- scription and definition or unnecessary prolixity, and =
' e correspondence between the claims, the speci-

catio #nd the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the

rejected claim to the disclosure. In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If

averments in a claim do not correspond to the
verments or disclosure in the specification, 8

rejection on the ground of inaccuracy may

_in order. It must be kept in mind that an

original claim is part of the disclosure and

 might adequately set forth subject matter
* which is completely absent from the specificu-

tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the Ex-

aminer should in the inferest of expeditious

prosecution call attention to Rule 118. If sub-

ject matter capable of illustration is originally

claimed and it is not shown in the drawing, the
elaim is not rejected but applicant is required

Rev, 20, Apr. 1069




matter, but al
compounds a
or even the

matter has been incorpo
. the paten
are bnsed on 35 U

A proress wh:r-h amount'
than an obvious manner of p
~or product is not patentable. A App Jc"mt 1

invent a new and useful article of manufacture.

‘Once the article is conceived, it often happens

that anyone skilled in the art would at once be

aware of a method of making |
af apphcam

hiow tho Plnmu»d ,17“%"
words, the rejection

Ry, 90, Apr.

. The pro-

In such a
article' and

more than one . year
, the amlde claims are allowed

frruntnd (e.2., by
,Bnhun‘) het
“or, since fore

which 11 e m' e sald that f ,
en If’ eur Tt nvod nnt he uhhshed .

Appeals. 1
 at 158 LQ.P ‘

02(c), ‘abandonment ofpv

(a; dlStan’lllShed from aban-
cati on, results in loss of

tions for patenta-
A person

.mphmtxon fur pdf('nt in th.b’ countrv on an ﬂppll(‘ﬂ-’
tion filed more than tw elve muz)ths before tlw ﬂhng’ of
the ﬂpphcntlon in:the Umted States

The statute above quuted estabhshes 1our Ll

onditions which. if all are present, establish a

bar against the .r_rrmtmg of a patent in rhls

,ountrv P :
(1) The formgn a phcatlon must be filed

fore the nlmg in the

‘nited States 5
2) It mustbehled bvt.le 'lpphcan his lega]gw .

. representatives or assigns.

(3) The fore’,«m [)ll(‘nf ‘must be m'tnally:'
.'.ahngz of the papers in Great
ng in f_ho United States

on was pat-

)\'Or(‘d hs thé

under 83

! tory bar.

e new hwnnh .Lm)hm (n apphmnom
‘ 't‘m‘ Jmm ary 1, 1953,

, the act from



ttle, have
r's making,

nin a forelgn country for a par_ent or.for the

dusrnal design, or'

leg'ﬂ repfewntat.\(-s shall be invalld

If, upon examining an apphmrmn the
“aminer learns of the existence of 2
ing foreign application which appeai
!)ovn ﬁk*r] )(»fm'o tho Lmtod QM:

: wnrmn 'npp.lrontly Wi made ir
he shall refer the applieatior
and Review Section of Grouj
tention to the foreign applica
investigation of the possible viola
plication may. be returned to the Examining
Group. for prosecution on the merits. When it
i rwise in condition for allow Ance, lho q'p

I‘nndmg
i, the ap-

21

tion in pubhc use

States more than

a pw* r appluatmm
to a ground ¢

pI

ia) xo m'ﬂ\e d‘nmc ~ucm

: m)re with another application !mder

(1101.01(m)),
» copy a claim from a ps
vthe F xaminer.
to respond or appes
Axed, to the Esamin
~opied from a patent. isee hule
16 110102 h) ~
rejection on (l'cnlo’mer appli
aims not patentably € : ¢
Jaimed subject matter as we 1! as to tlwe claims

erw*th 1nvolved

| 706.03(v)

After lnterference or Pub-
lie Use Proceeding [R-20]

jections following interference, see
109t0 11140, o

utcome of public use pxoveedun‘n may
e the basis of a rejection. (See Rule 262.)

m 1(-1m|n.1t10n of a pu?n 02 prm f‘edmgﬁ' .

i case also involved in interferen

' imption of the inter-
e Proee ould be sent to
the Board of l’m\m Interferences notifying
ther of the «hsp(mtmn of the 11»111)]10 use pro ,
ceet : ' : :

Rev. 20, Apr. 1969 :




Rev. 16, Apr. 1068




1ssue‘ apphcatmn by t
t only in cases
 of the clalm

ic expre '
with the field whwh the apphcant de-

entions in metallurgy, re-.

: ics, pharmacy, phqrmacolocrv
; blologv, may ‘be claimed’
formula but it |

eatures or prooe:s steps. Tt is improper to

e the term “comprising’ instead of ‘“‘consist-
”. Ex parte Dotter, 12 US.P.Q. 382.
- prohibited inclusion of
scope (generic and
same ((l%, see .
441 O.G. 509.
f diminishing
sxdered a suﬂ‘i .
- Howey r if such a pr.u'hm- rendera the o]alms ~ of the presence Of a true genus CI‘“m embra- :
. ;fmdeﬁmto orif it results in undue. mu]tlphmtv, G
This

. 706 03( z) Undue Breadth

ng
Regardmgther rma
arkush claim ,

_an appropriate rejection should be made.
- practice with respect to Markush r-lmm‘; of
- diminishing scope is bemg continued.

 The materials set forth in the \Iarkuqh gronp '
_ordinarily must belong to a recognized physi-

_the examiner’s opin

to. purefv mechani- |

- a subgenu
“to claim :
‘ments and a ord him an intermediate level of

‘ protection in the event the true dgenus cla
~ should be <ubsequent]y held invali

- a whole, and d
g, ommumty

‘Markush expr

", When materi

~enla , ~ related asto constltute a proper Markus
~ they may be recited in the conventional

th affords a g'round for,

ims in the reissue apph-,

or alternatively. For example, if “wher

“1s a material %elected from the

~ of A, B, C and D” is a proper mitation the

e "wherelesA B, C or D” shall
sidered proper.

oup consisting
S0 be con-

A rejection of a Markush type cl m based
on any of the grounds pointed o t?above relates‘ 1
ents and pealable D

A SItuatum 'may occur. il /
has presented ‘number of xamples which, in
: 1suﬁicwntly repre-

sentative to support 'clmm and yet a

. court may subsequent’
on the ground of undue bread

happens the patentee ; is often lim
ims which may no prowde hxm

ble protection. :
:e allowance of a Markush tvne chu‘

detmctmgrfrom“ e rights

scloaed operatue embod

~ The examiners are therefore instructed not
to reject a Markush type claim merely because .

cive thereof.
~ Seealso 608.01 (p) and 715 03.

In mechanical eases, brmd claims may prop-

~_erlv be f-mpported by a qmgle form of an ap-

g Rev 17 July 1968 ;




]ected, only‘ after the propc
itted to th, Prim:

"anv clnim (rule 191) or.to
Pet ion ‘may . be ;

o f’c]'umed Chould be )rol

was prevmmly allowed.

706.05

Rejection Aft'
Apphcauon

See 1308.01 fm' a I‘P](‘(‘U()n based on a xofer-:

ence,
For rq(*vtlon of clsums in an ullom‘d case

which has fm]ed to make the date of a semor

Rev. 17, July 1968

_hrst actlon and tl

apphcant in su ;
set of references to,;

hasty an

apphmnt who is seeking ,
in claims that will give him the patent protec-
tion to which he is justly entitled should re-

ceive the cooperation of the Examiner to that

end, and not be prenmtumh (ut off in the




o épphcmts as a hss as well as to that of the

Rev. 17, July 1968




such gro
led on in the final rejection should
. They must also be clearly de
uch an extent th
the advxsablhty ‘
(singlej Office action contains:
m%rft supportxlng the rejection

onse. 1If appeal is taken in such
swer s uld contaii

A summary in ‘
each clalm is desu‘able and

ion ﬁrst page

Oﬁice antlons up to and', ,

_of rejec
the app]xr ation by arp ican
any claim not amended by
re]utmn relies on newly
r't‘]on ‘il)‘) 0 2(a)

pphcant where tha
ed :

In the oonsulemtmn of ¢
case where no attempt is made

- ‘706'07(d), Final

i re]eutmn,o .

to point out the

I
patentable novelty, the Examiner should be on

guard not to allow such elaims,
714.04.  The claims, however, may be finally
rejected if, in the opinion of thv annnm-: Ih«)

.

See section

‘not mean that 1

*vanttc-(l after final action i1

(?) a]l clalms of the new
rawn to the same inv ention
phcatlon, and (b)
&mlly re]ected ;m 1tlhe ,

ndmg before the Pmmarv
s purely a question of pra
distinct from the tenability of th '
jection. It may therefore not be a vanced asa

. ground for apgea] or made the basis of com-
~ plamt before t
v 1ewable by petmon

e Board of Appeah It is re-

chectmn, With
drawal of, Premature

If, on request by apphcant for reconmdera
ion, the ‘Examiner finds the final rejection t
ave been premature, he should mthdmw th

ahty of the re]ectxon : b

706 O7(e) Wlthdrawal of Fmal “Re-
o _jection, General [R-20]

secblons 714.12 and 714. ]3, Amendments -

r final rejection. , :
nce a final rejection that is not pmmature
1as been entered in a case, however, it should
t be withdrawn at the apphmnt s r uest ex-

ept on the showing of Rule 116. is does
further amendment or argu-

Swill be. ('onsxdered An amendment that

place the case either in condition for al-
or in better form for appeal may be
L

1. Also, amendments complying with
ng or requirements as to form are to be
recordance with

tule 1146(a). While the Offic

will continue
rigorous enforcement of Rule 116, citation of
new art by the Pﬂmmmor m n ﬁnal ro;eftmn‘ L

Itm 20 Apr 19697



rompleted, action ¢

erences found

ce but a short tim ,
ary Examine ito the case thor-
The usual procedure is
sistant “Examiner to explain the i

scuse the references which he regards a mostf -

pertinent. The Primary Examiner di-

cate the action to be taken, whether restr tion

or election of species is to be required,
whether the claims are to be conqldered or
their merits. If action on the merits is to be
given, he may indicate how the references are
‘to be apphod in cases where the c]mm is to be

 Rev. 20, Apr. mm

e duty of the

Rejection of previously allow '
of abandonment for msuﬂicxen

5 Fma]n holdi

Third actlon on .m} ase (

Action on a case pendmg 5 or more 5ear9 o

ction 707.02(a)).

Final rejection.
Imtmtmg an mterference (se('tlon 110 01

myterference ; i g to the

other interferenc molvmg that apphmtxon' '
{ section 1111.'(.’)5). el : o

-
mg actions



shou]d be carefully
 Primary. Etammer
L termmc

al dlsposzmon o‘f an ap-

ing the best references on‘ .

v Primary xaminers are ex-*; :
1sider every application

d official action with a
its prosecution.

he upem isory

entabxhty report (40”* ;
~ Requirements for restrlctxon-(803 01)

[ Wlthdrawa] of ﬁnal re]ectlon (706 07(d)'-a d"

nswers on dppeal (Rule

. ,here a new. ground

Vdavxts under Rul

| should be acknowled

‘heen  received”

be cgnandered

ini eentence of each letter should in-

icat the status of that actlon. as, “This ap h-
‘ f' it is the

~ action in the case, or, “Thl

filed * * *” if such is ‘the case.
] recewed such as supplementql

Prehmmarv ame

by adding some sen
tence such as * Amend filed (date) has
following the 1mtml\:entence
It should be nnted ho“ever‘. that in cases filed
before October 25 1‘)60 in whlch cLum: in eﬂcess’ .

| Rev. 17, July 1068
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pub he cited. the author (if
of pub-

; e pages or plates, place of p
ce where a copy can be found, shall be

rejection is based on facts within the
nowledge of an emplovee of the Office, the
be as specific as possible, and the reference
tted. when called for by the applicant, by o

the , f such employee, and such affidavit shall
be s to contradiction or explanation by the affi-

davits of the app cant and other persons

Copies of Cited Re e,r"e'kncéé‘
ded by Reference Or-

‘,k  der.
ept as noted
<hed  without

th the Office ac-
‘opies of the cited

- O of cited referen
helow) are antomatically
charge to applicant togeth
tion in which they are cited.

roferences are also placed in the application file

fornse by the Examiner during the prosecution.
Copies of references whieh are cited at the
time of allowance, in lx parte Quavie actions,

and by applicant in accordance with 7O7.05(h)

~and TUS.02 ave not furnished to applicant with

the Offiee action. Additionally, the privtice of

furnishing, :l,ull_)m:l,liv:llly aned without charge,

Rev. 17, July 1068

into the fo ler the two carbon copies

‘prepared a
con whi

gg
e liste

. Ot ' s, includ-

: d al applica-

‘mailing, 1
copy of the mai
ach referen

service, the Ex-

_the references on
' References

e application serial nu b
1dex tab of a special folde

.

the |

her with any Foreign and Other Ref-
: action. (Do not enclose any

yr PO=8 completed, and the folder

forwarded to R.O.C. in all case

ce is to be provided, regar
erence cited.

Foreign and Other References are copied an

yeturned to the Art Unit within 48 hours. If

it is not feasible to release such a reference from

the Art Unit, the Examiner should have two.

copics reade. These copies must ‘be clearly

marked 4z such. Both copies are inserted into

the foller for forwarding to R.O. ; .
1f ane copy of a reference is to be used for

two or nore actions simultaneously, the folders

involved nst be fastened together with an
explanatory note ontop, i L
[f Spe Tlandling is desivedy a “gpercial’

ticker should be attached to the top of the

folder.

Jumibo TS, Patents will he furnished to the

applicant, but will not be placed in the appli-




xaminer will apply a
icant’s Non-Pat, Cita-

heading entitled * 3
92 ahead of the citation

tions™ on form:

. ~ data of the publication. In actions w

“that an examiner who
8 givel of perti-
nning his search does not need

fagivende

to spend time in considering art which is ob-
viously less pertinent, but which ]
been required to consider if he
without such advice, The Patent Offi
such art, will not rely in any way on the f
it was cited by the applicant or attorney, but w
treat it in exactly the same manner as art dis

- relevance.

. Prior art
agents withii
application, :

whichever is later, will

e Examiner, \jvilf be.
and will be included

ted in the patente
»atent provided: S

(a) the number of references cited is limited
o not more than five separate items, unless a

satisfactory explanation is given as to why

more than five citations are necessary ;

27400 O - BB e

‘heading “A

ou]dhgwé i

are to be proy X
, only applicant submitted refer-
apon), the Examiner will list th

~ ences not relied upon. ‘
- Reference Order Center (R.

" furnish 'cof’)ies of an¥ patent
and subclass have been

PO-892, or of any publication
plicant’s Non-Pat. Citation :
ferences cited by a‘)plicants,fatt rneys, or.
” examining procedure.
tions (Section 708.62)
st of references cited
ented inted patent.
Where applicant’s submitted citations do not -
comply with the above procedures, the paper
containing the citations will not be entered in
the file. The Exnminer will nof notify applicant
of non-complinnce, The references will be cited

only if relied upon by the Examiner in his ae-
tion, Applicant will nst be permitted to with-

raw the paper containing the improperly sub-
itted citations from the application file.
All references appearing in Office actions wiil

be listed in the patent under a single heading
_ entitled “Ref: (0 £ ea

ited’”, S

.05(c) Grouped at Beginning of
o Retter 0

_In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References

Rev. 15, Jan. 1068

rovided (Allowance, Ex



 Examiner t(})'

hat patents
~ (dated prior to July ,; :
cited umber. Some U.S. patents issued in

1861 have two numbers thereon. Th e
number should be cited.
If the patent date of a U.S. patent is
~ and the effective filing date of the Emte
before the effective U.S. filing date of th

plication, the filing date of the patent must
~ set forth along with the citation of the patent.
This calls attention to the fact that the par-
~ ticular patent relied on eference because

4. 1836) are mot to be

 sigmaturo o
“Applicants.
. foreign patent or of the port

of its filing date and not its patent date. Simi-

larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-

closes the anticipatory matter and it is neces-

sary to go back to the earlier filing date, the

 fact that the subject matter relied upon was

originally disclosed on that date in the first
application should be stated. y

~ Rev. 15, Jan. 1968

to foot note (3) of said ¢

abbrevintures,

tent number,

appropriate columns on P0-892 are left blank.
‘In actions where no references

mitt

ch as German allowed ap-
lgian and Netherlands printed.

1d be similarly handled. If

of sheets and pages in any

¢ furnished (other than US.
‘the authorizing signa-

'Group Manager on PO-892 is re-
If the total number exceeds 30, the.
£ the Operation Director is required.
who desire a copy of the complete

not “relied on”
order it in the usual manner. -
901.05(a) for a chart in which foreign
language terms indicative of foreign patent and
iblication dates to be cited are listed, Foreign
1age terms indinming,?rinted applications,
¥ s to he cited ‘

PUBLICATIONS

Sep T11.06(a) fe
| Se
Alien Property Cu

Jitation of abstracts and
001.06(c) for citation of
wlian publications.

.

In actl are furnished,
the total number of sheets andffpa‘ges,should be
_included except for applicant sub fo

rlications, are keyed



RSHO[’LD NOTBE
copy reli d located

- ¢ Group making - ion
be ne call number) th al mfor-

Rev. 15, Juu, 1098
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{ 956, p. 81
Climate fc for Basxc Chem

refemnoes anywhere in

rlodJcals are

5 pe . 18 ‘
~ should be adopted mth the fol]o

deutschen chemlschen Gesellsch

: where a countr or clty of or
~ part of a complete 1dentlﬁcatxonfzf
ity of origin should be added in

 eg,d. Soc.Chem Ind. (London).

o 07 05 (f ) Eﬁectrve Dates of Declassl-‘
 fied Prmted Matter
16

In uemg declue:ﬁed materlal as references
there are usually two pertinent dates to be con
gsidered, namely the printing date and the pub-
lication date. ;l‘he printing date

stances will ap%ear on the material and may be
at date when the material was

~ considered as t.
prepared for limited distribution. The publi-

cation date is the date of release when the ma-
terial was made available to the public.* If

~ aminer is direct:
_in the paper in which the error appears, and

place. his

tions: (1) the a.bbrevmtlon for the Berichte der = T
aft shou]d be
/ necessarv

- which the erroneous mtatlon h

[R—f’

d its prmtmg date "‘,
ﬂidavxt under Rule,}.

89 w1
correct copy of the reference s sent to app
Where the error is discovered by the

ami "'er,' applicant is also notified and t e period

 for response restarted. In either case, the Ex-

ted to correct the error, in ink,

itials on the margin of such paper,
a notation of the paper number

rec' y given. S X Ll ,
 Form POL-316 is used to correct an erro o

"(lerical instructions are outlined in
1al of (‘lencal Proc dures, Sec. 410(3

ﬂ 1ssue, o
t been for-

mally corrected in an official per, the Ex-

 aminer is directed to correct the citation on an |
 Examiner’s Amendment form POL-37.

f a FOREIGN patent is mcorrectly cited ;
or example, the wrong _is indica

the country omitted ,the citation, the
eneral Reference Branch of the Scientific
Jibrary may be helpful.

To cormct a citation prxor to mmlmg, either
before or after sending the t

Reference Order Center (R.O. .), gee the

,Memorandum of March 29, 1967’ dlstmbuted to

MIB,A;# 10688

which the mtatmn has been cor-

tation or an erroneously furnished

The date and num-
_ber of the patent are often sufficient to deter- o
ine the oomct oountry whxch granted the ,

'patent o

action to



aminer’s action.
attachments to 'th‘ lette

are these forms are to be.
ed Wlth the Exammer’s first
S

included mthéﬁrstleiwr. St e

_complete as to all matte
clrcumstances, guch as ml

- limwed to such matte

When any formal req\urem t

Iixaminer’s action, that aetion: Sh(:ul

enses where it indicates allowable s
tor, call attention to Rule 111(b) a
w complete response must,
all formal requirements or sj vmlﬁca.]lv traverse
mwh mqmrmcmt nut mmplmd w1th :

ore further action is made.

" 'However, matters of form need not be raised by theex-

aminer \mtﬂ a cla!m ls found allowablo

Wh(xmever, UKOH exnmmafmn it i found that

 the terms or p
tion nsed to describe the invention are not
nﬁonanf thh the arf m which the

‘ 707 07(1,) Draf man’s

rases of modes of characteriza-

[Rwlﬁ
fw&- 707 ()T(a) ulsm

j,»"‘),,s“:(éy)'s ”'(,9) |

comply v with



et s
should be given
xaminer should

ess resides; or ?f(?ié]e’ctedfas in-

ement or elements lacking should

he applicant be. otherwise ad-
requires to render it

t the cla

usual ground of reiec-’

der either 35 US.C.

e former, t
ce. No que

t may bead-
of the ref-

If not, the

S.C. 102 as

rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
~ proposed modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
_ ject matter, and (3) an

proposed modification would be obvious.

Everything of a personal nature must be
uvoideX' %t'&vér 1may be the Examiner’s

 view as to the utter lack of patentable merit
_in the disclosure of the application examined,

he should not express in the record the opinion

that ﬁthé‘dpﬁliyca on is, or appears to be, devoid
e

of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt hag been re-

solved in favor of the applicant in granting
him the claims allowed. ' &

~ suspension i :
~ shonld make proper reference th
. action on the amendment, '

lanation why such

ded. This is especially
aims have been rejected
)y cja,ims, on anoth

In tak'mg up an amended ca.se for action the
Examiner should note in every 1 f;t;tan}'1 all the

requirements outstanding aga
Every point in the prior action
iner which is still applicable must

 or referred to, to prevent the implied waiver
- of the 'yreiquirement. L ' i i e

son as allowable subjeet marter is found.

‘shonylkdy be required.

70707()  Anewer

 ersed
ereof requested,

Where the applicant traverses any rejection,

the Examiner should, if he repeats the rejec-

tion, take note of the applicant’s argument and
_ answer the substanceofit.
" If a rejection of record is to be applied to
 a new or amended claim, specific identification
‘of that ground of rejection, as by citation of

the paragraph in the former Oftice. letter in
which the rejection was originaily stated,
should be given. = e

correction of all informalities then present

‘Rev. 16, Apr. 1968



as much as p
narily should
grounds availabl
multiplication of re
Major technical rejections on ground
aggregation, proper disclosure, undue

though there may be a seemingly sufficient re-

, uld be stated

, h pment of reasons rather than
by a mere conclusion coupled with some stereo-
_ typedexpression. @ .

" In cases where there exists a sound rejection

_ on the basis of prior art which discloses the

“heart” of the invention (as distinguished from
prior art which merely meets the terms of the
claims), secondary rejections on minor technical

Bev. 16, Apr. 1968

. 707.07() Each Clim To Be Men.

of art. Where a major

of res judicat  showing |
issue, new matter, or inoperativeness (not
involving perpetual motion) should be accom-
plished by rejection on all other available

" Inaccuracie

tioned in Each Letter
. 1] ..
In every letter each claim should be men-

[B-

 tioned by number, and its treatment or status
finiteness and res judicata  given. Since a claim retains its original nu-
‘be applied where appropriate even

meral throughout the prosecution of the case,

_ its history through successive actions is thus
easily traceable.

Each action should conclude
with a summary of rejected, allowed and can-
celled claims. ‘

Claims retained under Rule 142 and claims .

retained under Rule 146 should be treated as
set out in 821 to 821.03 and 809.02(¢).
See 1100.02 for treatment of claims in the
application of losing party in interference.
The Index of Claims should be kept up to
date as set forth in 717.04. o




owable subject matter
icating the possible desira-
I iew to accelerate early agree-
owable claims.
] xaminer is sati
has been completed tha
matter has been disclosed ,
that the applicant in y clair
he may note in the Office action
ta ts or features of the patent-
able inven ve not been claimed and that
if properly claimed such claims may be
favorable consideration. .
If a claim is otherwise allowable but is de-
pendent on a cancelled claim or on a rejected
claim, the Office action should state that the
claim wonld be allowable if rewritten in inde-

pendent form.

d ‘after the éea;‘ch

EARLY ALLOWANCE OF CLalMS

. Where the Examiner is satisfied that the

prior art has been fully developed and some of
the elaims are clearly allowable. he should not
delay the allowance of such claims.

_is to be discussed or an interview

atentable sub]céct .

The full surname of ':‘Examihef who pf‘e‘;

~ pares the Office action will. in all cases, be typed

below the action on the left sids The telephone
number below this should be ¢ led if the case
ranged.

Although only the o,mgir;m] is sigﬁéﬂ, the word
“Examiner” a stam , he signer
should appea he original pies.

7071

he original, réi‘jé'ﬁéd*bya the au
aminer, is the copy which is placed in the file

wrdpper. The character of the action, its paper

__number and the date of mailing are entered in
‘black ink o ':itrhci outside of the file wrapper

The_ da

etter is written, but should
copies of the letter after

_ by the authorized s

copies are about to alle
707.12 Mailing [R-20]

In cases where no references are to be pro-
vided by Reference Order Section (R.0.S.), the
copies are mailed by the Group after the orig-
inal, initialed by the Assistant Examiner and
signed by the authorized signatory Examiner,
has been placed in the file. ' o

In cases where cited references are to be pt‘éf\

vided, the original and copies after signing are
forwarded by the clerk to Reference Order Sec-

~tion (R.0O.8.} for mailing. The file with a copy

of the action is retained in the Group. After
the copies are mailed by R.O.S,, the original is
returned for placement in the file. ‘

Rev. 20, Apr. 1969




(b) Apph(‘atlone whi(h have been cted upon bv‘
i placed by the ap-

S. ﬁlmg date.

whlch has the oldest e
justify Group

Except as rare circumstances
Directors in granting individu
; thls basic policy apphes to al] appklcatlons

Rev. 20, Apr. 1960

',precedence over actions

exceptxons .
i signature should be comp]eted and malled

in which the"
_er Rule 139 is

tion or tor further action except as pro

rules. or upon order of the“(‘ommiqsioner to kexpedite,, .

. hé Examiners take
ven on special cases.
For example, all papers typed and ready for




' Apphc
 Cases remanded

ay subsequently
ituations include
ult of a tele-
erred as the re-

transferred as

timely response to any official action.

plications which appear to interfere
apﬂications previously considered

and found to be ‘
 manded shall be placed in interference with ai
unexpired patent or patents (Rule 201).

| 3’ Cases ready for allowance, or ready for

__ allowance exce’lr).t as to formal matters. =

~ (h) Cases w
~_ rejection. ,

1 cases (those

for examina-

allowable, or which it is de-

ich are in condition for final

ospective manu-

for lack of some

ion. Showings sup-

e made. For de-
dated

Petitions to make special a conti
cation may be based on an allegat
application contains only claims

* been held allowable in an earlier case or claims

_ differing therefrom only in matters of form.
_or by immaterial terminology. The Examiner
_is requested to make a report stating whether

the allegation in the petition is correct and
including a list of the references over which

~ the claims were allowed. unless such references
have been listed in the petition. If, in the

opirion of the Examiner, the claims in the ap-
plication do not qualify it for special status

_ as above noted, but he is able to determine from
_ inspection that the application is allowable in
. matters of substance or that the claims are oth-
erwise such as would, by reason of the previous
_ prosecution, be clearly subject to immediate
final action, he should report the fact.

_ Speotar, ExamiNing Proceptvre For CERTAIN

EW APPLICATIONS—A CCELERATED EXAMINA-
S : , !

ed that applicant (and this term

A new 'a]:r]ication may be granted special
status provi
includes applicant’s attorney or agent) concur-

m i

Rev. 18, Oct. 1968




cial status based on papers
pet ion in the parent case. Eac )

ust meet on its o

tion search w
by the inventor,
ers, etc., and list
_and subclass, put
oreign patents, ets
(c) Submits ¢
deemed most clo
ter encompassed by t i
1bmits a detailed disc
L h discussion points out,
articularity required by Rule 111 (b)
ow the claimed subject matter is distin
able over the references. Where applican
cates an intention of overcomin
erences by affidavit under Rule
must be submitted before tk
taken up for action, but in no ev
one month after request for speci
In those instances where the request f

special status does not meet all the prerequisites .
cet forth above, applicant will be notified and

the defects in the request will be stated. Th
application will remain in the status of a ne
application awaiting action in its regular tur

In those instances where a request is defective

in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted.

‘Once a request has been granted, prosecution

Rev. 158, ©ct. 1968

4. TheE

 sition. This
final action which ter
~ of a three-month period for response, or
tice of allowance. The Examiner’s response
_any amendment submitted after final rejec

esponse at this stage, to be proper,

o the rejections, objections,
ts made. Any amendment
ire broadening the search ,ﬁeld

wxl]be reated asnot a proper response.
. miner will, within one month from
_the date of receipt of applicant’s formal re-

sponse, take up t Q_application'for:ﬁnal-ﬁﬁispo-‘
tion will constitute eith
erminates with the setting

should be prompt and by way of forms 327, 303
or 309, by passing the case to issue, or by an
Fxaminer's Answer should applicant choose to
file an appeal brief at this time. Of course,
vhere relatively minor issues or deficiencies
ight be easily resolved, the Examiner may
he telephone to inform the applicant of

5. A personal interview after final Office ac-
tion will not be permitted unless requested by
the Examiner, I}owever, telephonic interviews
will be permitted where appropriate for the

thera



e apphcahon file
1deratmn of the

tion, the Supen isory Prxmary
see that he spends his remaining time as far as

sible in winding up the old complicated cases
t ed records and getting as

se with involv
37 hls amended ¢

ﬁna] isposition.
If the Examiner has con51derabl eﬂxperxence

in his particular art. it is also a
to the Sﬁice if he mdlcates (in pencil) in the
file wrappers of cases in his docket, the field
of searcr or other pertment data that he con-

%1ders nppmpmate

’709 S’uspensmn: ‘:f Actlon

action by the Office 1 be granted at ‘the request of
_ the applicant for good and sufficient cause and for a
reasonable time. q)ecmed Only one smpeneion may
be gramed by the primary examiner; any further sus-
pension must be approved by the Commissioner.

(h) If action on an application is suspended when
not requested by the applicant, the applicant shall be
notified of the reasons therefor.

(¢) Action by the examiner may be suspended by
v order of the Commissioner in the case of applications

' owned by the United States whenever publication of the
invention by the granting of.a patent thereon might be
detrimental to the public safety or defense, at the re-
quest of the appropriate department or agency.
(@) Action on applications in which the Office hax
accopted a request filed under Runle 13% will be sus-
pended for. the entire pendency of these applications

'antflgeous ,

tﬁ'—‘zo] '

"tum (a) Suspensiou of

710 Period f or Response

. Examiner on
ns 709.01 and

TS hould not consider ex. parte, '
an applicant, questions which

efore the Office 1n infer parfes

blvmg the same applicant or
ee ex parte Jo es', 1924

lappmg claims get
ormerly the practice

ference ,
action by the Office on the appl

the interference in_ accordance with Ex‘

McCormick, 1904 C.D. 5755 113 O.G. 250
_ partly 81 view of In re Seebach,,

far as possible, by ting as
of the 1_nterference and by

| A709 02 Actlons Followmg Correspond-

_ence Under Rule 202 [R—20]

“oep section 1101 01(1)

| ‘»[R—zyo]‘

35 U.8.C. '133. Time for. proscmmng apph‘catitmg -
U ‘pon failure of -the applicant to prosecute the appli-

cation within six months after any action therein, of
which notice has been given or. mailed to the applicant.
or.w ithin such shorter time, not less than thirty days,

» Commissioner.in such action, the appli- .

cation L8 > regarded as abandoned by the parties
thereto, nnl(ass it be shown to the satisfaction of the
Commisioner that ‘such delay was unavoidable,

See Chapter 1200 for period for response
when appeal is mkvn or court review sought.

89 : Rev. 20, Apr. 1969




y of August. Ex ,
4000G 3. The

ous a('tmn a statement to that eﬁect =houl be

. , mc]uded

77 0 2 Shortenod Statutory
‘ and Time Limit
[R-20] .

Exztract frmn Rule 136. ’I’imv less than alz mmtha
(a) An am;limnt mav be: required. to pmsecute his
appllr'atirm in s rtér time than six months, but not
less than thirty days, 'whpnover such shorter time is
deemed necessary or expedient..  Unless the applicant is
notified in writing that response ig required in less than
six months, the maximum period of six months iy
allowed. e ‘

Péripd
Actions

Rev. 20, Apr. 1960

action, final rejection or any ot!

copies of actions
. for reply has
¢ g the actlo

W mmng pa.
_terference to reply to
~ swered Office action___

Where, after the termination o

1109.01
n inter-

- ference proceeding, the application of the

winning party contains an un wered Office
r action, the
niner notifies the applicant of
is case response to th ~
within a shortened statu ory, ‘

from the date of suc
Ex parte Peterson, 1941 ("D 8: :)2 O G.

Ex parte Quayle

When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc., the case will consulered




, tho; ty for the ( r)mmlssmncr to e@tab-

Ltarﬁmex ‘sets a tlme limit within which ~0m
cified action should be taken by applicant.

o aome altuatxons m which a time'limit is set-are:
: f Rule 203(b) prov1des that, ‘

ym the claims suggested will be

ose claims (i e present the sug-
gested. claims in ir applications by amendment)
 within a specified time, not less than 30 days, in order
that an interference ma ‘he decl red

See sections 1101.01
(b) Rule 206(b)

Rule 206(b). Where the :&xaminpr is of the )
that none of the claims can be madv, he ﬁhﬂ" p
copied claimg stating in his action why the *applieant
cannot make the claims and set a time limit, not less
than 3 dayn, for reply. If, after response hy the
applicant, the rejection is made final, a similar. time
limit shall be set for appeal. Failure to respond or

appeal, as the case may be, within the time fixed, will,

901

G period, whicheve

complete fai

er is longer
'Rule 1‘*5(c), .

, is longer.
See section 714.01(b).
- (£) Where application i is otherwxse aiiowable

. , e but contains a tl}'laverse of a require e
‘ ~ strict, one month is given to cance
ection 7100‘2 30 USC 6pro— . %

nonelectedmvennon or s ues or take other

applicant is

. ~’:corre‘ct the def_, t.

ened Statutory
Limit Periods

 The distinction between a lxmlted tlme
reply and a shortened statutory period und

Rule 136 should not be lost sight of. The pe

_ alty attaching to failure to reply within the

time limit (from the suggestion of claims or the

rejection of copied patent claims) is loss ofthe

subject matter involved on the doctrine of dis-

claimer. A rejection on the ground of dis

claimer is arpealable

utory period results in abandonment of the
entire application. This is not appealable, but
a petition to revive may be granted if the delayf .

Rev, 20, Apr. 1989

On the other hand, ai_r"
ure to respond within the set stat- .



n six months has been set, will be e
for good and sufficient cause, and for
- such,

or extension

plication of the

de -aluation of the

libe not apply to
) any requests for more than one-month
extension, and ' ;

(2) second and subsequent requests for ex-

tension of time.

or extension of time regard-
onths involved will be
ry Examiner. All re-

less of the num
ecided by t ;
quests subsequent to the first request for e
gion of time to respond to an office action w
be forwarded to the Group Director for actio
If a request for extension of time is filed

duplicate and accompanied by a stamped re-

turn-addressed envelope, the Office will indicate
 the action taken on the duplicate and return 1t
promptly in the envelope. Utilization of this

Fport thereof;

e may be made by
te copy of a request
mpt consideration is

_in duplicate, the

promptly by way of form
arding action taken on the
ord will be complete, o
e filing of a timely first response to a final
ion having a shortened statutory period for
pon ill operate to extend the shortened

~ gtatutory period an additional month even if
_ previous extensions have been granted,but inno
~ case to exceed six months from the date of the
final action. (Seesection714.13.) ~ ;

against an application, t ;
regular statutory period, the other |
ited period set in a subsequent
The running of the first period

_pended nor affected by an ex part

time action or even by an appeal t
For an exception, involving suggested

see section 1101.01(n).

710.04(a) Copying Patent
o [R-20] ~

Where, in an application in which
unanswered rejection of record. , :
_copied from a patent and all of these claims
are rejected there results a situation where two

different periods for response are running
against the application. One period, the first,

Rev. 20, Apr. 1060 o , 90.2




. 35 U8

“day, Sundszy. ‘
day, for taking any

Tnited States Patent
W _Columbia, the

rlct of Columbia
rv 1; Washing-
y \glemorial Day,

July 4; Labor

); Veterans’

&x\vmg Day (fourth

b ristmas Day, De-
ration Day (January 20,
Whenever a holiday falls

every four yea

also a holiday. Ex. Order 10358: 17 F.R. 5269.
* When a holiday falls on a Saturday, the
preceding day, Friday,is considered to be a holi-
day within the District of Columbia and the

Patent Office will be closed for business on that

day (5 17.8.C. 6103). dingly, any action
or fee due on such a holiday Friday or Saturday
is 10 be considered timely if the action is taken,
or the fee paid,on the next succeeding day which
is not a Saturday, Sunday or a holiday.
a day or two
espiration of the period fixed by
statute, care should be taken to ascertaln
whether the last day of that period was Satur-
day, Sunday or a holiday in the District of
Columbia, and if so, whether the amendment.
was filed or the fee paid on the next succeed-

_the day, or the last
aving any fee in the
n Saturday, Sunday. -

he date of recei
or holiday is

expiration of the period for

iod for response starts from

: ce letter giving the correct
1e previous period is Testarted re-

gardless of the time remaining. See section
707.05(g) for the manner of correcting the rec-
: / been an erroneous citation.

ection 707.13), the action
ngly redated, as it is the
ailing date that establishes the beginning
of the period for response. £z parte Gourtoff,

1924 C.D. 153; 329 0.G. 536.

A supplementary action after a rejection ex-

plaining the references more explicitly or

_ing the reasons more fully, eve
; ~ further references a
a Saturday, Sunday, whi '
- time for appeal or for

~ 1f for any other reason an Office a'ct,lon"~"ls -

defective in some matter necessary for a

_response applicant’s time to respond

with the date of correction of such defect. An.

_example is an action rejecting a ¢ im on a

reference which is not cited at all or already

711 Abandonment [R-20]

Rule 135. Abandonment for failure to respond within 5
time limit. (a) If an applicant falls to prosecute his

,n a Sunday, the following day (Mon ay) is  application within six months after the date when the

last official notice of any action by the Office was malled
to him, or within such shorter time as may be fixed
(rule 138), the application will become abandoned.

(b) Prosecution of an application to save it from

‘abandonment must include such complete and proper

action as the condition of the case may require. The
admission of an amendment not responsive to the last
official ‘action, or refusal to admit the same, and any.
proceedings relative thereto, shall not operate to save
the application from abandonment. e
(¢) When action by the applicant is a bona fide at-

tempt to advance the case to final action, and s sub-

stantinlly & complete response to the examiner’s action,
but consideration of some matfer or compliance with
gome requirement has been Jnadvertently omitted, op-
portunity to explain and supply the omission may be
given before the question of abandonment s considered.

Rev. 20, Apr. 1969

son it becomes necessary



Commissioner, and that after
f the issue fee has been paid

‘Rule 185 specifies . 'that ,én applicat{

_ comes abandoned if applicant “fails to prose-

Applications _expressly abandoned
_as provided for in Rule 138. When a letter
essly abandoning an ~a‘;‘ﬁ)lication ]

ue) is received, the Examine
knowledge receipt thereof, indica

does or does not comply with the requi
ments of Rule 138. i

If it does comply, the Examiner should 1
sLmnd by using form POL-327 and by check
t

e appropriate boxes which indicate that the
et

letter is in ce with Rule 138 and that

_th pl ,)eﬁin’%{] forwarded to the
.. The

» Kxaminer’s signa-

11t

t comply with the require-
fully explanatory letter

o In view of t)im doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 29 0.G. 861, an amend-

 Rev. 20, Apr. 1969 -

; _,*’tiqryﬁperiod (Rule 135).

~ Nor is there ordinarily any

wttom of the form. If

cute” his application within the fixed statuto

period. This failure may result either from

1. failure to respond within the statutory

_ period,or

2. insufficiency of response, ie., failn
take “complete and proper action, as th
tion of the case may require” withi

~ Abandonment by entire failure
presents no problems.. ' |
rticular diffi-

culty when an amendment reaches the Office
~ (not the Group) after the expiration of the
_statutory period. The case is abandoned and g
‘the remedy is to petition to revive it. The Ex- =

aminer should notify the applicant or attorney .

at once that the application has been aban-

doned by using form letter POI--327. The
proper hoxes on the form should be checked
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cation but merely % holding that

never abandoned See

 of
35 U.

plloatlon 1s cons1dered

 an earlier case if it 1s filed before

the abandonment of, or

fore” has consmtently been

| of proceedings in the

\',,'he statutory period and thers is
s to the dates mvolved no question

oft,he followmg sxtuazlons, proceed D

minated : o
o *he 1saue fee is not ald and t

e fee, 'roceedmgs; ¥
_ date the issue fee was due and the appllca i
the same as if it were abandoned on that da

* (but if the issue fee is later accepted, on petition,
See 712,

9 Han ‘application is in interference involv-
ing all the claims present in the application as

_the application is in a sense revived).

counts and the application loses the interfer-
ence a8 to all the claims, then proceedings on

that application are terminated as of the date

'Se, the appbcant may take issue
er and point out to hxm that

’ ,711 03 (c) HPetmons Relatmg to Aban
~ donment

, Rule 187 Iewwal of abandowd muoatm An ep-
' ,pli(‘ation abandoned for fallure to prosecute may be
revived as & pending app!!mtion if 4t 1s ghown to the o
aatisfaction of the Oommlna!oner that the delay was




revive and the
‘)69), the Ex’ 1 .
. form which will th
, Conlllmlssuiner 3
~ to the applicant by t
ke PP y

g i the report . ,'Ordﬁ (enter
be rwarded to the

- file should be returned promptlv when it 15 no

: sent to him through the Messenger Semce.,, .

- Abandoned files more than ten years old

,,’Whlch have not been marked for permanent 0
retention are stored in a nearby Federal Rec-
“Orders for files in this group

require at least two days for processing. The

]onger needed .y
' Expnm'rw Smwxce

Exammers may expedlte semce

- abandoned ﬁles by telephone e

Rule 181 states
directed by the Commlss:oner .

 written statement within a specified time set-
ting forth the reasons for

Adecisian 1]

matters averred in the pe
copy thereof to the petitioner”
the question is passed

_heing requested, i

from the record. Unless requeeted .
atement shou]d not 1 prepm'ed See' A
f  igsue fee has been paid and the patent to issue.
_ has received its date and numbe

accepted without a showing of one of therea-
sons indicated in the second paragraph of Rule

plimtxons
Bztract from Rule 1. Abandoned applications may

he destroyed after twenty years from their filing date,

Rev. 16, Apr. 1968

nthe,

tltlon, supplying a o

g ka.ftet' t’he :

313, or else a showing under Rule 183 justifying
suspension of Rule 318. : ;

1ll not be



ture enntains o
ure. r)f the aba doned upphcation, ef
' ,,sentatne claim, and, 1n af
aving drawings. a fig
publication of such abbr
contmned n 1965. ‘

. pendi pm»m applica
. tten waiver.of pal

mplete appli(-ation t
nd. a declaration of abandol
i

\ T)efpnsne Pubhmhon Program‘

A;x fspphoant mav 1equeet to have an abstra
of the technical disclosure of his applicatio
_ published as a defensive publication abstra
under Rule 139. The request must be. filed while

the application awaits Office ac tion and no later .

than ~ months from the earliest effective 1.5
filing date of the apphcatmn However,

pending apphmtmn awaiting the first. Offic ac-

rog.rmm wit
plication is laid

tion may be included in the
regard to its filing date. The
: for pubhc ns
ns the application, retain-
mterfereme fm a hmxtod

 precludé :

mtmuatm'»m -part, or (()lltllllld

120 _from being ent

, ling date of the defensivel,
 lishedd app’l ) unless the continuing “appl
eation is filed within thirty (30) months after

_ the earliest effective U.S. filing date, Where a
‘slm:]ar 4pp!1( ation lS filed ufter expira of

p
tion and the applicant

\gs, if any, are pro-
' Plgi,l(f ears y

on promde(l applical
ule 139 agreeing to the condi
. publicatiol ateme
sting pu ation should: 1
assignee of record or by

)plw
U.Ss. eﬁe'- -

) waive all ri to an en-
based on said uppho ation as
ontinuing application filed more
fter the earliest effective TT S0
pphmtmn ‘ :

\Pt;bnmion‘*r

Requn'cme < for T)ofms
The Examiner should sean tl

the apph« ution to the exumt necessary to deter- -

Rev. 20, Apr 1969 .




. tion by

Amendment, t
pplicant in wri
for dlsap

f a permd of one (
, ‘,,hlch to make the necessary

, eq

- ‘tan_ce for defenswe ‘publication,
- resumption of the _prosecution of th

! ar tu

I

equest may be ppro >d >y th anmm
without explanation. Under th
stances, the Examiner et

adv m‘tlsmg, frivole g utility, ete s
_clearly anticipated by readily available ar

the Examiner should ;:u\em;
«L])[)ll(‘ﬂtloh 'md p!
t 1

~ and by thv
 request. for d

Rev. 17, July 1068

, thonty to ad

of the figur

the drawmg fo‘r printin

designate a figu
anore the se]eL ion made

;tlle 0

,reques* under. Rule 13‘),
ed'ﬁwure 1t%e]f must meet '111‘

bemg suffic
Draftsman will note on the. drawi ; ]
ice of Info 1‘11 Patent Dra,/ ;

ac ('('pmble for (lefvnmvo ]mhh« M!ml
i ich papers, if any, are to be

A ; ‘kmu not
waonl_m)prm ul nf the
"'publwalmn. Infnrrmh»

1e KExam- |

accompanying the request
! tlapproved by the Examiner,
filed after rwvmpt' of the request, ‘amend-
nmm.s. will be placec

the. h!v, but will not b(’x L






VIn this re%pect an
ion that has p‘lssed through
od indicated in Rule 316
applic .
he pro isions of Rules s

T e 1)er~=ona appearance.
, or A(rem lwfme the E\‘

must be. had in the evam-'

o iners ‘ ithin office hours, ns the.
res ve (~>.ﬂmmexw may designate.. Interviews wil
‘2 not be permxtted at any other time or place without t
5 authnrm of the" Commlsamnfor “Interviews for

disrnssion of ‘the patentability of pending applicutx

" wilt rot be had hefore the first. official action ther on.

Intery jews should be nrmngm fnr in advauce !

Imm’vlews are pomnesnb]p on any ]
pt durmg periods ¢ of overtime work.
erview should no 1]

ed by reason of fml :
erred to re g ,
3 ation. ; i 'md/or the Examiner in cha ge of tho ap-
When the three s perioc ~ plication will be present in the Office. When a
_ the issue i  been paid has expire ‘second Art Unit is involved {Patentability Re-
the file is returned by the Tssue and (Jd.l(‘ul' ~ port i, the availability of the second Examiner.
Bmm *h to the Iw'umnmg (noup Certain cler-  should also be (,hm'kml (wu T05.01(f),) An

Rev. 17, July 1968 S : . - 98Y




partxcu]arly in an involv
estlon of allowa

]ustlfv his indiecatir

terview to accelerat

able c]‘umq .

n‘aundcan be
pparent that th
. amendmen' or
txoml action by the flg\'xmmm' :
It is the duty of the I’rmmrv Iu
ﬂllt an mtm\w“ is nm

, ,SOH‘IHV pnmmpatn in the inte

During an interview with an plicant who

_ Is prosecuting his own ease and is not familiar
)ﬁ'm pmvodnw t}m Rnunnwr mi n muk

promptly ub :
for ﬁnml ac

.11, Jan. 1967




e ent arrangement
, ds which

k place at ;
hecked to

rd in the hpplié: 0
ment between a
reaohed Ru]o 1

o uest 6n of pment'lbl
 he poin ut 1’ he next ()fho
~the claim '

‘ “fornplete writtpn crafpment of | al
iew as vsarranfing f le v must be ot ;
: : . unfi Tect is clar ﬁ b) If the in
Ul “bear. direc he que

‘" the nec 65
in rules 111 135

Thh is furthorl

An m'w'um y, w1th
 presented at the
_ the summary of )
then Kmuentml “should be t

(b) abo

o 'Io insure that ) ally .uu,pmb]emn-  Except m , ons, ne e G
_clusions reached at an interview are understood  permitted ,war he br ap e ‘
by both parties, 2 mmnumndum summal nse has been passe Sl e ;. :

Rev. 11, Jan, 1967
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- papers. Seellll0OL
- 713.07 Exposure of Othe

] interviews i

gh first resp
the examiner, for at-

durtranaey .o g o i :
recident or frequently in Washington

prior to the interview
‘the m “forwarded
A model is not to be received by the Examin
~ directly from the applicant or his attorn
 See /08.03 a;nd 608.03(a). Lo [

s obvious. For others more remote, telephone

riews may prove valnable. However,pres- =

For this reason,
ary for an attorney to request a telephone
erview as specified in the old

min -ocedure Memos. 408
" The Examiner, by makin lephone call,
~ may be able to suggest minor,
_acceptable changes ~which wou
_allowance. If there are jor
_suggestions, the call might st :
and suggest a further telephone or personal
interview, at a prearranged later time, giving
applicant more time for consideration before
discussing the points raised.

,questions or

~ For an interview wit , an examiner who does
_ not have negotiation authorit , arrangements
' d

should always include an examiner wh

_ have such authority, and who has fa

_ himself with the ‘case, so that authorit
_ agreement may be reached at the time c
interview, ‘ L

 Groupep INTERVIEWE

~ For attorneys remote from Washington who
prefer personal interviews, the grouped inter-

the time between

_ ent Office policy places great em hasis on tele-
phone interviews initiated by t e Examiner.
on. it is no longer deemed neces-

d Optimum Ex-

bly quickly

them concisely,

“mary Examiner.
‘veloping and clarifyin
/in the application.

713.09 Finally Rejee

‘an

Prior to an interview the Examiner should

rrange his desk so that files, drawings and :

ther papers, except those necessary in th
i, st bk ‘

Demonstration, Ex

odel room and rarded to the gr

Oftentimes a model or exhibit is not given
, the custody of the Office but is brought

the group by the attorney solely

ons of apparatus or exhibits

3 ‘brought into the Office may be
ewed ie Examiner outside of the Office,
(in Washington) with the approval of the Pr1-
ary Ex It is presumed that the wit-
nessing of the demonstration or the reviewing
of the exhibit is actually essential in the de-
of the issues involved

ed Application
 Normally, one interview after final rejection
is permitted. However, the

view may be granted if the Examiner 18 con-

wneed that disposal or clarification for appeal

out of view. See 101 .

tion or demonstration during the
e interview. This is permissible. =

ermi ] ntended purpose
1d content of the interview must be resented
briefly, either orally or in writing. With the
approval of the Primary Examiner, an inter-



_natures to the application.

 To facilitate ephone call that may be-
__comwe necessary,
plete telephone
tension i e signature.

be given, preferably near
fsig-

Note 605.04 to 605.05(a) for a disct
714.01(a) Unsigned or Im)
16]

~ An unsigned amendment or onen prbperlyk

signed by a person having authority to prose-
_cute the caso is not entered. This applies, for

instance, where the amendment is signed by
‘one only of two applicants and the one signing e = e
 714.01(e) Power of Atorney to a

has not been given a power of attorney by the
other applicant. o ;
When an unsigned or improperly signed

~ amendment is received the amendment will be

recommended that thecom-
ber with area code and ex-

,A't’t'o'rnéyiNo't of ’
o R-—16] e

ot Where an amendment is filed, signed by an
~_ attorney whose ; Y
~ should be notified that the amendment cannot o
be entered an 'Simil‘arfnotiﬁcatio,n sent to the

ower is not of record, he

f recorc there be one, or to ap-

~ two copies of the

only being sent
direct to Applicant.
applicant” should
on both copies.

| Soo 40208, 4004, 40204(). |




_ is indicated as neces
_ tion of the claims, o
. matter has been indicated, a .
must either comply with r
“ments or specifically traverse each
~ plied with. . .
_ entation of 2
~ ally consider
the line betwee hose touc
ing the merits 1 and the determina-
tion of the merits of , may require that such
corrections, new oath, etc., be insisted upon

~ prior to any indication f allowable subject
 matter. L : . i

Rule 119. Amendment
amended by canceling part
new claims, or by rewrit|
" dicated in Rule 121. The requirements of Rule 1.
be complied with by pointing out the specific "

tions belfeved to render the claims | le over,ﬁ,’x’e,_

references in presenting arguments in support of new

claims and amendments. ,

An amendment submitted afbera. ’secyond o’r

hatters and those touch-
already expired or not suffi

_ held sbandoned
period has expired. See R

sttempting to “rewrite” a
r set forth in Rule 121(b)
ve if it uses paren-

nents to restrict are

e not fully responsive to the
, a letter should at once be se

ing out wherein his amendm

n
‘several claims involved or i

amendment,—the Examiner,

" notes the omission, should reqmretheapph-
~ cant to complete his response within a specified

time limit (ome month) if the period

take action before the expirati
If this is done the app o]
_even

0 »

~ where there is an informalif
connection with an amendme
tional claims in a case filed on o

5, 1965, the applicant is notifi
n form POL 319, See 607 an

 The Examiner must
] : a,gplyin% this practice to
subsequent non-final action on the merits which  abuses the .

reof.




__is made to the tin ,
_the letter that the respor
within the statutory peri
_last Office action.

. , 7"14.04 | Claimﬁi”k”l’resé
. ment With

~ case where no atte
patentable novelty, the
 allowed. (See Rule 111, 714.02
An amendment failing 0
_entable novelty which th

~ exist in his case may be held to be nonrezpa

~ and a time limit set to furnish s pro

sponse if the statutory period has expired or
 almost expired (714.03). However, if the
__ claims as amended are clearly open;to,y"yr,ej%ctxonr .

_ on grounds of record, a final rejection sh

~ grounas ould
~ generally be made. e

714.05 Examiner Should Immediately
a0 Inspeet .
~ Actions by Applicant, especially those filed
_ near the en :

ected immediately upon filing to

donment of the application. T
quate, and sufficient time remai
should be notified of the defi

warned to complete the response within the

statutory period. See 714.03. .
All amended cases when put on the Exam-
iner’s desk should be inspec

to determine: ,

If the amendment is properly signed  r
’ : o ""?bmhyyom his ex Physical entry
_ Patent Office at his fex‘gznae ysical entry

(714.01).
If the
_statutory period, set shortened period or time
limit (710).
. endment is fully respongive. See

Rev. 16, Apr. 1968

of the statutory period, should be

. “easily erasab ‘
The fact that Rule 52(a) has not been com-

by him at once

amendment has been filed within the

regarded, pointing -
ponse runs from the
pplemental action. . The ac-
headed “Responsive to amend-
1 ,',te), and supplemental to the action

and In re Benson, 1959 C.D. 5; 7
_holds that documents on so-called

rasable” paper violate the requirement.

plied with may be discovered as soon as the

amendment reaches the examining group OT,

'when the case is reached for action. In

instance, applicant is promptly noti-
file a permanent copy within 1
‘to order a copy to be made by the

of the amendment will be made from the per-
manent copy. e i
"If there is no appropriate response within
the 1 month period, & copy is made by the

amendment is not entered and is



]egmphl i
1is placed in the ﬁle but not
~ If confirmation of this amen dment

signed formal
due time, the

pted as a res
. If he doe= conﬁrm

' fapphes to an amenc
one 'sent by mail.

f“aohon, even on,
f apphcah(m d
the orwmq] «

__cations,

! division o

' ompany the apphoahon.
1 sndments to the specification
or drmtmg uld be requested nntil the anpli-
cation ]mq received its serial 1 nmber -md filing

*:71410 Claims Added in Excess of &

Filing Fee

The new Fee Act, eﬂ'm'tlvo October 25. 1 965,

provides for the presentation of claims ac ded in

excess of filing fee. On payment of an addi-
tional fee (see 607), these excess elnim= may he
presented any time after the applieation is filed,

which ofmum' ine huh-stholmwlwfmo the fnst o

action, 'F Im provision, it should Le empha-

final re]ectlon that is not prem‘
‘entered in a case, applicant
right to unrestricted further prose
s does not mean tha further
dment or argument will be ¢

ent that will place t

peal may. be entered.

th _objection

Any mendment timely ﬁled after a ﬁnal re-
jection should »e immediately considered to de-

t(’rmmn whet

her it. p]avoq the upp]x atlon in




period th
his actlon '

port
asa safeguard agains
ment. It may avo

"p]ace the apphcatlon in condition

to appeal or to file a continuing apphcatmn,
) a final rejection.

e a timely first res
is construed as including a
sion of time, any subsequ

for an exten-
st for an ex-

tension of time is considered to be a second

request. and must he G:nbmltfed to the (rroup

- Director. o

~ An object of this prao i
yne<e ity for appeal or ;,e('ontmumg case

rely to gain time to er the examiner’s

_ position in reply to an amendment timely filed
after final rejection.

Failureto filea response uurmg the shorrened o
result in .lbandonment nf

statutory period

the appflcatmn
In any case w

applies and an amendment is officially received

during this additional month, the amondment

will not be entered unless it prima facie |

the application in condition f{)r allowar

cancels all rejected claims, fully compli

all examiner suggestions, reqnnmnenfs, ete,
Also, during this additional month no ap-

or attorney-initiated interview will he

permitted,
Extiy Nor + Marrer or Rionr
It should be kept in mind that applicant

cannot, as a matter of right, nmend any finally
~rejected claims, ndtl new cluims after a final

Rev, 18, 4)04 HNH

s to obwate theb i

P
_ments.
_to some of the claims would rende
~able, nrphmnr should be so informe

ere this one- -month extermon;,

. For exar ple, , L
claims, if. }mended as pro ose wou'ld
¢ tions set forth in the

rejection ’o'n the refe' ences.

il be entered upon t ﬁlmo'

el
(3) the cla:me as amended present new is-
sues requxrmg further consideration or search,

) ‘the amendment presents additional -

anceling any finall e(*todj
sidered as placing

- htxon for appeal: :

Appllcant should be otifie

; t}mt certain

s 1ﬁ11hrh. if the propose

helpful in assuring the filing of
sistent with the claims as ame
ment. that the final rejection stan

_ statutory pormd runs from the dato

rejection is nlso in order, ,
Forin “letter P()L«d().% should lw

~ acknowledge receipt of the first response only.

from apphicant after final ejection where such
response is also prior to filing of a notice of
appeal.  Form letter POIL~309 should be used
to notify applicant of non-entry or disposition
of : (l) nosee mul or ~u|»~sm|unnt response after

102.2




warrar
it for a porsondl

1! after final
rranted, but m e

o \nv qmendment f
{ay and Rule 111
hould be prese

al a(tmn ‘md \\1]1 he

J nmlor Ru]e 116

f).
oy it at tln% st
secution, evel ch
redly presen
tion for appeal.
Cdavit should he von‘

in better condi-

if presented later

quﬂest bv"lp- :

appeal
15e 1 fter’

.nnmulnmnt? .

imilarly,no affi- :
_ procedu

phmt ion
be. entered

: ch subsequen
lace the appl
At qhould 10
onside d further (un]eqs, in the examiner'’s
‘there are only mlnor matters wlnch

 perioc

_tion, unde Ruvle 136(D).
rhe Prmn '

T:g ;
e decided l)\ the Grou

; ote(l that, nnder Rule lhl(f) ‘
Rule 181 petltlon will not stay

hlv to an Examiner’s mtlou

 Tunning against an application.
fm dppe‘ll .md [)(ht appe‘ll

Rev, “Ix, Oct. 1968




here an mendment even though pre
phcant pmorf to allowance, does'n
il

the notice of allo,

a matter of grace. For dlSCUSSlOI! of amend-

ments ﬁ)led under Rule 312, see
e

howe\er. the r1mendment is ﬁled in the.

7 , but is not received by the Examiner
«pnor ’to the mailing out of the notice of allow-
ance, it has the same standing in the case as

though the notice had not been mailed. Where

‘the case has not been closed to further prose-
~cution, as by final rejectio ; ;

~claims, or by an action allowing a]VVI, of tth

- claims, apphcant ‘may be entif
amendment entered even thoug
necessary
issue.
 sary if the amendatory matter is suc

Such withdrawal, however, 1S unneces-

 Examiner would rer'ommend for entry

| ?Rule 312. .
_ As above implied, the case will not be w1th-

drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the

~ Office action next preceding the notice of allow-

ance. closed the case to further amendment,
i.e., by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the rom'unr]m'

14, 16 to specific ation or drawir

to withdraw the apphc'mon from
' ~ ent be defined with sufficien

>0 C':ll‘ls dele ated the ap-
1 to the Group ,
nagers. : .

A supplemental oath ;1s nc
amendmel :

- dp i
merely the correction

claim without (hangm e scope thereof, or the |

_cancellation of claims from the .\pphcanon, '

rding to the Group Manager for. f
,(1715 Ordex ‘

qu'\te]y clear, .md ()) rh '
adequate basis for an enfo contract,
Consideration of an am
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-

~ fore, and thus be complete including editorial
revision of the specification and clatms at the

time of the Notice of Allowance. However,
where amendments of the type noted are c;howvn
(1) to be needed for proper disclosure or pro-
tection of tho nwonnon, 'md (2) to reqmro no -

Rov, 13, July 1967

fm nnl mattere in Af i

arity to form an

ment under Rule



e contumed pr .
er it has been passe for issue
i demlk‘

ously allowat
_usually adequate. ap

of the following reasons (

cient: (1) an addltlom] ceqrch is required. or

2 more than a ¢ rsory review of t ecord

is necessary, or (3) the amendment would in-
volve materially added work on the part of the

Office, e.g. checking excessive editorial o}mme" ~

in the specification or claims.

_ Where claims added by amendment 11rri4=1
Rule 312 are all of the form of dependent
[ clalms, some of the nsual 1

ci 3 of claims

07 and 114 16(c) for addltlonai feef

7 .16(a) Amendments Under Rule

312, Coplcd Patent Clalm :

~ See 1101.02(g) for the prncedm'e to be fol-
lowed when an amendment is received after no-

 tice of allowance which includes one or more

claims copied or substantially copied from a
patent.

The entry of the copied patent claims is not

2 matter of right. See 714.19 item (4).

See 607 and 714 lmo) for additional fee

r(-qmrvm( nts.

Rev. 13, July 1967

ap
subelass in which the apphcanon 18 c]asaﬁed

reasons f non- entrv.

accompamed by

"un‘ d bee 607 aud 35 U” .

nd Cor :pond“ 1ce anch to the
yazette Bran

has been transferred to another group after
the application was allowed, the proposed
amendment. file and drfmmcr (if any)
iransmitted directly to said other group
the Issue and Gazette Branch notified.
Assxst.mt Examiner who allowed the appl
tion is still employed i in the Patent Office but no

in said other Group, he may be L()llblllte( about
- the propriety of tl

ropo=ed an
ngen credit for any.
‘Onbld('l ation,

The amendment is PROMPTLY conmdexje(

fby the Examiner who indicates

whether or

uotu'e of entry (P()L— ‘1) is
prepare(l An “Entry Recommended under
Rule 312" stamp is then applied to the amend-
ment and to the notlce of entry (under the
printed word "chort ). . The Primary Exam-

mer indicates his approval by signing under

he amendment, and by
nmue,undm' the rec-
of entry. :

the recomme
st un})m an




~not be relaxe

~ claims, some 0

~Amendments con
- ters do not_requir )
 Manager %rior toentry.

_ of entry ( )'L‘-27 '

up,

 The general ru in amendment cannot
_ be entered in par
 amendment, f xample, is proposed contain-
_ing a plura

 not, the acceptable clai
should be entered in
the claims sh

secutively wit claims already in the case.

The refused claims or amel dments should be

' mendment. - -
Exam hen submit a report
POL-271) recommending the entry of the ac-

canceled in lead pencil on
The Examiner should then

ceptable portion of the amendme t and the non-
entry of the remaining portion together with
his reasons therefore. The claims  entered
should be indicated by number in this report.

Handling is similar to complete entry of a
Rule 312 amendment. : L

If the application was filed on or after Octo-
ber 25, 1965, entry in part is not recommended
unless the full  additional fee required, if
any, accompanies the amendment. See 607,

714.16(c).

21117 Amendment Filed After the Pe-

riod for Response Has Expired

When an application is not

 astot
d refused in_part should

ut when, under Rule 312, an

. of claims or amendments to
‘ tered and some

prosecuted
within the period set for response and thereafter

nt

on the file wrapper

en sev nendr are made in an ap-

‘on the same ‘no particular ordec
hour of the receipt or the mailing of
the amendments can be assumed, but considera-

tion of the case must be given as far as pos-

sible as though all the papers filed were a com-
posite single paper. ' o :

~ After entry of the amendment tyhe"applica-f,

s *up for action,” Tt is placed on the
s desk, and he 1s responsible for its
The Examiner should imme-

fter inspec immediate or
on_is required, the applicatio
mination in regular order ,

~ Amendments or other pape

before the Law ‘Examiner shou
forwarded to him. - =

endments are or-.

: ti an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose
rrosecution:before the Primary Examiner has o

een closed, as where ,
(a) All claims have been allowed, i
() Al elaims have been finally rejected (for

_exceptions see 71412, THL1, and TLE20(H)),

7_ (¢) Some claims allowed and remainder
finally rejected. See T14.12 to 714.14.

Rev. 14, Oct. 1967







’l:*he‘Exa‘m,l_nél writes © ink
_and his initials in the left margin opp '
enterable portions. [R-16]

i tently En
tered, No | Eff
vertently enters an amend-
uld not have been entere
legal effect, an :
ction is taken as if the changes had nc
tuslly made, inasmuch as they have not been
gally m ‘Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the amendatory paper. as “Not
Officially Entered”. i e
If it is to be retained in the fil
paper, even though nnt entered
a paper number and listed on t
with the notation “Not Entered”.
714.25. for an instance of a pape

_ bereturned.

s for [R-16]

) itfons, insertions, or alterations of ‘the Office

urea,_add,,, ‘
file of papers and records must not be pbyaically

. entered by the applicant. Amendments to the applca-
tion (excluding the eclaims) are made by filing a paper.
(which shonld conform tn Rule 52), directing or re- - ‘
guesting that specified amendmenta be made, The ex-

act word or words to be stricken out or inserted by said

- [R-16]

the same |

‘amendatory

f'ﬂ'm?rjaf making amendments, (a) Eras- ;
_properly d in the examinmng group,
_ and notation thereof, initialed in ink by the Ex-

‘the change, will be made
amendatory paper. In

addition of no.
y amendment

io to the provisio 18 of
¢ sidered no responsive and -

ing or bracket
patent or are I

 reissue applications, both the de ptive por-
tio and the claims are to be amended as specified in -
»aragraph (a) above. e ,

 The term “brackets” set forth in Rule 121

means angular brackets, thus: [ . It doe
not encompass and is to be distinguished from
parenthese ). Any amendment using par-
entheses to indicate cancelled matter in a claim

rewritten under Rule 121(b) may be held non-

responsiv accordance with Rule 12i{c). .

71423 Entry of Amendm

tions for, Defective

Jine designated, or lack of precision where the. -

word to which the amendment is directed oc-

curs more than once in the ified line. Ifit
is clear from the context what is the correct
place of entry, the amendatory will be
‘amended up.

1 the examining

aminer, who will assume full responsibility for
on the margin of the
1 e flice action
the applicant should be informed of this altera-
tion in his amendatory paper and the entry of




. in the followmg "
(1) Where re
_more than one ye

foreign patent or inte 1b] , , ; AE g
applicant shall make oath to f comple- cialming 3W1ﬂven'~ L
. he tion, the %uestmn involved is ne of “double 1

nti '
;%ere the referen is the. disclosure of o
_a prior U.S. patent to the same party, not co-
lpendl‘:)ﬁ the questlon is ome f dedxcatmn to
ic. : :

. Should it be. establmhed that the portlon of ‘;
_ the patent disclosure relied on as the reference
. o ;  was introduced into the patent application by
(b) The showinz L chas _amendment and as such was new matter, the
 ter and weight, as to estabiish reduction to practice te to be overcome by the affidavit isthe date
: ! ‘the amendment. In re Wlllmn et &L 1935 g
LD, 229; 454 O.G. 535.

108;
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ove
: /pubflshed either b y
in his behalf Ex parte Ler
C.D. 47; 725 O.G. 4; Ex parte P
1938 CD' 152 489 '

apphcant 1s one o

. of a publication, cited
~ he is not

uired to

Rule 131. The pubhcatlon ma¥v

,nqua
715.02

A reference lled agamst genenc claims
- may (in most cases) be antedated as to such
clalms by an affidavit under Rule 131 showing

mpletion of the invention of only a single
species, within the genus, prior to the effec-
tive date of the reference (assuming, of course,
that the reference is not a statutory bar or a

Katent claiming the same invention). See,

owever_‘? 15 03.

715. 03 Pracuce Relative to Chemical
: Casea ‘

In nhemwal cases, where generic claims have o
been rejected on a reference which discloses a
species not antedated by the affidavit, the re- ;715 06

}ectmn will not ordinarily be withdrawn un-

ess the applicant is able to establish that he
was in possession of the generic invention
rior to the effective date of the reference.
n other words, the aflidavit under Rule 131
must show as mut:h as the minimuin disclosure

‘claunmg a spe fic
’ referenoe cannot be

‘,,;Vtheo;/nt" app
f‘al 1936 C.D. 95; 462 O.G. 479.

; filing a disclaiming affidavit _ when it is not possible to pr

the other aﬁ Ors Ex parte leschl 10  of the inventor.

~ 218: 105 0.G. 261
| 715.05

ng a Malkush group :
1ce disclosing but not
ber of the

; ventors is accepted
‘is_given for failur
licant to sign. In re Carlsc

C. The Assxgnee or other par rest
uce the affidavi

Ex. parte Foster, 1903 :'

Patent Clalmmg
tion

When tha reference m questxon 13 a patentfr L

claiming the same invention as applicant and

" jts issue dare is less than one year prior to the

filing date of the application being ex
apphcant remedy, if any, must be by
Rule 204 instead of Rule 131, The Examiner

should th

ENT or a PUBLICATION.
claiming the same invention as the application,
this fact should be noted in the O&ce letter.
The reference patent can the
only by way of interferen

35 I’ C 135 110102(f)

Aﬁidavnt Under Rule 131 Must
" Be Removed Before Interfer-' :
ence e , :
Whoro an .Lpplwatwn in whlch an affidavit

under Rule 131 has been filed is to be involved
in an interference, the affidavit must be sealed

oup, the
davit un- F

e take note whether the status
t as a reference is that of a PAT-
If the patent is

te, yxoWe‘ver',T .



. made instead

ts,by" th

lege that the

ior to a specified

completed p

not sufficien E

23:220G.1224¢. s
“If the applicant made sketches he

state, and produce and describe th

sketches were made and lost, and their

remembered, they should be reproduced and

furnished in place of the originals. The same

course should be pursued if the disclosure was
by means of models. If neither sk

. models are relied upon, but it is claimed that
_ verbal disclosures, sufficiently clear to indicate
definite conception , J
the witness shonld state as nearly as possible
the language used in imparting knowledge o

the invention to others.” FEr parte Donovan,
1890 C.D. 109; 52 0.G. 309. -

The affidavit must state FACTS and pro-
duce such documentary evidence and exhibits

110

- 1889 C.D. 218; 49 O.G. 733. e
What is meant by diligence is brought out in

“the invention, were made  Christie v. Seybold, 1893 C.D. 515; 64 O.G.

~ practice or filing
_Automatic Weigh
Scale Corp., Limit

mplete disclosure to another per-
 Mergenthaler v. Scudder, 1897
0.G. 1417, it was established that

conception is more than a mere vague idea of
ow to solve a problem; the means themselves
heir interaction must be comprehended =

ol ing that the facts are

e the rejection, his remedjw

1 from the continued rejection.

e conception occurs prior to the date of

the reference, but reduction to practice is after
‘ward it is not enough merely to allege that ap

plicant had been diligent. Ex parte Hu ei

1650. In patent law, an inventor is either dili-
gent at a given time or he is not diligent; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law

“when he is doing nothing, if his lnck of activity
is excused. o

‘the mental part of the i"m’?en-;_ i
nust be capable of proof, as by




the acts.
to the reference were carried out
See3sUS.C.104¢.

715.07(d)

hose filed as part

31, that are too bulky to
be placed in the
the Examinin%
disposed of. Whe
abandonment) the ex
and Receiving Room, n
being made on the margin
808.03(a).

715.08

‘until the case is finally
es to issue (0

The question of suffi
Rule 131 should be reviewed and decided by 8

715.09

Seasonable ,Pifesentation

AfRidavits under Rule 131 must be seasonably
presented. Fx parte Berg, 1906 C.D. 36: 120
0.3 903: Ex parte Romunder, 1910 C.D. 121:

157 0.G. 209; Ex parte Hale, 49 S.P.Q. 209
Ex parte Bowyer, 1939 C.D. 5: 505 0.G. 759.

For affidavits under Rule 131 filed after ap-
peal sce Rule 195 and section 1212.

versing rejections or objections, .
be treated or considered

Jp’iyli‘cation file are retained in

o of ﬁidav;

al., 1960 C.D. 204; T

onally review and deci

nder Rule 132 for

‘sponsive to the rejection and.
facts to overcome the rejection.

This rule sets forth the general po

Office consistently followed for a long period

of time of receiving affidavits evidence

Gresselin, 1896 C.D. 39; 76 0.G. 1573. The en\

jections in the rule is merely exem-

affidavits presented which do not
or under other specific rules are to
falling under this

Cert egal prinéil'ilgs "and‘s‘tan.dard.syh \
en established respecting affidavit evidence.

 Some are applicable to all affidavits, W

others are applicable only to particular types.
S icated below. The critigﬁ
‘ , ds are summarized as an
guide to th
ts. Affidavits timely filed (ie. :
ion or appeal) should be aclkmowledged
mmented upon in the action follomx;g

and comr
filing. See Sec. 707.02. If an affidavit is fil

later and entered (See Rul
should be taken. : . .
The following criteria are applicable to all

5) similar action

 affidavits submitted under thisrule:

(1) Affidavits must be timely or s'easonah];\?

fled (i.e. before final rejection or appeal) to be

entitled to considerati In re Rothermel et

not timely filed must meet the requirements of
Rule19s. ks

(2) Affidavits must set forth facts, not merely
conclusions. In re Pike et al, 1950 C.D. 105:

Rev. 1!;’.kf.lm‘u. 1900

he examiners in evaluating such =
fore

).G. 621, Affidavits






ing the tvpe ]
1pp]1




n is sent to issue, ‘the notations then
should not be erased.

See 710.05. ’
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peari ,,

_ numbers as orig
—eolumn shonld be used fo
nunibering of the a

A line in red in}

number corresponding to
originally presented. Therea n
ink should be drawn below the number corre-
sponding to the highest numbered claim added
by each amendment.  Just outside the Index of
Claims form opposite the number correspond-
ing to the first claim of each amendment there

should be placed the letter designating the

‘amendment,. .
If the claims are am

under Rule 121(b), the )

should not be stricken from the Index of C

ine in red

in rewritten form
iginal elaim number

plication.

717.06 Foreign Filing Dates

relate

 See 201.14(c} and 202.0¢

Related ;Ap’pl ations

 The file wrapper should identify ,
pplications.  See 202.02 and 202.03.

Rev, 1%, Oct, 1968





