D:sharred Attomey C&nnot Inspec
Contrel of Inspection by Assignee ‘
Rights of Assignee of Part Inte est : {b) a ppllea tions in‘ A ’
107.01 “;4.;1;:@3- O‘Itd erpp(;it:egons for Secrec ' ; : mequeu Sled under Rule 132 am apen 10 ns;)ection by -
10702 T recy OF der Casos - the general pubiic, and copies mr be Iumiahed Upon
: L : R mymg the fee therefor ‘ ;

108 Applications relating to Atomic Energy ‘ : -
09  Security Markings , . Whenever 2 pntent relies upon ‘the 'ﬁlmg date
" ”f an earlier but still pending application, the
ublic is entitled to see the portion of the earlier
: ~ application that relates to the common subject
. P&tmt apphmhom preserced matter, and also what prosecutwn. if any, was-
ided in Rule 11(b) ~ had in the earlier application of subject matter
: ~ claimed in the patent. The interested party
. may file a petltwn to the C‘ommxssmner for
a Dﬂtent the pendency of any partic ar case before it, Inasmuch as the Post Office address is neces- e
or.the snhject matter of any particular applicﬁtmn, nor gary for the complete identification of the petx- i
will access be given to or coples fumisb#d {)f any pend- tmner, at: Shou]d a}waya be included. ; i
ing apphcatmn or. papers relating therem, witbout S The pehtmn may be filed either Wlth mo T
written authority of the applicant, or’ ‘his assignee or, Of service of o COpV upcm the attomey of rec-
attorney or agent, unless it shall be necessary to the ord, lf known, in the apphc&mm to which
proper conduct of business before the Oﬂke or as ‘access is sought, or may be filed in duplicate,
provided by these rules. ©_in which case the duplicate copy is sent by the
Examiners, while hgldmg interviews wnth Law Examiner to the attorney or owner of the
attorneys and applicants, should be careful to  Application, who is given a fimited period. as
prevent expocures of files and drawmgs of 8 week or ten days, within which to state any
other applicants. . ob]ectmn he may have to the granting of the

Extreme care should be taken to prevent  Ppetition. If no objection is raised, the peti-
inadvertent disclosure of the filing date or se- tion is approved by the Law Examiner: other- L
rial number of any application filed by another ~ Wise a decision is rendered by the Commis-

party. This applies not only to Office actions sioner. If there is no objection the petitioner

but also to notes (usuallv in pencil) in the is permitted to see the entire parent applica-
Aile wrapper Ly ~tion. . Otherwise, the petitioner is allowed to

S _order a copy of only that portion of the parent
102 Information as to Status of an  application that relates to the common subject
App“caﬁon maiter. A separate petition should be filed for
each application to which access is desired.
or sufficient extra copies provided so there may
: 'ib'ln(]“”n](‘nt or [)’lf(‘nf nu"lh@r Of 'lny [ g ap- b,e one for pla’cement ln each applxcatlon ﬁ]e‘
plication identified by Serial Number in 2 U.S. " if (he petition be granted, and one for service
or foreign patent. A written request for such o0 oach attorney of record, if, as sometimes
information must he made, identifying the ‘hpo the same applicant ha,s different, at-
source (the U7.S. or foreign patent) by (‘oumry appens, eﬂ‘ pp : Sl
and number. See 203.08. torneys in different of his applications. FEach
petition should show not only why aceess is

103 nght of Public to Inspect Patent ~ desired, but also why petitioner believes he is
 entitled to access,

Files and Some Application Files The entire application, an abstract or an ab-

[R-17] breviature of which has been pubhehad isavail-
Rule 11. Filex open to the public. () After a  able to the public for inspection and obtaining
patent has heen issued, the specification, drawings, and copies, see 71106,

Information will be given as to the pendency,

8 Rev. 17, July 1348




authorizes ‘publication of
f Appeals or of the
oned apphmtlons,

y spee - Department Records,” and mbm:tﬁng‘mis
.- in person or by mm! to the '(‘oxxxmisisibne‘r] of

mmg Operatlon, and in many pubh(- mformd(mn om«_eq
and ﬁeld offices of the Department of (omme

the requested ret‘ord is ldentlﬂdb]f‘ the request. will be ,
reviewed by’ the appropriare oﬂi('ial authorized to make ;
an’initial determinatinn of the avaflability of the rec :

ord. I it is determmed that the materml i not to he

made available to the Tequesting person,’ ,‘smd person
shall be notified in writing of that fact and the reasons

~ why the record will not be disclosed. If the record is
~ to be made available, inspection will be permitted in the
j;;xippi-rmriatc- Patent Office search room.  Fees for copies
oot remrd« und ‘for searchex and related services are
£ (im able ‘in accordance with the u«*hpduls of fees aud
charges established in Section 4.5 of Title 15, Code nf
Federal Rmmhtionq :

thi Any person whose application to inspect a record
has peern refused mAay request a reennsideration of the
initiad denial by completing and smbmitting the appro-
priate section of the Form CD-244,
reconsideration should he made within 30 dnys of the
date of the original denial. In <ubnnitting such request
the party should include any written argument he
degires to support his belief thar the record requested
shoutd hp made available. No personal appearance,
aral argument, or hearing shall be permitted.  The
decision npon such request xhatl be made by the Com-
missioner of Patents, and shall be based upon the orig-

Rev, 17, July 1968

. jomt apphc

The request for

who, if he approves,

1ts), appmmxta legal representa-
tive, the assignee whase assignment is of record,
r the attorney, agent or associate attorney of

“record will be permitted to have access to the
file of any pending application, except as pro-
‘vided for under Rule 11(b) or under the inter-

ference rules, unless written authority from one
of the above indicated parties, 1dent1fvmg the
application to be inspected, is made of record,
or upon the written order of the Comumissioner,
which will also become a part of the record
of the case. ,
Approval by the anarv Iu\ammpr of &
power to inspect is 7ot required. The (lerk of
the Group to which the application is assigned
ascertains that the power is properly sigmed by
one of the above indicated parties, and if ne-
ceptable, enters it into the file. If the power to
inspect is unacceptable, notification of non-entry
is written by the Clerk to the person who qgned
the power.

When a power to inspect is received uhﬂ{- a

file is under the jurisdiction of a Service
anr'h. such as the Patent Reference Branch,

“the Document. Services Branch, the Service

Branch of the Board of Appeals, :md the Issue
and Gazette Branch, the question of permission
to inspect is decided by the Head of the Branch
indicates the approval
tinmhs on the power,

 Power to inspect may he gr anted when a
duplicate copy of filed power to inspeet is

t the appxmant (any one of' .




23 C.D. 42; 313 0.G. 453.)
A ! ricted power to inspect given by an
o T ;
mized as good until and unless rescinded. The

‘is, under existing 'practice, recog-

| prosecuted properly, un

_ same is true in the case of one given by the

_attorney or assignee so long as such attorney
or assignee retains his connection with the
application. . a F o

~ Permission to inspect given by the Commis-
_sioner, however, is not of a continuing nature,

since the conditions that justified the permit to
_inspect when given may not obtain at a late
“date. e e

105

Patent Office employees are forbidden to hold

_ “either oral or written communication with an
_attorney who has been suspended or excluded

from practice regarding an application unless

it be one in which said attorney is the applicant.

~ Power to inspect given to such an attorney will

not be accepted

4.1

specific request to th Even when such

 request is made, the applicant may be rmit-
ted to imspect the cas

why such ins e
his rights. ,

106.01 Rights of Assignee of Part In-

sary to conserve

While it is only the assignee of the entire

" interest who can intervene in the prosecution
~ of an application or interference to the exclu-
ee of a part
icensee of exclusive right is

sion of the applicant, an assi
interest or &

_entitled to inspect the application.

Disbarred Attorney CannotInspect 107 cSecrecy Order” Cases

Title 35, United States Code, section 181

_ provides, in part, that any invention in which

the Government does not have a property in-
terest, and whose publication or disclosure by

~ the granting of a patent might, in the opinion o
of the Commissioner, be detrimental to the na-
 tional security, shall be made available to the

Rev, 15, Jan. 1906k

sufficient showing



or duthorize to be filed in any foreign country prior to
six months after Sling in the United States an applica-
tion for patent or for the registrat n of & utility model,
industrial design, or modei in respect of an invention
. made in this country.

~ with respect to an invention sabject to an order issued

by the Commissioner pursuant to section 181 of this

o title without the concurrence of the head of the depart-

~ments and the chief officers of the agencies who caused
.the ‘order to be issued.. The heense wmay be grauted
g retroachvely where an application has been inadver-
tently ﬁled abroad angd the application does not ‘dis-

elose an invennon withm the scope of section 181 of :

 this title.

mcludes applxcations and- any modifications, ‘amend-

“ments, or supplements thereto, or divisions thereof

Since May 3, 1965, all licenses granted by the
~ Commissioner of Patenta to file patent applica-

record in the application to which they cor-

~ the license are given paper numbers and en-
dorsed on the file jacket and on the Serial Regis-

ter Card.
approved are neither recorded nor placed in the

, .npphcatlon file Wrapper. TR 18]
107.01

| “Review of 'Appll,cations for

Secrecy Order [R—IS]
Dnder 35 U.S.C. 181 the obligation is da-

make them available to such .1{:911010%

All new applications
Office are now heing s«
personnel  to determine which applications
should be made avatlable for review or treated
under the Atomic Energy and Space Acts for
property interests.

Al applications that have been screened by
Group 220 will be stamped “LICENSING &
REVIEW" inside the file wrapper. This
stamp simply indieates that the applieation has
heen initially sereened and is not to be con

. A license shall not be granted :

. The. term “zipplication when used in this chapter - of admncmg said group date’ must be arrangad

tions in foreign countries have been made of

~ respond. The granted request for a license and

Requests for licenses which are not.

“ordered b\ the (‘omnnssmner

~rectly on the Patent Office to apprecmte the :
~ possible interest of the defense agencies in.
pending applications and to take steps to

ved in the Patent ,
ned by Group 220

 Pequi
_into ﬂze apphcatzm

war&p& to: the Lw]enm ;

he margm
nt in su

ense age
) er when reae..ad for

action.  Allowable apphcahons requis ng eon- ,
sideration for pmcessm under Section 152 of
the Atomic Energy Act (42 U.S.C. 2182} andfar :
‘Section 303c of the Space Act (42 U.S.C. 2457¢)
are processed to issue, including counting of the
issue, and forwarded. ‘throngh Group 220 to the
Issue and Gazette Branch. 'When the security

status of the apphcatmn cannot be pmmptly,
'declded Group 220 will report the progress that
has been made to the Group Director. Any sc-
tion to be taken in the case, for the purpose

through the Group Dlrector

107 02 Prosecuuon of “Seerecy Or-
- der”? Cases [R-18] ' '

f “Secrecv Order” Cases are e\tammed as in
other cases, but may not be passed for issue:
nor will an interference be declared where one
or more of the conflicting cases is secret. See
section 1111.04. ;
- In case of a ﬁml re;ectxon, while such action
must be properly responded to, and an appeal,
if filed, must be completed by the applicant to
prevent abandonment, such appeal will not be

~ set for hearing by the Board of Appeals until - .

the secrecy order is remov ed, un]ess specifically

When a “Secrecy Order” Case is in condition
for allowance a notice of allowability [Form
D-10] is issued. thus closing the prosecution.
Any amendments received thereafter are not :
entered or responded to until such time as the
secrecy order is rescinded. At such time

- amendments which are free from objection will

be entered; otherwise they are denied entry.

|08 Applications Re‘lalmg to Atomw
Energy [R-18]

Rule 14ie) reads as follows:
“Applications for patents which discloge ar uhirh
appear th discloge, or whieh purport to disclose, jn-

Rev, I8, Oct. s



; ‘ lon in fact: disclose
categorles specified by secs. 131(e

Atomic Energy Act of 1554, 68

uired
TS

reads in p&;{t‘ as follows:

I . any invention or discovery useful in the pro--
©ductton “or, utilization ‘of

special nuclear material or

“atomic energy. . .

The term “atomic energy” is defined asall forms

' of energy released in the course of nuclear fission
_or nuclear transformation (42 U.S.C. 2014c).

- are. nt to Licensing and Review for screening

by Group 220 personnel, under Rule 14(c), in

";":Begister Number 220, page 7049, standards are

Al applications received in the Patent Office

order for the Commissioner to fulfill his respon-

sibilities under Secticn 151(d) (42 U.8.C.
2181d) of the Atomic Energy Act. Paperssub-
-sequently added must be inspected promptly by -

the Examiner when received to determine
whether the application has been amended to

_relate to atomic energy and those so related:

must be promptly forwarded to Licensing and
Review. " S e

Rev, I8, et 106X

o the relation of the subject matter
_under Sec, 107.01 is not a
" EVEN applications using a
ve source for any purpose
ntions having special rela-
py MUST BE SUBMIT-
See 708.03(b).

. ;Unde,ru Ekééutive ‘,Crder, ’10,501, 18 F edéﬁxi o

prescribed for the marketing, handling, and

_care of official information which requires

erest of security. S
rescribed in the Execu- -
; g that such marking is

. the direction of, a Govern-
accepted in patent applica-
ions or papers in the Patent

safeguarding in t

ds such as “Secret,” or “Con-

fidential,” must be promptly referred to Group

- 290 for clarification or security treatment. Un-
~ der no circumstances can any such application,
drawing, exhibit. or other paper be placed in

~ public records, such as the Patented Files, until -
all security markings have been considered and .

 declassified or otherwise explained.
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