1208, . _differences of oplmon,c'o‘, vern the ‘denial of
1200 . ' _ patent claims because ior art or material
1210 ' Q ; ; _ deficiencies in the disclosure set forth in the

: . application, the questions thereby raised are

 1?" . , ! , ~ said to relate to merits, and appeal procedure
1212 : er Al . within the Patent Oﬁcecand to the eourts

long been provlded'"by statute.
The line of dem i
121401 ‘matters for the Board of Appeals and petition-
121402 Procedure after Dadaica’ ~ able matters for the Commissioner of Patents
121403 Rehearing and mgdmm’ion : should be carefully observedd The Board will
1214.04 Examiner Reversed o t ordinarily hear a questi :
1214.05  Cancellation of Withdrawn . ould be decided by the Co;
121406 E 8  Whole or in Part  C'ommissioner will not ordinarily entertain a
1214.07 Reopening of Prosecution petition where the question presented is an ap-
1215 Withdrawal or Dismissal of Appeal pealable matter. However, since Rule 181(f)
1215.01 ’Wlthdrawn of Appeal . states that any petition not filed within two
121502 Claims Standing Allowed . ~
121508 Partial Withdrawal ~ months from the action complained of may be
121504 Dismissal of Appeal ~ dismissed as untimely and since Rule 144 states
121505 Case Before the L(}urt titions from restriction requirements
1216 Appeals to Courts . o led no later than appeal, petitionable

121601 To Court of Customs and Patent Appeals ) i1l rarely be present in a case by the
121602  Civil Saits o ime it ,'Board for a demsxon

4 Actions tol
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on betwéeh aPPealable” o




Civil Actlou in - District
Court for tke Dutrlct of
Columbia :

he may designate any patent examiner

higher, baving the
ine:-ln-chlef for perl"

per annum rate of basic {0
vief e Pat nt 0ﬂce at not
knte provided for

d. The per annum
enignated ex-
m!ner-in-cbief shall be adjusted, a the close of the
d for v which he was designated to act a8 examlner- !
£, to the per anpum rate of basic compousation ’

which he. wonld' ‘have been recelslnz at the close of ,

o such period if such deslgnatlon had not been made.

Bﬁef and 250 fee mmt be
filed vthln two m od
appeal or n perh
for r mu- action,
Rule 192, 35 LV s C. 41

‘,

Notice of appesl to Board

of Apmla and $50° fee
mugd for mmed ﬁue t
) mkm, Rum 191

i

Rejection

Primary Eumim

~of Patents . .

Decision by Commluione i

l

atents, Rule 181

ConmiuionerJ ,~

Requlmment, objection or
| aileged abuge of c’!ﬁcrﬂion
% Final Action

. decxsxon, a Board member
- becomes unable to participa
_ some reason, the applicant will be :
~ choice of having a rehearing or of ha,vm adif-
o ,ferent Board member su‘hst ted £ -

1204

, but prlor to the

It subsequent to the hea
o heard the case -

nt) to recon-
geractlce to have
the remmnmg {Wo Board ‘members reconsider
the case. However, if there is disagreement con-
rning the position of the Board on reconsider-
 third member may be desxgnated as a
e for the absent member.

Adminim'ative Handlihg
20]

[R"’ |

Ez parte appeals to the Board of Appeals,f

and all papers relating thereto, are forwa
dlrectly to the Board for docketmg Al ap

Ke fpaperzs, such as the notice of gpeal , appeal
rief and request for extension o time to file

the brlef, are first processed, without the ap-‘ ,

in the decxsxon for
gwen the



Aoeils
ase speclal after appeal
Board. However, no

d unless the brxefg, r

gned by the ap
uired fee o:

f appeal 1
nse set in the last Office action,
months. The timely fil-
a final rejection having

, nal rejection will result in the appli
tion beco ndoned, even if one or more
' _been allowed unless claims sug-
rference have been copied.
1 for filing a notice of ap-
mmended. This form is

N(mcz or,_ArnAL Flou 'tnn Plnun! Enumn
ro mn Bono OF APPEALS

_ To Commissioner of Patents
. Bir:

" Rev. 28, Jan. 1070




. appealed frbm,

‘whould refer to the drawing by reference characters,

from

' s

 (One additlonal copy of this Ne

~ Signature (Rule 191(b)

o s w420

e ot 4 o 0 4 A

Post Ok ess ¢
' correspondencelato

MaTTERS H“NDLm CONcmmmemY

~ Rule 206 permrts partialnakppén] i

Rule 2Uv pe cases where
there are both finally rejected claims copied
atent and other claims not ready for ap
peal. See sections 1210 and 1101.02(f).
Ex parte prosecution of an appeal unde
191 may proceed concurrently w
ference proceeding involving the
tion provided the Primary Examiner wi
wards the appeal certifies, in n memorandum to

the interference does not conflict with the sub-
ject matter of the appealed claims.
212, section 1103.

1 Brief [R-23]

at‘c brief. (a) The appeliant sball.
onthe from the date of the appeal. or
lowed for response to the action

panied by the requisite fee, of the authorities and
arguments on which he will rely to maintain his appeal,
including a concise explanation of the invention which

and a copy of the claims involved, at the same time

‘indicating if he desires an oral hearing. Two extra

copies of the brief are required If an oral hearing I8
requested. The Board of Appeals may, for sufficient

cause shown, extend the time for filing the brief to a

date not later than two months after the original ex-

piration date. Any longer or further extension must be

sought from the Commissioner. All requests for ex-
tensions must be filed prior to the expiration of the
period sought to be extended,

Rev. 28, Jan, 1970

for- | e D \ut, ed.
_ extension not in excess of one month. The au-

be placed in the file, that the subject matter of thority togn'nt subsequent extensions is re-
the

See Rule tional time, in excess of two mon

Iater, file a brief, accom- -

from the Patent Interference Examiner’s ap-

Patent Interferences or from any subsequent

thin the time allotted

1l file a petition, without any
Board, requesting up to an additional

ith ng his reasons for the re-

; filed in duplicate

which the response

use is shown and the

~petition is filed prior to the expiration of the

tended (Rule 192), the

riod sought to be ,
is authorized to grant the

Nlerk of the Boar

r. Addi-
, not be
granted, even by the Commissioner, unless
extraordinary circumstance are involved. The
time extended is added to the last calendar day
of the original period, as opg::ed to being added
to the day it would have been due when said
last day is a Saturday, Sunday or holiday.

Assistant Cor

ained by

* Tf after an appeal has been filed, but priorto i

the date for submitting a brief, an interference
is declared, applicant’s brief need not be filed
until two months after either the non-appeal-

“able decision of the Patent Interference Exam-

iner or the expiration of the time for appealing
pealable decision, the decision of the Board of

decision of a reviewing court. If a petition for
reconsideration is filed, there is a 30 day appeal
limit following the decision on petition. In the
event that a seasonable petition to the Commis-
sioner is filed with respect to the Patent Inter-
ference Examiner's decision, a 30 day period




that a brief

n rlght to the

ment;
Oor supervisory

,ﬁlinﬁoff" : (iment, even if it
le which the Examiner previously
icated may place one or more

in condition for allowance, un-
less the Exan}imr,k
amendment, disposes
appeal ; '

} the receipt of a letter from the Exam-

iner stating that prosecution is sus-
_ pended, without the Ex-:ainer either
withdrawing the final rejection from
which appeal has been takew, institut-
_ing an interference with the subject

application or suggesting claims for

. an interference.
: Althoulfh failure to file the brief within the
permissible time will result in dismissal of the
appeal, if any claims stand allowed, the applica-
tion does not hecome abandoned by the dismis-
sal, but is returned to the Examiner for his
action on the allowed claims. See section
1215.04. J£ there are no allowed claims, the case
is abandoned as of the date the brief was due.

T£ the time for filing a brief has passed and

the :Xylicatipn has consequently become aban-
~ doned, the applicant may petition to revive the
application, as in other cases of abandonment,
and to reinstate the appeal ; if the appeal is dis-
missed, but the application is not abandoned,
the petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in

acting on the
f all issues on

when bn is filed, 35
vides that the “appel-
the authorities and argu-

vill rely to maintain his ap-
- a concise explanation of the
‘should refer to the drawing by

reference characters, and a copy of the claims
ved, at the same time indicating if he de-

an oral hearing.” In the event an oral hea.

ing is requested, Rule 192(a) requires the su!
mission of two extra copies of the api)ea
However, the additional copies should

be sup-
plied for every appeal since they are of substan-
tial assistance to the Board, even when the
appeal is submitted on brief. i

For sake of conveni
claims involved shoul

The brief, as well as

_ ing to an appeal, shou

the Group to which the a;})‘plication is assigned,

the Appeal number and the Serial number.
When the brief is received, it is noted on the

Board's records and then forwarded to ‘the

Group where it is entered in the file, and re-
fems

to the Examiner. If the Examiner con-

 siders the brief to be defective under Rule 192,

he may (1) point out the defect in his Exam-
iner’s answer or (2) if a bona fide attempt has
been made to file a ;iu'oper brief, he may write
a letter to the appli him that

icant notifying

~ he has 1 month to correct the defect by filing

a supplemental brief. If the applicant fails to
correct the brief within the 1 month period, the
Examiner will write his answer and indicate
the defect. All such letters must be approved by
the Group Director. .
‘The mere filing of any paper whatever en-
titled as a brief cannot necessarily be considered

a cmmﬁ)liance with Rule 192. The Rule requires
e brief must set forth the authorities and

that t
arpi'uments relied upon and to the extent that it
fails to do so with respect to any ground of
rejection, the appeal as to that ground must be -
dismissed. It is essential that the Board of Ap-
als should be provided with a brief fully stat-
ing the position of the applicant with respect to
each issue involved in the appeal so that no
search of the record is required in order to deter-

Rev. 23, Jan. 1970




f,’z‘,

the case are con-

he date of the dis-
_ application filed
ing with the ap-

on appeal If in his brief, applicant
_relies on some reference, he is ex
vide the Board with at least one co
Once the brief has been filed,
roceedings may be considered on its

merits, bgt will blzg;mnmd only in exceptional
xam-

| iner’s Answer would be fruitless or would work .

cases, such as where the writing of the

the applicant.
. see. sectmn 1205 01

ne t Filed Witb or After:

, jpeal [R-23]
To expedlte the resolution of cases under final

rejection, an amendment filed at any time after

fina] rejection but before an a; feal brief is filed,
may be entered upon or after filing of an appeal
led | eﬂect of the amendment is

:?l (l)éem issues from ap l and/or (2)
,;’snggestmns.

an::gdmem necessitates a new search, raises the
issue of new matter, presents additional claims
without cancelling a corresponding number of
finally rejected claims, or otherwise introduces
new 1ssues, it will not be entered. Examiners
must respond to all non-entered amendments
after ﬁnal r?ectz md mdlcate the status of
each claim o roposed, including the

ing of an
paper It should be noted that an amendment
lacing a case in condition for allowance will
enterable by the Examiner at any stage prior

to forwarding the answer on appeal. Except
where an amendment merely cancels claims
and/or adopts Exammer suggestions, removes

Rev. 23, Jun. 1970

~ type referrin

f course, if the

%atum of claims that would be entered on
appeal if filed in a separate

rse, withdraw

imely fil
miner for his consxderatlon of its propnety
astothe aneal issues and for preparation of an
r's Answer if the Brief is proper and

ap] llcatlon is not allowable. The Exam-
swer will normally be of the shortened

to and relying on the final action;
it may withdraw rejection of claims or any ob-
jection or requirement as desired by the Exam-
iner.  Note section 1201. No new ground of
rejection or objection should be mcorpomted in
the Examiner's Answer without empress ap-
 proval in each case by the Group Director. See

- mer’

~ section 1005. See setion 71413 for procedure

~ on handling amendments filed after ﬁnal action

~and before appeal

. 1208 Exnnuner s Answer [R-23]
_Rule 19.! Ezaminer's answer. (a) The primary ex-
aminer may, within such time as may be directed by
the Commissioner, furnish a written statement in
answer to the appellant’s brief including such explana-
_tion of the invention claimed and of the references and
grounds of rejection as may be pecessary, supplying a
copy to the appellant. If the primary examiner shall
find that the appeal is not regular.in form or. does not
relate to un appealable action, he shall so state and a
petition from such decision may be taken to the Com- .
‘missioner as provided in rule 181,
. (b) The appellant may file a reply brief directed only
_to such new points of argument as may be raised In the
. examiner's answer, within twenty days from the date
of such answer. However, if the examiner's answer
states a new ground of rejection appellant may file
a4 reply thereto within two months from the date of
such answer ; stuch reply may include any amendment
or material appropriate to the new ground.

Arreal. CONFERENCE

Appealed cases in which the brief has been |
ﬁlod should be reviewed by conference in the

214
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ulatlve art re]ectlons ‘and elimi-
al rejections of doubtful value.

Rev, 21, July 1966



ppea

g 30 days to the date

the end of the pay

as forwarded to the

elleg
sho% call att
 copy of the claims. G
argued in the Examine
i having been droj nay be con
he Board if it desires to doso. The

with
h

_behin
id nﬁﬁe%l by the Examiner as being considered
er either Rule 131 or 204. The distinction is
rtant since the Board of Appeals will usu-
ally consider holdings on Rule 131 affidavits or

declarations but not on Rule 204 affidavits or

~ declarations,
If the Brief fails to respond to any or all

grounds of rejection advanced by the Examiner,
the Examiner should simply inform the Board

of Appealsof this fact in his Answer and specify
the particular claims aflected. Since euch lack

of response to any ground of rejection will re.
sult in dismissal of the appeal as to the claims
affected, the claim« involved need not be treated

~ further by the Examiner in his answer, A dis-
_ missal of the appeal will result if all the claims

- will state his position in t

~ last stated position supersedes th
_a situation confuses the issue and

dwitsl, declarations

A final gctm’x; un-

for purpose of ap-
ing before the Board of
ion contain claims which

the arg
f are directed to
h circumstances
[Examiner’s Answer to the final rej
statement of his position wounld leave the
nsofar as the new claims ar ‘
uncrystallized issue a

 benefit of the Examiner’s view,

_cates the task of rendering a decis

It also frequently hu,p]l):ns that mine
he Answer in a manner

that refll)resents a shift from the position stated

in the final rejection without indicating that the

rmer. Such

difficulties for the Board since it is not clear

_exactly what the Examiner's ultimate posi-

tionjs, . .
. In view of the complete and thorough
development of the issues at the time of final

_ rejection it is Possib’]e to save time in prepar
_ the Examiner v
by taking the following steps:

s Answer required by Rule 19

A. Examiners may incorporate in the answer

' their statement of the grounds of rejection

merely by reference to the final rejection (or a
ngle other action on which it is based,
706.07). Only. those statements of grounds

_ of rejection as appear in single prior action may

be incorporated by reference. -An Examiner’s

Answer should not refer, either directly or in-

tly, to more than one prior Office action.

- Statements of grounds of rejection appearing

in actions other than the aforementioned single
prior action should be guoted in the answer. 'I%\e
page and paragraph of the final action or other
single prior action which it is desired to incor-
F«)mw by reference should he exgicitl ' identi-
jed.  Of course, if the Examiner feels that some

{further explanation of the rejection is necessary
_he should inelude it in the answer but ordinarily

he may avoid another recital of the jssues and
another elaboration of the grounds of rejection.
The answer should also include any necessary
rebutal of arguments presented in the appli-
cant’s brief if the final action does not adequately
meet the arguments,

Rev. 26, Oct. 1970




~dum should be forward

Examiner or the applicant except that either
the Examiner or the applicant has the right to
cite an unpublished decision in an application
having common ownership with the application

When files are fhr,v‘mrdea, soft cbpies and

m’i‘hts of references fastened therein shoulc
1f an Examiner’s Answer is believed to con
tain a new interpretation or app '
existing patent law, the Examiner’s
application file and an explanatory memoran-
| ; the Group Director
for consideration. If approved by the Group
Director, the Examiner’s Answer should be for-
warded to the Office of the Assistant Commis-
sioner for Patent Examining for final approval.
A form suitable for the Examiner’s Answer
is ns follows: o '
o POL-84 :
I¥ ne ArrLICATION OF

Before the BBoard of Appenls

Rev. 26, Oct. 1670

tion of the

“New Referen:

_ (The Examiner Ahsf'

ences relied on in the appe

to other papers for this
. non-patent references
~ the reference should be e o

~ subclass or, if not classified, the pas

tion in the Office where a copy can b
_addition, the citation should spec

or ?ages‘ofthe reference relied.
listing of references not involved
_“Statement of the grounds of rej .
‘Reference to final rejection or single prior ac-

ion for a clear exposition of the rejection. If

, ‘,,knlelcessary, deseription and explanation of the
alle ,

- Examiner’s case properly. If pertinent, include
_ a statement that:thlsis a newﬁgkround of rejec-

invention and references to present the

_ Responge to the ffa]lég:it’ s and urgum'.ent.s in
the brief not already met by the final rejection.
If a new ground of rejection is rnised. see

 §1208.01.

For case having putentabil;

New Refefence. New Objec.
tion or New Ground of Re-
jection in Examiner’s Answer

- [R~20]

At the time of preparing his answer to an
appeal brief, the Examiner may decide that he

~ ghould cite n new reference, raise n new objec-

tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or
other reason for rejection) against some or all
of the appealed claims. The Group Director’s




Director will stamp
he Answer only

Rov, 24, Oet. 1070



ant desire to have

er's action, he

) fee) and a new

, he other hand, if the
ipates some but no
%« minor lack in art

i of the new ground in the

Answer wonld normally be the
procedure. Of course, if the new
rejection applies to any claim stand-

ed the prosecutic onld be reopened.

_is important that the new ground with re-

to. which the Group Director has been

rly i ated as such so that

: dily ident,ifly those

pplic “ ant is entitled to a

_ period of sixty day ply. /

“encé should be éifed dnder t
Reference(s).” e s

Likewise when a ground of rejection not in-

volving a new reference is raised for the first

time in the Answer after consultation with the

Grrms) Director the fact that it is a new ground
[4

should be clearly indicated, thus: THIS IS
NEW GR()UN{) OF REJECTION, or some
equivalent statement, .

The Examiner’s Answer which includes s
new ground of rejection should conclude with
the following paragraph: =

“In view of the new ground of rejection

applicant has sixty days within which he may
file a reply to this Answer, Such m{)ly may
include any amendment or material appro-

priate to the new ground and may request

_ case to the Examiner to consider s d-
_ment or material. In the event of remand, con-

y new refer-
Ception = New

his ar, ’
_ If he finds, upon reconsideration, that all there-
_jected claims are allowable, or where the ap-

ion may remand the
sider such amend-

sideration will be limited to amendments and

facts pertinent to the new ground of rejection.
Where new points of argument have been

raised in the Examiner’s answer, applicant may

file a reply brief within twenty days from the

date of such answer. Applicants should clearly

and specifically indicate in their reply briefsthe

new points of argument “raised in the exam-

‘iner’s answer” to which said reply briefs are

directed. Rule 193(b) does not permit general

~ rebuttal of each statement made in the exam-
_ iner’s answer; consequently a reply brief which

is not restricted to answering “new points" may
be refused consideration in toto, [R-21]

1208.02 Withdrawal of Final Rejec

" tion [R-20]

. . The Eiémineg ‘may withdraw the final re-
jection at any time prior to the mailing of the

Examiner’s Answer. It is possible that after
reading the brief, the Examiner may be con-

vinced that some or all of the finally rejected "
claims are allowable. Where he is of the opinion

that ‘Somé of the ¢laims areé allowable he shou
so specify in the Examiner’s Answer and confi
ments to the remaining rejected claims,

plicant in his brief withdraws the appeal as

to some of the rejected claims and the Exam-

iner finds the remaining claims to be allowable.
he should notify the Board of this fact so that
the appeal may be removed from the records.
Moreover, the Board should be notified when-
ever the application is withdrawn from ap-
peal under any circumstance. See sections
708.07 (¢) to T06.07 (e). |

In applications where an interference has re.
sulted from the npplicantiicbp{)ing claims from
the patent which provided the basis for final re-

217  Rev.21, July 1969




is presentatio

_ fifteen minutes fo reply as w
_ statement which clearly sets for

deci g with respect to the issues and re ﬁ
record. Applicant may utilize any allot d ti
not used in the initial presentation for

_Currently, up to two Examinersare penﬁitted <

to attend any one hearing as observers, where

the case is related to the Examiners’ field of tech-

_ nology. The time of a hearing may be obtained
, , liy,t e ]Exggﬁners by tel«}!lphgniﬁn ﬂ‘f; Board of
wauld apnear e hast nrocedt Appeals about one month after the ] xaminer’s
i %pdp:oaf &%gfﬁm ga,te, the time ,;}lnsges ,isf' fOIéWarded_. The. ht}ifxyllliefs_hould be
and the docket, is forwarded to the applicant  £1ec£eC 2 ew days prior to the hearing to see
B e e after the mailing of the Exam-  ifanychangeh bee o

xam- n madae.

er, with appropriste delay whers 1210 Actions Subsequent to Examin.

inar’s Anst ; opriste delay wher
additional time has been given for the filing of
a re
* within the stated time (14 days), the appeal is . Deecision [R-20] @
removed from the hearingsdocketand assigned e [. ] o
on brief in ‘due_course. imilarly, after ﬁz& , ‘ JURISDICTION OF BoARD
firmation, if no appearanco s madcat the Shed  Upon mailing of the Examiner’s answer on
Since failm.%’m mt,*}"f? e Board of % a}?peal,,]umsdmtmn of the case with respect to
hearing in advance of the assigned date s  the ap{)eal;rests exclusively with the Board of
ina ﬁgm of the Board's resources,  Appeals. Any ‘amendment, affidavit, or other
should inform the Board of a change i at  paper !.r"—,latmﬁ' to the appeal, filed thereafter
.. the earliest possible opportunity: - - ' ut prior.to the decision .of the Board, may be
1If the time set inp ﬁ?e; notice confli ~ considered by the Examiner only in the event
~ prior commitments or if subsequent events make the case is remanded to him by the Board for
~ appearance impossible, the hearing may be re- that purpose.
scheduled on written request. However, post- | ~ Divipep JURISDICTION
~ granted in the absence of convincing reaso
_ support of the requested change. i . ’
applicant has any special request, such as  tion of the rest of the case remains with the Ex-

 for a particular date or day of the week, this  aminer,a ng)rOse'cution of the remaining claims
 will be taken into consideration in setting the  may proceed as though the entire case was un-
cases
as long as such request does not unduly delay
a decision in the case. / i ] r
 The arguments at the hearing may be pre-  Appeal may proceed
_gented by applicant’s attorney or agent if he iz interference.

iner certifies in writing that there is no conflict

of sub{ect matter, an appeal to the Board of
concurrently with an

Rev. 21, July 1960

ply brief. If applicant fails to confirm _ er's Answer but Before Board’s

_ Where appeal is taken from the final rejec-,
tion of one or more copied claims only, jurisdie-

if made known to the Board in advance, der his ijurisdiction. Also, where the Exam-




ecision.

Rev, 21, July 1069




amendment is in effect an A
he appenl, as, by canceling sl et 2 9
, ims, other claims being present 1913 Decision by Board
which are patenta n the opinion of the Ex- i T B en o

aminer. the amendment should be entered and A 196 HEC , ,
: Y ; Appeals. (a) The Board of Appeals, in its decision

may affirm or reverse the decision of the primary e:

aminer in whole or in part on the grounds and on the

, , claims specified by the esaminer. The affirmance of
or Declarations [ R_25] _the rejection of a claim on any grounds specified
" Rule 195. AMdavits orkdeé:lara!fom' after appeal. oo aminer on that claim, except as to an

Afdavits, deciarations, or exhibits submitted after the Driasy exan B i, excep : v

" ot i ground specifically reversed.
case has been appealed will not be admitted without a i
showing of good and sufficient reasons why they were

not earlier presented. ’ , applicant’s Brief and the Examiner’s Answer,
5 e nL e he Board writes its decision, affirming the
Affidavits or declarations filed with or after . peaminer in whole or in part, or reversing his
appeal but before the mailing of the Examiner’s ion. sometimes also set‘ti,nyg forth a new
Answer will be considered for entry only if und of rejectioil. " T
the applicant mo £ ot n oceasion the Board of Appenls has refused
under Rule 195 as to why the e not earlier onsider an appeal until after the conclu-
presented. Au y from- oard is not  gion of a pending civil action or appeal to the
ary to consider such affidavits or declara- ¢ P\, involving issues identical with and/or

ions. Affidavits or declarations filed after a = gipjjjar o those presented in the later appeal.
final rejection and prior to a notice of appeal  Qucl, suspension of action, postponing consid-
are handled as provided in $% 715.09 and 716.  opqeion of the appeal nntil the Board has the
1In the case of affidavits or declarations filed  ponefir of a ¢
after the mailing of the Examiner's Answer,the  ;.in.0ice of the issues involved, has been rec-
Examiner is without authority to cos ler the ‘ognized as sound practice. An applicant is not
~a remand by the eptitled, after obtaining a final XCCiSi()ii by the

remanded to th -~ Patent Office on an issue in a_case, to utilize the .-

 aminer_ for the ration .of. such. -afida- -—prolonged pendency of a court proceeding as a
" vits or declarations, the Examiner, afterhaving  means for avoiding res judicata while relitigat-
given such consideration as the facts in the  ing the same, or substantially the same issue in
_ case require, will return the case to the Board _ another application. :

of Appeals with his Answer on Remand, a copy
of which should be forwarded to the applicant.
1f such an affidavit or declaration is not accom-

cation at any time prior to the mailing of the
panied by the showing required under Rule decision. Up to 30 days may be granted, al-
' though the time is usually limited as much as

195, the Examiner will not consider its merits, Lle. The Board will be
If the delay in filing such affidavit or dec- {’(’;ﬁﬁi’ ;1‘“ i e kgl prone to en_ttm:-
 laration is satisfactorily explained, the Ex- Al the applicant 8 request whcre the request s
sy A it S el e o filed early, obviating the necessity for an oral
aminer will admit the same and consider its  jeqaring gr even for the setting of the oral hear-
merits. If this affidavit or declaration is ac-  jng date, If the case has already been set for oral
cepted as overcoming the reference, or refer- '
ences, used in the final rejection, and a new
refercnce having a filing date prior to the

to vacare the hearing date, not to postpone it.
In a situation where a withdrawal of the ap-
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Ezrtract of Rule 196. Decision dy the Board of

After consideration of the record including

ourt decision which may be deter-

An applicant may request that the decision
be withheld to permit the refiling of the a})pli-'

hearing, the petition should include a request

_constitutes a general affirmance of the decision of the '

el em



tion, ,

feature does not appear in a claim is not to
a recommendation that the ciaim

be taken ae a re
be allowed if the feature is supplied by amend-
' rgeat.gsl‘gix parte Norlund, 1913 C.D. 161: 192

‘within th ‘allowed for seeking court

. _review, ordinarily sixty days from the date of

deciston. ,

Actions ;Fallowiné;’ 'Decisit:m " by

Board of .
in the Pate

[R-20] ,

permission is sought prior to publication.

1214.01 New Ground of Rejection

[R-25] P
Extract from Rule 196. Decisions by the Roard of

Appeals . .. (b) Should the Board of Appeals bare
knowledge of any grounds not Involved in the appeal

Rev. 25, July 1976

ght to amend in conformity.
endation may only be exercised

5])&&13 decisions may be published 3170G.4.
, Patent Office Official Gazette, if requested
by the Board or Group. In the event that the
application has become abandoned, applicant’s

decision in the case.

. A request for reconsideration by the Board

be filed within thirty days from the date

e decision, the period set by Rule 197(b).
proceeding in this manner the applicant
aives his right to further prosecution before
the Examiner. Inre Greenfield, 1930C.D. 531;

od for response set in the
ecision, which may not exceed six
 months from the Board’s decision. See In re ap-

© plication filed July 13, 1930 at 693 O.G. 136;
1935 C.D. 3. A shortened period for response

of thirty days ordinarily is set in the Board’s
decision. i e
~ The applicant may amend the claims in-

~ volved, or substitute new claims to avoid t

- art-or reasons adduce
parte Burrowes, 1904 C

Such amended or new claims must be directed

o the same subject matter as the appealed

_claims, Ex parte Comstock, 1923 C.D. 82;
Argument without amendment of the claims
s0 rejected can result only in a final rejection
of the claims, since the Examiner is without
_authority to allow the claims unless amended
or unless the rejection is overcome by a show-.
ing of facts not before the Bonrd. The new
_ground of rejection raised by the Board does
not reopen the prosecution except as to that
subject matter to which the new rejection was
applied. = “

220




_ rehearing or reconsidera

require, to

Is has

 the decisiop 18 mailed

nd the original placed in the

the Board notes the decision

wrapper and in the record of appeals,

r forwards the file to the Primary Ex-

rough the office of the Group Director

immediately if the Examiner is reversed, and
after 30 days if the Examiner is afirmed.

121403 'Bjehw;ng and Reconsidera-

tion

_ Under Rule 197 '

est or petition for
ration, or modification of
the decision, must be filed within thirty days
from the date of the original decision, ‘unless
that decision is so modified as to become, in

effect, a new decision, and the Board of Ap-

rehearing or reconsideration
| outside ‘time specified shall operate to
extend the period of sixty days” for appeal to
. the U.S: Court of Customs and Patent Appeals
or for commencing a civil action, Rule 304. The

peals so states.
) petit

Commissioner may suspend or waive the sixty -

day limit of Rule 304, Eckey v. Watson, 122

USPQ 5; 1959 C.D. 119, In such a petition an
adequate showing under Rule 183 is demanded.

Any soft copies in the file wrapper should
‘until the period of reconsidera-

not be remov
tion expires.

1214.04 Examiner Reversed [R-25]

A complete reversal of the Examiner's re- -

section brings the case up for immediate action
y the Examiner, ' :

The Examiner should never regard such a

reversal as a challenge to make a new search to

- 220.1

ersed, he should
ap Director’” for

; \ere an applicant 'nvéithdmws'some'aof the
'igmled.claims, ‘and the Board reverses the

saminer on the remaining appealed claims,
the withdrawal is treated as an authorization
to cancel the withdrawn claims. It is not nec-

_essary to notify the applicant of the cancel-
. ,lat;iox: of the withdrawn claims.

1214.06 Examiner Sustained in Whole

_or in Part [R-25]
Eetract from Rulc 197. Action following decision

... (c) When an appeal is or stands dismissed, or
- when the time for appeal to the court or review by
clvil action (rule 304) has expired and no such appeal

or civil action has been filed, proceedings in the ap-
plication are considered terminated as of the dismlssal
or expiration date except in those applications in which
claims stand allowed or in which the nature of the

decision requires further action by the examiner. It
an appeal to the court or a civil action has been filed,
proceedings in the application are similarly considered
terminated when the appeal or civil action is terml-
nated. : Tt

- If tlm’ﬁiExaminer was sustained either-in
whole or in part, it is improper to notify ap-

plicant of the status of the case unless asked

to do so. See Ex parte Buchenberg 1924 C.D.

55; 327 0.G. 216.

 The time for sceking review of a deciéinn of :
the Board of Appeals by the C.C.P.A. or the’

District Court is the same for both tribunals,

that is, sisty days, or sixty days with the ex-

tension provided by Rule 304 in the event a peti-
tion for reconsideration or rchearing is sea-
sonably filed before the Board, or as extended
by the Commissioner. See §1214.03. When
the time for seeking court review (plus
two weeks to allow for information as to the
filing of an appeal or civil action, if any, to

Rev. 25, July 1970




e case up Ya ”  issue on the
claims which stand al owed. A red ink line tted | dinarily
: s’&wuldbedrawnathrmiﬁ!:c refused claimsand  from the ]

drawn th 1 , ) he Examiner
notation *“Boar ritten in the  should proceed in r indicated for sit-
d ink, uations A, B, or C, depending on which is ap-
TS ¢ \ : yropriate to the case. See § 121301,
,, al dismissed. The appeal has been dis-
failure to argue a ground of rejec-
ing all the appealed claims. See
§1215.04. o .
The practice under situations A, B, and C is
similar to | 'practice'lafter a decision of the
~ ined in §121601.
o ' the above practice, Ex iminers
must be very careful that ar plications which
. : come back from the Board of Appeals are not
jected ciaims Are CORMEEIN = 0 @ overlooked because every case, except those in
;’%"“’ 197;.(‘3)'. s ~ which all claims stand rejected after the
1ai e “J;P ication ‘;;. bep on  Board’s decision, is up for action by the Ex-
A41ms ( K entify) w ich Pro-  aminer in the event no court review has been
ided the following formal matter(s) i  sought. Consequently, when a file is received
¢) promptly . Prosecution is  after decision by the Board of Appeals, it
: closed. .  must be examined and appropriate precautions
requiring cor-  taken to indicate the presence of allowed
‘ ‘ . claims, if any. Thisf"ma{ be done bv’_writing
(Set a thirty day Shortened Statutory  the notation “Allowed Claims” on “Contents”
Period for response.) Codn of file wragper immediately below endorsement

_C. Claims require action. 1f the decisibﬁﬁof ~ “Decision by Boara™. =~
 See §§1216.01 and 1216.02 for procedure

the Board is an affirmance in part and includes 16.01 and

a reversal_of p rejection- that brings certain “whern court review is séught.

claifns up_for action on the merits, such as 1 1214.07 Reopening of Prosecution
 decision allowing ge a case con- . [R-25] e F e
i i e n T tikathe e L B S v wil ok b
_case up for appropriate action on the matters ave been decided by the Board of Appeals will not B¢

thus | ht but th ~ana i8 not consid ] reopened mj,reconsu}emiby the primary examiner, x--. -

,% £ IIP, o € cm 18 1C considere cept under the provistons of rile 196, without the writ-
open to further prosecution except as fo such  ton authority of the Commissioner, and then only for
matters. ' : the consideration of matters not already adjudicated,

D. Rule 196 (b)”"’?’eﬁtm  Where the Board sufficient cause being shown.

makes a new rejection under Rule 196(b) and  Qometimes an amendment. is filed after the
no action is taken with reference thereto by the  Board’s decision which does not carry into ef-
applicant within six months, or such shoriened  fect any recommendation made by the Board
period as may be set in the Board's decision.  and which presents a new or amended claim or
the Examiner should proceed in the manner  elaims. In view of the fact that the proseci-
indicated for situations A, B, or C, depending tion of the case is definitely closed, the appli-

220.2
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- issue, , o
Since October 16, 1969, the Commissioner-
entertained ions under rule 198 to reo

which have been de-

the Boa Appeals and which are

, sppea
e to settlement without the need for

orward with the court proceeding. Such

~ ?:tmdns will ordinarily be granted only in the

llowing categories of cases:
1. When the decision of the Board of Appeals
asserts that the rejection of the claims is proper
~ because the claims do not include a disclosed
limitation or because they suffer from some

other curable defect, and the decision reason-

ably is suggestive that claims including the lim-
_ itation or cﬁevoid of the defect will be allowable:
2, When the decision of the Board of Appeals
asserts that the rejection of the claims is proper
e di bly sugges

a specified character, and is reasonably sugges-
'tivg?hatv if such evidence were presented, the
zéppea]ed claims would be allowable, and it is
emonstrated that such evidence presently
exists and can be offered ; or i

3. When the decision of the Board of Ap-
peals is based on a practice, rule, law, or judicial
Eerscedent which, since the Board’s decision, has
seen rescinded, repealed, or overruled,

Any such petition must be accompanied by
the proposed amendment, evidence, or argu-
ment said to justify allowance of the claims.
The petition further must point out how the
case falls within one of the preceding cate-
gories. Failure to do 80 or failure of the case to
qualify as coming within one of the categories

FE g G506 - 5

~ sideration, and further acti

which an applicant has sought ;
LS. 1 or 145. This proce-

_applicant withdraws his appeal after t

does not include evidence of

2203

ent Office and if so ren
amendments. evidence, and ar;
entered of record in the app

n by
instance or by

the Board of Appeals in the

- the Examiner as may be %pgi'ofirlafe. Inthe case
_ of civil action under 35 U.

nd U.S.C. 145, steps will be
taken for obtaining dismissal of the action
without prejudice to _ consideration of the

pmpos‘als.

12":1“'5"?*’W'ithd'rawal‘ or Dismissal of Ap-

~ peal

1215.01 Withdrawal of Appeal [R-
25] L

Where, after appeal has been filed and be-
fore decision by the Board of Apgenls, an
e period
for response to the final rejection has expired,
the application is to be considered abandoned as
of the date on which the appeal was with-
drawn unless there are allowed claims in the
case. . ;
Where a letter abandoning the application is
filed in accordance with Rule 138, the effective

‘date of abandonment is the date of filing of

such Jetter. -

If a brief has been filed within t]m-time-‘per.--- e
- 'mitted by Rule 192 (or any extension thereof)

and an Answer mailed and applicant withdraws
the appeal, the case is returned to the Examiner.
1f there are no allowed claims in the case, the
Examiner writes a letter of abandonment.

To avoid the rendering of decisions by the
Board of Appeals in applications which have
already been refiled as streamlined continua-
tions, applicants should promptly inform the
Clerk of the Board in writing as soon as they
have positively decided to refile or to abandon
an application containing an appeal awaiting
a decision. Failure to exercise appropriate
diligence in this matter may result in the
Board's refusing an otherwise proper request
to vacate its decision, ‘ :

Rev. 26, July 1070




1f no brief is filed within the time p
mo{ the rule. ,

cation to the
is abandoned is
allowed in

peal is to be treated ”
peal and of any
The application

hfwhen the
owever, if formal matters rer 1 ¢
tended to, the Examiner shou d take app
ateazctufm on ?‘chbrgmﬁrs‘;
~ period for reply. but the app
_ considered closed
-nuatters, o
such as the following is suggested :
~ “In view of applicant’s failure to file a
 brief within the time preseribed b Rule 192,
the appeal stands dismissed and the proceed-

ings as to the rejected claims are considered

terminated ; see Rule 197, third paragraph.
_ “This application will be passed to issue on
claims_(#dentify) which stand allowed pro-
vided the following formal mntt’er(sg
{are) corrected, Prosecution is otherwise
closed.” -
(Set out formal matter(s) requiring cor-

rection.)

_ Rev. 25, July 1970

the applicant that

is not an aa_:(t)\i{m’fmf .

start any period for
g d h i P ’1'

ference has ta

Appeals.
‘be at-

ting a shortened
application is to he
to further prosecution except
Note § 1201. T

18

il yaétipn. Tbé time for
of appesl to the U.8.
_Appenls (rule 302) or
rom the date of the decision of

' or the Board of Patent j,ln’t,erferenceé. If a petiti
rehearing or reconsideration is filed within thirty da

_ to thirty days aft

for rehearing.

specified herein after such decision, nor any proceed-

_ ings on such petition shall operate to extend the period
- of sixty. days hereinabove provided. The times specified
herein are calendar days. If the last day of the time

specified for appeal ot com cing a civil action falls
ich is neither a Saturday,
day. If a defeated party to an inter-
an appeal to the U.8. Court of Cus-
toms and. Pat ppe: nd an adverse party has
filed notice under 35 U.S.C. 141 that he elects to have
all further proceedings conducted under 35 U.S.C. 146
(rule 308(c)), the time for filing a civil ‘action there-
after is specified in 35 U.8.C. 141, '

Files of cases carried to the courts,exther by s

appeal to the Court of Customs and Patent
Appeals or by civil action in the District Court
for the District of Columbia, are not opened
by the Patent Office to the public. e

During the ?endency of a suit the aé)plication ‘
is not under the jurisdiction of the xaminer:
and any amendment, as one copying claims from
a patent for interference purposes, can be ad-
mitted only under the provisions of Rule 198.

1216.01 To Court of Customs and Pat-
"7 ent Appeals [R-25]
Rule 301. Amwdl {0 1.5, Court of Customs and Patent

Appeals, Any applicant ‘dissatisfied with the decision
of the Board of Appeals, and any party to an inter-

2204




appeal. When an appeal

taken to the United States Court of Customs and Patent

Appeals, the appellant shall give notice thereof to the
Commissioner, end shall file in the Patent Office his

reasons of appeal, y set forth in writing

. _within such time after the date of the decision ap-
_ pealed from, not less than gixty days, as the Commis-

. gioner appoints. ,

35 U.5.C. 143. Proceedings on appeal. The United
 States Court of Customs and Patent Appeals shall, be-
~ fore hearing such appeal, give notice of the time and

piace of the hearing to the Commissioner and the ..
y C(finmiﬂiidner shall transmit to
pies of all the necessary original
n case specified by the appel-

 partiés thereto. The
the court certified copies
papers and eviden ) ,
" lant and any additional papers and evidence specified
by the appellee and in aun ex parte case the Commis-
sioner shall furnish ; :
decision of the Patent Office, in writing, touching all
the points involved by the reasons ‘of appeal,
85 US.C. 144 Decision on appeal. The United States

Court of Customs and Patest Appeals, on petition, shall

hear and determine such appeal on the evidence pro-
duced before the Patent Office, and the decision shall be

confined to the points set forth in the reasons of appeal.

Upon its determination the court ghall return to the
Commissioner a certificate of its proceedings and deci-
sfon, which shall be entered of record in the Patent
Office and govern the further proceedings in the case,

220.5

e court with the grounds of the

eals and desires
ved on the record, ‘he m
- Appeal” in the Patent O
s after the date of the Boa
_days from a decision on recon-
~orde{ to ha thedCo%lrt of Cus]-
ent Appeals consider his appeal.
Otfice ofpteﬁe Solicitor f‘receivgspethei
peal, it acknowledges receipt of th
that an order (called prae
order or
ified

The trans £ record, petition and $15.00
foe must be filed in the court within 40 days
{(exclusive of Sundays and le al holidays) from

. n

the date upon which said “Notice of Appeal”

was filed; provided the Commissioner does not
extend such time.

The appeal is docketed in the Court if
petition, transcript and fee are timely filed.
not timely filed, there is no specific o
dismissal by the Court but the rules of th
restore jurisdiction to the Patent Office.

~ claims stand allowed proceedings are con

.

_ered terminated on the last day the petition, .

transcript and fee were due (since up to this
day the case was alive and applicant could take
some action) Ex parte Vossen, 1967 C.D. 29;

- 155 USPQ 109.

A fter restoration of jurisdiction to the Patent
Office the. action taken, by the Examiner-will
be the same as set forth in the aragraphs under
‘Action Following Decision by Court” below.

fter the court has heard and decided the

: siy al, a copy of the decision is sent to the
a

Patent Office and one to the applicant. Where
the applicant files a petition for rehearing, the

Court’s ruling thereon is communicated to the

Office and to the applicant by the Clerk of the

Court. :
Finally, the Clerk of the Court forwards to
the Office a certified copy of the Court’s deci-
sion on the appealed claims. This copy isa
duplicate of the uncertified copy first  for-
warded, unless modified as a result of the peti-
tion for rehearing or, possibly, altered to cor-

rect some minor error. The receipt of this copy
by the Patent Office marks the conclusion of the

Rev. 25, July 1970




stand allowed, either by rev
isi the Court or by h

 cant canceling the rejected claims is
 sidered necessary. The Examiner will pass the
h on the all Wi .

v be canceled by ¢
th an appropriate notation on
margin, to avoid confusion of the print

However, if formal matters remain to be at-
tended to, the Examiner should take appro-

 priate action on such matters, setting a 30 day
shortened period for reply, but the application

is considered closed to further prosecution ex-
cept as to such matters. - Ifall claims in the case

| stand allowed after the Court’s decision formal

matters if any should be taken care of and the

cage d for issue.

'3 Remand. TIf the decision of the Court is

the merits, sach as a decision allowing

eric claims in a case containing claims to

non-elected species not previously acted upon,

the Exaniiner «ill take the case up for appro-

iate action on the matters thus brought up,

t the case is not considered open to further
prosecution except as to such-matters. ‘A re-
mand by the Court is a remand to the Board
of Appeals and not to the Examiner. The
Examiner may only act on the application if
it is remanded to him by the Board,

Rev. 256, July 1970

such that it brings certain claims up for action

(e) If a defeated party to an interference proceed-
ing has taken an appeal to the U.8. Court of Customs
and Patent Appeals. and any adverse party to the in-
terference shall, within twenty days after the appel-

_1ant shall have filed notice of the appeal to the court

(rule 302), file notice with the Commissioner that he
elects to have all further proceedings conducted as
provided in 35 U.S.C. 146, certified coples of such
notices will be transmitted to the U.S. Court of Cus-
toms and Patent Appeals for ‘such nction as may be

_necessary. The notice of election 'must be served as
 provided in rule 248.

.85 UB.C. 145. Civil action to obtain patent. An appli-
cant dissatisfied with the decision of the Board of Ap-
peals may unless appeal has been taken to the United
States Court of Customs and Patent Appeals, have rem-
edy by civil action against the Commissioner in the
United States District Court for the District of Colum-
bia i commenced within such time after such decision,
not less than sixty days, as the Commissioner appoints, -
The court may adjudge that such applicant is entitled
to receive a patent for his invention, as gpecified in any
of his claims involved in the decision of the Board of
Appeals, as the facts in the case may appear and guch
adjudication shall anthorize the Comimigsioner to Issue
such patent on compliance with the requirements of
law. All the expenses of the proceedings ghall be paid

by the applicant,

220.6




' {)’(licati‘gn,to the
~Unllke an “?peal:to :
and Patent 'ppgals, i

civil action does not require the -
of a transeript of the applica-
omplaint, however, is open to the

' Files subpoenaed by the Court may be sent
to the Court in care of a Patent Office employee
_along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said

 employee,
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