wa
certificate which 3
_ and by disclaimer.

1401 Reissue [R-25]

85 U.8.0. #51. Reissue of defective patents. When-

r any patent is, through error without any deceptive
: tion, deemed wholly or partly inoperative “or
iuvalid, by reason of a defective specification or draw-
ing, or by reason of the patentee cli

missioner shall, on the surrender of such patent and
the payment of the fee required by law, reissue the
patent for the invention disclosed in the original patent,
and in accordance with a new and amended application,

for the unexpired part of the term of the original.

application for reissue. ; ;
The Commissioner may issue several reissued patents

patent. No nmew matter shall be introduced into the

for distinet and separate parts of the thing patented,
upon demand of the applicant, and upon payment of

the required fee for a reissue for each of such relssued

patents. ‘
 The provisions of this title relating to applications
for patent shall be applicable to appiications for re-

issue of a patent, except that application for reissue

may be made and sworn to by the assignee of the
entire interest if the application does not seek to
enlarge the scope of the claims of the original patent.

ing more or less
than be had a right to claim in the patent, the Com-

all the rules relating thereto except as otherwise pro-

anted in Brenner v. State of Israel, 862 O.G.

. 661; 158 USPQ 584, where the only ground

ged was failure to file a certified cop{ of the
foreign application to obtain t e right

U.S.C. 119 be

a 'phcét on.
: n the date of the or /
) ‘the ground of diligence

or delay in filing the reissue should not be made.

A “claim” for the benefit of an earlier filing

date in a foreign country under 35 U.S.C. 119
 must be made in a reissue application even
_though such a claim was made in the applica-

tion on which the original patent was granted.
However, no additional certified copy of the
foreign application is necessary. The procedure
is similar to that for “Continuing Applica-

tions” in § 201.14(b).

_ The heading on printed copies will not be. :
carried forward to the reissue from the original

patent. Therefore, it is important that the file
wrapper be e’ndorsed under “Claims Foreign -

_ Priority.”

, , reissue. An application
for reissue must contain the same parts required for
an application for an original patent, complying with

vided, and in addition, must comply with the require-

' ments of the rules relating to relssue applications, The

application must be accompanied by a certified copy of
an abstract of title or an order for a titie report, to
be placed in the file, and by an offer to surrender the
original patent (ruie 178).

1401.02 By Whom Filed and to
Whom Granted [R-25]

Rule 172. Applicants, assignees. () 'Relsgue applica-
tions must be signed and sworn to, or declaration made,

Rev. 25, July 1970



179.«2\’oﬁcey of reissue dpﬁlfcatiou;,,ﬁ'heu an

a reissue is filed, there will be pla
riginal patent a notice stating th

tion Branch. When the

he prosecution of the reissue ap-
nated, it is important that the
 informed of that fact by writ-
] ; by the

on is applied
 the patented file.

1401.04 Offer To Surrender Original

Patent and When Such
Patgnt Is Retumed , ",{R-—25]

Rule 178. Original patent. The applicdﬂbh"for aTe

issue must be accompanied by an offer to surrender

the original patent. The application should also be

‘&ccompariied by the original patent, or if the original

is lost or inaccessible, by an affidayit or declaration to.

at effect. The appiication may be accepted for exami-
in the absence of the original patent or the affida-
deciaration, but one or the other must be supplied
_ before the case is allowed. If a reissue be refused, the
_original patent will be returned to applicant npon his
request. | e
The examination of the reissune application
on the merits is made even t.houg'h‘tl?e offer to
surrender, original patent or an affidavit or
declaration to the effect that the original is lost
or inaccessible has not been received, but in such
case the Examiner should require one of them in
the first action,
1f applicant requests the return of his patent,
 on abandonment of the reissue application, it
‘will be sent to him by the Mail and Correspond-
ence Branch and not by the Examining Group.

Rev. 25, July 1970

" marked “Informal, AFE”
amination) by the Draft;

~ See § 608.02 e
© 1401.06 Form of Specification and

photoprint of the
by, pastiog oo

ubmit a mounted copy of
u;g or “an order for same”
nsfer of the original drawing

magle in the drawin
entire sheet, t rawings of t

o patent may be used in lieu of new dra

‘The mounted copy

of the dra
b

ftsmsn, but the Exam-
iner should disregard this since the informality
will be corrected by formal transfer of the
drawing before final allowance.

 When the reissue case is ready for allowance,
_the file with the mounted copy and the patented

file and drawing are forwarded to the Applica-

tion Branch for formal transfer of the original
drawing to the reissue case. No formal request
from applicant for such transfer is necessary.

a im . ,:.[R‘22]'” B

Rule 173. Speciﬁé&tion. The specification of the re-
‘issue ‘application must include the ‘entire specification’

_ and claims of the patent, with the matter to be omit-

ted by reissue enclosed in square brackets; and any
additions made by the reissue must be underlined, so
that the old and the new specifications and claims may
be readily compared. Claims should not be renumbered.
and the numbering of claims added by reissue should
follow the number of the highest numbered patent
claim, No new matter shall be introduced into the
specification. S

~ Cut up soft copies of the original patent,
with each COLU'MN securely mountec‘ on a
separate sheet may be used in preparing the
specification and claims. It should be noted
that amendments to the reissue applications
shonld not be prepared in this way. In reissue
applieations, both the descriptive portion and

230




See United State
v Carblde & ;

Rule 175 Reiuue oath or decla

. cants for reimue, in addition to com

A T‘hat ‘applicant verﬂy believ

‘patent to be wholly or partly inoperati

and the reasons why.

 (2) When it is claimed that such patent is lo m-
“operative or invalid “by reason of a defective gpecifi-

cation or drawing,", particularly specifying  such

defects. - ‘

(3) When it is r'laimed that such patent is inop-
erative or fnvalld “by reason of the patentee claiming
more or less than he had a right to clalm in the
patent,” distinctly specifying the excess or imumt-iency .

in the c¢laims.

(4) Particularly specifsing the errors relied upon, L

and how they arose or occurred.

(5) That said errors arose “without any deceptive
intention” on the part of the applicant.

(b) Corroborating afidavits or declarations of others
may be filed and the examiner may; in any case; require

additional information or affidavits or. declarations -
concerning the application for reissue and its object :

The questmn of the suﬁicxency of the reissue
oath or declamtxon filed under Rule 175 must
in each case be reviewed and decided personally
by the Primary Examiner,

The reissue oa
very specifically what the defects are and how

arose. The statements of the oath or
must be of facts and not conclusions,
1 allegation that the specification is insnffi-
cient merely because the claims are too narrow
ordinarily satisfies paragraph (a)(3) of the
rule.

A broadened reissue claim is one “which
brings within its scope any subject matter not

’ p‘romptlv

_claim and must be personally considered by the
Primary Examiner with great care. To be

th or declaration must point out |

: ‘claims to

matter in the patent is
(] 'bstantmllv'*’

'nanlv sue-:

rror arising

knowledge of

ng by ap-
factu'tl

patent was taken out, reissu

A rulingthatthe oath or d

cient should be made a ground of
‘all the claims, ,

subject to
N'be exam-

Relssue cases rey “speom] ® and remain “spe-
| apphmnt does not respond

E\mmmatlon of u reissue application in-
volves two 1spect~,, ﬁr examined in the
appll( 'mon 'md .

omgmal claim is sub;eat to re-
examination, the rejection of such a claim con-
stitutes the rejection of a previously allowed

effective, a reference must be prior to the effec-
tive filing date of the original patent.

1401.09(a) Adjl‘ldication of Oi'iginal
Patent

When a reissue applieation is filed, the Ex-
aminer should determine shether the original
patent has been adjudicated by a court. The
decision of the conrt and also other papers in
the suit may give information essential to the
examination of the reissue. The patented file
will contain notices of the filing and termina-

Rev. 25, July 1970




them from the court
ined should be

ch the Examiner may neverthe-

independent and distinct, and t
on also claims the sal
ons, t aminer should not require
between them or take any other ac
with respect to the question of plural inven
tions. Restriction is entirely at the option, in
the first instance, of the applicant. If the reissue
application contains claims to an independent
and distinct invention which was not claimed in
the original patent, these claims may be treated
by a suitable rejection, such as: lack of in-

operativeness of, or defect in, the original pat-

ent ; lack of error; or not being for matter which
might have been claimed in the original patent.

When the original patent contains claims to
a plurality of species and the reissue applica-
tion contains claims to the same species, elec-
tion of species should not be required even
though there is no allowable generic claim. If
the reissue application presents claims to spe-
ries not claimed in the original patent, election
of species should not be required, but the added
claims may be rejected on an appropriate

d which may be lack of inoperativeness

of, or defect in, the original patent and Jack

of error in obtaining the original patent. Most

situations require special treatment,.

1401.10(a) Divisional Reissue Appli-

[R-25]

cations

As is pointed out in the preceding section

the Examiner cannot require restriction in re-

Rev. 25, July 1970

~ material omitted by reissue enc
brackets [ J and material adde
1.

spr ation of a reissue
prese
i

_401.’11 Allowahce andl sue

The specifications of reissue patents vill be
printed in such a manner as to.
changes over the original patent b

y reissue in
‘requires the
: pplication to be
d in a specified form, specifically de-
to facilitate this different manner of
rinting, as well as for other reasons.

The printed reissue specification will carry
the following herding which will be added by
the Issue Branch: o

“Matter enclosed in heavy brackets [ Jap-
pears in the original patent but forms no part
of this reissue specification: matter printed

in italics indicates the additions made by .

reissue.” ,

The Examiners should see that the specifica-
tion is in proper form for the new style of

inting. Matter appearing in the ori]ginal

hich is omitted by reissue should be
n heavy brackets, while matter added

cs. Rule 173 (see § 140

by reissue should be underlined. All the

claims of the patent should appear in the spec-
ification, with omitted claims enclosed in

brackets. New claims should follow the num-

ber of the highest numbered patent claims
and be underlined to indicate italics, The pro-

visions of Rule 173 that claims should not be

renumbered applies to the reissue application
as filed. When the reissue is allowed, any
claims remaining which are additional to the
patent claims are renumbered in sequence
starting with the number next higher than the

number of claims in the original patent. There-
fore, the number of claims allowed will not




r the original

ited dur-

prosect ' , pplication,
eadmz on tlw heet on which th

mfemnces are hsted amended by addmg or

ion
, T}wre is no issue fee for reissue ap phca
_ in which the o&atemt being reissued was
_ prior to October 25,1965. For reisst
uom; in which the patent being ' wa
! ted after October 25, 1965, the issue fee is
ﬁ:n same as for ongum! apphcatmns.
US.C. 41(a)2). : :

1401.12 Reissue Filed While Patent Is
_in Interference [R-20]

If an apphcahon for reissue of a patent is
“filed while the patent is involved in interfer-
ence, that application must be called to the at-
tention of tﬁe Commissicner before any action
by the Examiner is taken thereon.

"When an application for reissue of a patent

is filed while the patent is involved in inter-
ference, a letter with titling relative to the inter-
Aerence is placed in the interference file and in
o issite z;yphcatmn file, and a copy thereof
_ is sent to each of the interfering parties, giving
notice of the filing of the reissue application.
See section 1111 08,

;1402 Ceﬂiﬁcateﬁ of Correction—0f-.
~ fice Mistake [R-22]

U.R.C. 25} Certificats of correction of Patent

¢ mistake, Whenever o mistake fn n patent, in-
enrred through the fault of the Patent Office, is clearly
dsctosed by the records of the Office, the Commisgioner
may itmsue - certificate of correction stating the fact
and nature of such mistake, nunder woyl, without charge,
to be recorded In the records of patents, A printed

( 35,  to issue a certificate and merely lace the cor-

233

'fotm. the Commusioner may

. corrected patent in lien thereof as a more approprlnte, 1
. form for:certificate of correctlon, wlthout -expense to -

*Ml/stakes mcurred through the fault of the
Office are the subject of Certificates of Correc-
tion ur der Rule 322 If such mistakes are of

intended is ob-
0§ioe may decline

~vious from the context, the

respondence in the patented file, where it
serves to call attention to the matter in case
any question as to it arises.

Ietters which merely call attention to errors
in patents, with a request that the letter be

made of record in the patented file, will not be ;

acknowledged. Unless notification to the con-
trary is received within thirty days, it may be
_assumed. that such letters have been made of-

- record as requested.

In order to expedite all proper requests, a
Certificate of Correction should be requested
only for errors of consequence. ILetters mak-
ing errors of record should he utilized when-
ever possible.
rh issue of the Official Gazette numeri-
ists all United States patents having

eates of Correction. The list appears
under the heading “Certificates of Correction
for the week of (date).”

1402.01 Applicant’s Mlstako
35 U.R.C. 255,

[R-22]
Certificate of corrcetion of appli-
rant's mistake, Whenever n mistake of a clerical or
typographical nature, or of minor character, which
was not the fault of the Patent Office, appears in a
patent and a showing has been made that such mis-
take occurred in good faith, the Commissioyer may,
upon payment of the required fee, Issue a certificate

Rev,

22, Oct. 106D




which were not
take is not of
quested change ,
scope or meaning of the
35 UB.C. 256. , ‘
a patent is issued on the application of perso '
joint inventors and it appears that one of such e
was not in fact & joint inventor, and that he was
eided as a joint inventor by e nd without any

deceptive intention, the Com
tion of all the parties and assignees, with proof of the

fects and such other requirements as may be jmposed,
 isaue a certificate deleting the ‘name of the erroneously

Joined person from the patent. x ;
 Whenever a patent is issued and it appears that a

‘person wax 8 Joint iny but was omitted by error
and without deceptive
missioner may, on applica

assignees, with proof of the facts and such other re-

. guirements as may.be imposed, insue-a-certifieate add-

ing his name to the patent as a joint inventor.

as provided in this section. The court before wh

such matter is called in question may order correction

- of the patent on notice and hearing of all parties con-
_ cerned and the Commissioner shall iscue a certificate

dingly.

24 Correction of error in joining inventor.

r u patent s issued and it appears that there

hefore which such matter is ealled in question, issue a
certifeate deleting the misjoined inventor from the
patent or adding the non-joined inventor to the patent.

The “satisfactory proof of facts” required by
Rule 324 must he of the snme type and character
as the proof required to justify converting an

flov, 22, Oct, 1M

may. on applica-

fon on his part. the Com-.. '
on of all the parties and

The misjoinder or nonjoinder of joint inventors sbail
not invalidate a patent, if such error can be corrected

is due to applicant’s mistake) should be in a
separate letter accompanied by twc

whs o misjoinder or non-foinder of inyventors and that
such misjoinder or omission occurred by error and
without deceptive intention, the Commissioner may, on
application of all the parties and the assignees and
satisfactory proof of the facts, or on order of .o court

for _returning the patent when requesting a
certificate of correction. The other copy of the

Correspondence and Mail ’,
~ , Where tl}ey will

Solicitor’s of
- such de

with a req
1. If no certificate is
e party making the request is so
by the Solicitor’s Office, and the re-

quest, report, if any, and copy of the commu-

ni ! rson making the request are

d in the file and entered thereon under =
nts” by the Solicitor’s Office. The case =
ed to the patented files. If a cer-

ion to the

e, it will be prepared and for-
é)erson makin
azette Branch. In that case,

~_the request, the report, if any, and a copy of

the letter transmitting the certificate of correc-
“tion to the person making the request will be
‘L)la(:ed in the file and entered thereon under

Contents”, . ... ._.... -: i

Applicants, or their attorneys or agents, are

urged to sxyxb.m‘lrti the text of the correction on a
e g

‘orrection. Form, PO~

in direct offset printing of the certificate of
correction. The request for issuance of the cer-
tificate (together with the fee where the error
AT 1y 0 copies of
Form P0O-1050 and a self-addressed envelope.

Where the recommended format is used and
approved, one copy of Form, PO-1050, duly
certified will be returned to the person making
the request for attachment to his copy of the
patent. This procedure eliminates the necessity

Certificate of Correction Form PO-1050 is used
for direct offset printing of copies of the cer-
tificate which are attached to every printed
copy of the patent  subsequently  sold or
distrihuted. '

the request by

s the final copv for use




typing single space,
down from the printed !
Starting the correction
_ pate column as a Sentence,f’and' ng se
__colons to separate corrections within sa
_column, where possible. ; ,

d. Two inch space left blank at bottom
for signature of attesting officer,

e. Use of quotation marks to enclose. the
exnct subject matter to be del r cor-
rected; use of double hy hens ( to
close subject matter to be added. except for
formulas, L o

£. Where a formula is involved, setting
out only that portion thereof which is to be
corrected.

Where the recommended format is not used or
_ where the nature of the subject matter is such
that it is more expedient to print by the direct
imuge offset techpique, e.g., 'entxrggsheets of
drasing or pages of corrections, it ricate chemi-
cal formulas, ete., Issue and Gazette Branch
will prepare the' certificate as heretofore.
Patentee will receive a copy for attachment to
Lis copy of the patent. Sl el

TNITED STATES PATEST ﬁm(’?

GERTIFICATE OF CORRECTION

Patent No. .. i
James W. Worth

It s (ferfiﬁml that error appears in the above-
identified patent and that said Lettere Patent are
hepeliy. corrected s ghown below :
In the drawings, Sheet 3, Fig. 3. the reference
pneral 225 should be applied to the jilate element
_attached to the support member 207, Column 7. Yinex 45

for 49, the Jeft-hand formula shon I appear ¢ follows :
ox7,

ey i . ’

Colnmn 16, formuln XXXV, that portion nf the formnla
reending

Dated April 1, 1969

_done by the Issue and Gazette Branch,

2340

1403 Statutqnfy 'Disclaimei' :[R—22] .

25 U.8.C. 253. Disclaimer. Whenever, without any
deceptive intention, a claim of a patent ig invalid the -
remaining claims shall not thereby be rendered invalid.
A patentee, whether of the whole or any sectional inter-
est therein, may, on payment of the fee required by law,
make disclaimer of any complete claim, stating therein
the extent of his interest in such patent. Such dis-
claimer shall be in writing, and recorded in the Patent
Offce; and it shall thereafter be considered as part
of the original patent to the extent of the interest
possessed by the‘,dlﬁclnlmant and by those claiming
nnder. him. -

In like manner any patentee or applicant may Adis-
claim or dedicate to the public the entire term, or any
terminal part of the term, of the patent granted or to be
granted. ; ,
Rule 321, Statutery disclaimer in patent. A dis-
claimer under 35 U.8.C. 253 must identify the patent
and the claim or claims which are disclaimed, and be
«igned by the person making the disclaimer, who shall
state therein the extent of his interest in the patent. A - '
disclaimer not a disclaimer of acomplete claim ‘or.
claims may be refused recordation. A notice of the
disclaimer is published in the Official Gazette and at-
tached ‘to the printed: copies of the specification. Iu
like manner any patentee or applicant may disclaim
or dedicate to the public the entire term, or any termi-
nal part of the term, of the patent granted, or. to be
granted.  See role 21 for fee.

The examination as to formal matters i

Terminal diselaimers may affect the prosecu-
tion of other applications. They are hrought
to the Examiner's attention by the lssue and
(iazette Branch which attaches n label to ti
file wrapper and forwards the file contnining
them to the Examining (Giroup nfter having a
vitle senreh made, endorsing the paper on the
G ontents” and otherwise insuring that the pat-
ent. if issued, will be properly headed.

Rev, 22, Oct, V(AW
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