01 Introduetion | 1201 Imroductlon [R-23]
. The Patent Office in administering the Pat-

ent Laws makes many decisions of a discretion-
ary nature which the applicant may. feel deny
‘him the patent protection to which he is en-.
titled. The differences of opinion on such mat-
ters can be justly resolved only by prescribing
and following judicial procedures. Where the

differences of opinion concern the denial of

‘ Oial Hmrmg : patent claims because of prior art or material
1210 Actions Subsequent to Examiner's Answer But\ deficiencies in the disclosure set forth in the
_ Before Board’s Decision - application, the questions thereby raised are
1211 l‘eﬂmnd b)' lmr(l to (‘onslder Amendment Sald to rela‘e to ments‘ and appeal pmedum
1212 Remand by B ~ within the Patent Office and to the courts has

' 1211";13 o dati B long been provided by statute.
 Recommendations o ' The line of demarcation between appealable

1214 . Actions follow ing Decision by Board :

121401 . New Ground of Rejection « matters for the Board of Appeals and petition-
‘ able matters for the Commissioner of Patents

1214.02 - - Procedure after Decision
121403 Rehearing and Reconsideration should be carefully observed\ The Board will

1214.0¢ Examiner Reversed , ~ not ordinarily hear a ‘question which it believes
121405  Cancellation of Withdrawn Claims - should be decided by the Commissioner, and the
1214.06 . Examiner Sustaioed in Whole or in Part COI’HHIISS!OHG! “1]‘ not Qrdlnarlly entertain a
121407  Reopening of Prosecution S petition where the question presented is an ap-
1213 : Withdrawal or Dlstm;ssal ;)f Appeal pealable matter. However, since Rule 181(f)
121501° Withdrawal of Appea ' _ states that any petition not filed within two
1215.02 . Claims Standing Allowed - ; :
£ L : - months from the action complamed of may be
©1215.03 = Partial Withdrawal . d timel d Rule 144
1215.04  Dismissal of Appeal - dismissed as untimely and since Rule states -
121505  Case Before the Court - that petltlons from restriction requlrements
1216 Appeals to Courts must be filed no later than a.ppeal petltlonable
1216.01 = To Court of Custems and Patent Appea]s - matters will rarely be present in a case by the
1216.02  Civil Suits . time it is before the Bo'zrd for a declslon

2090 Rev. 238, Jan. 1976




Appm:.; The enmlners-lm -
, \ of competent legal knowledge
; — e - = , 1 cab ity. The Commissioner, the assistant

. Writ rti
w;lst 3?8%)?105:’ ‘p i 28 0.‘ .C. °"‘*' P commlssionern, and the ex;mlnem-inchiet shall con-
—— stitute a Board of Appeals, whick, on written appesl

€ Rt of the applicant, shall view adverse decisions of
ﬁ':‘np:':mtlopgge“ﬁ Xi.pﬁ‘;:" f [l A%p"«iu o examiners upon applications for patents. Each appeal
35U0.8.C. 141 b C. ' " shall be heard by at least three members of the Board
, G of Appeals the members hea
Civil Actlon fn Distriét f , designuted by the Commissioner. ’.l'h
Sg}:,';,.f*;' the District of o0 peals has sole power to grant reh
iss U.8.C. 148 »——; 5 U‘s g Whenever the Commissioner consid
_to ‘maintain the work of the Board of Appeals current,
he may designate any mtent examiner of the ptima'-y
examiner grade or higher, baving the requicite ability,
to serve as examiner-in-chief for periods not exceeding
L s /.. slx months each. An examiner so designated shall be
'ﬁoulgam to file appeal - L gualified to act as a member of the Board of Appeals.
il . " Not more than one sach primary examiner shall be a
' o ' member of the Board of Appeals hearing. an appeal.
Rmdlgl to file twell ' ' The Secretary of Commerce s authorized to fix the
L : per annum rate of basic- mmpensatlon of each desig-
—— . , nated examiner-in chief fn the Patent Office at mot
mge\?:uon T ‘ . L ‘ in excess of the maximum scheduled rate provided for .
S b g i o - positions in grade 16 of the General Schedule of the
L . Classification Act of 1949. as amended. The per annum

80 days to request

reconsideration
Rule 197 (b) aminer-in-chief shall be adjusted, at the close of ‘the
] ... perlod for which he was designated to act as examiner-
Deciston by Board g “..-in-chief, to the per annum rate of basjc compensation
of Appeals = which ‘he would have been receiving at the close of

such period {f such de«ignatlon had not been made.

i

If subsequent to the hearmﬁ but prior to the
decmon, a Board member who heard the case
becomes unable to participate in the decision for

Oral ‘hearing, Rule 194, if
re%uested In brlet Bule

i Lm,

Examiner’s Answer filed ! ¢ ‘Decision by Commissioner
ﬁrefenbly within 30 days i i of Patents e

1

I |

~some reason, the applicant will be given the
‘choice of having a rehearing or of having a dif-
ferent Board member suhstltuted for the one
‘who is incapacitated.

~ Should a member die or otherwise become un- -
available (for exam le, retirement) to recon-
sider a decision, it is tg

the remaining two Board members reconsider
the case. However, if there is disagreoment con-
cerning the position of the Board on recons,dez -
ation, a third member may be designated as :
substitute for the absent member.

+
Brief and $50 fee must be i | of Patents, Rule 181
flled within two montha of p
appeal or within period
for ‘response to action,
Ruoje 192, 35 U.8.C. 41

Notice of appea} to Board |
‘of Appeals and $50 fee |
must - be filed within |
perfod for response to
action, Rule 181

l ) : ‘Petition to (‘ommlssianer ;

Handlmg [R-A ‘

| i — 1204 Admlmstranvep

Rejection | ‘ Requirement, objection or | 20]
i @lleged abuse of discretion :
Primary Examiner’s Final Action | arte appeals to the Board of e&ppenls,
and al? papers m.atxng thereto, are forwarded
directly to the Board for docketing. All ap-

Eeal apers, such as the notice of a¥peal , appeal
rief and renuest for extension of time to file

the brnef are first pmcessed without the ap-

Rev. 23. Jan. 1970 ‘ 210

rate of Dbasic compensation of each designated ex- .-

e Board’s practiceto have -




_the Examining Group
completion of all phases of ap
cedure. All communicatious fr
Ofhic inications
from the Primary Examine
_ given to the Group appeals clerk.
To insure that all records are current, memo-

randum form P0O-262 is attached to the file

wrapper after the notice of appeal has been filed.
It is important that this memorandum be

promptly completed and forwarded by the

- Group if the ?()Plication isallowed, the prosecu-
tion is reopened, a streamlined continuation ap-
plication is filed or if the
forany otherreason.

- Complete clerical instru
Chapter 700 of the Manual of Clerical
If the brief is not filed within the time des-
ignated by Rule 192, the Clerk of the Board

will notify the applicant that the appeal stands

dismissed. .
o “SpeciaL” Case ,
* Subject alone to diligent prosecution by the
applicant, an application for patent that once

turn by the Commissioner or an Assistant
Commissioner for examination will continue to
be special throughout its entire course of prose-
cution in the Patent Office, including appeal,
if any, to the Board of Appeals. ,
A petition to make a case special after appeal

may be addressed to the Board. However, no

such petition will be granted unless the brief
has been filed and applicant has made the same

type of showing required by the Commissioner
under Rule 102. Therefore, diligent prosecu-
- tion is essential to a favorable decision on a peti-
tion to make special. o b

1205 Notice of Appeal [R-23]

applicant for a patent, any of whose claims has been
twice refected, may appeal from the decision of the
primary examiner to the Board of Appeals, having
_ once paid the fee for such appeal.

Eztract from 85 U.8.C. 41, Patent fees. (a) The
Commissioner shall charge the following fees: 6. On
appeal for the first time from the examiner to the

1is discontinued

ions appear in  cant or his attorney, and the requir

been made special and advanced out of

211

; cept as otherwise p
when taken must be taken from the rejection of ail

_claims under rejection which applicant proposes to ~

. contest. Questions relating to matteis pot affecting

* the merits of the invention may be reguired to be

~ settled before an appenl can be considered. -
An applicant dissatisfied with the Primary
- Examiner’s decision in the second or final rejec- -

laims may appeal to the Board of
revi‘e”sg o thei xan;%x:;r’s ﬁejectitl)n
tice of appeal, signed by the appli-

s tequired foe of $50.

~ The notice of appeal must be filed within the

period for response set in the last Office action, o
~ which is normally three months. The timely fil-
ing of a first response to & final rejection having .
a shortened statutory period for response is
- construed as including a request to extend
- the period for response an additional month, -
~even if an extension has been previously
granted, as long as the period for response does
not exceed six months from the date of the final
rejection. The additional month may be used to
- place the application in condition for allowance,
- to appeal or to file a continuing application. See

sectton 714.13. Failure to place an application
in condition for allowance or to file an appeal
after final rejection will result in the applica-
tion becoming abandoned, even if one or more

- claims have been allowed unless claims sug-
- gested for interference have been copied.
'~ The use of Form 41 for filing a notice of ap-

peal is strongly recommended. This form is
reproduced below. Copies for duplication may

Revised Form 41

: , ; " . Norice or ArrEAL FmoM THE PRIMARY EXAMINER -
35 U.B.C. 134. Appeal to the Board of Appeals. An o , e ,

To TEE DBOARD OF APPEALS

In re application of ;

Serial No.:

For:

Filed : -

Group Art Unit: :

To Commissioner of Patents
Sir: S

Rev. 28, Jan. 1570

be obtained from the receptionist in the lobby
- of Building 3 in the Patent Office. e




a7

3. G Fee $50.00:
(] Enciosed L
{J Not required (Fee paid in p
(] Charge to Deposit. Account No.

enclosed herewith )

e (Rule 191(b))

- ———————

' ,Rule206penmts partm appe

_there are both finally y rejected claims copied
froma ge;ent and other claims not ready for ap-
peal. sections 1210 and 1101.02(f).

Ex parte prosecution of an appeal under Rule

191 may proceed concurrently with an inter-

ference proceeding involving the same applica-

tion provided the Primary Examiner who for-

wards the appeal certifies, in a memorandum to-

be placed in the file, that the subject matter of
the interference does not conflict with the sub-
ject matter of the appealed clmms See Rule
212, sectlon 110‘3 , ,

1206 Appeal Brief [R—-23]

Rule [92. Appellant’a Bbrief.
within two months from the date of the appeal, or
within -the time allowed for response to the action
appealed from if such time is later, file a brief, accom-
panied by the requisite fee, of the authorities and

arguments on which he will rely to maintain b!s appeal, -

" including a concise explanation of the invention’ which
ghould refer to the drawing by reterence characters,
and a copy of the claims involved, at the same time
indicating if he desires an oral hearing. Two extra
copies of the brief are required if an oral hearing is
requested. The Board of Appeals may, for sufficient
cause shown, extend the time for filing the brief to a
date not later than two months after the original ex-
piration date, Any longer or further extension must be
sought from the Commissioner. “All requests for ex-
tensions must be filed prior to the expiration of the
period sought to be extended.

Rev. 23, Jan. 197

~should be copy and s
~any brackets or

~ (One additionsl Copy of ‘this Notice is 121 ( b)

, C’!erk of
‘thority to

(n) The appellant shall,
£ ]ast day is a Saturday, Sunday or holiday.

 decision of a reviewing court. If a petition for
~ reconsideration is filed, there is a 30 day appeal
limit following the decision on petition, In the

quired in the brief ©

The copv' of the clanns P
ould not inclnde

der mng as requlred bv Rule i

Tmz FOR Fruxe Am*m ‘B e

The usuul

 must file hxs St ) th
_ of the apj ever,
permits the brie
_lowed for response to the a.ctlon a led from
if such time is later”. ppea

e 192 alternatively i -
be filed ‘within the time al-

at apphcant ﬁnds that he is
rief within the time allotted

by the mlés,"he may file a petition, without any

fee. to the Board, requesting up to an additional

one momh _giving his reasons for the re-
tion should be filed in duplicate

, he address to which the response.

' nt, If sufficient cause is shown and the
petltlon is filed prior to the expiration of the
period sonfht to be extended (Rule 192), the

e Board is anthorized to grant the
extension not in excess of one month. The au-
nt subsequent extensions is re-
tained by the Assistant Commissioner. Addi-
tional time, in excess of two months, will not be
granted, even by the Commissioner, unless

_extraordinary cxrcumstance are involved. The
 time extended is added to the last calendar day

sed to being added o

of the original period, as op
n due when said

to the day. it would huve

If after an appeal has been filed, but prior to ;

the date for submitting a brief, an interference

~is declared, applicant’s brief need not be filed

until two months after either the non-appeal-

~ able decision of the Patent Interference Exam-
_iner or the expiration of the time for appealing
~ from the Patent Interference Examiner’s ap-

pealable decision, the decision of the Board of
Patent Interferences or from any subsequent

event that a seasonable petition to the Commis-
sioner is filed with respect to the Patent Inter-
ference Examiner’s decision, 2 30 day period




 after abandonment for
‘ gxl: applicant to mske ap

al rejection, applicant

‘the mailing date of the oner’s affirma-

tive decision on the petition, in which to file his

brief ,

With the exception of the ihStit.gxtion of an
interference or the suggestion and timely copy-

_ ing of claims for an interference, the appeal
ordinarily will

) sm
filed within the period provided by Rule 192(a}

or within such additional tinie as may be prop-.

erly granted.
‘must be filed to preserve applicant’s right to the
appealed
stances such as: - ,
(1) the possibility or imminence of an in-
terference involving the subject appli-

cation, but not resulting in withdrawal
of the Final Rejection prior to the

brief’s due date; )

(2) the absence of, or the late ',reyde‘iptaof,', :

the a 1 acknowledgement;
(3) the ﬁ,i?leéa of a petition for sup’oerVisory
action.under Rule 181; \, ;
(4) the filing of an amendment, even if it

has indicated may place one or more
claims in condition for allowance, un-

~amendment, disposes of all issues on

agpeal; ,
the receipt of a letter from the Exam-

withdrawing the final rejection from
- which appeal has been taken, institut-
~ing an interference with the subject

. an interference. :
Although failure to file the brief within the
- permissible time will result in dismissal of the
appeal, if any claims stand allowed, the applica-
tion does not become abs ,idoned by the dismis-
sal, but 1s returned to the Examiner for his
action on the allowed claims. See section
1215.04. If there are no allowed claims, the case
is abandoned as of the date the brief was due.

If the time for filing a brief has passed and
the ;i)plication has consequently become aban-
doned, the applicant may petition to revive the

~ application, as in other cases of abandonment,

and to reinstate the appeal ; if the appeal is dis-
missed, but the application is not abandoned,
the petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in

218

the brief is not

Attention is directed to the fuct that a brief

- involved, at the same time indicating if he de- ,
- sires an oral hearing.” In the event an oral hear-

- 'The brief, as well as eve
-ing to an appeal, should indicate the number of
~the Group to which the application is assigned,
- the Appeal number and the Serial number.

_is one which the Examiner previously

less the Examiner, in acting on the

~Grou

iner stating that prosecution is sus- ferre

- pended, without the Examiner either

application or suggesting claims for

| . Aeea B
A $50 fee is required when the brief is filed, 35

- U.K8.C. 41. Rule 192 provides that the “appel-
~ lant shall file a brief of the authorities and argu-
- ments on which he will rely to maintain hisap-

1, including a concise explanation of the

. X VORIl 8 T, - inventicn which shouid refer te the drawing by
claims, notwithstanding circum- ]

reference characters, and a copy of the claims

ing is requested, Rule 192(a) requires the sub-

_mission of two extra copies of the apl)eal brief.

However, the additional copies should be sup-
plied for every appeal since they are of substan-
tial assistance to the Board, even when the
appeal is submitted on brief. e

- For sake of convenience, the copy of the
claims involved should be double spaced. =~
other paper relat-

~ When the brief is received, it is noted on the
Board’s records and then forwarded to the
where it is entered in the file, and re-
to the Examiner. If the Examiner con-
siders the brief to be defective under Rule 192,
he may (1) point out the defect in his Exam-

“iner’s answer or (2) if a bona fide attempt has
" been made to file a proper brief, he may write
 a letter to the applicant notiﬁying him that
he has 1 month to correct the

defect by filing
a supplemental brief. If the applicant fails to
correct the brief within the 1 month period, the
Examiner will write his answer and indicate
the defect. All such letters must be approved by
the Group Director.

The mere filing of any paper whatever en-
titled as a brief cannot necessarily be considered
a compliance with Rule 192. The Rule requires
that the brief must set forth the authorities and
arguments relied upon and to the extent that it

* falls to do so with respect to any ground of

rejection, the appeal as to that ground must be
dismissed. It is essential that the Board of Ap-
peals should be provided with a brief fully stat-
ing the position of the aprlicant with respect to
each issue involved in the appeal so that no
search of the record is required in order to deter-

Rev. 28, Jan. 1970




__iner’s Answer would be fruitless or

the claims, the.

e o

some T«
ard with at I

only i ional
iting o X5
_ ahardship on the applicant.

" For reply brief see section 1208.01.

' t filed at any time after
an appeal brief is filed,
ing of an appeal

‘amendment is
Seah and/or (2)
: : . Of course, if the
_ amendment necessitates a new search, raises the

to (1) remove issues from
_adopt Examiner suggestions.:

~issue of new matter, presents additional claims

~ without cancelling a corresponding number of

finally rejected claims, or otherwise introduces
new 1issnes, it will not be entered. Examiners

must respond to all non-entered amendments
after final r&;jeg;tion and indicate the status of
] or proposed, including the
designation of claims that would be entered on
 the filing of an appeal if filed in a separate
~ paper. It should be noted that an amendment
- placing a case in condition for allowance will

each claim of recor

_be enterable by the Examiner at any stage prior
to forwarding the answer on appeal. Except
where an amendment merely cancels claims

_and/or adopts Examiner suggestions, removes
: ' ' ory

Rev. 23, Jan. 1970

‘Exam-

_ aminer may, withi
' the Commissioner, 1

se as they appeared at the tis
it may, of course, with
tion on appeal any clai

fled Brief will be referred to

red by the Exam-
o new ground of

be incorporated in S

"onjh'aind’l ) :
Al d"befdtgg a

Rule 193. Ezami . (a) The primary ex-

answer to the appellant’s’ uding such explana-

tion of the invention claimed and of the references and

__grounds of rejection as may he necessary, supplyiog 8 i
copy to the appellant. If the primary examiner shall
find that the appeal is not regular in form or does not .

relate to an appealable actlon, he shall so state and a
' h decision may be takgn' to the Com-

; ‘Thes ar it may file a ‘réplyy,lér!ét,ditected only
_ to such new points of argument as may be raised in the

examiner's answer, within twenty days from the date

_ of such answer. However, if the examiner’s answer

states a_new 'ground of rejection appellant may file o .
_ a reply thereto within two months from the date of

such answer; such reply may include any amendment

' or‘matetllklﬁu'ppropﬁute to the new ground.

Arrear, CONFERENCE ,

 Appealed cases in which the brief has been

filed should be reviewed by conference in the .

time as may be directed by
" a written' statement in -



 APPEAL

Group, those participating being (1) a Primary
Examiner, (2) the Examiner charged with prep-
aration of the Examiner's Answer and (3}
other Examiner, known as the conferee, Lav
sufficient experience to be of assistance in the
consideration of the merits of the issues on
appeal. - .

Where the Primary
examined an appli

LA

-
—

' rejection a conference rel
_ appealed, is discretionary with him.

1208
ive to such a case, if

"If a conference is held, the Primary Exam-
iner should weigh the arguments of the other
Examiners but 1t is his responsibility to make
the final decision. During the conference, con-
sideration should be given to the possibility of
dropping cumulative art rejections and elimi-
nating technical rejections of doubtful value,

Rev. 21, July 1869



¥, concurrence

in the Answer. . pelu
_ If the Examiner charged with the ~ Appeals ‘
bility of ring the Answer reaches the _ are not the claims treated in the Examiner’s
clusion that the appeal should forwarded  final rejection. They are either entirely new
' 1@ : xaminer approves, no con-  claims or amended versi%x}lls of ‘thel ﬁmgy rg# ,
' e -laims, or both, e new claims oz #
e preparing the answer, the Examiner  nally rejected claims as amended frequently
_make certain that a2ll amendments ap- oo ations not in the claims treated in
: ntry have in fact been physically rejection and the arguments in the ap-
; e application. This is 1mportant  plicant’s brief are directed to the new claims.
to insure that the claims considered by the ' Under such circumstances the mere reference
Board are the same as those forming the basis. ' in the Examiner’'s Answer to the final rejection
of the appeal. The Clerk of the Board will re- . for a statement of his position would leave the
turn to the Group any application in which ap-  Board, insofar as the new claims are concerned,
proved amendments have not been entered. ~  with an uncrystaliized issue and without the
~ L L ' e ; ; beneﬁtj of tlie fExa.lginer’s,V(iie:w,j which compli-
_ , : ~cates the task of rendering a decision.. . ,
£ S e . It also frequently happens that an Examiner -
i o tiomont o s o/ ap. il state his position i the Answer i 4 maaner
 plicant’s brief before the date stamped on the that represents a shift from the position stated -
bottom of the first page of the brief. This date " the final rejection without indicating that the
_isapplied by the Bb”aiﬁ of Appeals clerical staff last stated position supersedes the former. Such
andP 1s calculated by adding 30 days to the date sttuation confuses the issue and likewise PO
of the Monday following the end of the pay  difficulties for the Board since it is nor clear
riod in which the brief was forwarded to the ~ ¢Xactly what the Examiner’s ultimate posi-
. oyt Mtoskes . tion is. : o
xaminer. : e : . : =
The Answer should contain a response to the In] view Off t}}l‘e _complete and thomug};
allegations or arguments in the brief and evelopment of f .gllssues at the time of Fna
should call attention to any errors in applicant’s ,rf-‘e(ig"_m It is Poail e to save f’mf i;l pﬁe{iax ’%% ‘
copy of theI claIijns. Groun{ls of rejection rll?t 1 ;);em‘l;:‘i‘;‘]’:’?g; Sf o‘ngi‘;‘lﬁ;; gft!gll)lge( v Rule 193
argued in the Examiner’s Answer are usually = ™V SO0 “0% LS SEPE e .
Eed a7 g b ropped b g s, & Examners s cerpor g v
glerd byt Hoad i dwirs oo, e e fo14 o i 53
or exliibits in accordance with Rule 195, report- z“.’gleoﬁthg la'ctllon~ on W hich it fxs bas'?t}‘ o
ing his conclusions only on those admitted. Any 3 £ 6.07). Only those Sff‘te?‘ellt.s of grounas
affidavits or declarations in the application l(je ‘]";J:s:;::‘ '?tsegpl!));anl-‘elf];:é :;lcge(” l";grﬁ(;‘;:;‘}f;?{
e Exabeien s beone considared Answer should not refer, either directly or in-
H ; $ rds H LR ; . L § H O,
-undexl'.telt}tlet: Ruﬁl%’or (%Off 'I\‘he ,lISt 1n(;ltllo:1: 1? Statemye,nts of grounds of rlejection appearing
m]q?o an dsmlce | d'e oar R) e p%)lea f?i(;v 1 = in actions other than the aforementioned single
ally consider holdings on Rule 131 afidavitsor 1,555 5 ction should be guoted in the answer. i
declarations but not on Rule 204 affidavits or ;76 and paragraph of the final action or other
declarations. L ELES single prior action which it is desired to incor-
If the Brief fails to respond to any or all wrate by reference should be explicitly identi-
grounds of rejection advanced by the Examiner, %ed. Of course, if the Examiner feels that some
the Examiner should simply inform the Board = further explanation of the rejection is necessary
of Appeals of this fact in his Answer and specify ~ he should include it in the answer but ordinariiy
the particular claims affected. Since such lack  he may avoid another recital of the issues and
of response to any ground of rejection will re-  another elaboration of the grounds of rejestion.
sult in dismissal of the appeal as to the claims ~ The answer should also include any necessary
affected. the claims involved need not he treated  rebutal of arguments presented in the appli-
further by the Examiner in his answer, A dis-  cant'sbrief if the finai action does not adequately

missal of the appeal will result if all the claims  meet the arguments.

215 ; Rev. 26, Oct. 1970
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Fithdraw any
1ig shonld be d

‘ -f}ecnons not adhered t
mugh any rejec
ssed in the auswe:s may be
as having heen withd. -awn,

The Board ‘has authority to remand 8 cnse :
‘ ptmn of the

to the Examiner for a fuller «
claimed invention and, in_

chine, a statement of its mode
certain cases where the rtl
erences is not clear. the | Joard may eall upon
the hxmmner for a fnﬂher*e‘plamtlon In

Mken by the erii ,

, of yrejecnon not
v applicant and the
by such lack of

B "\*ew Refetences See S 1208. o1.

of a cnmulanw :

most pertinent art has not heen cited.

~ All correspondence with the Board of A

_the referen
: subclass or, if not classifie

(The Exammer s Answer must cite all refér-

in the appeal and cannot refer | i

this information. In citi
rences, the current locanon
uld be s(s)eclﬁed by class and :
the particular loca-

non-patent

_tion in the Office where a copy can be found. In
‘addition, the citation should specify the precise

~ pageor
e hctmgo
~ “Statement of the grounds of rejection.”

peals, whether by the Examiner or the applicant

must be on the record. No unpublished decisions -

which are unavailable to the general public b

Examiner or the applicant except that elther
the Examiner or the applicant has the right to

cite an unpublished decision in an application

having common ownership with the apphcatlon
_on appeal.
When files are fo: ~wnrded soft copies and
prints of references fdsrened therem should not
he disturbed. ~ ,

¥ages of the reference relied on. Omit
references not involved in the appea] )

. Reference to final rejection or single prior ac-

_ tion for a clear exposition of the rejection. If

reason of 35 U.S.C. 122 can be cited by the ;‘;,necessal s descnptlon and explanation of the ‘

alleged invention and references to present the

Examiner’s case properly If pertinent, include 1
- a statement that thl= 1S 2 new ground of ne}ec-‘ i
: ;non ; ~

‘Response to the ﬂ!lemuons nnd argumente in

_ the brief not already met by the final rejection.

If a new ground of rejection is r.med see

£ 1208.01.

If an Examiner’s Anewer is beheved to con-

tain a new interpretation or npphcatlon of the
existing patent lJaw, the Examiner’s Answer,

For case hnvmg ‘p.ltenlnb!l.t\ wpnr: sm
Q70501(21) -

Request by the Examiner to present argu-

ments at the oral hearing,

application file and an explanatory memoran-

dum should be forwarded to the Group Director
~for consideration. If approved by the Group

Director, the Examiner’s Answer should be for-

warded to the Office of the Assistant Commis-

sioner for Patent Examining for final approval.
A form suitable for the anmmerq Answer,

is ns follows:
; POL~84
IN RE ArrLiCATION OF

Ser \o ~--~-- | Before the Board of Appenl-
......... Appeal No. ______._

Rev. 26, Oct. 1970

[R—26]

1208 01 New l{eference, New Oh)eo-
tion or New Ground of Re-
jection in Examiner’s Answer

[R-20]

At rhe time of preparing his answer to an

~ appeal bnef the Examiner may decide that he
should cite a new reference, raise a new objec-

216

- other reason for rejection) against some or all
of the appealed claims. The Group Director’s

tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or




_approval must be obtained prior to wri
for any new reference or ne
tion or objection incorpora
iner’s Answer. . , ; ,
fter prior approval of the Group Dire review and approval. The
refe r  “approved” on the file copy of

Answer

s,obta;ined, all Answers citing new refer

216.1 Rev. 26, Oct. 1970



ection it is necessary either to
rte prosecution before the E

include the new rejection in the Kxaminers

Answer, depending on existing circumstances.

The choice of action to be followed will depend

on such factors as the history of the prosecutic
the number of claims aflected, the importan
of the new ground of rejection, the significan
of the new reference and the nature of the re

. sponse to be expected. For example, if the ref-

erence is basic and materiaily better in meeting
all of the claims, reoperning of the prosecution

and making the action final would ordinarily
Should applicant desire to have

be approved.

the Board review the Examiner’s action, he

must file a new appeal ¢ without fee) and a new
On the other hand, if the.
new reference anticipates some but not all of the
claims or supplies a minor lack in art already

brief (without fee}.

relied on, inclusion of the new ground in the
Examiner’s Answer would normally be the
approved procedure. Of course, if the new
. ground of rejection applies to any claim stand-

Ing allowed the prosecnution should be reopened.
© It is important thar the new ground with re-
gard to which the Group Director has been

the Board of Appeals can readily 1dentifyv those
applications where the applicant is entitled to a
- period of sixty days for reply. Any new refer-
ence should be cited under the caption *New
Reference (s).” i '

Likewise when a ground of rejection not in-

volving a new reference is raised for the first
time in the Answer afrer consultation with the
Group Dircector the fact that it is a new ground
should be clearly indicated, thus: THIS IS A
NEW GROUND OF REJECTION, or some
equivalent statement. o :

The Examiner’s Answer which includes a
new ground of rejection should conclude with
the following paragraph:

“In view of the new ground of rejection
applicant has sixty days within which he may
file a reply to this Answer. Such reply may
include any amendment or material appro-
priate to the new ground and may request

consulted be clearly indicated as such so that

’ %h)und of rejection  dismis
of the appeal of the claims so rejected if
construed as an

failure to respond i

1iescence in this rejection.”

 Rervy Brizr

» a new ground of rejection is raised

_the Examiner’s Answer, the applicant,

file a reply. The applicant’s repiy,
insofar as the new ground of rejection 1s con-

cernied, may include any amendment or mate-
" rial appropriate to the new ground. The Board

of Appeals in its discretion may remand the
facts pertinent to the new ground of rejection.

date of such answer. Applicants should clearly
and specifically indicate in their repiy briefs the

iner’s answer” to which said reply briefs are

rebuttal of each statement made in the exam-
iner's answer: consequently a reply brief which

be refused cousideration in toto. [R-21]

1208.02 Withdrawal of Final Rejec-
tion [R-20] ,

The Examiner may withdraw the final re-

- jection at any time prior to the mailing of the

Examiner’'s Answer. It is possible that after

reading the brief, the Examiner may be con-

vinced that some or all of the finally rejected

- rlaims are allowable. Where he is of the opinian

~that some of the claims are allowable he should

50 specify in the Examiner’s Answer and eonfine

“his arguments to the remaining rejected claims.
~If he finds, upon reconsideration, t{

1at all the re-
jected claims are allowable, or where the ap-
plicant in his brief withdraws the appeal as
to some of the rejected claims and the Exam-

_ der Rule 193(b) has sixty days within which
_he may

“case to the Examiner to consider such amend-
ment or material. In the event of remand, mon-
~sideration will be limited to amendments and

Where new peints of argument have been
“raised in the Examiner’s answer, applicant may .
“file a reply brief within twenty days from the

new points of argument “raised In the exam-

directed. Rule 193(b) does not permit general

is not restricted to answering “new points” may

iner finds the remaining claims to be allowable.

he should notify the Board of this fact so that
the appeal may be removed from the records.
Moreover, the Board should be notified when-
ever the application is withdrawn from ap-
peal under any circumstance. See sectinns
706.07(¢) to 706.07(e).

In applications where an interference has re-
sulted from the applicant copying claims from
the patent which provided the basis for final re-

217 Rev. 21, July 1969



sideration and decision. p-

aquested an oral hearing, a day of fhéqﬂng ‘

ue motice thereof given to the appel-

- .. Hearlr 1 be held as stated in the notice, and
_ ‘oral argument will be limited to one-haif hour unless .

‘rests with

~ otherwise ordered before the bearing begins.
~If applicant desires to argu
the Board, he must file a brie
time indicating if he desires an oral
Rule 192. If no request has been mad

plicant, the appeal will be assigne
hat i

eration and decision. Rule 194,
sion will be rendered on the brief.

Dy

L Preferably, the request for oral ilyéa(ring‘ i

rin the first paragraph of the brief

~ should appearin ‘
d be set out prominently. Although

and sho

~ the Board, through past practice, honors re-
al, the rules

 require inclusion at least in the brief and this

quests included in the notice of ap

would appear to be the best procedure to follow.

' A notice of hearing, stating the date, the time

‘and the docket, is forwarded to the applicant
in due course after the maiiing of the Exam-

additional time has been given for the filing of
a reply brief. If applicant fails to confirm
within the stated time (14 days), the appeal is
~ removed from the hearing docket and assigned
_on brief in due course. Similarly, after con-
firmation, if no appearance is made at the sched-
uled hearing, the appeal is decided on brief.
Sirice failure to notify the Board of waiver of
hearing in advance of the assigned date results
in a waste of the Board’s resources, applicant
should inform the Board of a change in plans at
the earliest possible opportunity. o ‘
If the time set in the notice conflicts with
prior commitments or if subsequent events make
appearance impossible, the hearing may be re-
scheduled on written request. However, post-
ponements are discouraged and will not be
granted in the absence of convincing reasons in
sy p}x)rt of the requested change.
1f applicant has any special request, such as
~for a particular date or day of the week, this
will be taken into consideration in setting the
casex, if made known to the Board in advance,
= Jong us such request does not unduly delay
:t decision in the case, ‘
The arguments at the hearing may be pre-
sented by applieant’s attorney or agent if he is

Rev. 21, July 19069 218

his case before.

~Answer

if any change hasbeen made. =~ :

iner's Answer, with appropriate delay where

prior to the hearing,
firm has a writ-
compliance with

ur is allowed for applicant to
ion. Rule 194. 1f appF t be-
ional time will be nec
e should be made well in
nto consideration in

assignin
on whet to be granted

retion of the senior memher

‘ p L
C up to two Examiners are permitted

_to attend any one hearing as observers, where
- the case is related to the Examiners’ field of tech-

nology. The time of a hearing may be obtained
by the Examiners by telephoning the Board of
Appeals about one month after the Examiner’s
‘ is forwarded. The time should be

checked a few days prior to the hearing to see

1210 ';,Action’s Subsequent to Examin-
~er’s Answer but Before Board’s
‘Decision [R-20] i

. QTmiiébl‘mox oF Boarp
Upon mailing of the Examiner’s answer on

~ appeal, jurisdiction of the case with respect to

the appeal rests exclusively with the Board of
Appeals. Any amendment, affidavit, or other
paper relating to the appeal, filed thereafter
ut prior to the decision of the Board, may be
considered by the Examiner only in the event.
the case is remanded to him by the Board for
that purpose. ' '
Divibep JURISDICTION :
Where appeal is taken from the final rejec-,
tion of one or more copied claims only, jurisdic-
tion of the rest of the case remaing with the Ex-
aminer, and prosecution of the remaining claims
may proceed as though the entire case was un-
der his jurisdiction. ~Also, where the Exam-
iner certifies in writing that there is no conflict
ofsub.l'ect matter, an appeal to the Board of
Appeal may proceed concurrently with an
interference. , =

final decision




ABANDONMENT OF APPEAL

To avoid the rendering of decisions by the .
Board of Appeals in applications which haveal-
ready been refiled as streamlined continuations,
applicants should promptly inform the Clerk
_ of the Board in writing as soon as they have

2i5.1

1210

 positively decided to refile or to abandon an
application coniaining an appeal aw&itir:f a8
ili

decision. Failure to exercise appropriate

_ gence in this matter may result in the Board’s
_refusing an otherwise proper request to vacate

its decision.

Rew. 21, July 1868



while it has ju

Sweet, 1943 :
1124, A proposed amendment, affidavit, decl:

ther paper may be remanded fors ich

o tion as the Examiner may see fit to
give. Such an amendment, unless filed under
Rule 193(Db), will be treated in the same way as
an amendment after final rejection.

~ 1f the proposed amendment is in effect an
abandonment of the appeal, as, by canceling
the appealed claims, other claims being present
whicg are patentable in the opinion of the Ex-
aminer, the amendment should be entered and
the Clerk of the Board notified in order that the
case may be removed from the Board’s docket.

1212 Remand To Consider Affidavits
: or Declarations [R-25]

Rule 195. Afdavits or decla _after appeal.
~ Affidarits, declarations, or exhibits submitted after the
case has been appealed will not be admitted without a

showing of good and sufficient reasons why they were

not earlier presented. :

Affidavits or declarations filed with or after
appeal but before the mailing of the Examiner’s
Answer will be considered for entry only if

the applicant makes the necessary showing .

under Rule 195 as to why they were not earlier
presented. Authority from the Board is not
necessary to consider such affidavits or declara-
tions. Affidavits or declarations filed after a
final rejection and prior to a notice of appeal
are handled as provided in §§ 715.09 and 716.

In the case of affidavits or declarations filed

after the mailing of the Examiner’s Answer, the
Examiner is without autlhority to consider the
same in the absence of a remand by the
Board. When a case is remanded to the Ex-
aminer for the consideration of such affida-
vits or declarations, the F.xaimniner, after having
given such consideration as the facts in the
case require, will return the case to the Board
of Appeals with his Answer on Remand, a copy
of whieh should be forwarded to the applicant.
If such an affidavit or declaration is not accom-
panied by the showing required under Rule
195, the Examiner will not consider its merits.
If the delay in filing such affidavit or dec-
Jaration is satisfactorily explained, the Ex-
aminer will admit the same and consider its
merits.  If this afidavit or declaration is ac-
cepted as overcoming the reference, or refer-
ences, used in the final rejection, and a new
reference having a filing date prior to the

‘entitled, after obtaining a final decision by the
Patent Office on an issue in a case, to utilize the

means for avoiding res judicata while relitigat-

1213

of invention established in the record,
ation date more than one

he applicant’s filing date, is

v be substituted for the one

thereby reopening the case
tion be{om the Examiner.

X C.D. 5; 42 USPQ 526.
It is not the custom of the Board to remand
affidavits or declarations offered in connection
with a request for reconsideration of its de-
cision. Aflidavits or declarations submitted for

1 not remanded to the Examiner,

v as arguments. In re Martin,

SPQ 75;: 33 CCPA 842,

1213 Decision by Board [R-20]

Extract of Rule 196. Dccision by the Board of
dppeals. (a) The Board of ‘Appeals, in its decision,

may affirm or reverse the decision of the primary ex-

aminer in whole or in part on the grounds and on the
claims specified by the esamiver. The affirmance of

the rejection of a claim on any of the grounds specified

constitutes a general affirmance of the decision of the
primary examiner on that claim, except as to any
ground specifically reversed. 5 =
After consideration of the record including
applicant’s Brief and the Examiner’s Answer,
the Board writes its decision, affirming the

‘Esaminer in whole or in part, or reversing his

decision, sometimes also setting forth a new
ground of rejection. Sl

On oceasion the Board of Appeals has refﬁséd

to consider an appeal until after the conclu-
~ sion of a pending civil action or appeal to the

(?.(‘.P.A.‘“im-olving issnes identieal with and ‘or
similar to those presented in the later appeal.
Such suspension of action, postponing consid-

~ eration of the appeal until the Board has the

benefit of a court decision which may be deter-
minative of the issues involved, has been ree-
ognized as sound practice. An as)'phcunt 1 not

prolonged pendency of a court proceeding as a

ing the same, or substantially the same issue in
another application. . .
An applicant may request that the decision
be with}leld to permit the refiling of the appli-
cation at any time prior to the mailing n} the
decision. Up to 80 days may he granted, al-
thongh the time is nsually limited as much as
possible, The Board will e more prone to enter-
tain the applicant’s vequest where the request js
filed early, obviating the necessity for an oral
Learing or even for the setting of the oral hear
trigr date, Tf the ease has nlrm\(l‘v heen set for ovil
hearing, the petition shonld mchude o request
to vacate the hearing date, nof to postjone it
In o sitnation where a withdrawal of the ap-

Rev. 25, July 1070



1213 01

pea] is filed on the same j
mmled a petmon to vacate the decx:xon will be

t*e review of the decmons af the Board is

committed by statute to the courts, its decisions
e properly reviewable on petition only to the
ent of determining whether they involve

obyious error or abuse of discretion. Reasonabl
ilings made by the Board on matters resting
ts discretion will not be disturbed upon pet1
1, Thus, for example
vhether it has emp

. a new ground of
re)evtlon “1]] not be set aside

[R-20]

Fxtract of Rulc 196, Decision by the Board of Ap-
peals, . .. (¢) Should the decision of the Board of
Appeals inclnde an explicit statement that a claim may
be allowed in amended form, npplicant shall hnve the

right to amend in contormity with such statement,
which shall be bindlng on the prinmry examiner in the
absence of new references or zroun_ds of rejection.

1f the Examiner knows of references or rea-
sons which were not before the Board, such a
favorable recommendation is not bmdmg upon
him. Likewise, any change in a favorably rec-
ommended clmm other tran the amendments

" recommended would tend to destroy the force -

of such recommendation. Ex parte Young, 18

Gour 94:31.

tion, a remark by the Board that a certain
. feature does not appear in a claim is not to

be allowed if the feature is supplied by amend-
ment. Ex parte Norlund, 1913 C.D. 1615 192

0.G. 989.

~ Applicant’s right to nmcnd in conformity

with the recommendation may only be exercised
within the period allowed for seeking court
review, ordinarily sixty days from the date of
the Board’s decision.

1214 Actions Followmg Decision by
‘Board [R-20]

Board of Appeals decisions may he published
in the Patent Office Official Gazette, if requested
by the Board or Group. In the event that the
application has become abandoned, applicant’s
permission is Sought prior to pubh('atmn.

1214.01 New Ground of Rejection
[R-25]

Eatract from Rule 196. Decisions by the Board nf

Appeals . . . (b) Shoull the Board of Appeals have

knowledge of any grounds not involved in the appeal

Rev. 26, July 1970

oard’s opinion as

_petition unless
said opinion is found to be clequ_y unwarranted.

1213.01 Recommendations of Board{:

In the absence of an expreSa recommenda-

“be taken as a recommend'ltlon that the claim

[INING fmocnntmm'

for jectlng any lmlad clalm, it may include in its
' et with Its reasons for
, constitute a rejection
The am)ellant may submit an appropri-

the clajms,

mendment of the claims so rejected or a showing ;
or both, and have the matter considered by

iary examiner. The statement shall be bind-
‘ the primary evaminer unless an nmendment

'lm waive such reconsideration

Vi‘ivyler and have the case re-

~ary; i‘etjd‘er a new decision which shall inelude all

- grounds upon which a patent is refused. The applicarnt

may, waive reconsideration by the Board of Appeals
and treat the decision, including the added grounds

for rejection given by the Bonrd ot Appeals as a final

'dec:swn in the case.

A, Arequest for reconsxderatlon by the Board
must be filed within thirty days from the date
of the decision, the period set by Rule 197 (b).
By proceeding in this manner the applicant
waives his rlght to further prosecution before
the Examiner. Inre Greenfield,1930 C.D. 531:
5 USPQ 474,

B. Where the Board's decision completelv re-
moves the IExaminer's rejection as to one or

more claims and substitutes a new one under
Rule 196(b), the applicant, if he elects to pro-
ceed before the ]!Jmmmer, must take such
ction within the period for response set in the
BO&I‘(lb decision, which may not exceed six
months from the Board s decision., See In re ap-
phnatlon filed July
5 CD. 3. A ahortened _beriod for response

decision.
The applicant may amend the claims in-
volved, or substitute new claims to avoid the
art or reasons adduced by the Board. Ex
parte Burrowes, 1904 C.D. 155; 110 O.G. 599.
Such amended or new claims must be directed
to the same subject matter as the appealed
clnims, Ex parte Comstock, 1923 C.D. 82;
317 0.6G.4

\r,r_rumont without amendment of the claims
g0 rejected can result only in a final rejection
of the claims, since the Examiner is without
authority to allow the claims unless amended
or unless the rejection is overcome by a show-
ing of facts not before the Board. The new
ground of rejection raised by the Board does
not reopen the prosecution except as to that
subject matter to which the new rejection was

applied.

13, 1950 at 693 O.G. 136:

of thll‘t} days ordinarily is set in the Board's.




1214.02 Procedure After Decision
[R-20] . |
Egztract from Rule 197. tion following decision.
(a) After decision by the rd of Appeals, the case

shall be returned to the primary examiner, subject to
the applicant’s right of appeal or other review, for such

further action by the applicant or by the primary ex-
aminer, as the condition of ‘the cuse may require, to

carry into effect the decision. " L
- After an appeal to the Board of Appeals has

been decided, a copy of the decision is mailed

to the applicant and the original placed in the
file. . The Clerk of the Board notes the decision

~on the file wrapper and in the record of appeals,

_ and then forwards the file to the Primary Ex-
aminer through the office of the Group Director
immediately if the Examiner is reversed, and
after 30 days if the Examiner is affirmed.
1214.03 Rehearing and Reconsidera-
o tion [R-20] '

- Under Rule 197, any request or petition for
rchearing or reconsideration, or modification of
the decision, must be filed within thirty days
from the date of the original decision, unless
that decision is s» modified as to become, in
effect, a new decision, and the Board of Ap-
peals so states, :

- ¥%NXo petition for rehearing or reconsideration
- filed outside the time specified shall operate to
extend the period of sixty days” for appeal to
the U.S. Court of Customs and Patent Appeals
or for commencing a civil action, Rule 304. The
Commissioner may suspend or waive the sixty
day limit of Rule 304, Eckey v. Watson, 122
UgPQ 5; 1959 C.D. 119. In such a petition an
adequate showing under Rule 183 is demanded.

Any soft copies in the file wrapper should
not be removed until the period of reconsidera-
tion expires. :

1214.04 Examiner Reversed [R-25]

A complete reversal of the Examiner’s re-
ection brings the case up for immediate action
oy the Examiner.

The Examiner should never regard such a
reversal as a challenge to make a new search to

1214.05

_ appealed claims, and the Board reverses the
~Examiner on the remaining appealed claims,

lation of the

~or _civil action has been filed, proceedings in the ap-

220.1

1214.06

erences. This is

_uncover other and better referen
. application has

particularly so where

meanwhile been transferred or assigned to an
ixamincr other than the one who finally re-
) te?d the claims. The
nouls

second Examiner
ve full faith and credit to his prede-
search. Of course, if the Examiner
cific knowledge of the existence of a
- reference which obviously meets the
any of the appealed claims as to
e Ilxaminer was reversed, he should
the matter to the Group Director for
orization to reopen prosecution under Rule
, for the purpose of entering the new
rejection. ~

Cancellation of Withdrawn
Claims [R-20]

Where an applicant withdraws some of the

the withdrawal is treated as an authorization
to cancel the withdrawn claims. It is not nec-
essary to notify the applicant of the cancel-
hdrawn claims. '

1214.06 Eﬁcﬁiﬁiner Sustained in Whele
or in Part [R-25] i

- Eztract from Rule 197. Action following decision
«+. () When an appeal is or stands dismissed, or
when the time for appeal to the ‘court or review by
civil action {(rule 304) has expired and no such appeal

plication arc considered terminated as of the dismissal
or expiration date except in those applications in which
claims stand allosed or.in which the nature of the
decision requlres further action by the examiner. If
an akppcnl to the court or.a civil action has been filed, ‘
_proceedings in the application are similarly considered
terminated 'vhen the appeal or eivil action is termi- =
nated. : ‘ '

If the Examiner was sustained either in
whole or in part, it is improper to notify ap-
plicant of the status of the case unless asked
to do so. See Ex parte Buchenberg 1924 C.D.
55; 327 0.G. 216. o o
The time for seeking review of a decisicn of
the Board of Appeals by the C.C.P.A. or the
District Court is the same for both tribunals,
that is, sixty days, or sixty days with the ex-
tension provided by Rule 304 in the event a peti-
tion for reconsideration or rehearing is sea-
sonably filed before the Board, or as extended
by the Commissioner. Sce §1214.03. When
the time for seeking court review (plus
two weeks to allow for information as to the
filing of an appeal or civil action, if any, to
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MANUAL OF PATENT

ings in the ap T
date of the exp I?ratlon of
action. The i
sidered as pendi
abandoned and sen
without notifying ap ,
B. Claims stand allo The apphcant is
not required to file a. re ponse. The Examiner
' takes %m case up and passes it to issue on the
claims which stand allowed.

no longer con-
to be stamy d

the ]lOt‘lthll “Board Decmon

‘margin in red ink.
. If uncorrected

~ be handled wit

‘written correspondence
iner should tak
rosecuhon‘ is other

as the following

‘propriate action but
closed. A letter suc

cuggested
~ “In view of the fact that the period fo

seeking court review of the decision by the
Board of Appeals rendered (date of decision)

has expired and no further action has been
taken by applicant, the proceedings as to the
rejected claims are considered terminated:
see Rule 197(c).”
“The application will be passed to issue on
claims (édentify) which stand allowed pro-

vided the following formal matter(s) is

otherwise closed.”

(Set out formal atter(s) requiring cor-
rection.)
(Set a thirty day
Period for response.) ,
C. Claims require action. - If the decision of
the Board is an affirmance in part and includes
a reversal of a rejection that brings certain
claims up for action on the merits, such as a
decision allowing generic claims in a case con-

taining claims to nonelected species not pre-

viously acted upon, the Examiner wiil take the
case up for appropriate action on the matters
~thus brought up, but the case is not considered
open to further prosecution except as to such
matters.

D. Rule 196(h) rejection. Where the Board
makes a new rejection under Rule 196(b) and
nn action is taken with reference therete by the
applicant within six months, or such shortened
period as may he set in the Board’s decision,
the Examiner shonld proceed in the manner
indicated for situations A, B, or C, depending

Rev. 25, July 1970

a ,
ime for filing Lourt

A red ink line
should be drawn through the refused clalms and
wrltten 1n the .

atters of form whlch c‘mnot

(are) pmmpth corrected. Prosecution 1is

Shortened Statutory ;

XAMINING Pﬁmvnn' .

on whmh is approprxate to the case. See

he erd sustains the anmmers rejec-

n, but also enters a new ground of rejection
’ _ the filing of a request for

: i aflirmed rejection will

, 1e period for appeal to the
courts untxl 30 days after the decision on re-

_consideration. to allow time for the Examiner

to consider any amendments and/or evidence
offered to traverse the new ground of rejection.
E. Rul: 136 { ¢y recommendation. Where the
 Board makes a recommendation under Rule
196(c) and no action is taken with reference
thereto by the applicant within the time per-
‘mitted for court review, ordinarily sixty days
from the date of the dec:smn. the Examiner
should proceed in the manner indicated for sit-
uations A, B, or C, depending on which is ap-
propriate to the case. See § 1213.01.
F. Appeal dismissed. The appeal has been dis-
missed for failure to argue a ground of rejec-
tion involving all the appealed claims. See
'g 215.04.
 The practice under situations A, B, and C is
axmllar to the practlce after a decision of the
court outlined in § 1216.01. e

In view of the above practice, Examlners :
must be very careful that applications which -
come back from the Board o? Appeals are not
overlooked because every case, except those in
which all claims stand rejected after the
Board’s decision, is up for action by the Ex-
aminer in the event no court rev lew has been
sought. Consequently, when a file is received
_after decision by the Board of Appeals, it
must be examined and appropriate precautions
taken to indicate the presence of allowed
_claims, if any. This may be done by writing
 the notation “Allowed Claims” on “Contents”
of file wrapper immediately below endorsement
“Decision Ev Board™.
See §81216.01 nnd 1216.02 for proceduro
where court review is sought.

1214.07 Reopenmg of Prosecution
[R-25]

Rule 198. Reopening after decision. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rule 196, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficient cause Leing shown,

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
feet any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecu-
tion of the case is definitely closed. the appli-

220.2



fying him that the amendment ca
tered and stating the reason why. Th

‘ The refusal
should never be made to appear arbit

rary or

capricious. A letter such as the following

might be used: ;

“The amendment fled . .0 after f}le '

" Board’s decision is refused entry beca
prosecution is closed and the new claim

~ claims as amended) raise new issues which

require further consideration or search.”
In the event that claims stand allowed in the

case under the conditions set forth in § 1214.06
(paragraph B), the case should be passed to

issue. . e
~ Since October 16, 1969, the Commissioner has
_entertained petitions under rule 198 to reopen

certain cases in which an applicant has sought

review under 33 U.S.C. 141 or 145. This proce-

_dure is restricted to cases which have been de-
cided by the Board of Appeals and which are
amenable to settlement without the need for

going forward with the court proceeding. Such
getitlons will ordinarily be granted only in the
ollowing categories of cases: .
1. When the decision of the Board of Appeals
asserts that the rejection of the claims is proper
because the claims do not include a disclosed

limitation or because they suffer from some

other curable defect, and the decision reason-

ably is suggestive that claims including the Iim-

itation or devoid of the defect will be allowable:
92, When the decision of the Board of Appeals

asserts that the rejection of the claims is proper

~ because the record does not include evidence of

a specified character, and is reasonably sugges-

tive that if such evidence were presentedg the
appealed claims would be allowable, and it is
demonstrated that such evidence presently
exists and can be offered; or '
3. When the decision of the Board of Ap-
als is based on a practice, rule, law, or judicial
yrecedent which, since the Board’s decision, has
heen rescinded, repealed, or overruled.

Any such lpetit:ion must be accompanied by
the proposed amendment, evidence, or argu-
ment sald to justify allowance of the claims.
The petition further must point out how the
case falls within one of the preceding cate-
gories, Failure to do so or failure of the case w
qualify as coming within one of the categories

UL 1% B R A

brief in cases in whic

_the Board o

1215  Withdrawal or Dismiseal of Ap-

121501 Withdrawal of Appeal [R-

~ drawn unless there are allowed claims in the

~such’ letter. '
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. for the consideration of matters not

y adjudicated, and sufficient cause has

ch petitions will not be ordinarily enter-

d after the filing of the Commissioner’s

E review has been sought

under 35 U.S.C. 141, or after trial ina 35 U.S.C.
145 case. ; .

In the case of an appeal under 35 U.S.C. 141,

. if the petition is granted, steps will be taken to
 request the court to remand the case to the Pat-

ent Office and if so remanded the proposed

amendments, evidence, and arguments will be .

_ entered of record in the application file for con-

sideration, and further action will be taken by
) \ ypeals in the first instance or by
the Examiner ay be a )Pro'priate. Inthecase
of civil action under 35;Ul.b.C. 145, steps will be
taken for obtaining dismissal of the action

without prejudice to consideration of the

peal

25] - :

Where, after appeal has been filed and be-

fore decision by the Board of Appeals, an
applicant withdraws his appeal after the period

for response to the final rejection has expired,

the application is to be considered abandoned as

of the date on which the appeal was with-

case. ‘ :

Where a letter abandoning the application is
filed in accordance with Rule 138, the effective
date of abandonment is the date of filing of
If a brief has been filed within the time per-
‘mitted by Rule 192 (or any extension thereof)
and an Answer mailed and applicant withdraws
the appeal, the case is retu’rneci to the Examiner.
If there are no allowed claims in the case, the
Examiner writes a letter of abandonment.

To avoid the rendering of decisions by the
Board of Appeals in applications which have
already been refiled as streamlined continua-
tions, applicants should promptly inform the
Clerk of the Board in writing as soon as they
have positively decided to refile or to abandon
an application containing an appeal awaiting
a decision. Failure to exercise appropriate
diligence in this matter may result in the
Roard's refusing an otherwise proper request
to vacate its decision.
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phcwtlon ;

laims on appeal the thhdra -
not operate as an abandon-

i 1dered a

A mthdrawal of the appeal as to some of th;

claims on ap 2a] operates as a cancelation
those claims from the case and the a

tinues as to the remaining claims. Ei‘he w1th~

drawn claims will be canceled by direction of the

Examiner when necessary without further a
tion by the apphcant ' : ,

= 1210.0-1- stmxssal of Appeal

by Rule 192, the appeal stands dismissed by
operation of the rule.
the appeal stands dismissed is not an action in
_ the case and does not start any period for
reply. If no claims stand allowed the appli-
cation is considered as abandoned on the date
the brief was due. No notification to the
applicant that the application is abandoned is
necessary. If claims stand allowed in the ap-
phcatwn. the failure to file a brief and conse-
quent dismissal of the appeal is to be treated
as a withdrawal of the appeal and of any
claim not standing allowed. The application
should be passed to issue forthwith when the
file is received from the Board of Appeals.
However, if formal matters remain to be at-
tended to, the Examiner should take appropri-
ate action on such matters, setting a shortened
perlod for reply, but the application is to be
considered closed to further prosecution except
as to such matters. Note § 1201.
A letter such as the fo]]owmg is suggested :
“In view of applicant’s failure to file a
brief within the time prescribed by Rule 192,
the appeal stands dismissed and the pror'eed
ings as to the rejected claims are considered
terminated: see Rule 197, third pam;_rraph
“This application will be passed to issue on
claims (identify) which stand allowed pro-
vided the following formal matter(s) is
(are) corrected. Proscention is otherwise
closed.”
(Set out formal matter(s) requiring cor-
rection.)
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- date of the dlsmlssal by re

[R25]
If no brief is filed within the time prescrlbed "

The letter from the
Board of Appeals notifying the applicant that

‘after is specified in 35 U.S.C. 141.

220.4

. before the court either on
1, or in a civil action under
status of the application in

the event of a dismissal must be determined
_according t

he circumstances leading to t!g:'

dxsmxssa 111 the

ason of t e dlsmxssal
alone.

1216 Appeals to ,cgu;-fts} [R-20]

Rule 304. Time f;or:appeai or és’i%il action. The ﬁme for

_filing the notice and reasons of appeal to tbe U.S.
Court of Customs nml Patent Appeals {rule 302) or

for commencing a civ 11 'wtmn {rule 303) is snxty days ;
rom the date of the decnsion of the Board of Appeﬁls
ar the Board of Patent Interferences If a petition for

: 'reheariug or reconsideration is filed within thirty days

fter the date of the decision of the Board of Appeals

_or Board of Patent Interferences, the time is extended

to thirty days after action on the petitien. No petition

;for rehearing or reconsideration filed outside the time
~ specified herein after such- decmon TIOT ‘any proceed-

ings on such petition shall operate to e‘xtend’the peried
of sixty days hereinabove provided. The times specified

“herein are calendar days. If the last day of the time

specified Tor appeal Or‘com‘meucing & civil action fzlls -
on -a Saturday, Sunday, or legal holiday, the time is
extended to the next day which is neither a Saturday,
Sunday nor a hohday If a defeated party to an‘inter-
ference has taken an appeal to the U.8, Court of Cus- =
toms: and Patent Appeals and an adverse party. has
filed -notice under 35 U.S.C. 141 that he elects to have
all further proceedings conducted under 35 U.S.C. 146
(rule 303(c)), the time for filing a civil act!on there-

‘Files of cases carried to the courts, either by
appeal to the Court of Customs and Patent
Appeals or by civil action in the District Court
for the District of Columbia, are not opened
by the Patent Office to the pubhc

During the pendency of a suit the application
is not under the jurisdiction of the Examiner:
and any amendment, as one copying claims from
a patent for interference purposes, can be ad-
mitted onl; under the provisions of Rule 198.

1216.01 To Court of Customs and Pat-
ent Appeals [R-25]
Rule 301. Appcal to U.S. Court of Customs and Patont

Appeals. Any applicant dissatisfied with the decision
of the Board of Appeals, and any party to an inter-




script of the record within a specified time after filing

_ the reasons of appeal, and pay the fee for appeal, 2s
provided by the rules of the court. The transcript will
be transmitted to the Court b :
order of and at the expense of t e

35 U.S.C. 141. Appeal to Court of Customs and Patent
Appeals. An applicant dissatisfied with the decision of

the Board of Appeals may appeal to the United States

said decision reviewed on t

Court of Customs and Patent Appeals, thereby waiving
his right to proceed under section 145 of this title. A
party to an interference dissatisfied with the decision -
of the board of patent interferences on the question of

_priority may appeal to the United States Court of

Customs and Patent Appeals, but such appeal 3,]33,11, be
~ dismissed if any adverse party to such interference,

~ within twenty days after the appellant has filed notice

- of appeal according to section 142 of this title, files
e Commissioner that he elects to have

all further proceedings conducted as provided in sec-
 (exclusive of Sundays and legal holidays) from
the date upon which said “Notice of Appeal”

- tion 146 of this title. Thereupon the appellant shall
bave thirty days thereafter within which to file a civil
action under section 146, in default of which the de-
cision  appealed - from . shall

proceedings in the case. : Con

;.85 U.8.C..142. Notice of appeal. When an appeal is
taken to the United States Court of Customs and Patent

Appeals, the appellant shall give notice thereof to the
Commissioner, and shall file in the Patent Office his

reasons of -appeal, specifically set forth in writing
within such time after the date of the decision ap-
pealed from,fixot less than sixty days, as the Commis-
sioner appoints. L ,
85 U.S.C. 143. Proceedings on appeal. The United

fore hearing such appeal, give notice of the time and
place of the hearing to ‘the Commissioner and the
parties therets. The Commissioner shall transmit to
the court certified copies of all the necessary original
papers and evidence in the case specified by the appel-
lant and any additional papers and evidence specified
by the appellee and in an ex parte case the Commis-
sioner shall furnish the court with the grounds of the
decision of the Patent Office, in writing, touching all
the points involved by the reasons of appeal.
35 U.8.C. 144. Decision on appeal. The United States
Court of Customs and Patent Appeals, on petition, shall
hear and determine such appeal on the evidence pro-
duced before the Patent Office, and the decigion shall be
confined to the points set forth in the reasons of appeal.
Upon its determination the court shall return to the
Commissioner a certificate of its proceedings and deci-
sion, which shall be entered of record in the Patent
Office and govern the further proceedings in the case,

‘toms and Patent Appeals consider his appeal.
~ When the Office of the Solicitor receives the
‘notice of appeal, it acknowledges receipt of the
~ notice and requests that an order {called prae-

govern the further

~ered terminated on the last day the petition,

day the case was alive and applicant could take
_some action) Ex parte Vossen, 1967 C.D. 29;

States Court of Customs and Patent Appeals shall, be- - 155 USPQ .109. ,

Office the action taken by the Examiner will

the applicant files a petition

220.5

1s, the appellant shall give notice thereof to the
imissioner, and file in the Patent Office, within the

time specified in rule 304, his reasons of appeal specif-
fcally set forth in writing. ‘ ‘

_interferences and other contested cases, the
reasons must be served #s provided in rule

If an applicant is dissatisfied with the decision
of the Board of Appeals and desires to have
ecisio , e record, he must
file a “Notice of Appeal” in the Patent Office,
within 60 days after the date of the Board's

_decision or 30 days from a decision on recon-

sideration, in order to have the Court of Cus-

cipe) be filed within 20 days. The order or
praecipe states the exact papers to be certified
which forms the transcript of record that is
transmitted to the court. ; ,
- The transcript of record, petition and $15.00
fee must be filed in the court within 40 days

was filed; provided the
extend such time. By N ~
The appeal is docketed in the Court if the

petition, transcript and fee are timely filed. If
not timely filed, there is no specific order of

Commissioner does not

- dismissal by the _Court but the rules of the Court
_restore jurisdiction to the Patent Office. If no

claims stand allowed proceedings are consid-

transcript and fee were due (since up to this

A fter restoration of jurisdiction to the Patent

be the same as set forth in the paragraphs under
*Action Following Decision by Court” below,
After the court has heard and decided the

appeal, a copy of the decision is sent to the

Patent Office and one to the a})plicant. _Where
1 ' or rehearing, the
Court’s ruling thercon is communicated to the

Office and to the applicant by the Clerk of the

Court. .
Finally, the Clerk of the Court forwards to

the Office a certified copy of the Court’s deci-
sion on the appealed claims. This copy is a
duplicate of the uncertified copy first for-
warded, unless modified as a result of the peti-
tion for rehearing or, possibly, altered to cor-

rect some minor error.  The receipt of this copy
Ly the Patent Office marks the conclusion of the

Rev. 253, July 1970



- beeomes &ipart;

~ course be 1ns

 Mosher, 45 CCPA 7

The Solicitor emezs the ’
Court’s decision in th
returns it to the Primary E:

.  licitor uses the uncertifi

1. Al claxms I‘E}?ﬁ&’!ﬁd
tion are considered terminated on the

, t open to subsequent amendment
and prosecutmn by the applicant. The apph-
cation is no longer considered pending. :

2. Some claims allowed.
the case stand allowed. either by reversal of the

If all c]axms in the '

case stand rejected, proceedmgs on the applica- .
ate of

 receipt of the Court’s certificate and the appli-

. If some claxms in

print o
will result dxsmxssa.! of the appeal by the
C rt; or there may be

| nussal bv the Court

inated and the applica-
i :ble as of the date of

o

]

[R—"a]

1 action under 35 t*sc 135, us (8) Any

Office decision by the Court or by having been  :

allowed by the Examiner or the Board of

Appeals, proceedings are consuiered terminated
as to the rejected claims. on 'by the apph-

sidered necessary. The Examiner will pass the
case for issue forthwith on the allowed claims,

‘the applicant being advised of such action.

The rejected claims may be canceled by the
Exammer with an appropriate notation on the
_margin, to avoid confusion of the printer.
_ However, if formal matters remain to be at-
tended to, the Examiner should take appro-
priate action on such matters, setting a 30 day
shortened period for reply, but the application
is considered closed to further prosecution ex-
cept as to such matters. Ifall claimsin the case
stand allowed after the Court’s decision formal
matters if any should be taken care of and the
case passed for issue.
3. Remand. If the decision of the Court is
such that it brings certain claims up for action
on the merits, such as a decision allowing
generic claims in a case containing claims to
non-elected species not previously acted upon,

.an appeal to the T8, Lour(

cant canceling the m]ected claims is not con- L
o Appeals, he therebv waives llis right to proceed under, i

(b) If an apphcaﬁt'iu'a ex arte case has taken
Customs and Patent

35 C.8.C. 145,

-ing has taken an appeal to the ‘U.S, Court ot Customs

 and Patent Appeals, and any adverse party to the in-

terference shall. within twenty days after the appel-.
lant shall have filed notice of the appeal to the court.
(rule 302), file notice with the Commissioner that he
elects to have all further pfoc'eMings conducted as
provided in 35 U.S.C. 146, certified copies of such
notices will be transmitted to the U.S. Court of Cus-
toms and Patent Appeals for such action as may be
necessary. The notice of election must be served as
provided in rule 248.

35 U.8.C. 145. Civil action to obtain patent. An appli-
cant dissatisfied with the decizion of the Board of Ap-
peals may unless appeal has been taken to the United
States Court of Customs and Patent Appeals, have rem-
edy by civil action against the ‘Commissioner in the
United States District Court for the District of Coluimn-
bia if commenced within such time after such decision,
not less than sixty days, as the Commissioner appoints,

the Examiner will take the case up for appro-

priate action on the matters thus brought up,
but the case is not considered open to further
_prosecution except as to such-matters. A re-
mand by the Court iz a remand to the Board
of Appeals and not to the Examiner. The
Examiner may only act on the application if
it is remanded to him by the Board.

Rev. 25, July 1970

The court may adjudge that such applicant is entitled

220.6

to receive a patent for his invention, as specified in any
of hig claims involved in the decision of the Board of
Appeals, as the facts in the case may appear and such
adjudication shall authorize the Commissioner to issue
such patent on compliance with the reguirements of
law. All the expenses of the proceedings shall be paid
by the applicant.

(e) Ifa defeated party to an interference proceed- : .




after the date of the

- after the date of a
sideration, he must file a ¢
United States District Court
Columbia and have the ma

When a suit under 35 U; .

a notice thereof signed by the qohclto

Patent Office is placed in the applicat
 The file is kept in the Solicitor’s office

~termination of the suit.

minated, a statement mdlcatmg the final dis-

posmon of it by the Court is placed on the

original notice by the Solicitor and the appli-
~ cation is returned to the Examiner, whose
~ subsequent ‘procedure is the same as his action

, follommg appeal, deacrlbed in §1216.01. If

When the suit is ter-

along with a certified copy, under stipu

,,!,2516-02

‘ applxcanty ordmanly furni

2 eertxﬁed py of the file wrappe '
1me of the trial (28 US.C.

) losure of the a
sarily results. peal to
Court of Customs zmd Patent g ppeals,

~ the filing of a civil action does not require the

filing of a transeript of the applica-
mp]amt hov;ever xs o-pen to the,

- the (ourt may be sent

}iloyee

ation

that the copy be retained by the court and the
original brought back fo the Office by said
emplovee. Lo ha
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is dismissed before coming
hcatlon to the





