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palsosy
400,02 . Insanity or Other Legal Incnpaclt}'
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| 401 Patent Office Cannot Aid in Selec-
~ tiom of Attorney [R-24]

Rule 31, Applicam‘a May Be Represented by an Attor-
ney or Agent, An applicant for patent may file and
prosecute ‘his own case, or he may be represeiited by
an txttorney' or agent authorized to practice before the
Patent Office in patent cases, The Pateni Office can-

 400.01(b)

409,01 (c)

400,01 ( d’)
400.01(e)
400,01 (f)

 not ald in the selection of an attorney or agent.

If patentable subject matter appears to be dis-
closed in a pro se application and it is apparent
that the applicant is unfamiliar with the proper
preparation and prosecution of patent applica-
tions, the Examiner mny suggest to the appli-
cant that it may be desirable to employ a
registered patent attorney or agent. The follow-
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Coean

~the s

"of the petition, see §601.02. In order that
: tlus power may be valid, the attorney or agent

~ companied by a power of attorney or authori-
zation of agent to a person not

| filing receipt directly to the applicant, together
- with an_explanatory letter. A copy of the

- be placed on the face of the fi e, and the Ex-

kmg language is suggested for mcorpomtwn in

Offica action: :
[1] “Since the value of a Emtant is ]argely
- dependent upon the skillful preparation of
gecxﬁcatmn and claims, 3] ;’)‘phcant may
. LOIXSI er it desirable to employ the services of
registered patent attorne
,Patent Office cannot zud in
attornev or agent e

402 Power of Attomey [R——24] |
Rule 34. Poscer of attorney or suthorization. Before

- or_agent. The
e selection of an_

_any attorney or agent, original or nssociate, will be -

allowed to inspect papers or take acticn of any k!nd ,

~in any application or proceeding. £} wrmen power of
. attorney or authorimtion, from the person or Persons
" entitled to prosecute the application or from the prin-

cipal attorney. or agent in . the case of an assoclate

o -attorney . or agent, must be filed in that particular
o apphcation or proceeding :

Usnally a power of attomey is made a part '

a_’hnted must be reglstered
en an application for patent is ﬁled ac-

registered to
practice before the United States Patent Office,
the Application Branch will send the official

letter will be sent to the person named in the

_power of authorization and a cop laced in
‘the file without being oy

The name of the un ered person will not
aminer will communicate only with the appli-
cant directly unless and until the applicant
appoints a recognized practitioner. An associ-
ate power of attorney or autho: zation from
the unregistered person will not e recognized
or accepted.
See also § 1702.

402.01 Exceptions as to Registration
[R-24]

Rule 342. Limited recognition. Any peregon not reg-
istered and not entitled to be recognized under rule
341 as an attorney or agent to represent appiicanta
generally may, upon a showing of circumstances which
render it pecessary or justifinbic, be recognized by the

Rev. 24, Apr. 1970
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mition shall not ex

_ applications specified ;
‘ imes in : ‘application one of
1e other the 1 wer

per
_any paper by him, constitutes a certificate that the

, pn has been read; thst its filing is authoriged;

application, tiie' Ap
rd the file to the
Enrollment. =

402,02 Appointment of Associate At-
o torney ~[R*24]"" o
ither original or

 The principal attorney |
ciate attorney.

substituted) may appoint :
- The associate attorney m’a%l t ap
ule

attorney; as provided in 34, the power of

attorney or authorization must be “from the

principal attorney or agent in the case of an
~ associate attorney or agent.” See also § 406.
402.03 Ap

~ torney [R-21]

to new powers of attorne connection

~ the attorney or firm originally empowered to
act agg)ointing a substitute attorney or firm,
will ' rigina
power of attorney authorizes a substitution,
and provided further that the substitute attor-
ney or firm includes at least one person who
~ was empowered to act under the original power
of attorney. Firm names do not always fully set
forth firm membership. Questions as to whether
the foregoing conditions have been met may be
referred to the Clerk, Committee on Enrollment.
Except as indicated above, no appointment
of a substitute attorney will be accepted unless
it is signed or concurred in by the applicant or
- the assignee of the entire interest.
~ where the substitute power of attorney is ac-
. cepted, the name of the replaced attorney or
firm will be cancelled from the file.
~ The Clerk of the Examining Group will enter
all proper substitute powers of attorney filed in

' ex parte cases.

§ 402.07. | o
402.04 Power of Attorney to a Firm
[R-24]

‘Rule -346. Simi.aturc and certificatc of attorney.
Every paper filed by an attorney or agent representing

Rev. 24, Apr. 1670

rman of the

point another . * o el

Appointment of Substitute At-

Iﬁ,~brder to simplify the 'roégd;ute‘ rela.txve

- with the formation, dissolution or reorganiza-
tion of firms, a power of attorney signed by

accepted provided that the original

all cases

e best of hLis knowledge, information, and
re is good ground to support it; and that
: nterposed for deizy. YWhen an applicant or.
party is represented by a registered firm, such papers
must: carry. the sighature of the firm, or the signature =
of an individual member of the firm or an individual

' registered attorney or agent employed by the firm and

duly anthorized to sign on behalf of the firm in addi-
tion to the firm name, and the ceriification constituted
by, the signing or presentation of the paper shall be
a certification by and on behalf of the firm and by

Note, that, in the case of a power of attor-
ney to a firm, Rule 346 requires (1) the sig-
nature of the firm, or r;«; the signature of
an individual member of the firm, or (3)
the signature of an individual registered attor-
ney or agent employed by the firm and duly
authorized to sign on behalf of the firm, Under
{3), above, the name of the firm must appear
but may be either written or typed. The name

~of thg firm may be used on the drawing.

Firm of Attorneys Chai’n"ges‘ ;
Name [R-24]

 Where a firm having power of attorney in a

-case wishes to change its firm name, due, for ex-
ample, to the addition of a new member or the
withdrawal or death of one of the members,
application for registration of the firm under
the new name, must be made to the Committee
on Enroliment. The application must be signed
by all living members of the firm including both

those who are leaving the firm and the new =
~ members, and must be accompanied by the pre- .

scribed fee for registration of a firm.

. Notation of change of firm name must addi-
tionally be filed in each application involved.
- The prosecution of a case may, however, be con-

tinued in the name of the original firm, if de-
sired. A mere change of firm name may be
noted in an application regardless of whether
or not authority to substitute another attorney
was included in the original power of attorney.
It is entered by the Clerk of the Examining
Group by amending the old firm name on the
face of the file wrapper. See §402.03. A
notice in an application of the change of firm
name should be signed in the name of the firm
as it existed immediately before the change,
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the Commibsioﬁet; £na
ihe atto, :

proval by
reveked, or.

o appolnt. An attomey or. am . ex
: attorney or agent whose address is the

_the principal attorney or agent. will be notified of the
“ revocation of his power of attorney or authorlzatlon ;
argd the applicant will be notified of the wlthdrawal of

‘the attorney or agent. An assignment will not of itself
operate ‘as a revocation of a power or zuthorization
previously given, but the assignee of the entire lntereet
may revoke previous powers and be represented by an
attomey or agent of his own selection : EAF

Upon revocation of the power of attorney,
appropriate notification is sent by the Clerk of
the Examining Group.

Revocation of the power of the prmcxpal :
wers granted by him to

attorney revok:
other attorneys.
" Revocation of the power. of attorney be-
‘comes effective on the date that the revocation
is RECEIVED in the Office (in contradis-
tinetion to the date of ACCEPT! A\*CE)

402. 06 Attorney Withdraws : [R—24]
See Rule 36 in § 402.05.

filed by the attorney or attorneys of record,
the ﬁle will be forwarded to the Office of the
Solicitor where appropriate procedure will be
followed pertaining to the withdrawal.

To expedite the handling of requests for per-
mission to withdraw as attorney, under Rule 36,
the requesi should be submitted in tri Ixcate
(original and two copies) and indicate thereon
‘the present mailing address of the attorney who
is withdrawing. ,

402.07 Assignee Can Revoke Power of

The assignee of record of the entire interest

‘In the event that a notice of mthdrawal is

mr'of am)mey by the assngmu of ﬂw

whols interest, if the sssignment is vecorded in
the Oﬂiee, nevokes all powers gwen by apph-
cant.

: 402 08 Apphe&tmn in Interferenee

[R-21]

Whlle an applxc&tlon is 1ravolved in inter-
ference, no power of attorney of any kind

~ should be entered in such apphcation by the

. Clerk of the Group.

Attorney of Applicant [R-24] |

can revoke the power of attorney of the appli-

cant unless an “irrevocable” right to prosecute
the case had been given,
Rule 32. Prosccution by assignee. The assignee of

record of the entlre interest in &n application for pat-
' “cation to the excluslon of the inventor.
- See Rule 36 in § 402.05.

ent ig entltled to conduct the prosecution of the appil-

- otherwise,

If a power of attorney or revocation is re-

'ceu‘ed for an application while in interference,
it should be forwarded to the Interference Serv-
~ ice Branch because all parfles to the interference

mu~t be notified.

Held [R-24]

Rnir' 35. Correspandmce bcld softh attomey When

an _attorney or agent shall have filed his power of

attorney, or autherization, duly execuwd the corre-

spondence will be held with him; notices, official

letters, and other commaunications in the case intended . -
for the apphcant will be s-:ut to the attorney or agent
at the address of which notice shall have been given
in the case, and replies to QOfiice actions, or other ac-

"txonﬂ in the -case, wm be received from him. Double
" correspondence with an -applicant and his attorney or

agent, or with two representatives, will not be under-
taken. I£ more than obe attorney or agent be appointed, .
correspondence will be held with the one last appointed s
unless otborwwe requested .

Rule 35 states. that when an attorney has
been duly appointed to prosecute an appli-

attorney. Double correspondence with an ap-
plicant and his attorney, or with two repre-
sentatives, will not be undertaken. See §§ 403-01
403.02 and 714.01(d). ,

In a joint application with no attomev, the
applicant whose name first appears in the
papers receives ' the correspondence, unless
other mstructlons are gn'en.
must sign the msponses See § 714.01(a).

| 4-03 01 Correspondence Held With As-

sociate At!orney

VVhere the attorneys bear relation of princi-
pal attorney and associate attorney, the
correspondence will be had with the associate
attorney unless the principal attorney directs
Ex parte Eggan, 1911 C.D. 213;
172 0.G. 1091.

Rev., 24, Apr. 1070

403 C orrespondence—-Wlth W ho m B

cation correspondence will be held with the

“All applicants |



o8 agfhcant si nlzmeously ap
cipal attorneys he should in
, 1whxeh correspondence is to be
~one is a Jocal Washington }
~ attorney and applican: feils to in
~ sttorney, correspondenm will be condu
the local attorney.
If, after one attorney is appomted'  Sec:
attornev is Inter appointed without revocat

of the power of the first attorney, the name of

~ the second attorney is entered on the fa
the file (Ex parte Eggan, 1911 C.D. 213; 17

- O.G. 1091), with notation that the Oﬁ‘ié:e Tet-

. to associate attomeye :

- 404 Conﬂlcung Parnes Havmg Same
Attorney [R—24]

See Rule 208 in § 1101 0”

’4-05 Attorney Not of Record
When an amendment is ﬁ]ed s:gned by an

attorney whose power is not of record see

§ 71401 (c).
406 Death of Attomey
Mxm or FmM G

Death of an 1nd1v1dual attorney does not

terminate a power of attorney to his firm. See
§ 402.04(a) for change of firm. ‘name due 0
death of an attomev = :

Sou-: Amnxmr

If notlhcatxon is received from the a.pphcant
or assxgnee of the death of the sole principal at-
torne

e deceased attorney.

If notification is received from the oﬂice of
~ the deceased attorney and the application is up
for uction, the Examiner when preparing the
Office action should add a paragraph such as:
{1] “In view of the notification of the death
of the attorney of record, his power is ter-
minated. Applicant (or assignee if he origi-
nally appointed the d««ﬂased atlorney) may

point a new attorney.”

IE notification of the death of the sole prm-
cipal attorney is received from the Attorney’s
Roster or some outside source, there will be no
paper of record in the file wrapper to indicate

Rev. 24, Apr. 1070

conducted If 1
opolitan area
cate elther =

 copy of this action is being ;

[3—24] |

-~ for a.llowa,nce, the N o
be mailed to the office of the deceased attorne ey E

whose

; and the application is up for action by
the Examiner, correspondence is held with the

' é)phcant or assignee who originally a.ppomted - Accordingly, an amendment si

the a Tplxcamon s not ready for

‘ allaw&nce the Examin d

graph similar to the fo -
[2] “Notice of the death of the attnmey of
record has come to the attention of this Office.

~ Since his power of attorney is terminated, &

» cant {or assignee if he originally appointed

he deceased attorney). Applicant (or as-

sl ee) may appoint a new attorney.”
Fl oﬂﬁcatnon of the death of the sole pnn-

: clpal attorney is received from the Attorney’s
Roster or some other outside source and the ap-
_plication is ready for allowance, the Examiner
~ prepares the application for allowance and
- writes a letter to the office of the deceased at-
/torne‘y with a copy to the person who originally

E)omted the deceased attorney stating:

“Notice of the death of the attorney of,';' o

_record has come to the attenticn of this Office.
Since his power of attorney is thus ter-
- minated, and this apphcatmn is now read

otice of Allowance -

~ in the absence of a new power of attorney.”

When, after the death of the attorney of
record, an amendment is filed by an attorney

" notified that it cannot be entered

ed by an assistant in the o
, the latter having died,

An amendment sign
office of the attorne

It should be rved that the death of the
principal attorney results in the lapse of power

of any associate attorney appointed by him.
ed by such

associate attorney and filed after the death
of the principal attorney cannot be entered

‘and should be treated as directed hereinabove
in the case of an attorney whose power is

not of record.

on which the amendment was filed.
In carrying out these mstructlons, Primary
Examiners should not set a definite time

~within which ratification must be filed, but the ‘

word “promptly” as used above should be used
in_the notification. The question of prompt-

ness or undue delay in ratification should be

mailed to apph- ’

ower is not of record, the amendment
~ should be placed in the file. and the applicant T
~ and the attorney who filed the amendment
. should
~ unless it is promptly ratified by the applicant
_or by an attorney whose power has been made
- of record at the time of such ratification.

may be z@:.dmlf:l:ec’ii:sse ject to future ratification.

If the ratification is promptly filed, the
amendment should be entered as of the date




should be gwe'n’
h pp}.cant and;

Seo § 105

408 Telcphonmg Attomey
 Present Office po

_ney to request a telephone interview. Examiners i

are not required to note or acknowledge requests
fox' telephone calls or ‘state reasons why such
propose te]ephone interviews would not be con-
sidered effective to advance prosecution.  How-
‘ever, it is desirable for an attorney to call the
“Examiner if the attorney feels the call will
‘be beneficial to advance p wﬂutlou of the case.
‘See §§ 713.01 and 713.0

 SreeciFic TELEPHONE INTERVIEW SITUATIONS
Restriction of invention (§812.01).
Multlpllmty (§706.03(1)).

- Many attorneys have offices or representatives
_in the Vashmgto‘ L area and it sometimes expe-

. application. When the Examiner believes the
progress of the application would be advanced
thereby, he may call the attorney in the case by
telephone and ask him to come to the Office.
- Listings of Washington representatives of out-
of-town attorneys are kept in each Examining
Group. ‘
Examiners should p]are all long distance tele-
phone calls through the FTS (Federal Telecom-
munications ‘%wtpm) even though collect calls
may have been autherized by the attorney.

o facilitate any te}ephone calls that may
become necessary, it is strongly recommended
that amendinents include the mmp]ete telephone
number, with area code and extension, of the
person with whom the interview shonld be held,
preferably near the signature.

In new applications. the telephone nnmber
may appear on the letter of transmittal or in
the power of attorney. onth or declaration, next
to the attorney’s name and address.

409 Death, Insanity, or Unavailability
of Inventor [R-27]
If the inventor is dead. insane or otherwise

legally incapacitated, refuses to execute an
apph( ation, or cannot be found, an application

21
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[R-24]
licy places great emp‘mcm on
telephone interviews initiated by the Examiner.
For this reason, it is not neceseary for an attor- abandonment.
for together with proof of authority of the one

dites business to interview them concerning an

~ inventor may apply .
resentative in accordance with Rule 42.
application will be considered as having been
~ made on the date of receipt of all its required

so:heoﬁa other than the m-

as specl ed in Rules 42»4? §§40901- .

i?eath «nf Inventor [R-27]

e niec & p(m er of attornev is coup!ed with an

' (.. an attorney Is assignee or part-

}. the death of the inventor (or one of

16 ]m t m\ entors) terminates the power of at-
tornev and a new power from the heirs, admin-

istrators, executors or assigns is neceﬂsan {but

see § 409.01(f)) and also a ratification of any
.lmendm»nt filed after the death of the in-

ventor by the first- -appointed attorney. Suchan
amendment may, however, save the case from

Therefore ratification is called

ratifying the action, See In re \Iattu!lah, 19512
CD 490 179 0.G. 853,

a) Prosecution bv Admuns-i, ,
trator or Executar o
[R-24] T

35 U. 'SC' 11" Death or mcapac:ty of inventor

Legal representati‘es of deceased mvenm:-s and ot
those under legal mcapacltv may make application for
patent upon complmnce m"h ‘the requirements and ¢n
the same terms and conditions applicable to the mven-_ -
tor. :

Rule 42, When thc inventor is dead. In case of the L
death of the inventor, the legal representative (execu-

tor, administrator, etc.) of the deceased inventor may

sign the application papers and make the necessary

onth or declaration, and apply for and obtain the pat-

ent. Where ‘the inventor dies during the time inter-’
vening between the filing of -his application and the

granting of a patent thercon, the letters patent may

be issued to the legal representative upon proper inter-

vention by bim. :

One who has reason to believe that he will
he appointed legal representative of a deceased
or a patent as legal rep-
Such

parts, or of the part which renders it com-
plete, (Rules 51 and §3) provided proof of
applieant’s anthority as legal representative
is subsequently filed. The filing date corre-
sponding to said date of receipt will be can-
celed if another person is appointed legal rep-
resentative. In the latter case, the application
will be given an application date no earlier
than the date on which the properly appointed
legal representative actually executed the
papers. The foregoing applies to the legal

“representative of u deceased sole or deceased

joint inventor.

Rev, 27, Jan. 1971




o lmatmn may be z:mde by h@im
!wmtsr,‘. as such, if accompanied hy
_ cate fmm ﬂ\e court ﬂmt they are . fl ‘

py of lettem

omlgn executore or admin

officer of the United Siates

‘may zuthenticate the signature of the foreign

officer atteam%to he papers submitted as proof o

of authority. U 1situations may be re erred :

to the Oﬁce of the: Sohcxtor

&entor, the nght of applyn, r
_ing a patent for an invention demhe

;;rlor to the g'rantmg of a pfite

'uxthorltv of such executor or :
should 1n all cases be made o in “the
Patent Office by filing in the application or
recording in the assignment records a certifi-

cate of the clerk of a competent court or the

intment 1s still

register of wills that his a
srtificate shall

in full force and eﬁeot Sue

be signed by an officer and anthenticated by
the seal of the court by which the same was
~ issued. The authority ‘of other legal repre-
sentatives of the mventm' must be ﬂmllarlv ‘

established.
Should such certificate of appointment be

found to be insnfficient for any reason, there
may be reqmrwl to bhe filed or remrded acer-.
tified and properly authenticated copy of the

letters testamentary or of the letters of ad-
ministration, in order that the scope of author-
ity of the persons who seek to intervene mq;
be a matter of record in this Office. :

All applications filed by an executor or
administrator are nntm]]v referred to the
Assignment. Branch to ascertain whether
proper authority has been recorded or “filed
in the application” (Rule 44) and for suitable
endorsement on the file. If the anthority is
insuflicient, correspondence is conducted by the
Assignment Branch. When a_reply is received
to such correspondence and also in rases where

~the executor or administrator intervenes (after
filing) the case should be sent mnnwimtph to
the Assignment, Branch.

In any case in which the Chief of the As-
signment. Branch reports that the authority of
the executor or administrator of record i the
ease is insuflicient, the Examiner will require
the filing in the application or the recording

Rev, 27, Jan. 1971

409 Ol(d) Exceptlon in

-~ until the amgnee intervenes.

 an admmwtratar or etecutor has per-

k_ﬁormed his functions and has been discharged

it is desired to make an apphcatlon for an
nvention of the deceased, it is necessary for the -
dministrator or executor to take out new letters

administration in order that he may ﬁle 2

pphcauon of the deceased mventor ot

me For-
- eign Countries [R-21]

The terms “Executor™ and “Admlmstrator

~do not find an exact counterpart in all foreign

countries and the procedure 1s governed by the

' necessity of construing those terms to fit the

* circumstances of the case. Hence the person or
- persons having authority corresponding to that

of executor or administrator are permitted to
‘make application as, for example, the heirs in
‘Germany. The authority of such persons must
be prov ed by an approprmte certificate. ‘

409.01 (e)

If Apphcant of Assngued
Applmatlon Dlel P

Where an_ apphcant carrving on the prose-
ention of an application after assignment, dies,
his administrator may carry on the prosecution
on filing letters of administration un]eqs and

Intervention of Execuior
Not Compulsory [R-24]

- When an inventor dies after ﬁlmg an appli-
cation the execntor or administrator should
intervene. but the allowance of the application
will not be withheld nor the application with-
drawn from the issue if the executor or admin-
istrator does not intervene.

This practice is applicable to an application
which has been placed in condition for allow-
ance or passed to issue prior to notifieation of
the death of the inventor. See § 409.01.

409.01(f)

28




legally ineamcitated, the legal representetive ( gus

ian, conservator, etc.) of .anch inventor may sign the\

application papers and ‘make the eeessarv oath or

ation, and apply for and obtain‘ he patent. o
rohon 409.01(b) is also apphr'ab]e in case of

insanity or other legal 1mapamtv of an_

inventor.”

409.03 Unavmlablhty of Invento
[R-24]

Rule 47 Filing by othcr thcm mtentor {a) '

inventor refuses to jom in ‘an application for. patent or
cammt be found or reached after diligent effort, the

application may ‘be ‘made by the other inventor on
behalf of himself and the omitted im'entor Such appli-
. :cation must be accompanied by proof of the pertment

facts and must state the last known address of ‘the
‘omitted inventor. The Patent Office shall forward notice :
of the filing of the apphcation to the omitted mventorf

“at said address. Should such notice be returned to the

‘inventor be unknown, notice of the filing of the appli-
cation shall be published in the Official Gazette. The
omitted inventer may subsequently Join in the apphcn-
‘tion ‘on filing an oath or declaration of the character

“inventor making the ..application, upon a showing
satisfactory.to the Commissioner, subject to the same
rights which the omitted inventor would have had if
he had been jJoined. :

(b) Whenever an inventor refuses to execute an

has assigned or agreed in writing to asqign the inven-
tion or who otherwise shows sufficient proprietarv in-
terest in the matter justifylng such action may make

_ application for patent on behalf of and as agent for

the inventor. Such application must be accompanied
by proof of the pertinent facts and a showing that
sach action 1s necessary to preserve the rights of’ the

dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent Office. The Office shall for-
ward notice of the filing of the application to the
inventor at the address stated in the application. Should
such notice be returned to the Office undelivered, or
should the address of the inventor be unkown, notice
of the flinz of the application shall be published in
the Official Gazette. The inventor may subsequently
'jnin in the application on filing an vath or declaration
of the character required by rule 65.-A patent may be
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 sigm the applicati
. cept as otherwise provided In this_title.

" Office undelivered, or should the address of the omitted

required by rn'e 65. A patent may be granted to the '

“ventor 'on proof of the pertinent facts and a showing

application for patent, or cannot be found or reaohed_,
after diligent effort, a person to whom the in\'entor,,% g

. inventor to file an apphcatmn “on behalf of”

parties or to prevent irreparable damage, and must
state the last known address of the inventor. The
assignment, written agreement to assign or other evi-

i make the required oath, ex-

If a icint Inventor refuses to join in an application

nt or eannot be found or reached after diligent
eﬂart, the. ppiication may he made by the other in-
ventor ou behalf of himself and the ‘omitted inventor.

*l’he Commissioner, on preof of the pertinent facts. and
_after such notice to the omitted inventor as he pre-
‘. scribes, may grant a pntent to the inventor making the s
o ‘amﬂication snbject “to ‘the same rights which the
; omitted inventor wonld bave had

lmd ‘been joined.
The omitted inventor may sub' tly join in the

Whenever a person is joined in applicntlon for
patent as joint inventor through error, or a joint in-
ventor is not included in an application through error,
and such error arose Without any. deceptive intention

. on his part, the Commissioner may permit the applies-

tion to be amended accordingly, under such terms as

‘he prescribes.

35 7.8.C. 118 Fi‘lmg by orher t?um in-ventor
Whenever an inventor refuses to execute an applica-

: tion for patent, or cannot be found or. reached after

diligent effort, a person to whom the inventor has as-
=1zned or agreed 'in writing to nqsign the invention or
who otherwise shows sufficient proprietary interest in
the matter justifving such action,’ may make applica-
tion for patent on behalf of and as agent for the in-

that such action is necessary to preserve the rights of
the parties or to prevent irreparable damage ;. and the

: Commissioner may . grant & patent:-to. such inventor
. upon ‘such notice to him as the Commissioner deems

sufficient, and on compliance with such regulations :
as he prescribeq : :

Rule 47(a) and 35 US C. 116 penmt a joint

himself and a joint inventor who *“cannot be
found or reached after diligent effort” or who

_refuses to sign application papers. Rule 47(b)

and 35 'U.S.C. 118 allow a person with a dem-

_onstrated proprietary interest to make appli-
_cation “on behalf of and as agent for” the in-
ventor under the same circumstances. Rule 47

should not be considered an alternative to Rule
42, since the language “cannot be found or
reached after diligent effort” has no reasonable
applicationtoa deceased inventor. {In re Apphi-

cation Papers filed September 10, 1954, 703 O.G.
434: See Rule 42 and §409. 01. ) Howev er,
Rule 47 does apply to situations where a
legal representative of a deceased inventor can- -
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.
_ not be found or reached

or where such known legal representa
fuses to make application. Also, in ha p
situations where time or circumstances do not
permit appointment of a legal representative, the
ule-47 may apply (In re Schwarz and Paul. edge m
147 USPQ 894). ... in the oath or declaral
_Application papers submitted under Rule 47 ' of the aBphcatmn. In
' are forwarded by the Application Branch to 123 USPQ387. x
~ the Office of the Solicitor for determination  The “inventor designee” may protest his des-
- whether the papers are proper and complete  ignation as an inventor and offer evidence to
and whether the verified showing justifies ac-  support his position. The Office in suchcase;
 ceptance under cither paragraph of the rule.  aithough it will allow the “inventor designee’
 Where a refusal of the inventor to sign the = to make his position of record in the file of the
o anlicationpa,pers is alleged, the circumstances  application and will grant him access to the
- of this refusal must be specified in the affidavit  application, will not institute inter partes pro- -
or declaration. Where inability to find or reach  ceedings in the Rule 47 application. The rights
~ an inventor “after diligent effort” is the reason  of said inventor are protected by the fact that
for filing under Rule 47, the affidavit or declara-  that in an agphcatxon filed under Rule 47(b)
: and 85 U.S.C. 118 the patent must issue to the

tion should include the exact circumstances ¢ 11 , 1 , :
which are relied upon to establish that a dili- = inventor and in an application filed under Rule
47(a) and 35 U.S.C. 118 the inventor has the

- gent effort was made. Where the application is [ ind '35 11 r ha
made under Rule 47(b) and 35 U.S.C. 118, the  rights of a joint applicant. In re Application of
Hough, et al., 703 O.G. 200. :

~ papers must also show the necessity for so filing 3 U.G . S e
and must be accompanied by papers establish- “When the Examiner determines that a2 Rule
' 47 case is allowable, he should forward the file

ing an assignment or written agreem:sni io ] ! ] a
assign, or by other satisfactory evidence of with a brief memorandum of that determina-
I , _ tion to the Solicitor’s Office. The Rule 47 aspect
_ of the case will then be reviewed. If it appears

proprietary interest.
that the originally nonsigning inventor has

Rule 65(b) requires that in Rule 47 applica-

tions the joint applicant in applications under | nventor n
joined in the application, or has received notice

- and not replied 1n any way, the file is generally

Rule 47(a) or the person having a proprietary

interest in applications under Rule 47 (b), state \ ;

his relationship to the inventor and, upon returned to the Examiner for allowance without

information and belief, the facts which the in-  further Rule 47 correspondence. On the other
hand, if the “inventor designee’ has shown some
interest in the case short of proper joinder, he

ventor is required by Rule 65 to make oath or
declaration to. In applications under Rule

~ the inventor. Also, where a co

an officer thereof should normally make the nec-
essary oath or declaration and sign the applica-
tion.

If papers deposited under Rule 47 are found
to be acceptable, a memorandum or Jetter to that

effect is entered in_the file, the application is
given a serial number, and notice 1s normally
sent to the non-signing “inventor designee’ at
his last known 353

designee” has promptly joined in the applica-
tion by submitting an appropriate Rule 65 oath
or declaration referring to attached duplicate
papers, there is no need to notify him of the
- application. The Examiner will act on the Rule
47 application in the usual manner except that
papers filed by an inventor who did not orig-
inally join in the applieation and papers relat-
ing to its Rule 47 status will be forwarded with
the file to the Solicitor’s Office for consideration.
The Office of the Solicitor will determine, in
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47(b) and 35 U.S.C. 118, in addition, the
petition must request grant of the patent to
oration is the
“person’ making application under Rule 47 (b),

ress. Where the “inventor

may be notified of imminent allowance and
iven a further opportunity to take any action
e deems appropriate. Where there has been no
roper joinder, by submission of an appropriate
Rule 65 oath or declaration referring to at-
tached duplicate ap{:lication, papers, a patent
on a Rule 47(b) application must be granted to
the inventor, notwithstanding any recorded as-
?Funent by the inventor. Hence, it is generally
advisable for an assignee to effect the inventor’s
proper joinder as soon as practicable. In many
instances where the employee-inventor is tem-
porarily unavailable, lis joinder papers may
best be submitted before a Rule 47 application
is formally accepted and a filing date receipt is
mailed. Such joinder papers should be filed with
a brief explanatory letter, requesting that they
be correlated with the earlier Rule 47 applica-
tion papers filed on or about a given date. The
submission of joinder papers is not prejudicial
to an earlier filing date under Rule 47, assuming
:u,-r-e‘)tance of an application under that rule
would otherwise be warranted, The fact that the
application was made under Rule 47 will be
indicated in the heading of the patent.
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