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401 Patent Office Cannot Aid in Selec-
tion of Attormey [R-24]

Rule 81. Applicants May Be Represented by an Attor-
ney or Agent. An applicant for patent may file and
prosecute his own case, or e may be represented tr
an attorney or agent authorized to practice before tze
Patent Office in patent cases. The Patent Office can-
not aid in the selection of ap attorney or agent.

If patentable subject matter appears to be dis-
closed in a pro se application and it is apparenzt
that the applicant is unfamiliar with the proper
preparation and prosecution of patent applica-
tions, the examiner may suggest to the appi-
cant that it may be desirable to employ =
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registered patent attorney or agent. The follow-

ing language is suggested for incorporation in

an_Office action:
[1] “Since the value of a patent is largely
dependent upon the skillful preparation of
the specification and claims, applicant may
consider it desirable to employ t};e services of
a registeved patent attorney or agent. The
Patent Office cannot aid in the selection of an
attorney or agent.”

402 Power of Attorney [R-30]

Rule 34. Recognition for representation. (a) When
a registered attorney or agent acting in a representa-
tive capacity appears in person or signs a paper in
practice before the Patent Office in a patent case, his
personal appearance or signature shall constitute a
representation to the Patent Office that. under the
provisions of these rules and the law, he is authorized
to represent the particular party in whose behalf he
acts. In filing such a paper, the attorney or agent
should specify his registration number with his signa-
ture, Further proof of authority to act in a representa-
tive capacity may be required.

tb) When an attorney or agent shall have filed his
power of attorney, or authorization, duly executed by
the person or persons entitled to prosecute the appli-
cation, he is a principal attorney of record in the case.
A principal attorney or agent so appointed. may ap-
peint an associate attorney or agent who shall also
then be of record.

The Patent Oftice will continue to give etfect
to powers of attorney and authorizations of
agent naming firms filed. with respect to patent
applications. before the effective date of the
rules, July 2. 1971 and in all divisions and con-
tinnations thereof not requiring execution by
thie applicant. Powers of attorney or authoriza-
tions of agent naming firms of attorneys or
agents filed in patent applications after July 2,
1971 will not be recognized, However, the
Patent Office will construe any such powers or
authorizations as a direction to consider the ad-
dress of the firm as the correspondence address
for the application.

The privilege afforded by Rule 34ia) as to
recognition of registered attorneys and agents
not of record will apply to all applications
whether filed before or after the effective date.
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Attention is called to the requirement of Rule
34(a) that a paper filed by a registered patent
attorney or agent in an application in which he
is not of record should include both his signa-
ture and registration number.

Powers of attorney and authorizations of
agent under Rule 34(b) naming one or more
registerad individuals may continue to be made.

As prior to July 2, 1971, where a paper is
hand delivered to the Office and that paper has
been properly signed by a registered attorney
or agent whether or not of record in the partiec-
ular ease involved, a duplicate copy may be
appropriately marked by the Patent Office em-
ployee receiving the original and returned to
the person delivering the paper. As an example.
a duplicate copy of a request for an extension
of time to make a response may be marked ap-
proved, initiated or signed. and returned to the
delivering person.

Acceptance of papers filed in patent applica-
tions by registered attorneys and agents upon
a representation that the attorney or agent is
authorized to act in a representative capacity
is for the purpose of facilitating responses on
behalf of applicants in patent applications, and.
further, to obviate the need for filing powers of
attorney or authorization of agent in individual
applications when there has been a change in
composition of law firms or. corporate patent
staffs. Interviews with a registered attorney or
agent not of record will. in view of 35 U.S.C.
122, be conducted only on the basis of informa-
tion and files supplied by the attorney or agent.

Usually a power of attorney is made a part
of the application oath or declaration, see
§ 601.02. In order that this power may be valid,
the attorney or agent appointed must be
registered.

When an application for patent is filed ac-
companied by a power of attorney or authori-
zation of agent to a person not registered to
practice before the United States Patent Office,
the Application Branch will send the official
filing receipt directly to the applicant, together
with an explanatory letter. A copy of the
letter will be sent to the person named in the
power of authorization and a copy placed in
the file without being given a paper number.
The name of the unregistered person will not
be placed on the face of the file, and the ex-
aminer will communicate only with the appli-
cant directly unless and until the applicant
appoints a recognized practitioner, An associ-
ate power of attorney or authorization from
the unregistered person will not be recognized
ar accepted.

Rule 346G, Signature and certificate of attorney.
Every paper filed by an attorney or agent representing
an applicant or party to a proceeding in the Patent

Rev. 30. Oct. 1971
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Office must bear the signature of such attornmey or
agent, except papers which are required to be signed
by the applicant or party in person (such as the appli-
cation itself and affidavits or declarations required of
appiicants). The signature of an. attorney or agent
t» a paper filed by him, or the filing or presentation
of any paper by him, constitutes a certificate that the
paper has been read; that its filing is authorized;
that to the best of hisy knowledge, information, and

iief. there is good ground to support it: and that
it is not interposed for delay.

See also § 1702.

402.01 Exceptions as to Registration
[R-24]

Rule 342. Limited recognition. Any person not reg-
istered and not entitled to be recognized under rule
341 as an attorney or agent to represent applicants
generally may, upon & showing of circumstances which
render it necessary or justifiable, be recognized by the
Commissioner to prosecute as attorney or agent a spec-
ified application or applications, but this limited recog-
nition shall not extend further than the application or
appiications specified.

Sometimes in a joint application one of the
coinventors gives to the other the power of
atrorney in the case. Such power will be rec-
ognized even though the one to whom it is
given is not registered.

If a request for special recognition accom-
panies the application, the Application Branch
will forward the file to the Chairman of the
Committee on Enrollment.

402.02 Appointment of Associate At-
torney [R-24]

he principal attorney (either original or
substitute) may appoint an associate attorney.
he associate attorney may not appoint another
attorney : as provided in rule 34, the power of
attorney or authorization must be “from the
principal attorney or agent in the case of an
associate attorney or agent.” See also § 406.

402.03 Appointment of Substitute At-
torney [R-29]

No appointnient of a substitute attorney will
be accepted unless it is signed or concurred in
by the applicant or the assignee of the entire
interest. In all cases where the substitute power
of attorney is accepted, the name of the re-
placed attorney will be cancelled from the file.

The clerk of the examining group will enter
all proper substitute powers of attorney filed in
ex parte cases.

See §402.07.
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402.05 Revocation [R-29]

Rule 36. Revocation of power of attorney or author-
ization; withdrawal of attorney or agent. A power of
attorney or authorization of agent may be revoked at
any stage in the proceedings of a case, and an attorney
or agent may withdraw. Tpon application to and ap-
proval by the Commissicrer. An attorney or agent, ex-
cept an associate attorne¥ or agent whose address is
the same as that of the principal attorney or agent,
will be notified of the revacstion of his power of attor-
ney or authorization and :he applicant will be notified
of the withdrawal of the zttorney or agent. An assign-
ment will not of itself ~perate as a revocation of a
power or authorization previously given, but the
assignee of the entire izierest may revoke previous
powers and be represented by an attorney or agent of
his own selection,

Upon revocation of the power of attorney.
appropriate notification is sent by the clerk of
the examining group. o

Revocation of the power of the principal
attorney revokes powers granted by him to
other attorneys.

Revocation of the power of attorney be-
comes effective on the date that the revocation
is RECEIVED in the Office (in contradis-
tinetion to the date of ACCEPTANCE).

1402.06 Atutorney Withdraws [R-24]

See rule 36 in § 402.05.

In the event that a notice of withdrawal is
filed by the attorney or attorneys of record,
the file will be forwarded to the Office of the
Solicitor where appropriate procedure will be
followed pertaining to the withdrawal.

To expedite the handiing of requests for per-
mission to withdraw as attorney, under rule 36.
the request should be submitted in triplicate
{original and two copies) and indicate thereon
the present mailing address of the attorney who
is withdrawing.

102.07 Assignee Can Revoke Power of
Attorney of Applicant [R-24]

The assignee of record of the entire interest
can revoke the power of attorney of the appli-
cant unless an “irrevo-able” right to prosecute
the case had been givern.

Rule 32. Progecution by assignee. The assignee of
rocord of the entlre interest in an application for pat-
ent I8 entitled to eonduct the prosecution of the appli-

cation to the exclusion of «e inventor,

Seerule 36 in § 402,07,

A power of attornes hy the assignee of the
whole interest. if the assignment is recorded in
the Office, revokes ull powers given by appli-
cant and prior assigness,
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402.08 Application in Interference
[R-21]

While an application is involved in inter-
ference, no power of attorney of anv kind
should be entered in such application by the
clerk of the group.

If a power of attorney or revocation is re-
ceived for an application while in interference,
it should be forwarded to the Interference Serv-
ice Branch because all parties to the interference
must be notified.

403 Correspondence—With Whom

Held [R-30]

Rule 33. Correspendonce respecting patent applica-
tions and procecdings, {a) The residence and post office
address of the applicant must appear in the nath or
declaration if not stated elsewhere in the application.
The applicant may also specify and an attorney or
agent of record maxr specify a correspondence address
to which ecommurications about the application are to
be directed. All notices, official letters, and other com-
munications in the case will be directed to the corres-
pondence address or. if ne such correspondence address
is specified, to an attorney or agent of record :see rale
34(b)), or, if no attorneyr or agent is of record. to the
applicant, or to any assignee of record of the entire
interest if the applicant or such assignee so requests.
or to an assignee of an undivided part if the applicant
s0 requests, at the post office address of swhieli the
Office has been notified in the case. Amendments and
other papers filed in the application must be signed:
{1) By the applicant, or (2) if there is an assignee of
record of an undivided part interest, by the applicant
and such assignee. or (33 if there is an assignee of
record of the entire interest, by such assignee, or (4)
by an attorney or agent of record, or (3) by a regis-
tered attorney or agent not of record who acts in a
representative capacity under the provisions of rule 34
(a). Double correspondence with an applicant and his
attorney or agent. or with more than one attorney or
agent, will not ke undertaken. If more than one at-
torney or agent e made of rrcord and a correspondence
address has not been specif ed, correspondence will be
held with the one last made of record.

() An applican: whe has not made of record a
registered attorney o agent may be required to state
whether he rcceived assistance in the preparation or
prosecution of his application, for which any compen-
sation or consideration was given or charged, and if
s0, to disclose the name or names of the person or per-
sons providing such: assistance, This includes the prep-
aration for the applicant of the specification and
¢ papers to he filed in the Patent

amendments or orhy
Office, as well a5 other assistanee in such matters, bhut
doces not includie tuerely naking drawings by drafts-
men or stenographic serviees inu typing papers.
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Rule 33(a) provides for an applicant to sup-
ply an address 1o receive correspondence from
the Patent Oflice concerning his application, in
addition to his residence address. so that the
Patent Office may direct mail to any address of
applicant’s selection, such as a corporate patent
department. a firm of attorneys or agents, or
an individual attorney, agent. or other person.

Rule 33 states that when an attorney has
been duly appointed to prosecute an appli-
cation correspondence will be held with the
attorney. Douhle correspondence with an ap-
plicant and his attorney. or with two repre-
sentatives, will not be undertaken. See §§ 403.01,
403.02 and T14.01(d).

In a joint application with no attorney, the
applicant whose name first appears in the
papers receives the correspondence. unless
other instructions are given. All applicants
must sign the responses. See § 714.01(a).

1403.01 Correspondence Held With As-

sociate Attorney

Where the attorneys bear relation of princi-
pal attorney and associate attorney. the
correspondence will be had with the associate
attorney unless the principal attorney directs
otherwize. Ex parte Eggan. 1911 C.D. 213:
172 0.G. 1091.

403.02 Two Attorneys for Same Appli-
cations [R-24]

If applicant simultaneously appoints two
principal attorneys he should indicate with
which correspondence is to be conducted. If
one is a local Washington Metropolitan area
attorney and applicant fails to indicate either
attorney, correspondence will be conducted with
the local attorney.

If, after one attorney is appointed, a second
attorney is later appointed without revocation
of the power of the first attorney, the name ef
the second attorneyv is entered on the face of
the file (Ex parte Eggan. 1911 C.D. 213: 172
0.G. 1091), with notation that the Office let-
ters are to be sent to him. This applies also
to associate attorneys.

1404 Conflicting Parties Having Same

Attorney [R-24]
See rule 208 in £1101.01(kj.

105 [R-30]

Papers may be filed in patent applications by
rogistered aftornevs or agents not of record
snder rude SHay. Filing of such papers is con-
sidered to be a representation that the attorney

Attornev Not of Record
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or agent is authorized to act in a representative
capacity on behalf of applicant. However, in-
terviews with a registered attorney or agent not
of record will be conducted only on the basis of
information and files sup};ﬂi\‘d'bv the attorney
or agent in view of 35 U.8.(. 122,

406 Death of Attorney [R-30]

SoLE ATTORNEY

If notifieation 1s received from the applicant
or assignee of the death of the sole principal at-
torney and the application iz up for action by
the examiner, correspondence is held with the
applicant or assignee who originally appointed
the deceased attornery. )

If notification is received from the office of
the deceased attorney and the application is up
for action. the examiner when preparing the
Otlice action should add a paragraph such as:

{17 “In view of the notification of the death

of the attorney of record, his power is ter-

minated. Applicant (or assignee ¢f he origi-
nally appointed the deceased attorney) may
appoint a new attorney.”

If notification of the death of the sole prin-
cipal attorney is received from the Attorney’s
Roster or some outside source, there will be no
paper of record in the file wrapper to indicate
that the attorney is deceased. Correspondence
therefore continues to be held with the office of
the deceased attornex but a copy of the Office
action is also mailed to the person who origi-
nally appointed the attornev. In such an Office
action where the application is not ready for
allowanee the examiner should add a para-
graph similar to the following:

[2] *Notice of the death of the attorney of

record has come to the attention of this Office.

Since his power of attorney is terminated, a

copy of this action is being mailed to appli-

cant ror assignee if he originally appointed
the deceased attornev). Applicant (or as-
signee) may appoint a new attorney.”

If notitication of tie death of the sole prin-
cipal attorney is received from the Attorney's
Roster or some other outside source and the ap-
plication is ready for allowance, che examiner
prepares the application for allowance and
writes a letter to the office of the deceased at-
torney with a copy to the person who originally
appointed the deceased attorney stating:

[37 “Notice of the death of the attorney of
recor:d has come to the attention of this Office.
Sinee his power of attorney is thus ter-
minated, and this application is now ready
for allowance, the Notice of Allowance will
be matled to the oflice of the deceased attorney
i the absence of a new power of attorney.”
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An amendment sigred by an unregistered as-
sistant in the offiee of the attorney, the latter
having died, may be admitted, subject to future
ratification.

If the ratification is promptly filed. the
amendment should be entered as of the date
on which the amendment was filed.

In carrying out these instructions, primary
examiners should not set a definite time
within which ratification must be filed. but the
word “promptly” as used above should be used
in the notification. The question of prompt-
ness or undue delax in ratification should be
left for determination when the ratification is
filed and the question of entry of the amend-
ment arises. In forming a judgment as to
whether any particuizr ratification has been
filed promptly, consideration should be given
to the place of residence of the applicant and
other pertinent circur:stances.

407 Disbarred Attorney [R-24]
See § 105.
408 Telephoning Attorney [R-30]

Present Office policv rlaces great emphasis on
telephone interviews :niriated by the examiner.
For this reason, it is ner necessary for an attor-
ney to request a telephone interview. Examiners
are not required to note or acknowledge requests
for telephone calls or state reasons why such
proposed telephone inr#rviews would not be corn-
sidered effective to advarnice prosecution. How-
ever, it is desirable for an attorney to ecall the
examiner if the attornzy feels the call will be
beneficial to advancs rmecution of the case.
See £§713.01 and 713.05.

SpecrrFic TELEPHONE INTERVIEW SITTATIONS
Restriction of invention (§ 812.01).
Multiplicity (§ 706.03(1)).

Many attorneys Lave «ffices or representatives
in the Washington arez and it sometimes expe-
dites husiness to interview them concerning an
application. When the =xaminer believes the
progress of the applizztion would be advanred
thereby, he may call th= attorney in the case by
telephone and ask Lin 1o come to the Office.
Listings of Washingror. representatives of ont-
of-town attornevs are zept in each examining
Zroup.

Registered attornev: or agents not of record
in a patent application and acting in a repre-
sentative eapacity uuder e 34(a) should not
be telephoned for restrotion requirements, ap-
proval of examiner's an-ndments or given any
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409.01 (a)

information relative to such patent application
by telephone unless the telephone number of
such attorney or agent appears in a paper
signed by applicant or an attorney or agent of
record.

Examiners should place all long distance tele-
phone calls through the FTS (Federal Telecom-
munications System), even though eollect calls
may have been authorized by the attorney.

To {facilitate any telephone calls that may
become necessary, it is strongly recommended
that amendments include the complete telephone
number, with area code and extension, of the
person with whow the interview should be held,
preferably near the signature.

In new applications, the telephone number
may appear on the letter of transmittal or in
the power of atterney, oath or declaration, next
to the attorney’s name and address.

409 Death, Insanity, or Unavailability
of Inventor [R-27]

If the inventor is dead. insane or otherwise
legally incapacitated, refuses to execute an
application, or cannot be found, an application
may be made by someone other than the in-

ventor. as specitied in rules 42-47. §7 409.01-
409.03.
409.01 Death of Inventor [R-30]

~ Unless a power of attorney is conpled with an
interest (l.e.. an attorney 1= assignee or part-
assignee), the death of the inventor (or one of
thie jeint inventors) terminates the power of at-
torney and a new power from the heirs, admin-
iStIators. executors or assigns is necessary if the
attorney 1s to remain of record (but see £ 409.01

£)).
409.01(a) Prosecution by Adminis.

trator or Executor
[R-24]
35 I".8.C. 117 Death or incapacity of inventor

Legal representatives o! deceased inventors and of
those under legal incapacity may make applieation for
patent upon compliance with the requirements and on
the same terms and conditions applicable to the inven.
tor,

Rule J2, When the inventnr is deqd, g ense of the
death of the inventor, the jegal representative (execu-
ror, administrator, eteor of the deceased inventor may
<ign the applicution papers and make the necessary
gatlt or declaration, and ajpiy for and obtain the pate
ent. Where the jnveltor Jdies during the time inter-
vening between the tiling of hLis application and the
granting of n patent thereon, the letters patent may
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be issued to the legal representative upcrn proper inter-
vention by him.

One who has reason to believe that he will
be appointed legal representative of a deceased
inventor may apply for a parent as legal rep-
resentative in accordance with rule 42, Such
application will be considered as having been
made on the date of veceipt of all its required
parts, or of the part which renders it com-
plete (rules 31 and 53). provided proof of
applicant’s authority as legal representative
is subsequently filed. The filing date corre-
sponding to said date of receipt will be can-
ceied if another person is appointed legal rep-
resentative. In tllle latter case. the application
will be given an application date no earlier
than the date on which the properiy appointed
legal representative actually executed the
papers. The foregoing applies to the legal
representarive of a deceased wole or deceased
joint inventor. o

Application may be made by the Leirs of the
inventor. as sueh, if accompanied by a certifi-
cate from the court that they are 21l the heirs
and that the estate was under the sum requirerd
by state Jaw for the appointment of an ad-
ministrator.

109.01(b) Proof of Authority of Ad-
ministrator or Executor

[R-27]

Rule 4. Proof of authority. In the casées mentioned
in riles 42 and 43, proof of the power or authority of
hie legal representative must be recorded in the Pat-
<nt Office or filed in the application hefore the grant

=2 o patent.

Whenever because of the deatn of an in-
centor, the right of applying for and obtain-
‘ng a patent for an invention devoives upon
wn executor or administrator, or wienever an
sxecutor or administrator desires 1o intervene
ior to the granting of a paternt. proof of the
Suthority of such executor or administrator
<ould in all eases be made of record in the
Parent Office by filing in the application or
socopding in the assignment vecords a certifi-
ate of the clerk of a competent coirt or the
register of wills that his appointment is stil
7 fill foree and etfect, Sneh certificate <hall
o signed by oan officer wnd authenticated by
e senl of the court by whicl the same was
esyedd, The authority of other lewal repre-
entatives of the inventor must be similarly
tublished,

sihonbd sl certitieate of appointment be
aed to be insnfficient for any reason, there
wav b geauiired to be tiled or recorded a cer-
fed aned properly anthenticated copy of the

P
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letters testamentary or of the letters of ad-
ministration, in order that the scope of author-
ity of the persons who seek to intervene may
be a matter of record in this Office,

All applications fled by an executor or
administrator are initially referred to the
Assignment Branch to ascertain whether
proper authority has been vrecorded or *“filed
in the application™ {rule 44) and for suitable
endorsement on the file. If the authority is
msuflicient, correspondence 1= conducted by the
Assignment Branch. When a veply is received
to such correspondence and also In cases where
the executor or administrator mtervenes (after
filing) the case should be sent immediately to
the Assignment Branciu

In any case in which the Chief of the As-
signment Branch reports that the authority of
the executor or administrator of record in the
case is insufficient. the examiner will require
the filing in the application or the recording
in the Assignment Branch of a certificate of
such appointment or a certified copy of letters
testamentary or of ietzers of administration in
such case before passing the case to
issue.

In the case of forzign executors or adminis-
trators, a consular officer of the United States
may authenticate the signature of the foreign
officer attesting to the papers submitted as proof
of authority. Unusual situations may be referred
to the Office of the Solicitor.

¥
1S

|3
.

409.01(¢) After Administrator or
Executor Has Been Dis-
charged [R-21]

When an adminisirator or executor has per-
formed his functions :as been discharged
and it is desired to make an application for an

L

invention of the deceased, it 13 necessary for the
administrator or executsr ro take out new letters
Jer 1l

1
s T
1ET L

of administration in order that he may file a
new application of the decea

109.01(d)

ed Inventor.

Exception in Some For-
eign Countries [R-21]

The terms “Fxecutor” ond Administrator”
do not find an exact counterpart in all foreign
countries and the procedure is governed by the
necessity of construing those terms to fit the
ciremmstances of the case, Henee the person or
perzons having anthorits ~orresponding to that
of exerutor or admini-trazor arve permitted to
make application as, for example, the heirs in
Germany., The authority of -uch persons must
be proved by an appropriste certificate,
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If Applicant of Assigned

409.01(e)
Application Dies

Where an applicant, carrving on the prose-
cution of an application after assignment. dies,
his administrator may carry on the prosecution
on filing letters of administration urless and
until the assignee intervenes,

409.01(f) Intervention of Executor
Not Compulsory [R-30]

When an inventor dies after filing an appli-
cation the executor or administrazor should
intervene, but the allowance of the application
will not be withheld nor the application with-
drawn from issue if the executor or administra-
tor does not intervene.

This practice is applicable to an application
which has been placed in condition for allow-
ance or passed to issue prior to notifization of
the death of the inventor. See § 409.01.

409.02 Insanity or Other Legal In-
capacity [R-21]

Rule 48. When ihe inventor is insane or lcgally in-
capacitated. In case an inventor is insane ¢r ¢therwise
legally incapacitated. the legal representative «gnard-
ian, conservator, etc.) of such inventor may sign the
application papers and make the necessary oath or
declaration, and appiv for and obtain the patsnt

Section 409.01(b) is also applicable in case of
insanity or other legal Incapacits of an
mventor.

409.03 Unavailability of Inventor
[R-30]

Rule 4. Filing by other than inventor. (a5 If 3 joint
inventor refuses to join in an application for patent or
cannot be found or reached after diligent =Zcort. the
application may be made by the other inventsr on
behalf of himself and the omitted inventor. Such appli-
cation must be acrompanied by proof of the perrinent
facts and must state the last known address of the
omitted inventor. The Patent Office shail forward notice
of the filing of the application to the omitted inventor
at said address, 8hould such notice be returned 10 the
Office undelivered, or should the address of the omitted
inventor be unknown, notice of the filing of the appli-
eation shall be published in the Official Gozette. The
omitted inventor may subsequently join in the applica-
tion on filing an oath or declaration of the racter
required by rule £5. A patent may be granted 1

ti; the
inventor making the appleation, upon a showing
néosame
- Lard if

. ey

satisfactory to the Commissioner, subject ¢
rights which the omitted inventor would b
he had been Joined.

29

409.03

(b) Whenever an finventor refuses to e¢Xecute an
application for patent, or cannot be found or reachad
after diligent effort, a person to whown the inventor
has assigned or agreed in writing to assign the inven-
tion or who otherwise shows sufficient proprietary in-
terest in the matter justifying such action may make
application for patent on behalf of and a= agent for
the inventor. Such application must he accompanied
by proof of the pertinent facts and a showing that
such action is necessary to preserve the rights of the
parties or to prevent irreparable damage, and must
state the last known address of the inventor. The
assignment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent Office. The Office shall for-
ward notice of the filing of the application to the
inventor at the address stated in the applicatinn. Should
such notice be returned to the Office undelivered, or
should the address of the inventor be unknown, notice
of the filing of the application shail Le published in
the Official Gazette. The inventor may subsequently
join in the application on filing an cath or declaration
of the character required by rule 63. A patent may be
granted to the inventor upon a showing satisfactory
to the Commissioner.

35 U.8.C. 116. Joint inventors

1When an invention is made by two or more persons
jointly, they shall apply for patent jointly and each
sign the application and make the required oath, ex-
cept as otherwise provided in this title,

If a joint inventor refuses to join in an application
for patent or cannot be found or reached after diligent
effort, the application may be made by the other in-
ventor on behalf of himself and the omitted inventor.
The Commissioner, on proof of the pertinent facts and
after such notice to the omitted inventor as he pre-
scribes, may grant a patent to the inventor making the
application, subject to the same rights which the
omitted inventor would have had if he had been joined.
The omitted inventor may subsequently join in the
application.

Whenever a person is joined in an application for
patent as joint inventor through error, or a joint in-
ventor is not ineluded in a1 application through error,
and such error arose withyut any deceptive intention
on his part, the Commissioner may permit the applica-
tion to be amended accordingly, under such terms as
he prescribes.

35 U°.S.C. 118. Filing by other than inventor

Whenever an inventor refuses to execute an applica-
tion for patent, or cannot be found or reached after
diligent effort, a person to whom the inventor has as-
signed or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in
the matter justifying snch action, may make applica-
tion for patent on behalf of and as agent for the in-
ventor on proof of the pertinent facts and a2 showing
that such action is necessary to preserve the rights of
the parties or to prevent frreparable damage; and the
Commissioner mny grant a patent to such inventor
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upon such notice to him as the Commissioner deems
sufficient, and on compliance with such regulations
as he prescribes.

Rule 47(a) and 35 U.S.C. 116 permit a joint
inventor to file an application “on behalf of”
himself and a joint inventor who “cannot be
found or reached after diligent effort” or who
refuses to sign application papers. Rule 47(b)
and 35 17.8.C. 118 allow a person with a dem-
onstrated proprietary interest to make appli-
cation “on behalf of and as agent for” the in-
ventor under the same circumstances. Rule 47
should not be vonsidered an aiternative to rule
42, since the langnage “caunnot be found or
reached after diligent effort” has no reasonable
application to » deceased inventor. (Inre Appli-
cation Papers filed September 10. 1954, 703 O.G.
134; See rule 42 and §409.01.) However. rule
17 does apply to sitnations where a legal repre-
sentative of a deceased inventor cannot be
found or reached after diligent etfort, or where
such known legal representative refuses to
make application. Also, in hardship situations
where time or circumstances do not permit ap-
pointment of a legal representative, rule 47 may
apply (In re Schwarz and Paul. 147 USPQ
394).

Application papers submitted under rule 47
are forwarded by the Application Branch to
the Office of the Solicitor for determination
whether the papers are proper and complete
and whether the verified showing justifies ac-
ceptance under either paragraph of the rule.
Where a refusal of the inventor to sign the
application papers is alleged, the circumstances
of this refusal must be specified in the affidavit
or declaration. Where inability to find or reach
an inventor “after diligent effort™ is the reason
for filing under rule 47, the affidavit or declara-
tion should include the exact circumstances
which are relied upon to establish that a dili-
gent effort was made, Where the application 1s
made under rale 47(b) and 35 U.S.C. 118, the
papers must also show the necessity for so filing
and must be accompanied by papers establish-
ing an assignment or written agreement to
assign, or by other satisfactory evidence of
proprietary interest.

2ule 63(b) requires that in rule 47 applica-
tions the joint applicant in applications under
riule 47(a) or the person having a proprietary
interest in applications under rule 47(h). state
his relationship to the inventor and, upon
information and belief, the facts which the in-
ventor is required by rule 65 to make oath or
declaration to, In applications under rule
47(b) and 35 U.S.C. 118, in addition, the
petition must request grant of the patent to
the inventor. Also, where a corporation is the
»person” making application under rule 47(b).
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an officer thereof should normally make the ne«
essary oath or declaration and sign the applica
tion.

If papers deposited under rule 47 are foun
to be acceptable, a memorandum or letter to that
effect is entered in the file, the application is
given a serial number, and notice 15 normally
sent to the non-signing “inventor designee™ at.
his last known address. Where the “Inventor
designee™ has promptly joined in the applica-
tion by submitting an appropriate rule 65 oath
or declaration referring to attached duplicate
papers, there is no need to notify him of the
application. The examiner will act on the rule
47 application in the usnal manner except that
papers filed by an inventor who did not orig-
inally join in the application and papers relat-
ing to its rule 47 status will be forwarded with
the file to the Solicitor’s Office for consideration.

The Office of the Solicitor will determine, in

A 2
such event, whether the papers meet the require-
ments of rule 65, including the requirement
implicit in that rule, that the oath or declara-
tion be made on the basis of actual knowledge
of the application papers on file. This knowl-
edge may be demonstrated by reference
in the oath or declaration to an attached copy
of the application. In re Bernard, 748 O.G. 282:
123 USPQ 387. ‘
_ The “inventor designee™ may protest his des-
ignation as an inventor and ofter evidence to
support his position. The Office in such case,
although it will allow the “inventor designee”
to make his position of record in the file of the
application and will grant him access to the
application, will not institute inter partes pro-
ceedings in the rule 47 application, The rights
of said inventor are protected by the fact that
that in an application filed under vule 47(b)
and 35 U.S.C. 118 the patent must issue to the
inventor and in an application filed under rule
147¢a) and 35 U.S.C. 116 the inventor has the
rights of a joint applicant. In re Application of
Hough, et al., 703 O.G. 200.

When the examiner determines that a rule
47 case is allowable, he should fcrward the file
with a brief memorandum of that determina-
tion to the Solicitor’s Office. The rule 47 aspect
of the case will then be reviewed. If it appears
that the originally nomsigning inventor has
joined in the application, or has received notice
and not replied 1n any way, the file is generally
returtied to the examiner for allowance withont
further rule 47 correspondence. On the other
hand, if the “inventor designee™ has shown some
interest in the case short of proper joinder, he
may be notified of hnminent allowance and
given a further opportunity to take any action
he deems appropriate. Where there has heen no
proper joinder, by submission of an appropriate
rule 65 oath or declaration referring to at-
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tached duplicate application papers, a patent  mailed. Such joinder papers should be filed with
on a rule 47(b) application must be granted to a brief explanatory letter, requesting that they
the inventor, notwithstanding any recorded as- be correlated with the carlier rule 47 applica-
signment by the inventor. Hence, it is generaliy tion papers filed on or about a given date. The
advisable for an assignee to effect the inventor's  submission of joinder papers is not prejudicial
proper joinder as soon as practicable. In ma to an earlier hing date under rule 17, assuming
instances where the employee-inventor is tem-  acceptance of an application under that rule
porarily unavailable, his joinder papers may would otherwise be warranted. The fict that the
best. be submitted before a rule 47 application application was made under rule 47 will be
is formally accepted and a filing date receipt : indicated in the heading of the patent.
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