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Instructions regarding Revision No. 31

The attached revised pages are replacementsg for those
in the Manual having corresponding numbers, or additional
pages to be placed in appropriate numerical seguence.

Change Notice 17-2, relating to the Trial Multiple
Dependent Claim Practlce, should be retained until prosecu-
tion of all applications under the program 1s concluded.

The termination of this program was announced in the Notice
of June 9, 1969; 864 0.G. 323. All other Change Notices
have been incorporated into the Manual.

The notation "/Rm3l/" in the attached pages appears
‘either at the title o¥ at the end of a section that has
been revised.

Louis 0. Maassel
EBditor, Manual of Patent
Examining Procedure

Particular attention is called to the following sections:

201.06 Form 54 has been modified to make it more
complete.
203.08 Revised to incorporate the notice of November 24,

1871 (893 0.G. 810) on status inguiries.

203.08 (a) A new section relating to Congressional and
other Official inguiriesg.

506 Change in hours when the Appllcatlon Branch

: Records Information Section is closed, i.e.,
2:30 - 4:30. ‘

604.04(a) Changed to indicate that a declaration may be

filed to remedy an oath lacking authentication
by a diplomatic or consular officer.

706.02 "Indicates no effect is given to earlier filing

dates granted under Public Law 92-34 relating to
the Postal Emergency for prior art purposes.
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1105.06 Last paragraph on page 186,1 added to indi~
cate that certain dates should not be typed
on interference motion decisions.

1401 Ex parte Scudder cited. This case held that
the correction of misjoinder of inventors is
a ground for reissue. :

List of replacement pages:

Page No. Rev., No. Page No. Rev. NO.
£age NO. 2ev. NOo. £age NO. hev. NO.

Title page ©31-31 81-82 31-31
9-10 31-31 83-84 31-31
15-16 31-31 85-8¢ 31-31
16.1~blank 31 163~164 31-31
17-18 31-31 186.1-blank 31

19-20 31-31 187~188 31-31
20.1-blank 31 215-216 . 31~-28
32.1-32.2 - 31~30 220.5~220.6 31-31
3738 31-31 220.7-blank 31

38.1-blank 31 221-222 30-31
63-64 31-31 : 225-226 31-31
65~-66 3i~-31 *226.1~blank 31

66,1-66.2 3i~-31 229~230 31-31
6768 31-31 231-232 31-31
69-70 31-31 _ *¥232.1-blahk 31

70.1~blank 31 241242 31-31
80.1l-blank {Removed) 243244 31-31

*Added page
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The Patent Office does not handle the sale of the Manual, distribution of notices and
revisions or change of address of these on the subseription list.
Correspondence relating to any of the above items should be sent to the Superin-
tendent of Documents at the following address:
Superintendent of Documents
Mail List Section
P.O. Box 1533
Washington, D.C. 20013

Orders for individual replacement pages nof amounting to a complete revision of the
Manuzal should be zent to the following address:
Commissioner of Patents
Washington, D.C, 20231
Attn.: Document Services Branch

The cost per page will be 80¢ (see rules 13(a), 21(b), and 21(t) Rules of Practice}.

Charges may bhe made to deposit accounts if the requestor is an account helder in good
standing at the time the request is received. Checks or money orders should be made pay-
able {o the Commissioner of Patents. Requests must identify the specific pages required
and the number of copies of each page.

Employees of the Patent Office should direct their requests for the Manual, replace-
ment pages, notices, and revisions to the Scientifie Library.
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Foreword

This Manual is published to provide Patent Office examiners, applicants,
attorneys, agents, and representatives of applicants with a reference work
on the practices and procedures relative to the prosecution of applications
before the Patent Office. It containg instructions to examiners, as well as
other material in the nature of information and interpretation, and outlines
the current procedures which the examiners are required or authorized to
follow in appropriate cases in the normal examination of application.

Examiners will be governed by the applicable statutes, the Rules of Prac-
tice, decisions, and orders and instructions issued by the Commissioner and
the Assistant Commissioners. Orders and Notices still in force which relate
to the subject matter included in this Manual are incorporated in the text.
Orders and Notices, or portions thereof, relating to the examiners’ duties
and functions which have been omitted or not incorporated in the text may
be considered obsolete. Interference procedure not directly involving the Pri-
mary Examiner is not included in this Manual and, therefore, Orders and
Notices relating thereto remain in force.

Subsequent changes in practice and other revisions will be incorporated
in the form of substitute or additional pages for the Manual.

Suggestions for improving the form and content of the Manual are
always welcome, The should be addressed to:

Commissioner of Patents,
Washington, D.C. 20231

WILLIAM E. SCHUYLER, Jr.,
Commissioner.
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Introduction

Constitutional Basis

The Constitution of the United States pro-
vides:

“Arr. 1, sgc. 8. The Congress shall have
power . .. To promote the progress of science
and useful arts, by securing for limited times
to authors and mventors the exclusive right to
their respective writings and discoveries.”

Statutes

Pursuant to the provision of the Constitution,
Congress has over the years passed a number of
statutes under which the Patent Office is or-
ganized and our patent system is established.
‘The provisions ofp the statutes can in no way
be changed or watved by the Patent Office.

Prior to January 1, 1958, the law relating to
patents consisted of various sections of the Re-
vised Statutes of 1874, derived from the Pat-
ent Act of 1870 and numerous amendatory and
additional acts,

By an Act of Congress approved July 19,
1952, which came into effect on January 1,
1953, the patent laws were revised and codi-
fied mto their present form, With certain excep-
tions applying to applications filed and patents
issued before January 1, 1953, this law governs
all cases in the Patent Office. The patent law is
Title 35 of the United States Code, which con-
tains 96 sections numbered from 1 to 293, with
gaps in the numbering between various chapters
of the title. In referring to a particular section
of the patent code the citation is %iven, for
example, as, 35 U.S.C. 81. The pamphlet “Pat-
ent Laws” (available from the Superintendent
of Documents for 35 cents) reprints the patent
code and some additional statutes.

Rules of Practice

One of the sections of the patent statute,
namely, 35 U.8.C. 6, authorizes the Commis-
sioner of Patents, subject to the approval of
the Secretary of Commerce, to establish regula-
tions, not inconsistent with law, for the con-
duet of proceedings in the Patent Office.

These rules are set forth in a Patent Office
booklet entitled “Rules of Practice of the United
States Patent Office in Patent Cases” (available
from the Superintendent of Documents for 55
cents). These rules and the various amendments
were published in the Federal Register. In the
Federal Register and in the Code of Federal
Regulations these rules are Part 1 of Title 87,
Patents, Trademarks and Copyrights, and the
individual rules, there called sections, are num-
bered with the Part number and a decimal point
prefixed to the numbers to the rule number;
thus section 1.33 in the Federal Register and the
Code of Federal Regulations is the same as rule
83. Primarily the function of the Rules of Prac-
tice is to advise the public of the regulations
which have been established in accordance with
the statutes and which must be followed before
the Office, The Rules of Practice govern the
Examiners, as well as applicants and their
attorneys.

Commizsioner’s Urders and Notices

From time to time, the Commissioner of
Patents has issued Orders and Notices relating
to various specific situations that have arisen
in operating the Patent Office. Notices and
circulars of information or instructions have
also been issued by other Office Officials under
authority of the Commissiorer. Orders and
Notices have served various purposes including
directions to the Examiners giving them instrue-
tion, information, interpretations and the like.
Some may be for the mmformation of the publie,
advising what the Office will do under specified
circumstances,

Pecisions

In addition to the statutory regulations, the
actions taken by the Examiner in the examina-
tion of applications for patents are to a great
extent governed by decisions on prior cases.
Applicants dissatisfied with an Examiner’s ac-
tion may have it reviewed. In general, that por-
tion of the Examiner’s action pertaining to
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objections on formal matters may be reviewed
by petition to the Commissioner of Patents (sce
§ 1002} and that portion of the Examiner’s ac-
tion pertaining to the rejection of claims on the
merits, may be reviewed by appeal to the Board

Rev. 22, Oct. 1969

of Appeals (see § 1201). The distinction is set
forth 1 Rules 181 and 191. In citing decisions
as authority for his actions, the Examiner
should cite the decision in the manner sot forth
in § 707.06.





