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This chapter relates only to interference mat-
ters before the examiner.

The interference practice is based on 35
U.S.C. 135.

35 U.S.C. 135. Interferences. (1) Whenever an appli-
cation is made for a patent which, in the opinion of
the Commissioner, would interfere with any pending
application, or with any unexpired patent, he shall
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1101
give notice thereof to the applicants, or applicant and
patentee, as the case may be. The question of pri-
erity of invention shall be determined by a board of
patent interferences (consisting of three examiners
of interferences) whose decision, if ‘adverse t
claim of an applicant, shall const the final re-
fuzal by the Patent Office of the claims involved, and
the Commissioner may issue a patent to the applicant
wkho is adjudged the prior inventor. A final judgment
adverse to a patentee from which no appeal or other
review has been or can be taken or had shall con-
stitate cancellation of the claims involved from the
patent, and notice thereof shall be endorsed on copies
of the patent thereafter distributed by the Patent

{b) A claim which is the same as, or for the same or
substantially the same subject matter as, a claim of
an issued patent may not be made in any application
unless such a claim is made prior to one year from
the date on which the patent wag granted. '~

Rule 201 sets forth the definition of an in-
terference. , R ,

Rule 201. Definition, when declared. . (a) An inter-
ference is a proceeding instituted for the purpose of
determining the question of priority of invention be-
tween two or more parties claiming substantially the
same patentable invention and may be instituted as
soon as it is determined that common patentable sub-
ject matter is claimed in a plurality of applications
or in an application and a patent.

{b) An interference will be declared between pend-
ing applications for patent, or for reissue, of different
parties when such applications contain claims for sub-
gtantially the same invention, which are allowable in
the application of each party, and interferences will
also be declared between pending applications for pat-
ent, or for reissue, and unexpired original or reissued
patents, of different parties, when such applications
and patents contain claims for substantially the same
invention which are allowable in all of the applica-
tions involved, in accordance with the provisions of
these rules.

{c) Interferences will not be declared, nor contin-
ued, between applications or applications and patents
owned by the same party unless good cause is shown
therefor. The parties shall make known any and all
right, title and interest affecting the ownership of
any application or patent involved or essential to the
proceedings, not recorded in the Patent Office, when
an interference is declared, and of changes in such
right, title, or interest, made after the declaration of
the interference and before the expiration of the time
prescribed for seeking review of the decision in the

interference.
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MANUAL OF PATENT EXAMINING PROCEDURE

1101 Preliminaries to an Interference
[R-31]

.. An_interference is often an expensive and

fe-éoxisun;ing; proceeding. Yet, it is neces-

sary to determine priority when two applicants

before the Office are claiming the same subject
matter and their filing dates are close enough
together that there is a reasonable possibility
that the first applicant to file is not the first
nventor. e

The greatest care must therefore be exer-
cised both in the search for interfering appli-
cations and in the determination of the ‘ques-
tion as to whether an interference should be
declared. Also the claims in recently issued
patents, especially those used as references
against the application claims, should be con-
sidered  for ible interference.

The question -of the propriety of initiating
an interference in any given case is affected by
so many factors that a discussion of them here
is impracticable. Some circumstances which
render an interference unnecessary are herein-
after noted, but each instance must be carefull
considered if serious errors are to be avoided.

In determining whether an interference ex-
ists a claim should be given the broadest inter-
pretation which it reasonably will support,
bearing in mind the following general princi-
ples: '

(a) The
strained.

(b) Express limitations in the claim should
not be ignored nor should limitations be read
therein.

(c) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference.

(d) A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated.

(e) Since an interference between cases having
a commeon assignee is not normally instituted,
all cases must be submitted to the Assignment
Branch for a title report.

(f) If doubts exist as to whether there is an
interference, an interference should not be

declared.

interpretation should not be




trve cases and the dlﬁemme

g dates:. One of the applica-
tions should: be in condition for allowance. Un-
usual circumstances may justify anexception to
this if the appmml of the appropnate rector
is obtained.

Interferezxces will not be declared hetween

pendmg applications if there is a. difference of
more than 3 months in the effective filing dates
of t dest and next oldest a f)phcamons. in the
case of inventions of a simple character, or a
difference of more than 6 months in the effective
filing dates of the a {)phca.tmns in other cases,
except in exceptional situations, as ‘determined
and approved by: the group director. If an in-
terference is declared, all applications having
the same . mterfermg sub]ect ‘matter -should be
included. . .
Before takmg an steps lookmg to the for-
mation of an interference, it is very essential
that the examiner make certain that each of
the prospective parties is claiming the same
patentabf)e invention and .that the claims that
are to constitute the counts of the interference
are clearly readable upon the disclosure of each
party and allowable in'each application.

It is to be noted that while the claims of two
or more lpplic.av.nts may vary in scope and in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not'afford a ground for
suggesting to that applicant claims for the said
invention copied from another application that
is claiming tﬂe mvention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essential in every instance.

When the subject matter found to be allow-
able in one application is disclosed and claimed
in another application, but the claims therein
to such subject matter are either nonelected or
subject to election, the question of interference
should be considered. %‘he requirement of rule
201(b) that the conflicting applications shall
contain claims for substantlaFy the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matter is
sufficiently supported in each application and
is patentable to each applicant over the prior
art. The statutory requirement of first inven-
torship is of transcendent importance and

165

the ammtwa materiall

' situations where
examiner - should ion toward imsti-
tuting interference:

A. Application filed with clalms to divisible
inventions I and II.. Before action requiring
restriction is made, examiner discovers another
case having allowed claims to invention I. .
. The situation is not altered by the fact that
a requirement for restriction had actually. been
made but had not been responded .to. Nor is
dlfferent if an election
of noninterfering subject matter had been
m de ithout trav b no action given.on

B Apphcatlon filed wit
i : T.and II.ang

subsequenﬂy finds an application to another

containing allowed claims to invention II and
which is ready for issue.

The situation is not altered by the fact that
the election is made without traverse and the
nonelected claims possibly cancel]ed _

C. Application filed with generic claims and
claimed species a, b, ¢, d, and e Generlc clalms
rejected and election of a single species re-
quired. Applicant elects species a, but contin-
ues to urge allowability of generic claims. Ex-
aminer finds another application claiming spe-
cies b which is ready for issue.

The allowability of generic claims in the
first case is not a condition precedent to set-
ing up interference.

D. Application filed with generic claims and
claims to five species and other species disclosed
but not specifically claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.

The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.

In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not claiming the invention is senior,
and the junior application is ready for issue,
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1101.01(a) InDlﬁ'erentGrouPS [R-

: An :;’ihtél"«fér’ence : between \?pliéatibns s
signed ='=toi\diﬁ’erent-~gmui})a is declared by the
group where the controlling interfering claim
would be classified. Appropriate transfer of one

of the applications is made. A fter termination

of the interference, further transfer may be
necessary 'de’:pe’ndingf‘ upon the’ outgpme_ piti A
1101.01 (b) Commo n Ownerslup

_Where applications by different inventors but

of common ownership claim the same subject

matter or subject matter that is not patentably

1. Interference therebetween is normally not
instituted since there is no conflict of interest.
Elimination of conflicting claims from all ex-
cept one case should usually be required, rule
78(c). The common assignee must determine
the application in which the conflicting claims
are properly placed. Treatment by rejection
is set forth in § 804.03.

II. Where an interference with a third party
is found to exist, the owner should be required
to elect which one of the applications shall be
placed in interference.

Whenever a common assignee of applications
by different inventors is called upon to eliminate
conflicting claims from all except one applica-
tion under the provisions of rule 78(c), a copy
of the Office action making this requirement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-
der rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent to
the applicants in each of the commonly assigned
applications.

An assignee may not change his election after
an interference has been declared.

1101.01(c) The Interference Search
[R-23]

The search for interfering applications must
not be limited to the class or subelass in which

in or out of the examining group which it has
been necessary to search in the examination of
the application,

Hev. 38, July 1972

A ver possibility of the existence of
terfering applications should be kept in mind
throughout the prosecution. Where the ex-
aminer at any time finds that two or more ap-
plications are claiming the same invention and
he does not deem it expedient to institute inter-
ference proceedings at that - time, he should
make a record of the possible interference as
on the face of the file wrapper in the space
reserved for class and ' subclass ‘designation.
His  notations, ‘however, if made on the file
wrapper or drawings, must not be such as to
give any hint to the applicants, who may in-
spect ‘their own applications at any time, of
the date or identity of a supposedly: interfer-
ing application. ' Serial numbers or filing dates
of conflicting applications must never be placed
upon drawings or file wrappers. ‘A book of
“Prospective ' Interferences” ‘should “be main-
tained ' containing complete data ‘ concerning
possible interferences and the page and line of
this book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this book may include notes as to why
prospective interferences were not declared.

In determining whether an interference ex-
ists, the primary examiner must decide the
question. The patent interference examiner
may, however, be consulted to obtain his advice.

The group director should be consulted if it
is believed that the circumstances justify an
interference between applications neither of
which is ready for allowance.

1101.01(d) Correspondence Under
Rule 202 [R-23]

Correspondence under rule 202 may be
necessary but is seldom required under present
practice.

Rule 202. Preparation for interference between ap-
plications; preliminary inquiry of junicr applicant.
In order to ascertain whether any question of pri-
ority arises between applications which appear to in-
terfere and are otherwise ready to be prepared for
interference, any junior applicant may be called upon
to state in writing under oath or declaration the date
and the character of the earliest fact or act, susceptible
of proof, which can be relied upon to establish concep-
tion of the invention under consideration for the pur-
pose of establishing priority of invention. The gtate-
ment filed in compliance with this rule will be retained
by the Patent Office separate from the application file
and if an interference is declared will be opened simul-
taneously with the preliminary statement of the party
filing the same, In case the junior applicant makes no
reply within the time specified, not less than thirty




INTERFERENCE - 1101.01(d)

days, or if the earliest dafe alleged is subsequent to the
filing date of the senior party, the interference ordi-
narily will not be declared.

Under rule 202 the Commissioner may re-
quire an applicant junior to another applicant
to state in writing under oath or by making a
declaration, the date and the character of the

166.1

earliest fact or act, susceptible of proof, which

- can be relied upon to establish conception of the

invention under consideration. Such affidavit or
declaration does not become a part of the record
in the application, nor does any correspondence
relative thereto, The affidavit or declaration,
however, will become a part of the interference
record, if an interference is formed.
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ciate soli den.
in subseq treatme the cases involved,
attention should be given to the following

(1) The name of the examiner to be called
for a conference should be given as indicated
on the form. -
" (2) It should be stated which of the applica-
tions, if any, is ready for allowance. =~
_{3) If an application is a division or con-
tinuation of an earlier one, this fact should be
stated. If it is a continuation-in-part, this
should be indicated along with a statement
whether or not the application is entitled to the
benefit of the filing date of the earlier applica-
tion for the conflicting subject matter.”

(4) If two or more applications are owned
by the same assignee, or are presented by the
same attorney, it should be so stated.

(5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter.

(6) Any other points which have a bearing
on the declaration of the interference should be
stated.

(7) Amendments or other papers filed in
cases held by the associate solicitor bearing on
the question of interference should be promptly
forwarded to him.

(8) Letters of submission should be in
duplicate.

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Correspondence under rule 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

1101.01(g) Correspondence Under

Rule 202, When and
When Not Needed [R-
23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed since interfer-
ences between pending applications with more
than six months difference in effective filing

167

1101.01(h)

dates were not to be declared unless -approved
by, the C ! exceptional situations.

101.01(h)  Correspondence Under
" Rule 202; Approval or
Disapproval by Associate

Solicitor [R-42]

The associate solicitor will stamp the letters
from the examiner either “Approved” or *Dis-
approved,”’ as the case may require, and return
the carbon copy to the examining group.

If the earliest date alleged by the junior

arty under rule 202 fails to antedate the fil-
g date of the senior applicant, the associate
solicitor disapproves the proposed interference
and the examiner then 'fIc))llc‘)ws the procedure
outlined in the next section. - When a “Disap-
proved” letter is returned to the examining
group it is accompanied by a note to be at-
tached to the senior party’s case requesting the
Patent Issue Division to return the case to the
associate solicitor after the notice of allowance
1s sent.

Where the junior party, as required by rule
202, states under oath or declaration a date of a
fact or an act, susceptible of proof, which would
establish that he had conceived the claimed in-
vention prior to the filing date of the senior
applicant, the associate solicitor approves the
examiner’s proposal to suggest claims and the
examiner may then proceed with the prepara-
tion of the cases for interference.

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previously been
submitted to the associate solicitor for corre-
spondence under rule 202, before forwarding
the files to the Board of Patent Interferences,
the examiner should ascertain from the associ-
ate solicitor if any such statement has been filed
and, if so, get this statement and forward it with
the files.

The oath or declaration under rule 202 be-
comes a part of the interference file in contra-
distinetion to the application file as in the case
of an affidavit or declaration under rule 131 or
rule 204 but, like them, is subject to inspection
on the opening of the preliminary statements.

When the formation of an interference be-
tween two parties is necessary, all other appli-
cants claiming the contested invention should
be placed in the interference irrespective of
their filing dates or of any dates alleged under
rule 202, provided there is no statutory bar to
the allowance of the claims in the other appli-

cations.
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Rule 202, Failure
~ ior Party To Overcom
/Filing - ‘Date of ' 'Senior

If the earliest date alleged by a junior party
in his affidavit or declaration under rule 202
fails to overcome the filing date of the senior
party and if the interference is not to be.de-
clared  (note that an interference might be
necessary for other reasons), the senior party’s
application will be sent to issue as speedily as
possible and the con ﬂic'tia](llg claims of the junior
applicant will be rejected on the patent when
granted. A shortened period for response «mag" be
set in the senior party’s case. (See § 710.02(b).)
- After the senior applicant’s application has
been passed for issue, the application is sent
to the associate solicitor by the Patent Issue
Division in accordance with a note to that effect
attached to the application and he writes a
letter to that applicant urging him to promptlg
pay the issue fee, this being done to the en
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure 'then being:available as prior art in
treating the claims of the junior application.

e examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues.

InTERIM PROCEDURE

In the meantime the junior party’s applica-
tion will be treated in accordance with the
following:

Where a junior party after correspondence
under rule 202 fails to overcome the filing date
of the senior party, the examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of rule 202, action on this case (or
on claims 1, 2, 4. etc., indicating the conflict-
ing claims and claims not patentable over the
senior party’s case) 1s suspended for six
months to determine whether an interference
will be declared (unless these claims are can-
celed). At the end of the six months appli-
cant should call up the case for action.

The letter should include the usual action on
the remaining claims in the case, indicating
what, if any, claims are allowable.
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rcome . orking ,
~ on the docket clerk’s cards and, if applicant
~ does not call up the case, the examiner should
- do so unless the senior party’s patent will soon
issue, since there is no period for response run-

the case should be
er endar at the date
he' six months period and

On
the end of t

ning against the applicant and the case should

‘not be permitted to remain indefinitely among

the files in the examining group. =~

It sometimes happens that the application of
the. junior party 1s not amended and nothing
else occurs to bring it to the attention of the
examiner, and that the patent to the senior
party issues and is not promptly cited to the

_junior party. This works an unnecessary hard-

ship upon the junior applicant and the Office
should make every effort to give him action in

view of this reference at the earliest possible
date. To this end, the examiner should keep

informed as to the progress of the senior apph-
cation and cite the patent with appropriate
comment to the junior applicant immediately
after its issue. o AU

If, at the end of the six months’ suspension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months.
Of course, if the first suspension was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
plicant to make such response as is required to
the action on the other claims. o

If, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettled question in the junior party’s case is
the disposition of the claims on which action
was suspended, then the interference should be
declared. R

If the junior application is in issue when the
interference is discovered and, in. correspond-
ence under rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “ILetter Forms Used in Interferences,”
£1112.04) and a letter sent informing him that
the interfering claim or claims and claims not
patentable over the senior party’s case cannot




i ve interference with a
suspe It lications contain identical ‘claims
ting th ratic ., covering the entire interfering subject matter
and advising . to ca: the examiner proceeds under rule 207 to form
action at the e ‘the six months. The: the interference; otherwise, proper claims must
after, procedure should be as above. : be suggested to some or all of the parties.
1101 01(] v R It should be noted at this point that if an

) Suggestion of Claims
Rule 203. Preparation for interference bet-y;een‘ ap-
plications; suggestion of claims for interference. (a)
Before the declaration of interference, it must be de-
termined by the examiner that there is common
subject matter ‘in the cases of the respective

applicant copies a claim from another appli-
cation ‘without suggestion by the examiner,
rule 203(d) requires him to “so state, at the
time he presents the claim and identify the
other application.” =+ = S
~'The question of what claims to suggest to the
interfering applications is one of great im-
" of the respective parties, . portance, and failure to suggest such claims as
‘of the question of pri-  Will define clearly the matter in issue leads to
zuage, to form the counts ~ confusion and to prolongation of the contest.
the inter e, must be present or be presented, in ~ While it is much to be desired that the claims
each application: except that, in cases where, owing to ~ suggested (which are to form the issue of the
the pature of the disclosures in the respective applica-  interference) should be claims already present
tions, it is not possible for all applications to properly  in one or the other of the applications, yet if -
include a claim in identical phraseology to define the  claims cannot be found in the applications
common invention, an interference may be declared, ~ Which satisfactorily express the issue it may be
with the approval of the Commissioner, using as a  necessary to frame a claim or claims reading on
count representing the interfering subject matter a all the applications and clearly expressing the
claim differing from the corresponding claims of one interfering subject ‘matter and suggest 1t or
or more of the interfering applications by an imma- them to all parties. Whether selecting a claim
terial limitation or variation. ‘ already presented or framing one for suggestion
{b) When the claims of two or more applications to all parties, the examiner should keep in mind
differ in phraseology, but relate to substantially the  that where one application has a less detailed
same patentable subject matter, the examiner shall, disclosure than others there is less chance for
if it has been determined that an interference should  error in finding support in all applications if
be declared, suggest to the parties such claims as are  language is selected from the application with
necessary to cover the common invention in the same  the less detailed disclosure. The suggested claim™]
language. The parties to whom the claims are sug-  must be allowable to the party to whom it is
gested will be required to make those claims (i. e, pre- suggested,

sent the suggested claims in their applications by It is not necessary that all the claims of each
amendment) within a specified time, not less than 30 party that read on the other party’s case be
days, in order that an interference may be declared. Sugge-Sted. The counts of the 1ssue should be

The failure or refusal of any applicant to make any  pepresentative claims and should be materially
claim suggested within the time specified, shall be  different. Stated another way, the difference
taken without further action as a disclaimer of the  hetween counts should be one not taught by the

invention covered by that claim unless the time be  prior art, and should have a significant effect
extended. in the subject matter involved. In general, the
{c} The suggestion of claims for purpose of inter-  proadest patentable claim which is allowable
ference will not stay the period for response to an  ip each case should be used as the interference
‘ Office action which may be running against an appli-  count and additional claims should not be sug-
cation, unless the claims are made by the applicant  gosted unless they are sufficiently different that
within the time specified for making the claims. t'fhey mav properly issue in separate patents. In
(d) When an applicant presents a claim in his ap-  determining the broadest patentable count the
plication (not suggested by the examiner as specified examiner should avoid the use of specific lan-
in this rule) which is copied from some other appli- cuage which imposes an nnnecessary limitation.
cation, either for purpose of interference or otherwise, (laims not patentab]v different from counts of
he must 8o state, at the time he presents the claim and the issue are rejecte'({ in the application of the
identify the other application. defeated party after termination of the inter-

Although the subject of suggesting claims is  ference. .
treated in detail at this point In the discussion The claims to form the issue of the interfer-
of a prospective interference between applica-  ence are suggested to all parties who have not
tions, some of the practice here outlined is also  already made those claims.

.’ 169 Rev. 46, Oct. 1975




—s-examiner. A phantom coun

ended cas

~ case the principles set o
should be applied. ;

" However, a phantora count should not be used

where one of the applications supports the
hroadest aspects of all limitations of the com-
mon invention. If a claim commensurate with
the disclosure of the broadest application is not
present, one should be drafted and suggested.
The application with the narrower disclosure
should be involved in the interference with a
corresponding claim with one or more narrower

tion with the greatest breadth disclosed in that
application. If a suitable claim is not present in
the application with the narrower disclosure,
one. should be drafted and suggested by the
t cannot be allowed

toeither party.

1101.01 (k) ‘fSuggesft‘iox‘i " of * Claims,
o . Conflicting Parties Have
Same Attorney [R-43]

- ‘Rule 208. Conflicting parties having same attorney.
Whenever it shall be found that two or more parties
whose interests appear to be in conflict are represented
by the 'same attorney or agent, the examiner shall
notify each of said principal parties and the attorney
or agent of this fact, and shall also call the matter
to the attention of the Commissioner. If conflicting
interests exist, the same attorney or agent or his asso-
ciates will not be recognized to represent either of the
_parties whose interests are in conflict without the
consent of the other party or in the absence of special
circumstances requiring such representation, in fur-
ther proceedings before the Patent and Trademark
Office involving the matter or application or patent in
which the conflicting interests exist.

Notification should be given to both parties
at the time claims are suggested even though
claims are suggested to only one party. Nota-
tion of the persons to whom this letter is mailed
should be made on all copies. (See § 1112.03.)
The attention of the Commissioner is not called
to the fact that two conflicting parties have the
same attorney until an actual interference is set
up and then it is done by notifying the examiner
of interferences as explained in § 1102.01(a).

1101.01 (1) Suggestion of Claims, Ac-

tion To Be Made at Time
of Suggesting Claims
[R-46]
At the same time that the claims are sug-
gested an action is made on each of the applica-
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limitations so that it defines the common inven-

der rule 231(a) (2)
That is, the action

_ on the new or amended case may bring to light

_ patentable claims. that should be included as
~ counts of the interference, and, on the other
hand, the rejection of unpatentable claims will

serve to indicate to the opposing parties the
position of the examiner with respect to such
claims, .

When an examiner suggests that an applicant 1

should copy one or more claims for interference,
he should state which of the claims already in
the case are, in his opinion, unpatentable over

~ the claims suggested. This statement does not
constitute a formal rejection of the claims, but,

if the applicant copies the suggested claim but
disagrees with the examiner’s statement, he
should so state on the record, not later than the
time he copies the claims. /n re Bandel, 146
TSPQ 389 (CCPA 1965). If the applicant does
not copy the suggested claims by the expiration
of the period fixed for their presentation, the
examiner should then reject those claims which
he previously stated were unpatentable over the
suggested claims on the basis that the failure to
copy constituted a concession that the subject
matter of those claims is the prior invention of
another in this country under § 102(g) and thus
prior art to the applicant under §103. /n re
Oguie, 186 USPQ 227 (CCPA 1375). If the
applicant does copy the suggested claims but
loses the interference. when the case is returned
to the examiner, he should then reject those
claims which he previously stated were un-
patentable over the suggested claims on the
basis that the determination of priority consti-
tuted a holding that the subject matter of those
claims is the prior invention of another in this
country under § 102{g) and thus prior art to
the applicant under §103. In re Risse, 154

USPQ 1 (CCPA 1967). R

1101.01(m) Suggestion of Claims,
Time Limit Set for Mak-

ing Suggested Claims
[R-20]

Where claims are suggested for interference,
a limited period determined by the examiner,
not less than 30 days. is set for reply. See
£ 710.02(c).

Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified. all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed the invention to which
they are directed. If applicant makes the sug-
gested claims later they will be rejected on the




 INTERFERENCE . 1101.01(n)

same ground unless the delay is satisfactorily = may ignore other outstanding rejections in the
explained. (See §706.03(u).) ~application. Even if claims are suggested in
. : o an application near the end of the period for

1101.01(n) Suggestion Of: Claims, 1’931)(51115e running against the case, :111121 the time
Suggested .C]auns Made it for ma king the claims extends beyond the
After Period for Re- ong of the period, such claims will be admitted
spormnse Running Against if filed within the time limit even though out-
Case [R-20] side the period for respense (usnally a three
If suggested claims are made within the time month shortened statutory period) and even
specified for making the claims. the applicant  though no amendment was made responsive to
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a : ] :
tion of the case is abandoned provided th
plicant makes the suggested claims within the
time specified. However, if the suggested claims
are not thus made within the specified time, the
case becomes abandoned in the absence of a
responsive amendment filed within the period
for response.  See rule 203(c). g

1101.01(0) Suggestion of Claims,

R  Application in Issue or in

Interference [R-40]

‘An application will not be withdrawn from
issue for the purpose of suggesting claims for
an interference. When an application is pe’n‘d—
ing before the examiner which contains one or
more claims; which may be made in a case 1n
issue, the examiner may write a letter suggest-
ing such claims to the applicant whose case 1s
in issue, stating that if such claims be made
within a certain specified time the case will be
withdrawn from issue, the amendment entered
and the interference declared. Such letters
must be submitted to the group director. If
the suggested claims are not copied in the
application in issue, it may be necessary to
withdraw it from issue for the purpose of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested
claims, using form at § 1112.04.

When the examiner suggests one or more
claims appearing in a case in issue to an appli-
cant whose case 1s pending before him, the case
in issue will not be withdrawn for the purpose
of interference unless the suggested claims
shall be made in the pending application with-
in the time specified by the examiner. The
letter suggesting claims should be submitted to
the group director for approval.

In either of the above cases the Patent Issue
Division should be notified when the claim is
suggested, so that in case the issue fee is paid
during the time in which the suggested claims
may be made, proper steps may be taken to pre-
vent the issue fee from being applied.

The examiner should borrow the allowed ap-
plication from the Patent Issue Division and
hold the file until the claims are made or the
time limit expires. This avoids any possible
issnance of the application as a patent should
the issue fee be paid. To further insure against
the issuance of the application, the examiner
may pencil in the blank space labeled “Date
paid” in the lower right-hand corner of the file
wrapper the initialled request: “Defer for in-
terference.” The issue fee is not applied to
such an application until the following proce-
dure is carried out.

1101.02

When notified that the issue fee has been re-

cel red, the examiner shall prepare a memo to

the Patent Issue Division requesting that issue
of the patent be deferred for a period of three
months due to a possible interference. - This
allows a period of two months to complete any
action needed.- At the end of this two month
period, the application must either be released
to the Patent Issue Division or be withdrawn
from issue, using form at § 1112.04.

When an application is found having claims
to be suggested -to other applications already
involved 1n interference, to form another inter-
ference, the primary examiner borrows the last
‘named applications from the Service Branch

“of the Board of Patent Interferences by leaving

a charge card. In case the application is to be
added to the existing interference, the pri-
mary examiner need only send the application
and form PO-850 (illustrated in §1112.05)
properly filled out as to the additional applica-
tion and identifying the interference, to the
Patent Interference Examiner who will take
the appropriate action. Also see §1106.02.

1101.02 With a Patent [R-40]

Rules 204, 205 and 206 quoted below deal
with interference involving patents. '

Rule 204. Interference 1with a patent; affidavit or
declaration by junior applicant. (a) The fact that one
of the parties has already obtained a patent will not
prevent an interference. Although the Commissioner
has no power to cancel a patent, he may grant another
paternt for the same invention to a person who, in the
interference, proves himself to be the prior inventor.

(by When the effective filing date of an applicant
is three months or less subsequent to the effective
filing date of a patentee, the applicant, before the in-
terference will be declared, shall file an affidavit or
declaration that he made the invention in controversy
in this country before the effective filing date of the
patentee, or that his acts in this country with respect
to the invention were sufficient to establish priority of
invention relative to the effective filing date of the
patentee.

{c} When the effective filing date of an applicant is
more than three months subsequent to the effective
filing date of the patentee, the applicant, before the in-
terference will be declared, shall file two copies of affi-
davits or declarations by himself, if possible, and by one
or more corroborating witnesses, supported by documen-
tary evidence if available, eachh zetting out a factual
description of acts and circumstances performed or ob-
served by the affiant, which collectively would prima
facie entitle him to an award of priority with respect to
the effective filing date of the patent. This showing must
be accompanied by an explanation of the basis on which
he believes that the facts set forth would overcome the
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Lo

. eﬁective’jﬂling date of thepatent.]!‘ailuretosatisfythe -
provisions of this rule may result in summary jodg-

ment against the applicant under rule 228. Upon a

showing of sufficient cause, an affidavit or declaration
on information and belief as to the expected testimony -

of 4 witness whose testimony ‘is necessary to overcome
the filing date of the patent may be accepted in Heu of
an affidavit or declaration by such witness. If the ex-
aminer finds the case to be otherwise in conditien for
the declaration of an interference he will consider this
material only to the extent of determining whether a
date prior to the effective filing date of the patent is
alleged, and if so, ‘the interference: will be declared.
{See also rule 228) : ‘ S TR

The extensive discussion of modified patent
claims below should not be misinterpreted.
Most interferences between applications and
patents have the exact patent claim as a count.

As a patentee may not alter his claims (ex-
cept by reissue) an applicant must make one
or more claims of the patent or a claim ecor-
responding substantially to a claim of the pat-
ent and d%fferin therefrom by an immaterial
variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in
rule 205(a), either because of lack of support
in the application for the omitted limitation, or
because justified by a showing as set out in the
rule. An example of the latter might be where
the showing submitted by the applicant demon-
strates that his best proofs do not satisfy the
omitted limitation. This practice is less re-
strictive than that which was followed prior to
adoption of rule 205(a) in its present form.

Where a patent claim is modified, the count
of the interference should be the broader claim
as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should be a copy
of the modified patent claim as made in the
application following the practice as explained
in Bonine v. Bliss, 1919 C.D. 75; 265 O.G. 306.

In addition, it should be carefully noted that
in an interference between an applicant and a
patentee, the count must be either the patent
claim or a broader claim: ¢ cannot be a nar-
rower claim. Morehouse v. Armbruster, 183
T"SPQ 182 (1973)

It is improper to base a plurality of inter-
ference counts upon a single claim of a patent.
If one count of the interference corresponded
exactly to the claim of the patent, and another
count corresponded substantially to the same
claim, the question would arise, in the case of a
split decision on priority, as to who had ob-
tained the favorable judgment. Slepian v. Ben-
nett ; 85 USPQ 44.

It has been found that the practice set forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
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| MANUAL OF PATENT EXAMINING PROCEDURE

'Sitiiations"ﬁheté there is an interference in fact
‘between a patent and an application but there
_ are obstacles to the applicant making the exact

patent claim. . . .. ... . 7
- In those cases where the claim of the patent
contains an immaterial limitation which can
be wholly eliminated or snitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be

followed.

A. APPLICATION DISCLOSURE NAR.
ROWER THAN PATENT CLAIM

In some cases, the disclosure in the appli-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting language based upon his own nar-
rower disclosure for the limitation in the patent
claim which he can not make, see Tolle et al. v.
Starkey, 1958 C.D. 359; 118 USPQ 292. In
declaring the interference, the exact patent
claim should be used as the count of the inter-
ference and it should be indicated that the claim
in the application corresponds substantially to
to the interference count.

Examples of the practice outlined in the
preceding paragraph:

I. Patent Cramms A Rancee or 10 To 90.

Application discloses a range of 20 to 80,
there being no distinction in substance between
the two ranges.

Application may be permitted to copy the pat-
ent claim, modifying it by substituting his
range of 20 to 80 for the range of 10 to 90 in
the patent claim.

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated that the claim in the application
corresponds substantially to the interference

count.

I1. Patent Cramms a Markusg GrouP oOF 6
MEMBERS.

Application discloses a Markush group of 5
of the same 6 members, there being no distine-
tion in substance between the two groups.

Applicant may be permitted to copy the pat-
ent claim, modifying it by substituting his
5-member group for the 6-member group in
the patent claim.

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated that the claim in the application cor-
responds substantially to the interference count.




B. APPLICATION DISCLOSURE
BROADER THAN PATENT CLAIM

In some cases, the disclosure in the applica-
tion, although for the same invention In fact
as the patent claim, is somewhat broader than
the claim of the patent. If the applicant pre-
sents a corresponding broader claim, the appli-
cation claim sll)lould be used as the count of the
interference and it should be indicated on form
PO-850 that the count is a modification of the
patent claim. The applicant should not be per-
mitted to copy the exact patent claim if any
limitation thereof is not disclosed in the appli-
cation. If the application discloses every limita-
tion of the patent claim, and the applicant
copies the exact patent claim, the patent claim is
used as the count of the interference. In the
latter circumstance, if the applicant presents a
timely motion under rule 231 to substitute a
broader count and accompanies the motion with
a satisfactory showing, as by asserting that his
best evidence lies outside the exact limits of the
patent claim, the applicant may be permitted
to substitute a count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the ap-
lication claim is used as the count of the inter-
erence and it is indicated in the redeclaration
papers that the claim in the patent is modified.

EXAMPLES

The following are examples of the above
practice in which THE SAME PATENT-
ABLE INVENTIOXN IS CLAIMED BY
THE APPLICANT AND PATENTEE AL-
THOUGH THE DISCLOSURE IN THE
APPLICATION DIFFERS IN BREADTH
FROM THE PATENT CLAIMS.

1. PatexnT Cramvs A RaNGE oF 20 To 80: Appli-
cation discloses a range of 10 to 90.

If the application supports the exact patent
claim and the applicant elects to copy the exact
patent claim, the interference should be declared
with the patent claim as the count. However,
the interference may be declared having as a
count the patent claim modified by substituting
applicant’s range of 10 to 90 for the range of 20
to 80 in the patent claim. Rule 205(a).

Similarly, the applicant may seek such sub-
stitution after the interference is declared on
the exact patent claim by filing a motion to
substitute a count with the broader range sup-
ported by a similar showing as indicated above.

 INTERFERENCE
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Where the application claim is accepted as a
count, it shoul indicated in the interference
notices and declaration sheet that the count is a
modification of the patent claim.

I1. Patent Cramms a4 Margusa GRroup orF 5
MEMBERS.

Application discloses a Markush group of 6
members, including the 5 claimed in the patent.

The interference is declared with the applica-
tion claim having the 6-member group as the
count and it should be indicated that the count
is a modification of the patent claim.

If the applicant elects to copy the exact
patent claim, the interference should be de-
clared with the patent claim as the count.

If, in connection with a motion to substitute,
the applicant makes a satisfactory showing
(Wheelock v. Wolinski, 175 USPQ 216) of
the necessity for including the sixth member
in the interference count, he may be permitted
to present the patent claim modified by substi-
tuting his 6-member group for the 5-member
group in the patent claim.

The interference will be redeclared with the
application claim as the count and it will be in-
dicated that the count is a modification of the
patent claim.

C. APPLICATION DISCLOSURE BROAD-
ER IN SOME ASPECTS AND NAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS

Some cases may include aspects of both A and
B, above. Such cases should be appropriately
treated by the same general principles outlined
above.

Examples of cases involving mixed aspects:

I. PatEnT Cramms a Raxce oF 10 To 80.

Application discloses a range of 20 to 90,
there being no distinction in substance between
the two ranges.

The applicant may be permitted to present
a claim which includes the range of 20-90,
and the interference should be declared with a
count covering the range of 10-90, and it should
be indicated that the count is a “phantom” count
by writing the word “phantom” beside the num-
ber of the patent claim and the application
claim on form PO-850. In such circumstances,
the examiner must attach a copy of the count
to the form PO-850.
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mxtmﬁv with the exact paten
ed tha the cl.

the number of thg oormsponging patent and
application claims. A copy of the count must
be attached to form PO-850.

(b). If the interference is declared Wlth the
exact patent claim as the count, the apphcant
may subsequently, if a satisfactory showing is
made, move under rule 231 to substitute a count
which includes the 6 member group whlch he
discloses. :

The interference is redeclared with a “phan-
tom” count including a Markush group of all
7 members and this should be indicated in the
decision on motion by calling attention to the
fact that the count is a “phantom” count. The
redeclaration papers will have the word “phan-
tom”™ next to the number of the corresponding
claim. Care should be taken to be sure that the
corresponding application claim contains only
the 6 member group disclosed in the application.

This count is established only for interfer-
ence purposes and thus provides a situation
which does not restrict either party as to any
testimony or exhibits offered as to the disclosed
members included in the count. Such a “phan-
tom” count is only for interference purposes
and cannot otherwise appear as a ¢laim in either
of the cases since it has no basis therein. Fur-
ther, such a “phantom” count must be patentable
over the prior art.

The practice outlined in A, B, and C above
should be restricted to situations where the
inventions claimed in the patent and dis-
closed in the application are clearly the
same, 80 that there is truly an interference
in fact.

173

: 1 110L.02
D ORMULATION;OF .TABLE OF

. Where one or‘\more clalms ofa patent are not
copied identically, the table of counts and claims
mn . form PO-850.

(see. §§1102.01(a) and
1112.05) should be formulated on the basis of
the principles set out below. .

{1) Where the application claim ou:nts an
immaterml limitation or otherwise broadens the
corresponding patent claim, indicate by writing

{modified), (mod) or (m) beside: the mzmber

of the patent claim. - -

{2)  Where the. apphcatlon claLm is narrower
tban the- corrwponctu:ﬁ patent clalm, indieate
by writing (substantially), (subst.).or (s) Be-
side the number of the application c claim. .

(3). Where the application claim is broad&ned

inat least one respect but is narrower in another

respect than the correspondmg patent claim, a
“phantom” count, to be the issue as to the claims

concerned, must be drafted incorporating the

broadest ¢ expressmns from both claims and must
be indicated by writing (phantom), ( phant.) or

(p) beside the number of both correspondmg

clatms. In this case a copy of the “phantom”
count must be attached to the form.
The result of (1) and. (2) will be that any

'count other than a phantom count, will be iden-

tical to the ¢laims in the cases be51de it on form

PO-850 having no indicator.

For rejection of copied patent claims see
§ 1101.02(f).

Rule 205. Interference with a patent; copuing claims
from patent. (a) Before an interference will be de-
elared with a patent, the applicant must present in his
application, copies of all the claims of the patent which
also define his invention' and such claims:must be
patentable in the application, - However, an ‘interfer-
ence may be declared after copying the claims exclud-
ing an immaterial limitation or variation ‘if sueh
immaterial limitation or variation is not clearly sup-
ported in the application or if the applicant otherwise
makes a satisfactory showing in justification thereof.

(b} Where an applicant presents a claim copied or
substantially copled from a patent, he must, at the
time he presents the claim, identify the patent, give
the number of the patented claim, and specifically
apply the terms of the copied claim to his own dis-
closure, ‘unless the claim is copied in response to:a
suggestion by the Office. The examiner will call to the
Cominissioner’s attention any instance of the filing of
an application or the presentation of an amendment
copying or substantially copying claims from a patent
without calling attention to that fact and identifying
the patent.

Rule 206. Interference with a patent; claims improp-
erly copied. (a) Where claims are copied from 2
patent and the examiner is of the opinion that: the
applicant can make only some of the claims so copied
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he is of the opinion

ration of the interference. = ' .

(b) Where the examiner is'of’ the opinion wthat none
of the ¢laims ean be made, he shall reject the copied
claims stating why ‘the’ applicant cammot make ‘the
e!auns ‘and set’ a time limit, not less than 80: days, for
reply CTE after ‘response by the apgﬁmt, the: rejec-
tion is made final, a similar time Hmit shall be set for
appeal.’ Failure to respond or appeal, as the case may
be within the txme ﬁxed Will in the ab@ence ot a satis-

eport must be placed -
1pp] and the patented file when
the ) papers or an ‘interference between an appli-
cation and a patent are forwarded. To this
end the examiner, before initiating an inter-
ference involving a patent, should refer both
the application and tﬁe patented file to the As-
s:gnment D1v151on for notatlon as to ownershlp

PATENT IN DIFFERE\’T GBOUP

Where claims are copied from a patent clas-
sified in another group, the propriety of de-
claring the interference (if any) 1is decided by
and the interference is declared by the group
where the copied claims would be classi-
fied. In such a case, it may be necessary. to
transfer the application, including the draw-
ings,  temporarily to the group which will
declare the interference. A print of the draw-
ings should be made and filed in the group
originally having jurisdiction of the applica-
tion in place of the original drawings.  When
classified in different groups, the question of
which group should declare the interferences
should be resolved by agreement between the
examiners of the groups concerned, possibly
in consultation with the directors involved.

1101.02(a) Copying Claims From a
Patent [R-40]

A large proportion of interferences with a
patent arise through the initiative of an appli-
cant in copying claims of a patent which has
come to his attention through citation in an
Office action or otherwise.

If, in copying a claim from a patent an
error is introduced by the applicant, the ex-
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: pp‘heant _cannot make the
other claims and state further that the interference‘

or shioy ld comcf apphcamt"”“
yond to the patent claim.
ﬁWéV&!‘ ,.

g appl the‘pat-

utory bar, he must take steps
of a, second patent claim-
1 t i3 h

“forth hereinbelow ap-
phes w an lssued patent and a pend
phcaﬁon are not’ ‘commonly assugned
ere is a common assignment, a reqmrement

der rule 78 (c)' should be reqmred
8 03 , :

for

If the effactive ﬁhng date of the ap hcam‘, is

three monﬁ]s or less later than that of the pat-
ented application, the applicant must submit an
'tﬂidavﬂ: or declaration that he made the i inven-
tion prior to the filing date of the patent, even
though there was copendency between the two
applications, rule 204(b). The affidavit or dec-
laration may be made by persons other than the
apphcant. See § 715.04. :

If the effective filing date of the apphcant 1S
more than three months later than that of the
patented application, the applicant is required
by rule 204 (c) to submit a showing by affidavits
or declarations including at least one by a
corroborating  witness, and documentary _ex-
hibits setting forth acts and circumstances wluch
if proven by testlmony taken in due course
would provide sufficient basis for an award of
priority to him with respect to the effective filing
date of ‘the patent application. In connection
‘with a requlrement for a showing under rule
204 (b} or (c), or in examining such a showing
submitted voluntarily, the examiner must de-
termine whether or not the patentee is entitled to
the filing date of an earlier domestic or foreign
application. A determination that a divisional
‘or continuation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to a parent application thus men-
tioned. In the case of a foreign application
this determination will not be made unless

of record in the file, ncludmg a sworn trans-
lation of the foreign application if it is not in
the English language 'Where the benefit of
such -earlier application is then accorded the
patentee, this fact should be noted on the form
PO-850 ‘and will be stated in the notlces of
interference.
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 The examiner will examine the showing to

determine whether it includes the two copies
of affidavits or declarations and exhibits as well
as an explanation of the pertinency of the show-
ing as required by the rule. If duplicate copies
of any of the affidavits, declarations, or exhibits
are omitted, the examiner will notify the appli-
cant by letter of such omission and state that
because of it the application cannot be for-
warded for declaration of the interference. Lack
of an explanation should be treated similarly
except that if there are accompanying remarks,
with the amendment or in a separate paper,
which appear to be an explanation (see para-

1741

‘ graph fnumbered' 5 below) their su.tﬁcienéy
~ should not be questioned. A period of twenty

days should be set within which to correct the
omission. ' ‘

The substance of the showing will be con-
sidered by the examiner only to the extent of
determining that it includes at least one allega-
tion of an act relating to priority prior to the
effective filing date of the patentee. Absent
such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under rule 203.
If such an allegation is present and the inter-
ference is otherwise proper, the examiner will
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_Although, » from dat
will not normally attempt any

the sufficiency of the showing, an exce

be made where it is clear beyond any argument
y ‘ antion ”o:f a
different character from that of the copied

that the showing relates to an inve:

claimson the patent. el
If the filing date of the patent precedes the
filing date of the application and the patent 1s

not a statutory bar against the application, the

claims of the application should be rejected on

the patent. If it appears that the applicant.

the patent and that the applicant is able to
make one or more claims of the patent, a state-
ment should be included in. the rejection that
the patent cannot be overcome by an affidavit
or declaration under rule 131 but only through
interference proceedings. Note. however. 35
U.S.C. 135, 2d par. and §1101.02(f). If the
applicant controverts this statement and pre-
sents an affidavit or declaration under rule
131, the case should be considered special, one
claim of the patent which the applicant clearly
can make should be selected, and an action
should be made refusing to accept the affidavit
or declaration under rule 131 and requiring the
applicant to make the selected claim as well as
any other claims of the patent which he believes
find support in his application. If necessary. the
applicant should be required to file the afidavit
or declaration and showing required by rule
204. In making this requirement, where appli-
cable, the applicant should be notified of the
fact that the patentee has been accorded an
earlier effective filing date by virtue of a patent
or foreign application. A time limit for response
should be set under rule 203. In any case where
an applicant attempts to overcome a patent by
means of affidavit or declaration under rule
131, even though the examiner has not made
a rejection on the ground that the same inven-
tion is claimed in the patent, the claims of the
patent should be examined and, if applicant is
claiming the same invention as is claimed in the
patent and can make one or more of claims of
the patent, the affidavit or declaration under
rule 131 should be refused, and an action such
as outlined in the preceding part of this para-
graph should be made. If necessary, the require-
ments of rule 204 should be specified and a
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is claiming the same invention as:is claimed in
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or responso should. be set under

Applicants, in preparing affidavits or declara-
tions under rule 204(c) to secure interference
contests with patentees whose filing dates ante-
date their own by more than three months,
should have in mind the provisions of rule 228,
and especially the following facts:

1. That after these affidavits or declarations
are forwarded by the primary examiner for the
declaration of an interference they will be ex-
amined by a Board of Patent Interferences.

2. If the affidavits or declarations fail to es-
tablish ‘with ‘adequate corroboration acts and -
circumstances which would prima facie entitle-
applicant to an award of priority relative to the :
effective filing' date of the patentee, an order
will be issued c¢oncurrently with' the notice of
interference, requiring applicant to show cause
why summary judgment should not be rendered
against him.” o : '

8. Additional affidavits or declarations in re-
sponse to such order will not be considered un-
less justified by a showing under the provisions
of rule 228, and if the applicant responds the
patentee will receive from the applicant a copy
of the response (rule 247) and from the Patent
Office a copy of the original showing (rule 228),
and will be entitled to present his views with
respect thereto.

4. It is the position of the Board of Patent
Interferences that all affidavits or declarations
submitted must describe acts which the affiants
performed or observed or circumstances ob-
served, such as structure used and results of use
or test, except on a proper showing as provided
in rule 204(c). Statements of conclusion, for
example, that the invention of the counts was
reduced to practice, are generally considered to
be not acceptable. It should also be kept in mind
that documentary exhibits are not self-proving
and require explanation by an affiant having
direct knowledge of the matters involved. How-
ever, it is not necessary that the exact date of
conception or reduction to practice be revealed
in the affidavits, declarations, or exhibits if the
affidavits or declarations aver observation of
the necessary acts and facts, including documen-
tation when available, before the patentee’s
effective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits
or declarations and documentation should be
precise as to dates from a date just prior to
patentee’s effective filing date.

The showing should relate to the essential
factors in the determination of the question of
priority of invention as set out in 35 USC

102(g).
5. The explanation required by rule 204(c)

should be in the nature of a brief or explana-
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o should set forth the manner in which the re-
- quirements of the counts are satisfied and how
the requirements for. concep! ‘n,;i‘reduc.tlon to.

mmarks accompan

pract}ce or dlhgence aremet,
1161.02 (b)

Patent Having F iling

" Date Later Tlmn That ef ~

Applwntmn o

If a‘ patent havmg a ﬁhng
the ﬁJ date of an application, dlscloses the

same’

same invention as that claimed in the pa

so that a second patent could not. be granted
the patent
should be cited and one claim of. the patent.
which applicant clearly can "make should be.

without interference pr

selected and the applicant should be required
to make the selected claim as well as any other
clalms of the patent which he believes find

rt in his application.
lication claims an. mventlon pat-

entably dxﬂgrent from that claimed in a pat-

ent, which discloses the same subject matter as

that disclosed in the application but which has

a filing date later than the filing date of the
application, so that a distinct patent could be
granted to ‘the applicant without interference
proceedings, the patent should be only cited to
the applicant. Thus, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent.

1101.02(¢) Copying Claims From a
Patent, Difference Be-
tween Copying Patent
Claims and Suggesting
Claims of an Application
[R-36]

The practice of an applicant copying claims
from a patent differs from the practice of sug-
esting claims for a prospective interference
1nvolv1ng only applications in the following

res

%)ec No correspondence under rule 202 is con-
ducted with a junior applicant who is to become
involved in an interference with a patent but,
instead, an affidavit or declaration under rule
204 is required.

(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications.

Rev. 40, Apr. 1974

Copymg Clalms Prom a‘,‘f
. Patent, Examiner Cites

date later tha.n '

subject matter as disclosed in that ap-

phcatmn and if the ap lication claims thg;

; raocmnm o

: ,,f,,,a ggtent ‘whic. an appli-
e copied. :
copled y an applicant from a

patent' ay differ from the patent claims by the

exclusion of an immaterial limitation or vari-
ation which the applicant can not make or upon
a satisfactory showing (rule 205(a)), whereas
claims suggested for an interference between
applications must normally be identical though

e 203(a) permits an exception with the ap-
proval of the Commlssmner

1101.02(«1)‘ Copying Clar.ms From a
~ Patent, Copied Patent
Claims Not Idenuﬁed
[R-40]
Rule 20:) (b) requires that “where an a,pph-‘
cant presents a claim copied or substantially
copied from a patent, he must, at the time he

~ presents the claim, identify the patent., give

the number of the patented claim, and specifi-
cally apply the terms of the copied claim to
his own disclosure, unless the claim i is copied in
response to a suggestion by the Office.”

The requirement of rule 205(b) applies to
claims copied in an application at the time of
filing as well as to claims copied in an amend-
ment to a pending application. If an applicant,
attorney, or agent presents a claim copied or
substantially copied from a patent without
complying with rule 205(b) the examiner may
be led into making an action different from
what he would have made had he been in pos-
session of all the facts. Therefore, failure to
comply with rule 205(b), when submitting a
claim copied from a patent, may result in the
issuance of an Order to Show Cause why the
application should not be stricken from the
files of the Patent Office. If a satisfactory an-
swer is not filed within the period set in the
Order, it may be necessary to strike the appli-
cation under rule 56. Rule 205(b) therefore
requim the examiner to “call to the Commis-
sioner’s attention any instance of the filing of
an application or the presentation of an amend-
ment copying or substantially copying claims
from a patent without calling attention to the

fact and identifying the patent.”

1101.02(e) Copying Claims From a
Patent, Making of Patent

Claims Not a Response to
Last Office Action [R-
361

The making of claims from a patent when

not required by the Office does not constitute a
response to the last Office action and does not
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patent for the rejection of all the,

in that action. e A
The declaration of an interference based on

such claims before the expiration of the statu-

tory period, by operation of rule 212 stays

the running of the statutory period. [R-43]

1101.02(f) Copying Claims From a
' Patent, Rejection of
' Copied Patent Claims
[R-40] |
Resectiox NoT APPLICABLE TO PATENT

When claims from a patent are made, the
application is taken up at once and the exam-
iner may reject such claims in the application
if the ground of rejection is not also aplplica-
ble in the case of the patent. Examples of
such a ground of rejection are insufficient dis-
closure 1n the application, a reference whose
date is junior to that of the patent, or because
the claims copied from a patent are barred to
applicant by the second paragraph of 35 U.S.C.
135, which reads:

“A claim which is the same as, or for the same
or substantially the same subject matter as, a
claim of an issued patent may not be made in
any application unless such a claim is made
prior to one vear from the date on which the
patent was granted.” The anniversary date of
the issuance of a patent is “prior to one year
from the date on which the patent was granted”,
Switzer and Ward v. Sockman and Brady, 142
USPQ 226 (CCPA 1964).

It should be noted that an applicant is per-
mitted to copy a patent claim outside the year
period if he has been claiming substantially
the same subject matter within the year limit.
See Thompson v. Hamilton, 1946 C.D. 70, 68
USPQ 161; In re Frey, 1950 C.D. 362, 86 USPQ
99: Andrews v. Wickenden, 1952 C.D. 176, 93
USPQ 27; In re Tanke et al., 1954 C.D. 212;
102 USPQ 93 ; Emerson v. Beach, 1955 C.D. 34;
103 TUSPQ 45; Rieser v. Williams, 118 USPQ
9’673; Stalego et al. v. Haymes et al., 120 USPQ
473.

As is pointed out in rule 206, where more
than one claim is copied from a patent, and
the examiner holds that one or more of them
are not patentable to applicant and at least
one other is, the examiner should at once initi-
ate the interference on the claim or claims con-
sidered patentable to applicant, rejecting the
others, leaving it to applicant to proceed under
rule 231(a)(2) in the event that he does not
acquiesce in the examiner’s ruling as to the
rejected claims. :

176.1

yied from a patent

, ot. applicable to. the
p ) ts a time limit for
reply, not less than thirty days, and all subse-
quent actions, including action of the Board
on appeal, are special in order that the inter-
ference may be declared as promptly as pos-
sible. Failure to respond or appeal, as the
case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

While the time limit for an appeal from the
final rejection of a copied patent claim is usu-
ally set under the provisions of rule 206, where
the remazinder of the case is ready for final
action, it may be advisable to set a shortened
statutory period for the entire case in accord-
ance with rule 136.

The distinction between a limited time for
reply under rule 206 and a shortened statutory
period under rule 136 should not be lost sight
of. The penalty resulting from failure to reply
within the time limit under rule 206 is loss of
the claim or claims involved, on the doctrine of
disclaimer, and this is appealable ; while failure
to respond within the set statutory period (rule
136} results in abandonment of the entire ap-
plication. That is not appealable. Further, a
belated response after the time limit set in ac-
cordance with rule 206 may be entered by the
examiner, if the delay is satisfactorily ex-
plained (except that the approval of the Com-
missioner is required where the situation de-
scribed in the next paragraph below exists) ; but
one day late under rule 13§ period, no matter
what the excuse, results in abandonment. How-
ever, if asked for in advance, one extension of
either period may be granted by the examiner,
provided that extension does not go beyond the
six month statutory period.

Corprep Qursme Tiye Livrt

Where a patent claim is suggested to an
applicant by the examiner for t%le purpose of
establishing an interference and is not copied
within the time limit set or a reasonable ex-
tension thereof, an amendment presenting it
thereafter will not be entered without the ap-
proval of the Commissioner. The Commissioner
has delegated this authority to the group direc-
tors, § 1003, item 9.

The rejection of copied patent claims some-
times creates a sitnation where two different
periods for response are running against the
application—one, the statutory period dating
from the last full action on the case; the
other, the limited period set for the response
to the rejection (either first or final) of the
patent claims. This condition should be
avoided where possible as by setting a short-
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1101“.021( f) . MANUAL OF PATENT
ened period for the entire case, but. where un-
avoidable, it should be emphasxzed m the ex-
aminer’s letter.

‘In‘this connection 1t 18 to be noted that a reply
to a rejection or an appeal from the final rejec-
tion of the patent claims will not stay the run-
ning of the regular statutory period if there is
an unansweregu Office action in the case at the
time of reply or appeal, nor does such reply or
appeal relieve the examiner from the duty of
acting on the case if it is up for action, when
reached in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ap-
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,XAMINING' PROCEDURE -

peal from that action or a portion thereof, the
examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
See § 710.04.

ResecTioN APPLICABLE To PATENT AND
APPLICATION

If the ground of rejection is applicable to
both the claims in the application and the claims
in the patent, any letter including the rejection
must have the approval of the appropriate
group director.




ly othe se of ‘an inter-
ference, the examiner proceeds in accordance
with rule 237 and § 1105.05. The group diree-
tor’s approval must be o ed before forward-
ing the form letter of § 1112.08'and before mail-
ing the decision on moti e § 1003, item 10.
~ The decision on such a motion should avoid
any comment patentability of the claims
itee.  See Noxon

Lhe _all the

m fos following  or
ent language should be employed to ex-
e adverse recommendation as to the en-
ied or substantially copied patent

Copmg Chimsk[;l?i’tdth a tially copled. patent
Patent, After Prosecution " is ot recom-
; , Pty ..sons . for refusing interference). Therefore
o [R—égli n 16 Allowed - withdrawal of the application from issue is
h dm Rice 2 & e , not deemed necessary.” .. .. -

An amendment presenfing a patent claim in , R -

an application not in issue is usually admitted ~ 1101.03 Removing of Affidavits or
and promptly acted on.. However, if the case Declarations Before Interfer-

had been closed to further prosecution as by . - ence [R-28]

final rejection or allowance of all of the claims, : : in the f md

or by appeal, such amendment is not entered as a _ When there are of record in the file, affida-

matter of right. , ‘ vits or declarations under rule 131, 204(b) or
: 204(c) they should not be sealed but should be

Ani Tesn : icant e : . .
copieslgf:il;fnzref;lgfhrgagatentlivz?c? }?o%?ge}:lc%ﬁé left in the file for consideration by the Board
basis for final rejection. Where t}]1is oceurs. it  °f Interference Examiners. If the interference
the rejection in question has been appealed the  Proceeds normally, these affidavits or declara-
Board of Appeals should be noti ed of the  tions will be removed and sealed up by the Serv-
withdrawal of this rejetion S that the apperl 170 37h of the Board of Paten Inrfernces

as to the involved claims. e : :

“ro the proceation of the appleaton is 11 theerent tht thee hod been correspond,
closed and the copied patent claims relate to an from the associate solicitor and left (unsealed)
uiyentglon distinet from that claimed in the ap-- in the file '
Ei;%a:tlo?ﬁgrggt eoglf(})lﬁ aimfg flngr]l; rln.a_sygfl; %%- Affidavits or declarations under rules 131 and
501.) Admission of th e amendment mav very 2 4 as well as an affidavit or declaration under
properly be denied in 2 elosed a ]icat'?on I;:Sé rule 202 (which never becomes of record in the
prima facie, the claims a:re_nejt supgg rted by ;p_ application file) are available for inspection by
plicant’s disclosure. An applicant may nothave 17 PPROSTNE ERER B0 A el ince v on (10
1}‘]ecourse_ t}? asserting a patent claim which he Tuttle. 1940 C.D. 5: 521 O.G. 523. :
]o?ls n&;lg e rr;:}ke a? ‘;}Tea?s tSO reopen or pro- The’ now opened affidavits or declarations

ong the prosecution of his case. See § 714.19(4). filed under rules 131 and 204 may then be re-
turned to the application files and the affidavits
or declarations filed under rule 202 filed in the

1‘Vheln an amendment which includes one or  interference jacket.
more claims copied or substantially copied from .
¥ °oP 1102 Preparation of Interference

a patent is received after the Notice of Allow-
ance and the examiner finds one or more of the Papers and Declaration - [R-22]

claims patent.ab]e to the applicant and an inter- Rule 207. Preparation of interference papers and
ference to exist, he should prepare a letter [see declaration of interfercnce. (a) When an interfer-
Letter Form § 1112.04], requesting that the ap- ence is found to exist and the applications are in con-
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defined in ‘only as many count. 0
define the interfering subject matter

ade by the applicant shoul

count or counts.

the filing date of such prior application, the notices
shallso state.  Except.as noted in paragraph (e)- of
this rule, the notices shall also set a:schedule of
times for taking various actions as follows: :

(1) For filing the preliminary statements required
by rule:215 ard serving notice of such filing, not less
than 2 months from the date of declaration.

(2) For each party who files a preliminary. state-
ment to serve a/co’py thgzreof on each opposing party
who also files a _preliminary statement as required by
rule 215(b), not less than 15 days after the expiration
of the time for filing preliminary statements. o

(3)..For filing motions under rule 231, not less than
4 months from declaration. , B

(c) The notices of interference shall be forwarded
by the patent interference examiner to all the parties,
in. care of their attorneys .or agents; a copy-.of the
notices will also be sent the patentees in person and, if
the patent in interference has been assigned, to the
assignecs. ‘

{d)y When the notices sent in the interest of a patent
are returned to the Office undelivered, or when one of
the parties resides abroad and his agent in the United
States is unknown, additional notice may be given by
publication in the Official Gazette for such period of
time as the Commissioner may direct,

(e) In a case where the showing recuired by rule
204 (c) is desmed insufficient - (rule 228) ‘the notice of
interference will not set the time schedule specified
in paragraph (b) of this rule but will be accom-
panied by an order to show cause by the Board of
Patent Inteferences as provided by rule 228.

Rev. 42, Oct. 1974

(2) That no
in which each party
involved onevery eo ‘
¢ plicant puts identical
ons by virtue of one of
“senior party and of the
other the junior the latter application should be
placed directly in the interference, leaving the
applicant to gain such benefit as he may from
the senior application either by motion to shift
the burden  of proof or by introducing the
senior into the interference as evidence.” ' (In
re Redeclaration of Interference Nos. 49,635;
10,636 : 49,866: 1926 C.D. 75; 350 O.G. 3.)

The Initial Memorandum and the files to be
involved are forwarded to the Interference
Service Branch, including prior applications or
patent files benefit of which is being accorded.
Any correspondence under rule 202 should be
obtained from the associate solicitor and for-
warded -with the other papers.. See § 1101.03.
This same practice obtains in the case of affida-
vits or declarations of this nature in earlier ap-
plications the benefits of which is accorded a
party by the examiner in the initial memoran-
dum. Such cases will be acknowledged in the
Declaration papers. : — Tt

Rule 207( E) requires inclusion of the name
and residence of any assignee in the declaration
notice. Therefore, a recent title report on all the
applications and patents involved. should be
obtained by the examiner and forwarded with
the other papers to the Board of Patent Inter-
ferences.

The information to be included in the initiat-
ing memorandum is set forth in § 1102.01(a).

1102.01(a) Initial Memorandum to
the Board of Patent Inter-

ferences [R-42]

The initial memorandum to the Board .of
Patent Interferences is written on Form PO-
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) that they znll be
the interference.
s the parties
‘examiner considers
d typing unpatentable over the- lssue it-avoids the in-.
the counts are not found verbatim'in any file  advertent granting of claims to the losing party
as provided-in the last sentence of ruke 203(a). which are not patentable over the issue, but
In this case copies of the counts should be which are not included thereln, and will prob-
supplied ‘at the end of the form using addi-  ably result i in fewer motions under rule 231(b).
tional plain sheetsif neegded. The files to be in- In carrying out the provisions of rule 208,
cluded in the interference should be listed by  examiners, when forwarding the Initial Mem-
last name (of first listed inventorif application orandum to the Board of Patent Interferences,
is joint); serial number, and filing date wrrespec-  will in a separate ‘memorandum, call-their at-
tive of whether an appilcatlon or a patentisin-  tention to cases in which two of the parties are
3 represented by the same attorney, in lieu of
calling the, matter directly to the attention of
the Commlssmner The patent - interference
examiner when mailing out the notices to the
parties and. their attorney. will advise the par-
4 11d ties and the atto y that th attorney will not
,,,,, h applica ‘is  berecognized furtheras Tepresenting either par-
partlcularly 1mportant to list all applications  tyin the interference or in the interfering cases
necessary to provide continuity of pendency to  unless he shows that he is entitled to continue
the earliest application to which a party is en-  to represent either or both parties as provided
titled. The date of abandonment or patentmg by rule 208. The patent. interference exam-
of a prior application should be indicated by  iner will also call to the attention of the parties
checking the appropriate box. and writing the and the attorney the requ1rement of the second
date. The wor(f “pending” should be ertten sentence of rule 201{c).
if a prior application is stlll pending. An ap- In an interference . 1nvolvmg a patent, if the
plicant wllf) be accorded the benefit of a for- primary examiner discovers a reference which,
eign application on the form PO-850 and  In his opinion, renders a count obviously un-
declaration notices only if he has filed the  patentable, action should be taken in accord-
papers required by rule 55, including a sworn ance with § 1101.02(f).
translation, and the primary examiner has de- In situations where exactly correspondmg
termined that he is in fact entitled to the benefit  claims are not present in the applications and
of such application. atentee may be ac- patent considered to be interfering, see the

corded the benefit of the filing date of a foreign  guides and examples set forth in § 1101.02 under
lication in the notice of interference pro-  the heading D. FORMULATION OF TABLE

V? ed he has complied with the requirements of =~ OF COUNTS as to the proper designation of
rule 55, has filed a sworn translation, and the  the relationship of the claims to the counts. If
primary examiner has determined that the an application was merely in issue and did not
patented claims involved in the interference become a patent, the original claim numbers of
are supported by the disclosure of the foreign  the application, prior to revision for issue,
application. This should be noted on form PO-  should be used.
850 (see § 1101.02(a)). The claims in each case A certificate of correction in a patent should
which are unpatentable over the issue should be  not be overlooked. For the best practice in in-
indicated in the blanks provided for that pur-.  terference between applications, dependent
pose. The examiner must also complete the table  counts should be avoided and each count should
showing the relation of the counts to the claims ~ be independent. This avoids confusion in lan-
of the respective parties in the area provided in  guage and disputes as to the meaning of the
the form. counts. \When dependent counts cannot be
The indication of claims in each case which avoided, as in the case of an interference with
are regarded as unpatentable over the issue is  a patent where one of the counts is a dependent
based on the decisions in Votey v. Wuest v.  claim, the count may likewise be dependent on
Doman, 1904 C.D. 323; 111 O.G. 1627 and Earll the count corresponding to the claim on which
v. Love, 1909 C.D. 56; 140 O.G. 1209. When an the dependent claim is founded. If necessary
interference is declared and the examiner is of  a dependent claim may be the sole count of an

the opinion that the application or applications interference.
179 Rev. 42, Oct. 1974




ferenee are prepared in the Iﬁte
Branch.  The notices to the partles and the’
declaration sheet are signed by a patent inter-
ference examiner, who institutes and declares
the interference by mailing the notices to the
several parties to the’ proceeding. ' Thereafter
the applications and interference files are kept
in the Service Branch where they are’ also re-
corded in a card index. :

Tfan ﬂpphcfttlon that has been made speclal
by the Commissioner ‘becomes involved in an

‘ plw&tmns by -the
r or assxgnee having overlapping
application' being put: mto in-
8 09Hand111103 e

tel ference ‘ see

g 1104 ":Junsdxctlon" of ‘Intérference’_;'

interference, the ‘interference will be made spe-

cial,”
cation “has ‘been diligent ‘on' the part of the
aPPhcant See § 7 08 01 P g

] 103 Suspensxon of Ex Parte Prosecu-
Full or. Partlal [R—25]

“Rule: 212 V‘Suspenswn of ex ‘parte proaecuﬂon On
declaration’ of ' the interference,” ex parte prosecution
of ‘an ‘application is: suspended and amendments and
other  papers ‘received during the’ ‘pendency- of ‘the in-
terference will not be ‘entered or considered without
the consent of ‘the 'Commissioner, excépt as provided
by these rules. Proposed amendments directed toward
the declaration of an interference with another party
will be considered to the extent necessary. Ex parte
prosecuticn as to specified matters may be continued
concurrently with ‘the interference, on order from or
with the consent of the Commissioner.

The treatment of amendments filed during
an interference is considered in detail in §§ 1108
and 1111.05.

Ex parte prosecution of an appeal under rule
191 may proceed concurrently with an interfer-
ence proceeding involving the same application
provided the primary examiner who forwards
the appeal certifies, in a memorandum to be
placed in the file, that the subject matter of the
interference does not conflict with the subject

matter of the appealed claims.
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ovided' the prosecution of such appli-
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[R-25]

Rule 211, Jurisdiction of mterference (a) Upon
the institution and-declaration of the interference, as
provnded in‘rule:207, the Board of Puiwnt Interferences
will “take juns(hctlon of the same, whlch wﬂl then
become'a contested case ‘

(b)Y The prlmarv ‘examiner will retain Jurlsdlctmn
of ‘the’ ‘case untxl the declaratlon of mterferenee is
made EAREL 3] gy i : i i 4 3

The declaratmn of mterference is. made When
the patent interference . examiner malls the
notices of interference to the parties. The in-
terference is thus technicall pendm r before
the Board of Patent Inter erences from the
date on which the letters are mailed, and from
that date the files of the various qpphcants 'ue
opened to inspection by other parties. Rule 22

Throughout the interference, the 1nterfer-
ence papers and application files 1nvolved are in
the keeping of the Service Branch except at
such times that action is required as for decision
on motions, final hearings, appeals, etc., when
they are temporarily in possession of the tri-
buna] before whom the particular question is
pending.

If, independent of that interference, action as
to one or more of the applications becomes neces-
sary, the examiner charges out the necessary
application or qpphcatlons from the Service
Branch by leaving a charge card. It is not
foreseen that the primary examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the pri-
mary examiner should request ]urlﬂlctlon
from the Board of Patent Interferences.

The_examiner merely borrows a patent file,
if needed, as, where the patent is to be involved
in a new interference.




Within the permd set in the notice of terference for
filing :motions. any party -to -an-interferenes may file
a motion seeking : e B

(1) To diqsolve as to one or more counts, except that
such ‘motion based on facts sought to be established
by affidavits, declarations, or evidence outside of office
records.and printed publications will not normally be
considered, and when one of the parties to the interfer-
ence is a patentee, no motion to dissolve on the ground
that the subject matter of the count is unpaisntable to
all parties.or-is uspatentable -to the pateatee will be
considered, except that a motion.to disselve as to the
patentee may be brought which is limited te such mat-
ters as may be considered at final hearing (rule 258).
Where a motion to dissolve is based on prier art, serv-
ice on opposing partles must mclude copies of such
prior art. A motion to dlssolve on the ground that
there is no interference in fact will not be considered
unless the interference involves a design or plant patent
or application or unless it relates to a ¢oumt which
differs from the corresponding claim of zz involved
patent or of one or more of the involved applications
as provided in rules 203 (a} and 205(a).

(2) To amend the issue by addition or substitution
of new counts, Each such motion must contain an ex-
planation as to why a count proposed to Be added is
necessary or why a count proposed to be substituted
is preferable to the original count, must demonstrate
patentability of the count to all parties and must apply
the proposed count to all involved applications except
an application in which the propesed count sriginated.

(3) To substitute any other application owned by
him as to the existing issue, or to declare an addi-
tional interference to include any other application
owned by him as to any subject matter otker than the
existing issue but disclosed in his applicaticz or patent
involved in the interference and in an oppesing party’s
application or patent in the interference wkich should
be made the basis of interference with such other party.
Complete copies of the contents of such cther applica-
tion, except affidavits or declarations under rules 131,
202, and 204, must be served on all other parties and the
motion must be accompanied by proof of such service.

(4) To be accorded the benefit of an eariier applica-
tion or to attack the benefit of an earlier spplication
which has been accorded to an oppesing party in the
notice of declaration. See rule 224,

(5) To amend an involved application by adding or
removing the names of one or more inventors ag pro-
vided in rule 45. (S8ee paragraph (d) of this rule.)

(b) Each motion must contain a full statement of
the grounds therefor and reasoning in support there-
of. Any opposition to a motion must be filed within
20 days of the expiration of the time set for filing
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' ‘~motim mﬁ the movmg ‘party may, if he desires, file

a reply to such opposition-within 15 days of -the date
the. opposition: was:filed. ~Ifa -party.files -a timely
motion to dlssolve, any other. party may file a motion
to amend within 20 days of the expiration of the time
set. for fling motions. ‘Service on opposing parties of
an opposition to a motion to amend which is based on
prior .art must include copies of .such prior art. In
the:case of action by the primary examiner under rule
237, suck motions may be made within 20 days from
the date of the primary examiner’s decision on motion
wherein “such action was incorporated or the date of
the communication giving notice to the parties of the
proposed dissolution of the interference.

tc} Amotion to amend under paragraph (a) (2) of < 1

this rele or to substitute another application or declare
an’ additienal interference under paragraph (a) (3)
of this rule must be accompanied by an amendment add-
ing claims correbpondmg to the proposed counts. to the
apphcatwn concerned if such claims are not already in
that application. The motion must also request the ben-
efit of a prior application as provided for under para-
graph {a){(4) of this rule if the party concerned ex-
pects to be aecorded such benefit.

(dy Al proper motions as specified in paragraph (a)
of this rule, or of a similar character, will be trans-
mitfed to and considered by the primary examiner with-
out oral argoment, except that consideration of a
motion to dissolve will be deferred to final hearing
before a Board of Patent Interferences where the mo-
tion urges unpatentability of a count to one or more
parties which would be reviewable at final hearing
under rule 258(a) and such unpatentability is urged
against a patentee or has been ruled upon by the Board
of Appeals or by a court in ex parte proceedings.
Also consideration of a motion to add or remove the
names of one or more inventors may be deferred to
final hearing if such motion is filed after the times for
taking testimony have been set. Requests for recon-
sideration will not be entertained.

(e} In the determination of a motion to dissolve an
interference between an application and a patent, the
prior art of record in the patent file may be referred
to for the purpose of construing the issue.

(f) Upon the granting of a motion to amend and the
adoption of the clains by the other parties within a
time specified, or upon the granting of a motion to sub-
stitute another applicatlon, and after the expiration
of the time for filing any new preliminary statements,
a patent interference examiner shall redeclare the
interference or shall declare such other interferences
as may be necegsary to include said claims. A prelim-
inary statement as fo the added claims need not be
filed if a party states that he intends to rely on the
original statement and such a declaration as to added
claims need not be signed or sworn to by the inventor
in person. A second time for filing motions will not be
set and subsequent motions with respect to matters
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will not be considere ,
n interference may be enlarged or dimil
ished both as to counts and applica

volved, or may be entirely dissolved, by actions

‘taken under rule 231 “Motions before the pri-

mary examiner” or under rule 237 “Dissolu-
tion at the request of examiner”. The action
- may be a substitution of ‘one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the
application by addition, substitution, or dissolu-
tion a shifting of the burden of proof, or a con-
version of an application by changing the num-
““ber of inventors. See §1111.07. Decisions on
questions arising under this rule are made
under the personal supervision of the primary
examiner.
Examiners should not consider ex parte, when
raised by an applicant, questions which are
pending before the Office in inter partes pro-
ceedings involving the same applicant or party
an interest. See § 1111.01. o
Occasionally the entire subject matter of the
interference may have been transferred to an-
other group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration. If this has occurred,
after the second group has agreed to take the
case, the Interference Service Branch should
be notified so that appropriate changes may

be made in their records.
1105.01 Briefs and Consideration of
Motions [R-25]

A party filing a motion is expected to incor-
porate his reasons with the motion so that an
initial brief is not contemplated although if
filed with the motion it would not be objection-
able. Under rule 231(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to a mo-
tion, and the moving party may file a reply brief
within fifteen days of the date such opposition
is filed. If a motion to dissolve is filed by one
party the other parties may file a motion to
amend within 20 days from the expiration of
the time set for filing motions and the same
times for opposition and reply brief are allowed
with respect to the filing date of the latter
motion.

After the expiration of the time for filing a
reply brief, motions filed under rule 231 are
examined by a Patent Interference Examiner
who, if he finds them to be proper motions, will
transmit the case to the primary examiner for
consideration of the motions with an indication
of such motions as are improper under the rules
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, 'b.yﬂthe"Patgnt:zlnterference Examiner. The deci-
_ ston must include the basis for any conclusions

arrived at by the primary examiner. Care must

‘be taken to specifically identify which limita-

tions of a count are not supported, or the por-
tions of the specification which do provide
support for the limitations of the count when
necessary ‘to decide a motion. The examiner
should not undertake to answer all arguments
~ In motions of the types specified below the
primary examiner must consult with and ob-
tain the approval of a member of the Board of
Patent Interferences before mailing the deci-
sion. Motions requiring such consultation and
approval are: e R
Motions to amend where the matter of sup-

_port for a count is raised in opposition or
the examiner decides to deny the motion
_for that reason, _

Motions relating to the benefit of a prior
application,

Motions to dissolve on the ground that one
or more parties have no right to make the
counts,

Motions to dissolve on the ground of no inter-
ference in fact,

Motions to convert an application to a differ-
ent number of inventors,

Motions to substitute or involve another ap-
plication in interference where the matter
of support for a count is raised in opposi-
tion or the examiner decides to deny the
motion for that reason,

Motions to amend involving modified or
“phantom” counts,

Motions to amend seeking to broaden a patent
claim and an issue is raised with respect to
the showing in justification.

Requests should be made to the Patent Inter-
ference Examiner for the assignment of the
Board member to be consulted. The con-
sultation will normally be at the offices of the
Board of Patent Interferences. The primary
examiner should arrange a convenient time by
telephone. In the case of motions to amend
or to involve another application the Patent
Interference Examiner will examine any oppo-
sition which may have been filed and if the
question of right to make the proposed counts
as to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nec-
essity for consultation. If such indication is
not made there will be no necessity for consulta-




1105.02 : , INTERFERENCE
tion unless the primary examiner from his  1105.02 Decision on Motion To Dis-
own consideration concludes that one or more solve [R-36]
parties cannot make one or more of the pro- ,
posed counts. In this case he should inquire By the granting of a motion to dissolve, one
of the Patent Interference Examiner astowhich  or more parties may be eliminated from the
member to consult. interference; or certain of the counts may be
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: m g i ‘ é
apphcatmn should conform to the pmmm set f
forth - hereinafter under: the heading ctlon - Appeals ti ect that onl pnonty and
After Dissolation” (§1110).. See- 02.12 rs - ancill ge considered
with res ta,‘ixsting referen and that ;patentability of . the counts ‘will; not
ion decisi be considered. These court decisions. relate
: final' determination ofs/pnonty,
the interference has passed
-in ‘the ordinary case a moti
aay attack the patentability of
ot be li : matters whleh are

; In- . contention of no interference in fact, the ques-
partws forum for consldera.tlon of this matter tion to be decided is whether claims presented
a motion to dissolve on this’ ground 'should not by respective . parties as. corresponding to the
be granted where the decisionis a close one but count or counts in issue claim the same inven-
onl where there is clear basis forit.- ¢ tion even though a claim of one party differs
It should be 'noted that if all- partles from the corresponding claim of another party
a upon the same ground for dissolution, through omission of limitations or variation in
ich ground will subsequently be the basis for langxmge under rule 203(a) or rule 205(a). See
re]ectlon of the interference count to one or  §1101.02. Since the claims were found allow-
more parties, the interference should be dis-  able pmor to declaration, granting of ‘a motion
solved pro forma upon that ground, without  to dissolve on this ground would normally re-
regard to the merits of the matter. Thisagree-  sult in issuance of the respective claims to each
ment among all parties may be expressed in the  party concerned in separate patents. The ques-
motlon psfers, in the briefs, or 1n papers di-  tion to be decided then, is whether one or more
solely to that matter. See Buchliv. Ras-  limitations in the: claim of one party which

mussen, 339 0.G. 223; 1925 C.D. 75, and Tilden = are omitted or broadened in the claim of an-
v. Snodgrass, 1923 CD. 805 309 O G. 477 and other party are material. Whether or not they
Gelder v. Henry, 771 USPQ 993. ' are material depends primarily on whether they
Affidavits or declarations relating to the dls-, were Tegarded s significant in:-allowing the
closure of a party’s application as, for example,  claim in the first.instance. That is, the prosecu-
on the matter of operativeness or right to make  tion should: be examined to determine if the
should not be considered but affidavits or decla-  limitation in'question was relied upon to dis-

rations relating to the prior art may be con- Anf;msh from cited prior art, or if it was essen-
sidered by analogy to rule 132. - tial to obtaining the desired result. See Mabon
If there is considerable doubt as to whether v. Sherman, 34 CCPA 991, 73 USPQ 378, 161

or not a ;1;1 arty’s application is operative and it ~ ¥.2d 255, 1947 C.D. 325 (CCPA 1947) ; ‘Brails-
appears that testimony on the matter may be  ford v. Lavet et al., 50 CCPA 1367, 138 USPQ
useful to resolve the doubt, a motion to 28,818 F. 2d 942, 1963 C.D. 723 (CCPA, 1963) ;
dissolve may be denied so that the interference  and Knell v. Mnueller et al.,, 174 USPQ 460
may continue and testimony taken on the point. (Comm. of Pats., 1971). [R—40]

Sees Bowditch v. Todd, 1902 C.D. 27; 98 O G.

792 and Pierce v. Tripp v. Powers, 1923 CD.  1105.03 Decision on Motion To

69 at 72,316 0.G. 3. i-
Where the effective date of a patent or pub- ::::,exi (ﬁll'lg;,o AAd‘:i:al;i?):bsn

lication (which is not a statutory bar) is ante- R o 6 Pp

dated by the effective filing dates or the alle- [R-36]

gations in the preliminary statements of all Motions by the interfering parties may be

parties, then the anticipatory effect of that  made under rule 231(a) (2) and (3) to add or
183 Rev. 40, Apr. 1974
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he automatic gran ant-

T m agreement of the
proposed counts are patent-

t relieve the examiner of his duty

mts  to determine independently whether ‘the pro-

;@6{‘; t ‘ g
the parties

at §1105.06.

set, the interference is reformed or a new inter-

ferzaﬁéei‘éisi declared by the Patent' Interference
" If & motion under rule 231(a) (8) Te
an application in issue, the app ication should
be ‘'withdrawn  from:issue prior: to decision on
the motion only if the motion is transmitted to
the primary examiner after the issue fee has
been paid or the date of transmittal'is so close
to the ultimate date for paying the issue fee that
the motion cannot be decided prior to that date.
For form see §1112.04. « 1 0o o o i
‘The case should then be withdrawn from issue
even though the examiner may be of the opm-
jon ‘that the motion will probably be denied,
but this' withdrawal does not-reopen the case
to further ex parte prosecution and if the mo-
tion is denied the case is returned to issue with
a newnoticeof allowance. =
Tt will be noted that rule 231(a) (3) does not
specify that a party to the interference may
bring a motion to mclude an application or
ent owned by him as to subject matter, in
addition to the existing issue, which is not dis-
closed both in his application or patent already
in the interference and in an opposing party’s
application or patent in the interference. Con-
ently the failure to bring such a motion
ﬂ] not be considered by the examiner to re-
sult in an estoppel against any party to an
interference as to subject matter not disclosed
in his case in the interference. ~On the other
hand, if such a motion is brou%lht during the
motion geriod, ‘secrecy as to the application
named therein is deemed to have been waived,
access thereto is given to the opposing parties
and the motion may be transmitted by the Pat-
ent Interference Examiner; if so transmitted, it
will be considered and decided by the primary
examiner without regard to the question of
whether the moving party’s case already in the
interference discloses the subject matter of the
proposed claims.

CoNCURRENCE oF ALL PARTIES

Contrary to the practice which obtains when
all parties agree upon the same ground for
dissolution, the concurrence of all parties in 2
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(a) (3) relates to

posed counts are patentable and allowable in
the ‘applications ‘1nvolved.  Even though no
references ‘have been ' cited : against: propesed
counts by the parties, it is the examiner’s duty
to ‘cite such references as may anticipate the
p‘l'oposed counts; Inﬁk_lng a-search:for this ’p"{ll‘-"
/Also, care should be exercised, in deciding
motions, that any counts to be added to the
existing interference differ materially: from the
original counts and from:each ‘other, and that
counts ‘of additional interferences: likewise dif-
fer materially from the counts of the first inter-:
ference and:from each other § 1101.0L(3). .
test ‘to :apply:is' whetherdifferent
proofs may be required to prove priority as,for
example, in the ease of a generic original eount
and a proposed count to.a species, or vice versa.
If the answer is affirmative, the motion to add
the proposed count should be granted. ‘When
a patent is involved; all of the patent claims
which the applicant ecan make must be included
as counts of the interference. = 1 v

The examiner should also be careful not to
refuse acceptance of a count broader than orig-
inal counts solely on the ground that it does
not differ materially from them. - If that is in
fact the case, and the proposed count is patent-
able over the prior art, the examiner should
grant the motion to the extent of substituting
the proposed count for the broadest original
count so that the parties will:not be limited in
their proofs to include one or more features
which are unnecessary to patentability of the
count. 'Where there is room for a reasonable
difference of opinion as to whether two claims
are materially different (or patentably distinct)
it is advisable to 'add the proposed claim to the
issue rather than to substitute it for the original
count. This will allow the parties to submit
priority evidence as to both counts. . -

Affidavits or declarations are occasionally
offered in sugsport of or in-opposition to motions
to add or substitute counts or applications, The
practice here is the same as in the case of affi-
davits or declarations concerning motions to
dissolve that is, affidavits or declarations relat-
ing to disclosure of a party’s application as, for
example, on the matter of operativeness or right
to make, should not be considered, but affidavits
or declarations relating to the prior art may be
considered by analogy to rule 132.

If a motion under rule 231(a) (2) or (3) is
denied on the basis of a reference which is not




- and to be considered by the Board of Patent
. Interferences. See Greenawalt v. Mark, 1904
- CD.352;1110.G. 2224, o :
. In deciding a motion of this nature, it is usu-

nalogy to  ally advisable first to determine exactly which
, ‘ ,-for recon- counts will be involved in the final redeclaration
sideration of decisions on motions under rule = of the interference. - The practice in decidin
231 will not be entertained. Rule 231(d). the motion should ‘then follow that set forth
These affidavits or declarations should not be  in the case of In re Redeclaration of Interfer-
opened to the inspection of opposing parties  ences Nos. 49,635; 49,636;49,866; 1926 C.D.
and no reference should be made to the dates 75; 350 O.G. 3. In accordance with the last
of invention set forth therein other than  stated case, no party in an interference should
the mere statement that the effective date of the be made junior as to some counts and senior as
reference has been overcome. As in the case of to others. Therefore, if, in considering a mo-
other affidavits or declarations under rule 131, tion to shift the burden of proof, it is found
they remain sealed until the preliminary state- that the moving party 1s entitled to the benefit
ments for the new counts are opened.. =~ . of an earlier filed application as to some counts

A member of the Board: of Patent Interfer- but not as to other counts in the same interfer-
ences must be consulted in connection with mo-  ence, the motion should be denied. P
tions to add. or substitute .one or more counts In accordance with present practice an ear-
or applications where the matter of right to  lier filed application disclosing a single species
make one or more counts is raised in an opposi-  (including chemical compositions) in such a
tion to the motion or the primary examiner  manner as to comply with the first paragraph
wishes to deny a motion for that reason al-  of 35 U.S.C. 112 is a constructive reduction to
though it has not been raised by a party. In  practice of a count expressing the genus pro-
the event the consultation ends in disagreement,  vided continuity of disclosure has been main-
the the matter will be resolved by the Deputy  tained between the earlier application and the
Assistant Commissioner for Patents. [R-43]  involved application either by copendency or

by a chain of successively copending applica-
1105.04 Decision on Motion Relating  tions. Where such an appfication is a construc-
to Benefit of a Prior Applica-  tive reduction to practice, the benefit of its filing
tion Under Rule 231(a) (4) date may be obtained by a junior party by a
R-43] motion to shift the burden of proof. See Me-
[ Burney v. Jones, 104 USPQ 115; Den Beste v.
The primary examiner also decides motions  Martin, 1958 C.D. 178, 729 O.G. 724; Fried et al.
relating to benefit of a prior application under ~ v. Murray et al., 1959 C.D. 311, 746 O.G. 563;
rule 231(a)(4). These may involve shifting In re Kirchner, 1962 C.D. 477, 134 USPQ 324,
the burden of proof or merely giving a party (CCPA 1962). o

the benefit of an earlier date which will not With respect to the shifting of the burden
change the order of the parties. They may of proof it should be noted that the order of
result in judgment or order to show cause taking testimony should be placed upon the
against a junior party whose preliminary state- applicant last to file unless all the counts of the
ment does not allege dates prior to the earlier  interference read upon an earlier application

‘ application or, in the case of a junior party, they which antedates that of the other party.

i

may shorten the period for which diligence must For proving of foreign filing for priority see
be proved or change the burden of proof from  §§ 201.14, 201.15.
that of beyond reasonable doubt to a mere pre-

ponderance of the evidence. 1105.05 Dissolution on Primary Ex-
If there is doubt whether an earlier appli- aminer’s Own Request Under

cation discloses the invention involved in the Rule 237 [R-25]

interference, there being a reasonable ground

for denying the party’s right to it, a party Rule 23Y. Dissolution at the request of ezaminer.

should not be given the earlier record date. If, during the pendency of an interference, a reference

The denial of a motion to shift the burden of or other reason be found which, in the opinion of the
proof does not deprive a party of the benefit  primary examiner, renders all or part of the counts

of the earlier application upon which the mno-  unpatentable, the attention of the Board of Patent

tion was based. He may have the matter re- Interferences shall be called thereto. The interference

viewed at final hearing (rule 258) and he may may be suspended and referred to the primary exam-

‘ introduce that application as part of his evi- iner for consideration of the matter, in which case the
185 Rev. 43, Jan. 19756
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_tion. The interference will be continued

~ accordance with the determination’
. examiner. If such reference or reason:

the interference is before the primary examiner for

_ incorporated .in' the decision on the motion, but the
parties' shall' be entitled to reconsideration if they
have not submitted arguments on the matter.:
- Rule 237 covers dissolution of an interference
on the primary examiner’s own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
. ' Two procedures are available under thisrule:
First, if the primary examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-
sion on this newly discovered matter “may be
incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration
“if they have not submitted arguments on the
matter” (rule 237). This same practice obtains
when the primary examiner discovers a new
reason for holding counts proposed under rule
231(a) (2) or (3) unpatentable. Under
this practice, the primary examiner should
state that reconsideration may be requested
within the time specified in rule 244(c).
Second, if the primary examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part when the interfer-
ence is not before him for determination of a
motion, he should call the attention of the Pat-
ent Interference Examiner to the matter. The
primary examiner should include in his letter
to the Patent Interference Examiner a state-
ment applying the reference or reason to each of
the counts of the interference which he deems
unpatentable and should forward with the origi-
nal signed letter a copy thereof for each of the
parties of the interference. Form at § 1112.08.
If preliminary statements have become open
to all parties, rule 227, or if not and a party
authorizes the primary examiner to inspect his
preliminary statement, effect may be given
thereto in considering the applicability of a ref-
erence to the count under rule 237. See § 1105.02.
The Patent Interference Examiner may sus-
pend the interference and refer the case to the
primary examiner for his determination of the
question of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is prepared and
mailed by the primary examiner as in the case
of a motion to dissolve.

Rev. 43, Jan. 1975
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determination of a motion, decision thereon may be

‘issne of the interference, the Examiner of

« an appli-
xaminer raises the
¥ eount,, atten-
n v. Halpert, 128
: terference involving two or more
a reference is brought to the at-
tention of the examiner by one of the parties
to the interference, that fact should be made
of record by the examiner in his letter to the
Examiner of Interferences under rule 237.
~If, in an interference involving an applica-
tion and a patent, the applicant calls attention
to a reference which he states anticipates the

Interferences will forthwith dissolve the inter-
ference, and the primary examiner will there-
upon reject the claim or claims to the applicant
on his own admission of nonpatentability with-
out commenting on the pertinency of the refer-
ence.  Such applicant is of course also estopped
from claiming subject matter not patentable
over the issume. A reference cited by the pat-
entee which is applicable against the claims of
the patent, will be ignored.. A reference newly
discovered by the primary examiner is treated
in accordance with § 1101.02(f).

1105.06 Form of Decision Letter
[R-43]

In order to reduce the pendency of applica-
tions involved in interference proceedings, pri-
mary examiners are directed to render decisions
on motions within 30 days of the date of trans-
mittal to them. : '

The decision should separately refer to and
decide each motion which has been transmitted
by a statement of decision as granted or denied.
The decision must include the basis for any
conclusions arrived at by the primary exam-
iner. Care must be taken to specifically iden-
tify which limitations of a count are not
supported, or the portions of the specification
which do provide support for the limitations of
the count when necessary to decide a motion.
Different grounds urged for seeking a particu-
lar action, such as dissolution for example,
should be referred to and decided as separate
motions. When a motion to dissolve on the
ground of no right to make urges lack of support
for more than one portion of a count and is
granted, the examiner should indicate which
portions of the count he considered not to be
disclosed in the application in question. The
same practice appries in denying a party the
benefit of prior application.

Motions to amend or to substitute an appli-
cation, if unopposed, do not require any state-
ment of conclusion if granted, but a denial
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should be supplemented statement of the
conclusion on which denial is based. If such a

plemented t
motion is granted over opposition, the reason
for overruling the opposition should be given.
If an application is to be added or substituted
and the examiner has determined that it is en-
titled to the filing date of a prior application by
virtue of a divisional, continuation or continua-
tion-in-part relationship, the decision should so
state. .

MOTION DECISION EXAMPLES

The motion by Brown to dissolve on the
ground of unpatentability to all parties over
X in view of Y is denied. The combination
of references proposed in the motion is not
considered obvious. :

The motion by Brown to dissolve on th
ground that Jones has no right to make the
count is granted. It is considered that the
expression “__________ ” is not supported by
the Jones disclosure.

The motion by Jones to substitute proposed
count 2 for the present count is unopposed
and is granted.

The motion by Jones to add proposed
count 3 is denied. The expression®________ ”
is considered to be ambiguous.

The motion by Smith to shift the burden
of proof is granted. The prior application
relied upon is found to be a constructive re-
duction to practice of the invention defined
by the count.

It is usually advisable to decide motions to
dissolve first, then motions to amend or to sub-
stitute an application, and finally motions to
shift the burden of proof or relating to benefit
of an earlier application taking into account
any changes in the issue or the parties which
may have been effected by the granting of other
motions. If a motion to shift the burden of
proof is granted the change in the order of par-
ties should be stated.

If a motion to amend is granted the decision
should close with paragraphs setting times for

~ sponding to the newly a

- lowln,

186.1

nonmoving parties to '(g:'nesent claims corre-

itted counts and for

all parties to file preliminary statements as to
them. fSuch paragraphs should take the fol-
orm: ,

“Should the parties Smith and Brown
desire to contest priority as to proposed
count 2, they should assert it by amendment
to their respective applications on or be-
fore __________ , and failure to so assert it
within the time allowed will be taken as a
disclaimer of the subject matter thereof.

On or before ___._______ , the statements
demanded by rules 215 ef seq. with respect
to proposed count 2 must be filed in a sealed
envelope bearing the name of the party filing
it and the number and title of the inter-
ference. See also rule 231(f), second sen-
tence. The time for serving preliminary
statements, as required by rule 215(b), is set
to expireon __________. »

If a motion to substitute another commonly
owned application by a different inventor is
granted, the decision should include a para-
graph setting a time for the substituted party
to file a preliminary statement in the following
form:

“The party - ——_____ to be substituted for
the party ____.____ must file on or before

, a preliminary statement as re-
quired by rules 215 et seq. in a sealed en-
velope bearing his name and the number and
title of the interference.”

The decision should close with a warning
statement such as the following:

“No reconsideration (rule 231(d)
sentence).”

The spaces provided in the above paragraphs
for the dates for copying allowed proposed
counts and for filing and serving preliminary
statements should be left blank. The appropriate
dates will be inserted in the blank spaces by the
Service Branch of the Board of Patent Inter-
ferences before the decision is mailed.

last
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member o:yv ’the Board of Patent Interference@ as

uired by § 1105.01, the word “APPROVED” -

and spaced: below this the Board member’s
name who 'was consulted should be typed at the
lower left -hand corner of the last page.. The
Board member will: in ‘the: space below
“APPROVED.” - If less 'than 'all of  the
motibns demded required ‘consultation; under

§ 1105.01, the word “APPROVED?” should be
ollowed by an indication of matters requmng
such approval. For example,

“Approved as to the motlon to shlft the

burden of proof.”

~After the: decision is sxgned by the prlmarv
examiner and the proper clerical entry made,
the complete interference file is forwarded to
the Service Branch of the Board of Patent
Interferencee for dating and mailing or for the
Board members s;gnature if there has been a
consulta.tlon

The motlon decision is entered in the index
of the interference file; it should include the
following information and be set forth in this

order:
______ Granted.

Date_____ “Dec. of Pr. Exr.”
If some of the motions have been granted and
others denied, the last entry will be “Granted
and Denied”, and of course, if all the motions
have been denied, the last entry will be “De-
nied.” 1If a date for copying allowed proposed
counts and for filing preliminary statements
has been set, this should also be indicated at the
end of the line by

“Amendment and Statement due_._______. /
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion” (Form PO-222)
in each case involved in the interference:

Dissolved

Dissolved as to counts 2 and 3
Dissolved as to Smith
Counts 4 and 5 admitted

These entries should be verified by the pri-
mary examiner.

Determination of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
final hearing. [R-31]

1105.07 Petition for Reconsideration
of Decision [R-23]

Petitions or requests for reconsideration of a
decision on motions under rule 231 or 237 will
not be given consideration. Rule 231(d) sec-

-ond ‘sentence::

1106.01

. An exception is the case where
under rule 287 ‘the primary examiner for the
first time takes notice of a ground ‘for dissolu-
tion: while the interference:is before him for
consideration ‘of motions by ‘the parties and in-
corporates this matter in his decision so that the
parties have had no opportunity to present ar-
guments thereon. In this case the examiner’s
decision should include a statement to the effect
that reconsideration' may be requested within
the tlme spec1ﬁed in rule 244-(0) See § 1105.05.

1106 'Redeclaration of ~'Interferences
and  Additional Interferences
[R-23] ' "

- ‘Redeclaration of 1nterferences Where necessi-
tated by a decision on motions under rule 231
will be done by a patent interference examiner,
the papers being prepared by the Interference
Service Branch. - The decision signed by’ the
primary examiner will constitute the author-
1zation.:” The same practice will apply to the
declaration of any new interference which may
result from a decision on motions.

1106.01 After Decision on Motion

Various procedures are necessary after de-
cision on a motion. The following general
rules may be stated :

(1) If the total result of the motion decision
consists solely in the elimination of counts, the
elimination of parties or a shifting of the bur-
den of proof, no redeclaration 1s necessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the shifting of the burden
of proof.

(2) If the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration papers. The old counts should re-
tain their olg numbers for ease of identification.

(3) Since all of the necessary information
concerning an application to be added or sub-
stituted should appear in the motion decision
or on the face of the application file no separate
communication from the primary examiner to
the patent interference examiner is necessary
or desired.

The patent interference examiner will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a party fails so to copy a proposed
count and tﬁus will not be included 1n mter-
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~ be returned to the primary examiner by the
patent interference examiner with a memo-
randum explaining. the- ‘circumstances, unless
the ‘original interference will continue as to
one or more counts. - In the latter case the a
phcatlon concerned  will be retained: with the
al interference and a new: interference
wﬂ ‘be &eclared (assuming at least one other
nonmoving party asserts the proposed count)
on the new count and including only those par-
ties who have asserted it in their applications.
.-In declaring a new interference as a result of
a motion decision the notices to the parties and
the declaration sheet will mclude a etatement to
the following effect :
..*This interference is declared a8 the result
; of a decision on motlons in Interference No

In thls ,asealso no tlmes for ﬁhng prehmlnary
statementsor motlons w111 be set.. (o

1106 02 By Addltlon of New Party by
- Examiner [R—-23] '

Rule 238 Addstion of new party by ezaminer. If
during. the pendency. of .an.interference, another case
appears,. claumng substannally the subject matter in
issue, the primary ‘examiner should notify the Board
of Patent Interferences and request addition of such
case to the interference. Such addition will be done as
a matter of course by a patent interference examiner,
if no testimouy has been taken. If, however, any testi-
mony may have been taken, the patent interference
examiner shall prepare and mail a notice for the pro-
posed new party, disclosing the issue in interference
and the names and addresses of the interferants and
of their attorneys or agents, and notices for the inter-
ferants disclosing the name and address of the said
party and his attorney or agent, to each of the parties,
setting a time for stating any objections and at his
discretion a time of hearing on the question of the ad-
mission of the new party. If the patent interference
examiner be ot the opinion that the new party should
be added, he shall prescribe the conditions imposed
upon the proceedings, including a suspension if
appropriate. .

Rule 238 states the procedure to be followed
when the examiner finds, or there is filed, other
or new applications interfering as to some or
as to all of the counts. The procedure when
any testimony has been taken differs consider-
ably from the procedure when no testimony has
been taken. }p Towever, the difference does not
involve the primary examiner but rather affects
the action taken by the patent interference
examiner.

The primary examiner forwards Form
PO-850 accompanied by the additional appli-
cation to the Interference Service Branch,
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ferenee as ﬁﬁ“/uch count t;he I p matmri Wiﬂ‘ .

e same. mfermatmn regardmg ‘the
a phcatlon ‘as -in connection: wnth

 an original declaration: (§ 1102.01) and also in-

cluding the number of the interference. - If no
testimony has been talen, the patent interfer-
ence examiner will as a matter of course sus-
pend the interference and redeclare it to include
the additional party setting such times for the
new party or all parties as 1s consistent with the
stage of proceedings at that point. . [If the addi-
tional party is-to be added as to only some of.
the counts, the patent: interference examiner
will declarea new interference as to those counts
and reform the original interference omitting
the .eounts ‘which are included: in ,t.he ‘new: one.
In this ease the fact that the issue was in another
interference should be noted in all Ietters in the
new: mterference FE S

l 107 Exalmner '8 Entry in Interf erence

File Subsequent to Interference
[R——23]

An mterference is’ termmated elther by dlS—
solution or by an award of priority to one of
the parties. In either case the interference is
returned with the entire record to the exam-
iner as soon as the decision or judgment has
become final.

‘After the files have been returned to the
examining group the primary examiner is
required to make an entry on the index in the
interference file on the next vacant line that
the decision has been noted, such as by the
words “Decision Noted” and ’initialed by him.
The interference file is returned to the Service
Branch of the Board of Patent Interferences
when the examiner is through with it. There it
will be checked to see that such note has been
made and initialed before filing away the inter-
ference record.

1108 Entry of Amendments Filed in
Connection With Motions [R-
23]

This section is limited to the disposition of
amendments filed in connection with motions
in an apphcatlon involved in interference, after
the interference has terminated.

The manner of treating other amendments
which are filed in an application during the
course of the interference, is discussed in a
separate section (§ 1111.05).

Under rule 231(c) an applicant is required
to submit with his motion to amend the issue
or to substitute an application, as a separate
paper, and amendment embodying the proposed
claims if the claims are not already in the ap-
plication concerned. In the case of an appli-




cation involved in the interference, this amend-
ment is not entered at that time but is placed
in the application file. i

An amendment filed in connection with a mo-
tion to add counts to an interference must be
accompanied by the claim or claims to be added
and with the appropriate fees, if any., which
would be due if the amendments were to be
entered, it may be that the amendments will
never be entered. Only upon the granting of the
motion is it necessary for the other party or
parties to present the claims, but the fees must
be paid whenever presented. Claims which have
been submitted in response to a suggestion by
the Office for inclusion in an application must
be accompanied by the fee due, 1f any. Money
paid in connection with the filing of a proposed
amendment will not be refunded by reason of
the nonentry of the amendment.

If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencil.
(See rule 266.)

189
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1108

In each instance the applicant is informed of
the disposition of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution: following the interference, even
though additional claims had been presented
under rule 231(2)(2). The interference pro-
ceeding was not such an Office action as relieved
the case from its condition as the doctrine of
Ex parte Quayle, 1935 C.D. 11; 453 O.G. 213.

It should be noted at this point that, under
the provisions of rule 262(d), the termination
of an interference on the basis of a disclaimer,
concession of priority, abandonment of the in-
vention, or abandonment of the contest filed by
an applicant operates without further action as
a direction to cancel the claims involved from
the application of the party making the same.
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: return éf the ﬁles,f
and the cases of all partles are subject to such
ex parte action ‘as their: res%ectwe ‘eonditions
may’ re, even though, where no appeal to
the Court'of Customs and Patent Appeals was
filed; the losing party to the interference may
file a suit under 35 U.S.C. 146. 'In a case where
a patentee is the losing party, and the Office is
notified that a civil action under 35 U.S.C. 146
has been initiated, the files will not be returned
to the examining group until after that action
has been terminated. The date when the pri-
ority decision becomes final does not mark the
beginning of a statutory period for response by
the applicant. See Ex parte Peterson, 19-11
C.D. 8, 525 O.G. 3. - /

If an application had been withdrawn from
issue for interference and is again passed to
1ssue, a notation “Re-examined and passed for
issue” is placed on the file wrapper together
with a new signature of the primary exam-
iner in the box provided for this purpose.
Such a notation will be relied upon by the
Patent Tssue Division as showing' that the
application is-intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Patent Issue Division during the pendency
of the interference.

See §1302.12 with respect to listing ref-
erences discussed in motion decisions.

1109.01 The Winning Party [R-25]

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
volving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142; 270 F. 2d 335; 122
USPQ 564. In an intorference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue

193

ymendment, or if thef rejection stand-

; the. clalms at the time the interfer-

: formed ‘was. overcome, by reason of

the award. of pr orlty, as an interference in-

Volmeg ‘the application and a_patent which

form the basxs of the. re]ectlon, the exam-
t

I, hoﬁever the a.ppllcatlon of the Wmmngf:
rty oontalns an, unanswered Office, action, the.

| examiner at. .once. notifies. the, applicant of this

fact and re%u'es response to the Office action
Wlthm .a shortened  period, of . two months
running from the date of such notice.  See Ex
parte Peterson, 1941 C.D. 8; 525 O.G., 3. This
procedure. is. not to be. construed as_requiring
the reopening of the case if the Office action.
had closed the/ prosecutxon before the exam-,‘
iner, -

The followmg language is sug esbed for notl-
fymg the winning party that his application
contains an unanswered Office action:

-[1] “Interference No. _.__ has been term-
,ma.ted by a decision favorable to. applicant.
Ex parte prosecutlon is resumed.

However,  this -application contains an
unanswered Office action.

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO SUCH
ACTION IS SET TO EXPIRE TWO

MONTHS FROM THE DATE OF THIS
LETTER.” :

_The winning party, 1f the prosecutlon of his
case had not been closed, generally may be
allowed additional and broader claims to the
common patentable subject matter. (Note,
however, In re Hoover Co., Etc., 1943 C.D. 338;
57 USPQ 111; 30 CCPA. 92( ) The winning
party of the 1nterference is not denied anything
he was in possession of prior to the interference,
nor has he acquired any additional rights as a
result of the interference. His case thus stands
as it was prior to the interference. ' If the appli-
cation was under final rejection as to some of its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.

After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod of two months within “which to file an
appeal or cancel the finally rejected claims.
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ment of the invention operates “ywithout fur-

ther action as a ‘direction to cancel the clalms
1nvolved from the ?pphcatlon of the party

rule 262(d)). Abandon

resulted n

i?ence counts in the application of the losing
party ‘should be treated 'in" accordance with
rule 265, which provides that such claims
“stand ﬁnally disposed of without' further ac-
tion by the examiner and are not open to fur-
ther ex parte prosecution.” Accordingly, a
pencil line should be drawn through the claims
as to which a judgment of priority adverse to
applicant has been rendered, and the words
“Rule 265” should be written in the margin to
indicate the reason for the pencil line. If these
claims have not been canceled by the applicant
and the case is otherwise ready for i issue, these
notations should be replaced by a line in red
ink and the words “Rule 265” in red ink before
passing the case to issue, and the applicant
notified of the cancellation by an Examiner’s
Amendment. If an action is necessary in the
application after the interference, the applicant
should be informed that “Claims (designated
by numerals), as to which a judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
Rule 265.” - '

If, as the result of one or both of the two
precedmg paragraphs all the claims in the a
plication are eliminated, a letter should
written informing the apphcant that all the
claims in his case have been disposed of, indi-

cating the circumstances, that no claims remain
subject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal

or civil action was filed.
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I the judgment ' is based on'a dlsclalmer,
concessmn of priority, or ‘abandonment’ of the:

‘ (f by the losing ‘applicant, such
oncession of priority, or abandon-

; similar result; ' See
"nterference‘ ‘counts - ‘thus ‘dis-
Jor abandoned are accordingly
‘the " applgfatlon of the paritlv

If the’ ]udgm tis based on’ grounds 'other‘
than those referred to in the preceding para-
ph, the clauns carrwpondmg to ‘the inter-

N ,G-Pnocenm

copt whers judg mwbas@d solely on an:

c liary matters, any remaining claims in each
_defeated party’s case should ™ :

reviewed in
connectmu with the winning party’s-disclosure.
. Aninterference. settl% not only the. rights of
the .parties under the issues or counts of,the
interference but also settles every question of
the rights to any ¢claim which. might have been
presented and determined in the interference
proceeding. The doctrine of estoppel has been
applied where a party has neglected or refused
to contest priority of patentable subject matter,
which is clearly common to his apphcatmn and
the apphcatmn of his opponent in-interference.
- Claims which the winning party could. not
make, for: lack of .disclosure, cannot be denied
to the loser on the ground of interference
estoppel; if thev dlstmgulsh patentably from
the COUNES. i 1 ;
'The dlstmctaon whlch should be borne in.
mmd -is: thaty with rega,rd to. interference.
estoppel, the losing party is only estopped to
obtain-claims which read directly on disclosures
of 'subject. matter clearly common to both the
winning party’s application and that of the
losing: party; but that, with regard to prior art
(including prior mventlon), the losing party
cannot obtain claims to subject matter which is
either barred under 35 U.S.C. 102(g), or ren-
dered obvious under 35 U.S.C. 103, by the in-
vention defined in the interference counts. In
re Riss et al., 154 USPQ; 54 CCPA 1495.
Where the winning party is an applicant,
reference should be made only to the application
of _______.__ , the winning party in Interfer-

ence __"____. but the serial number or the ﬁhng

date of the other case should not be included in
the Office Action. However, a losing applicant
may avoid a rejection based on unclaimed dis-
closure of a winning patentee. When notice
is received of the filing of a suit under 35
U.8.C. 146, further action is withheld on the
apphcatlon of the party filing the suit. No let-
ter to that effect need be sent.

When the award of prlorlty 1sfbased solely
upon ancillary matters, as right to make, and
is in favor of the junior party, the claims of
the senior party, even though the award of
priority was to the junior party, are not sub-
ject to rejection on the ground of estoppel,
through failure to move ander rule 231(a) (2)
or on the disclosure of the j junior party as prior
art (rule 257).

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the
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issue, :i}ﬁpatéhtablé over the winning fParty’s ,

disclosure, or any other suitable rejections are

- made. If it was under final rejection or ready

for issue, his right to reopen the prosecution is
restricted to subject matter related to the is-
sue of the interference.

Where the losing party failed to get a copy

of his opponent’s drawing or specification dur-

ing the interference, he may order a copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure. Such
order is referred to the Patent Interference
Examiner who has authority to approve orders
of this nature.

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under rules 231(a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as well as
where it is ended by dissolution. See § 1110.
However. Tule 231(a) (8) now limits the doec-

194.1

trine of estoppel to silbject matter in the cases

1110
involved in the interference. See § 1105.03.

1110 Action After Dissolution [R-
25]

After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the
motions were not denied. See §1108. See
§1302.12 with respect to listing references
discussed in motion decisions. If the grounds
for dissolution are also applicable to the non-
moving parties, e.g., unpatentability of the sub-
ject matter of the interference, the examiner
should, on the return of the files to his group,
reject in each of the applications of the non-
moving garties the claims corresponding to the
counts of the interference on the grounds stated
in the decision. It is proper to refer to the “ap-
plication of __________, an adverse party in

Interference _____. ,7 but neither the Serial
No.

number nor the filing date of such application

should be included in the Office action.
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quent proceedings have the same ‘effect with'r
thepartyﬁungtheumeasanndverseawa of

Under these’clrcumstanoes., it should be noted
that. pursuant to the last sentence of rule
262( b), supra, the party who abandons the con-
test or the, apphcatlon stands on the same foot-
zng as tke losmg party referred to in § 1109.02.

lllO 02 Actlon After Dlssolutlon Un-
" der Rule 231 or 237 [R-38]

If fo]lowmg the dlsso]utyon of the interfer-
ence under rule 231 or'237, ‘any junior party
files claims  that might have been 1ncF ded
inthe 1issue of the “interference such cldims
should: be rejected on'the ground of estoppel.
The senior of the parties, in accordance with
rule ‘257, is" exemp‘oed from  such rejection.
Where it is. only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(3)
now limits the doctrine of estoppel to subject
matter in the cases involved in the lnterference
See 28 1105 03 and 1109.02.

1111  Miscellaneous
1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-
tion of priority of invention but all questions
relative to the right of each of the parties to

195

if any attempt is made to

mteﬂ " partes questlons o

1111.02

Record in I

tinct and sepamte copy
at it will not be necessary
3 rds of several interferences

to ‘ascertain the sta us of a partxcular case.
This will not, however, apply to the testi-
mony. . All papers filed in violation of this prac-
tice will be retumed to the partles ﬁllng them.

llll 03 Overlappmg Apphcatlons :
[R-26]

“Where one of several apphcatlons of the
same inventor or assignee which contain over-
lapping claims gets /into an:interference, the
prosecution of:all the cases:not in the interfer-
ence should be carried as far as possible, by
treating ‘as prlor art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinction between the apphcatlons
In some instances suspension of action by the
Office cannot be avoided. See § 709.01.

Where an appllcatlon involved in interfer-
ence includes, in addition to the subject mat-
ter of the mterference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by ﬁlmg a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to:substitute the latter
divisional application for the application orig-
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Rule 5.3. Prosecution of application under éecw:'ééay
order; withholding patent. ) § -

" (b) An interference: will 1
applications under secrecy order. However, if an ap-
plication: under secrecy..order .copies claims from an

sued, patent, a notice of that fact will be placed in

substantially identical subject matter.
all ‘applications contain the claims suggeste
the following letter will be sent to all parties:
“Claims 1, 2, ete., (indicating the conflict-
ing claims and claims not patentable over the
application under security 'status) conflict
- ‘with those of another a; ,pﬁcatiojne However,
the security status (of the other application)
or (of your application) does not permit the
declaration of an interference. Accordingly,
action on the applications is suspended for so
“long as this situation continues. ‘
“Upon removal of the security status from
all - applications, ~an  interference  will' be
declared.” L
The letter should also indicate the allow-
ability of the remaining claims if any. :

1111.05 Amendments Filed During

The disposition of amendments. filed in con-
nection with motions in applications involved
in an interference, after the interference has
been terminated, is treated in § 1108. If the
amendment is filed pursuant to a letter by the
grimary examiner, after having gotten juris-

iction of the involved application for the pur-
pose of suggesting a claim or claims for inter-
ference with another party and for the purpose
of declaring an ‘additional interference, the
examiner enters the amendment and takes the
proper steps to initiate the second interference.

OtHER AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the

Rev. 38, Oct. 1973

| or nof the amendment affocts

the application, to:deter

g PR TOmeaL 4 ding' or
In  any: prospective interference. the amend-

ordinary one properly ‘responsive
regular’ ex parte action precedin,

- the declaration of the ihteﬁférence; ‘and’ does

not affect the pending or any prospective in-
‘twference the . t.i ked in pencil
file, a corre-

concurrently
eeding (see §1103),
appeal, it should be
eated like any similar amendment in an ordi-
- When: an- amendment-filed -during interfer-
ence purports to put the application in condi-
tion ' for another interference either with a
pending application or with a l,lpateﬁt, the pri-
mary’ examiner must personally consider the
amendment sufficiently to determine whether,
in fact,it doesso.”

If the amendment presents allowable claims
directed to an invention claimed in a patent or
in another pending application in issue or ready
for issue, the examiner borrows the file, enters
the amendment and takes the proper steps to
initiate the second interference. :

~ Where in the opinion of the examiner, the
proposed amendment does not put the applica-
tion in condition for interference with another
application not involved .in the interference
the amendment is placed in the file.and marked
“not. entered”. ancf the applicant is informed
why it will not be now entered and acted upon.
See form at §1112.10. Where the amendment
copies claims of a patent not involved in the
interference and which the examiner believes
are not patentable to the applicant, and where
the application is open to further ex parte
prosecution, the file should be obtained, the
amendment entered and the claims rejected,
setting a time limit for response. If reconsidera-
tion is requested and rejection made final a time
limit for appeal should be set, Where the appli-
cation at t?xe time of forming the interference
was closed to further ez parfe prosecution and
the disclosure of the application will, prima
facie, not support. the copied patent claims or
where copied patent claims are drawn to a non-
elected invention, the amendment will not be

4 pros )
of Appeals is being cond
with an interference pro
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, ; —26] o
" 'Whenever a party in interference brings a
motion under rile 231(a) (3) aflocting an ap-
plication not already included in the interfer-
ence, the Examiner of Interferences should at
once send the primary examiner a written no-
tice of such motion and the primary examiner
should place this notice in said application file.
- The notice is customarily sent to, the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined ‘in the same group; However, if the
application is not being examined in the same
group, then the correct group should be ascer-
tained and the notice ’ferdtsed}td that Group.

‘This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the examiner
is cautioned by this notice not to consider ex
parte, questions which are pending before the
Office in infer partes proceedings involving the
game applicant or party in interest. Second,
if the a_pp]ica,ti’on which is the subject of the
motion is in issue and the last date for paying
the issue fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. See form in
£ 1112.04. Third, if the application contains an
affidavit or declaration under rule 131, this must
be sealed because the opposing parties have ac-
cess to the application. . .

1111.07

Conversion of Application
From Joint to Sole or Sole

- to Joint  [R-26]

Although, for simplicity, the subject of this
section is titled “Conversion of Application
from Joint to Sole or Sole to Joint,” it in-
cludes all cases where an application is con-
verted to decrease or increase the number of
applicants. See § 201.03.

If conversion is attempted after declaration
of an interference but prior to expiration of the
time set for filing motions, the matter is treated
as an inter partes matter, subject to opposition.
That is, the filing of conversion papers during
this period whether or not accompanied by a
formal motion will be treated as a motion under
rule 231(a) (5) and will be transmitted to the
primary examiner for decision after expiration
of the time within which reply briefs may be

any-other motions which may
. onversion is permitted,
e 1 i1:be accomplished ‘as in other
cases on the basis of the decision on motions.
1f conversion is attempted after the close of
the motion period ‘but prior to the taking of
a,n3171 testimony, the Interference Examiner may,
at his discretion, either transmit the matter to
the primary examiner for ‘determination or
defer consideration thereof to final hearing for
determination by the Boatrd of Patent Inter-
ferences. If transmitted to the primary ex-
aminer, the matter 1}; treated as outlined in the
If fconvégsion ‘is attempted after the taking
of testimony has commenced, the :Interference
Examiner will . generally defer consideration
of the matter to final hearing for determina-
tion by.the Board of Patent Interferences.
In any case where the examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-
al requirements for such conversion have
been satisfied, just as in the ordinary ex parte
treatment of the matter. Also as in ex parte
situations the examiner should make of record
the formal acknowledgment of conversion as
required by § 201.08. e
A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described above.

1111.08 Reissue Application Filed
While Patent Is in Interfer-
ence [R-38] ‘

Care should be taken that a reissue of a pat-
ent should not be granted while the patent is
involved in an interference without approval
of the Commissioner. et

If an application for reissue of a patent is
filed while the patent is involved in interfer-
ence, that application must be called to the
attention of the Commissioner before any ac-
tion by the examiner is taken thereon.

Such applications are normally forwarded by
the Application Division to the Office of the
Solicitor. A letter with titling relative to the
interference is placed in the interference file by
the Commissioner and copies thereof are placed
in the reissue application and mailed to the
parties to the interference. This letter gives
notice of the filing of the reissue application and
generally includes a paragraph of the following
nature: )

The reissue application will be open to in-
spection by the opposing party during the in-
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1 ; }
by the. Commwsmner attached, 11: slmuld be
pmmpﬁ forwarded t0~;t11e Office of the. Soh<31~
‘ memorandum

1111.89 Smt Under 35 USC 146
by losing Party" [R—38]

33 B’.&’(’ 146: ivil action in ‘case of mterfermcc'
Any party to'an mterference disgdtisfied with ‘the’ decx-
ston ‘of the board of patent interferences on the ques-
tion-of priority;: may' have remedy by civil action if
commenced within such’ ‘time’ after sueh” decision, not
leas tharn #ixty days; as the’ Comnnssioner appomts or
as provided in'section 1417 of ‘this title, unless ‘he’ has
appealed to the United ‘States’ Court of Customs and
Patent Appeals, and such appeal is pending or has been
decided. In such suits the record in the Patent Office
shall be admitted on motion of either party upon the
terms and eonditions as to' costs, expenses, and the
further cross-examination of ’the witnesses as the court
imposes, without prejudice to the right of the parties
to take further testimony. The testimony and exhibits
of the record in the Patent Office when admitted shall
bave the same effect as if originally taken and pro-
duced in the suit.

Such swit may be instituted against the party in in-
terest as shown by the records of the Patent Office at
the ‘time of .the decision complained of, but any party
in interest may become .a party to the action. If there
be adverse parties resxdmg in a plurahfv of districts
not embraced within the same state, or an adverse
party residing in.a foreign country, thie United States
Distriet Court for the District:of Columbia shall have
jurisdiction and may issue summons -against the ad-
verse parties directed to the marshal of any district in
which any adverse party resides. Summons against ad-
verse parties residing in foreign countries may be
served by pablication or otherwise as the court direets.
The Commissisner shall not be a necessary party but he
shall be notified of the filing of the suit by the clerk of

Rev. 38, Oct. 1573

tavm' 01' the right
-authorize the Com-

' mxssioher to issue such patent on the filing in the

- certified gopy.-0f thé judgiment and
i of law.
rference gives

P e has filed a
civil action under the provisions ‘of 35 U.S.C.

146, relative to. the interference, that potice
should be called to the attention of the Inter-
ference Service Branch in order that a notation
thereof can be’ made on the 1ndex of the
mterference o

‘When notice  is recelved of the ﬁhng of a
suit under 35 U.S.C. 146, further action  is

W*ﬂ}he]d on the apphcatmn of the party filing

the smt Wo letter t that eﬁect need be sent.
1111 10 Beneﬁt 'of .Forelgn Fllmg Dnte
e [R——26]

Ifa request for the beneﬁt of a forelgn ﬁ]mg
date under 35 U.S.C. 119 is filed while an apph-
cation is involved in interference, the papers are
to be placed in the. apphcatlon file in the same
manner as amendments received during inter-
ference, and appropriate action taken %ter the
termlnatlon of the lnterference :

A party will be given the benefit of a forei
filing date in the declaration notlces only unckigxxl'
the circumstances set out in § 1102. 01(a). A

party having a foreign filing date which is not
accorded him in the declaration papers should
file a motion to shift the burden of proof or for
benefit of that filing date under rule 231(a) (4)
and the matter will be considered on an inter
partes basis.

1111.11 Patentability Reports

- The question of Patentability Reports rarely
anses in interference: proceedings but the
proper occasion . therefor may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
motions and the procedure should follow as
closely as possible the ex parte Patentability
Report practice.




1111.13 Consultatmn With

In addition to the co

connection with certain motion decisions

§ 1105.01, the examiner should consult wt
Patent Interference Examiner o ‘member of
the Board of Patent Interferences in any case
of doubt or where the practice appears to be
obscure or confused. In view of their spe-
cialized experience they may be able to suggest
a course of action which will avoid considerable
difficulty in the future treatment of the case.

1111.14 Correction of Error in Join-
ing Inventor [R-37]

Requests for certificates correcting the mis- -

joinder or nonjoinder of inventors In a patent
are referred to the Office of the Solicitor for
consideration. If the patent is inv
ference when the request is filed, the matter wi
be considered inter partes. Service of the request

199

506-570 0 - 13 - 4

will be required and any
: y addr
reque ‘be ¢on: if filed within 20
days of service of a copy of the request on the
opposing party. Following this 20 days, the
associate solicitor will consider the matter to the
extent of determining whether the request
prima facie conforms to applicable law and
policy. During the interference, a copy of any
decision concerning the request will be sent to
the opposing party as well as to the requesting
party. Issuance of the certificate will be with-
held until the interference is terminated since
evidence adduced in the interference may have a
bearing on the question of joinder. See also
§ 1402.01.

1112 Letier Forms Used in Interfer-
ences

Forms, are. found in Chapter 600 of the

nual erical Procedure which gives de-

ails as to the stationery to be used, number of

copies, typing format and handling.
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1112.02 . MANUAL OF PATENT NING PROCEDURE

us. naumem o& com\mc:
Patant Office !

;Murcmsmotﬂﬂaﬂs o
vmm pc 0

Pwmte_ &

' {pddress’ label)

‘ The following claim(s) found. allowable, is (are)

gsuggested for the purpose of interference:

APPLICANT SHOULD MAKE THE CLAIM(S) BY
{aliow not lesgs than 30 days, usually 45 days). FAILURE
TG D0 SO WILL BE COMSIDERED A DISCLAIMER OF THE SUBJECT
KATTER INVOLVED UNDER THE PROVISIONS OF RULE 203.

WCiones/ng
557~2804

190 GIv. 170
§ = Petent Applinatisn Fis Copy

1112.03 Same Attorney or Agent in Applications of Conflicting Interests [R-37]

The following sentence is usually added to the letter suggesting claims where the same attorney
or agent is of record in apphr' ations of different ownership which have conflicting subject matter.

Atrention is called to the fact that the attorrney (or agent) in this .11)1)]1(,111011 1s also the
attorney (or agent) in an applieation of another ])'ut) and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application.

Rev. 37, July 1973 200




NTERFERENCE 1112.04

1112.04 Letter Requesting Withdrawal From Issue {R-42]

u.s. DEPARTMENT OF COMMERCE
IhnentOﬁum

- Address -Only: - COMMISSIONER OF PATENTS
Washmgtnn B.C.. 202

Date
Reply to oL ,
Attn of: .. .. . Primary Examiner
. Subject: Withdrawal from Issue: .  S.N. _
Filed
”Sent to Issue
Tc: Mr. Director, Group

It is requested that the above-entitled application be

withdrawn from issue for the purpose of (Examiner provides

necessary reasocn, or designates one of the phrases a-e below)

The issue fee has (or has not) been paig.

Respectfully,
Examiner
J.Searcher:mdb
‘ a. . . . interference, another party having made claims suggested to him from this application.
b. . . . interference, on the basis of claims ________.____ copied from Pat. No. .__________.

c. . . . interference, applicant having made claims suggested to him.

d. . .. rejecting claims ________ we— on the implied disclaimer resulting from failure to make the
claims suggested to him under rule 203,

e. . . . deciding a motion under rule 231(a) (3) involving this application. the issue fee having

been paid, or, the motion cannot be decided prior to the nultimate date for paying the issue

fee,

I 201 Rev. 42, Oct. 1974



1112 05 Imtlal Interferenc’ ,anoranﬂum

MANUAL OF PATENT

MIVI*NG PROCE DURE

U. 5. DEPARTMENT OF COMMERCE

TPATENT OFFICE
w.«snwcm

INTE!FE!B‘CE - INI'I'IM. WANDUM

PAGE RO 1

to
nat be hs(ed in any saecn‘uc order

EXAMINERS INSTRUCTIONS — Please doliint dave this form lypewrillen ‘tCMwGewe the items below by hand (pen and ink) and forward

it of which has been accorded. The parties need

Group Clerk with ait files mclo«ml thase hensed

bsoarn of nremrEReNCES:

g Kﬁ interfefence is found 10 exist between the foilowing cases:

~LAST KAME OF FIRST LISTED “"APPLICANT'

tf applicable, check aad/or fill in appmﬁﬂm PEra—
graphs from M.P.E.P. 1102.0Ya)

1

SMITH &t al

(Pat.)

SERIAL RUMBER

'FILED (MC.. DAY, YEAR?

Alter terminzlion of this interference, this agplication

will &= held subjec! to further examiration under -

930, 65%

Tuwve /9, 1765

Ru! € Fib.

* Accorded benefit of

Clmms

SEREAL NURSTR

FilLeco MAY /5, /965

16, 322

DATE PATENTEDU ?EN)IN'G

OR -ABANQONED -

aual tcant.:

will be held subject to rejection as unpatentille over the
issge in the event of 2n lward ol priority zdverse to

THROUGH M TERVENIKG

DATE
FILED

AND APPLICATION
SERIAL NO.

DATE
FILED

APPLICATION SERIAL NO.

JoaTe pavenTED ]

oR ABANDONED [
—

DATE RATENTEDL]
OR ASANDONED [T}
]

LAST NAME OF FIRSY LISTED "APPLICANT™

it a{nilicablc, check and/or fill in appropriate gara—

ERrAY

SERIAL NUMBER

765, 432

FILED (MO.. DAY, YEAR)

At 1, 1964

Rule 266.

= Accarded benefit of LN/ TED I(I/V‘DOM

Claims,

z PARKER graphs from M.P.E.P. 1102.01(2)
SERTAL MUMBER FILED (MO.. DAY, YEAR ! R N - . . .
N ’ ‘After termination of this interference, this appiication
66 rl 5/5?; MA RCH : IJ—, /?‘5- :i:l be“held subject to further examination undes
vie 266.
.
SERIAL NUMEER DATE 7— LY 3 /7961 Claims 5; 71 /2
3 32/ _ JFILED L z witl be held subject fo rejection as unpalentable over the
‘5 v A OATE PATENTED . issue in the event of an award of priority adverse o
’ DEC. B, 1963 |.icam
or ABaNDONED [ 7 applicant.
1Rt RS S OV, 22, /963 S8R AERCATON PTS AAPR. 10, 196
"5- 23 CATE PATENTED [J DATE PATENTED[]] / /
7’ / SR ASANDON ArR/L /"I /9 ﬁq[ 762 OR ABANDONED ! 5, 6S
3, | o457 wame oF FimsT LisTED “ARRLICANT™ if 3::“'53'"3. check 3‘“‘01 o in appropriate para—
. graphs from M.P.E.P, .01(a)

Alter termination of this interference, this apgiication
will be held subject fa further examination under

APPLICATION SERIAL NO.

SERIAL NUMBER 2!‘LTEED Mﬂ Yy /5‘ /’63 will be held subject ta rejection as unpalenlable over the
Il w 63 z issue in the event of an award of priority adverse tc
f] DATE PATENTED 8 applicant.
OR AEANDONEO
THROUGH INTERVENING JDAT AND APPL:EA"HE‘ BATE
lLED SERIAL NO FILED

DATE PATENTED D
OR ABANDONED D

DATE PATENTED O

OR ABANDONEO D

THE RELATICH OF THE COUNTS TO THE CLAIMS OF THE RESPECTIVE PARTIES (INDICATE THOSE MODIFIED)

- " NAME OF PARTY NAME OF PARTY NAME OF PARTY NAME GF PARTY
CouNTE SmiTH et al RKER

: Ll ) 4 3

z / 4

2 o 3(s) %

: =1z) ) y &)

5 - L 4

£

Have modified counts not appearing in any applicalion typed on a separate shee! and atlach lo this form.

s The setial rumber and filing date of each application the benefit of which is intended to be accorded must be listed.
merely list the eariiest application if there are intervening applications necessary for continuily,

It is not sutficient to

GROUP

J30

DATE

Tune 9, 1969

SIGHATURE OF PRIMARY EXAMINER

Clerk’s irstructions

1. Obtain & titie regort for all cases and include 3 copy.
2. Retumn tratiomittsl ship PO=261 or PO=262 10 the Board of Appeals.

3. Forward ail files including those benefil of which 15

being accorded,

FORM PO~850
Revised /71

USCOMMaDC B0ET4 S=71

Rev. 42, Oct. 1974
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1112 08 Prlmary Exammer Imtmnug Bw@olutmn of Interference, Rule 237 (a)
[R-35]
This form is to be used In all cases except when the interference is before the primary

examiner for determination of a motion. Sufficient copies of this form should be prepared and
sent to the Patent Interference Examiner so that he may send a copy to each party.

PatexTEE INVOLVED

If one of the parties is a patentee, no reference should be made to the pafent claims nor to
the fact that such claims correspond to the counts.  See §1101.02(f), last paragraph. However,
this restriction does not apply to claims of the application. Lanvuave such as the following 1s
st gested “Applicant’s claims—are considered fully met by ( or unpatentable over) the—

reference.’

U.S. DEPARTMENT OF COMMERCE
Patent Office

PRS-

Address Only: COMMISSIONER OF PATENTS
Washington, 0.C. 20231

In re Interference No. 98,000
John Willard

v.
Luther Stone

Under the provisions of Rule 237, your attention
is called to the following patents:

187,520 Jolien 1-18387 214-26
1,637,468 Moran 4-195¢ 214-26

Counts 1 and 2 are considersd unpatentable over
either of these references for £he following reasons:

(The Examiner discusses the references.)

MMWard:pcf
Copies to:

John Jones
133 Fifth Avenue
New York, New York 11346

Leonard Smith
460 Munsey Building
Washington, D. C. 20641

203 Rev. 85, Jan. 1978




1112.10  Letter Denying Entry of Amendment Secking Further Interference

[R-35]

o With application or patent not involved in present nterference)

Ly

Patent Office

Z. Green A.U. 123 Washington, D.C. 20231
—
| serial No. 521,316 7/1/65

Paper No.
Richard A. Green

PIPE CONNECTOR .
Charles A. Donnelly

123 Main Street
Dayton, Ohio 65497

Please find below a communication frcm the EXAMINER in charge of this application.

Commissioner of Patents.

AR ST T OR T ROOR AR R G X ToR e AR IO e R T
BPIRE X KX XX XX ORI KX RARICH FR R4 S RIS RIFK XM KK X KRRaRK

The amendment filed has not now

been entered since it does not place the case in condition for

ancther interference.

(Follow with appropriate paragraph, e.g9., (a) or (b)

(a) Applicznt has no right tc make claims
because (state reason briefly)}. (Use where applicant cannot
make claims for interference with another application or where
applicant clearly cannct make claims of a patent.)

(b) Claims are directed to a species

which is not presently allowable in this case.
p

Z. Green:ns
(7053y 557-2802

us. DEPARTMENT OF COMMERCE

Address Only: COMMISSIONER OF PATENTS

POL-90 1REY. 378
1~ Patent Application File Copy

Rev. 35, Jan. 1973 204 Pages 205-208 are omitted






